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EXPLANATION  OF  NOTES. 


The  Text  of  tbe  Opinion. 

The  text  of  the  opinion  of  the  court  is  taken  wholly  from  the  record, 
and  not  from  the  ofhcial  reporter.  Tbe  reason  for  this  is  that  the  re- 
cord is  the  original  source  from  which  the  reporter  himself  obtains  his 
matter ;  that  it  is  complete,  no  cases  decided  by  the  court  being  omitted 
therefrom ;  that  on  application  to  the  clerk  of  the  court  for  a  certified 
copy  of  an  opinion,  it  is  the  copy  of  the  opinion  as  it  appears  in  the  re- 
cord, and  not  as  printed  in  the  official  report  that  he  furnishes. 


Prominent  among  the  advantages  secured  by  printing  the  record,  is 
the  fact  that  t))e  statement  of  the  case,  involving  all  those  facts  which 
the  court  considers  material  to  the  understanding  of  its  opinion  is  made 
by  the  court  itself,  strictly  in  view  of  its  decision,  concisely  and  judici- 
ally, whereas  the  official  reporters,  Wallace  and  Otto,  have  omitted 
whole  pages  of  the  statement  as  made  by  the  court,  substituting  their 
own,  or  have  so  amended  and  varied  the  court's  statement  as  to  make  it 
practically  a  new  one.  The  case  of  Burr  v.  Duryee,  reported  in  this 
volume,  is  a  notable  example,  on  consulting  which  the  foot-notes  ap- 
pended will  be  found  to  point  out  the  variation  of  the  official  reporter 
from  the  original  record. 


It  will  also  be  observed  that  this  practice  of  these  reporters  has  often 
been  the  cause  of  omitting  in  their  reports  the  introductory  part  of  the 
opinion  as  given  in  the  record,  supplying  it  from  their  own  point  of  view 
and  actually  beginning  the  report  of  the  opinion  at  an  intermediate 
point  of  the  record. 


The  text  in  this  work  has  been  prepared  from  printed  certified  copies 
of  the  record,  and  has  undergone  a  second  comparison  while  in  type 
before  printing  made  directly  with  tlie  original  record  in  the  Supreme 
Court,  giving  an  assurance  that  no  effort  has  been  spared  to  secure  ac- 
curacy. 
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It  has  further  been  compared  with  the  officially  published  reports  and 
the  divergences  of  the  latter  from  the  record  pointed  out  in  foot-notes  to 
each  case  where  they  occur  in  justification  of  the  course  pursued  by  the 
editor,  and  for  the  convenience  of  the  profession. 


OThe  Syllabi,  or  The  Head  Notes. 

The  head  notes  have  been  prepared  with  care  and  considerable  elabo- 
ration, the  editor  deeming  it  more  convenient  to  the  profession  that  he 
should  err  on  the  side  of  too  great  minutia  in  calling  their  attention 
even  to  what  may  be  regarded  as  dicta  of  the  court.  At  the  end  of  each 
head-note  will  be  found  between  brackets,  the  page  of  the  opinion  of 
which  it  is  a  digest.  The  head-notes  are  numbered  consecutively  and 
at  the  end  of  each  case  there  will  be  found  under  the  corresponding 
number  of  the  head-note  a  note  of  Supreme  Court  Patent  Cases,  in 
chronological  order,  relative  to  the  subject-matter  of  the  head-note. 


OThe  Annotations,  or  Notes  at  ending  of  Case. 

Notes  at  ending  of  case  are  of  three  kinds ;  those  in  the  form  of 
notes  to  the  head-notes ;  those  relating  to  the  patent  in  suit ;  and  those 
relating  to  cases  in  which  the  particular  case  reported  has  been  cited. 

Notes  to  the  head-notes.  These  consist  of  Supreme  Court  Patent 
Cases,  arranged  in  chronological  order,  in  which  the  substance  of  the 
head-note  has  been  restated,  affirmed,  or  applied,  as  the  case  may  be ; 
these  have  been  brought  down  to  the  latest  decisions  of  the  court  acces- 
sible at  the  date  of  printing  the  volume. 

The  patent  in  suit  is  next  given  with  its  reissues,  if  any,  followed 
by  a  chronological  list  of  all  reported  Federal  suits  in  which  the  patent 
has  been  involved. 


Oitations  of  the  partioulcur  opinion.  Then  follows  a  list  of  those 
cases  in  which  the  opinion  reported  has  been  cited.  This  list  includes 
Federal,  State,  and  Canadian  Cases,  opinions  of  the  Attorney-Oeneral, 
and  of  the  Commissioner  of  Patents,  and  the  latest  text  books,  Curtis, 
4th  Edit.,  Walker,  Merwin,  and  Abbott. 


All  the  lists  are  chronological  in  arrangement  and  in  the  list  of  cita- 
tions the  dates  are  appended. 
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Additional  References,  &o. 

To  facilitate  the  finding  of  any  case  appearing  in  the  notes,  not  only  is 
the  original  report  given,  but  also  volume  and  page  of  Bobb,  Fisher, 
Banning  and  Ardeu,  and  others  in  which  it  is  reprinted. 


Both  in  the  opinion  and  arguments  the  rule  has  been  followed  of  add- 
ing the  names  to  cases  cited  by  page  and  volume  only,  these  additions  to 
the  text  being  included  in  brackets. 


Blank  lined  spaces  after  each  note  and  a  blank  page  at  the  end  of  each 
case  are  left  for  the  insertion  of  additional  citations  and  of  general 
notes. 


Tables. 

There  are  added  a  number  of  tables  and  two  indexes  for  ready  refer- 
ence. These  are  Tables  of  Cases,  Reference  Table  of  Cases,  Table  of 
Patents  in  Suit,  of  Cases  Cited,  of  Abbreviations,  of  Names  of  Justices, 
of  Names  of  Counsel,  an  Index  Digest  and  a  Digest  of  Notes. 


Reference  is  made  throughout  the  work  to  the  volume  and  page  of  the 
English  cases  already  published  as  part  of  this  series,  wherever  they 
occur. 


WOODBURY  LOWERY. 
Washington,  D.  C, 

Aug.  i,  1883. 
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REFERENCE  TABLE  OF  COMPARATIVE  PAGES 

OF  THE  OFFICIAL  EEP0BT8  AND  THIS  VOLUME. 


The  object  of  comparioff  the  pages  in  these  cases  is  for  convenience  of 
reference  showing  where  the  the  text  in  the  opinion  of  the  court  on  each 
page  of  the  Official  Report  is  found  in  this  edition,  or  if  an  attorney 
wishes  to  cite  the  Official  Reports  while  using  these  volumes  he  can 
readilv  do  so  by  turning  to  this  table  and  finding  on  what  page  in  the 
official  edition  any  page  of  the  Opinion  of  the  Court  in  this  volume  may 
be  found. 

In  making  this  comparison,  out  of  justice  to  ourselves,  where  we  have 
inserted  new  material  such  as  drawings,  specifications,  arguments  o] 
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GEORGE  KENDALL,  LE ANDER  WARE  and  GEORGE 
JENCKES,  PLAINTIFFS  IN  ERROR,  v.  JOSEPH  S. 
WINSOR.* 
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[Bk.  16,  L.  ed.  166;  1  Whit.  1108.] 
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Policy  of  the  Patent  Law.     Delay  foi*  the  purpose  of  experiment. 

Abandonment 

1.  The  policy  of  the  Patent  Law  is  ^'  to  promote  the  progress  of 

science  and  useful  arts."     Constitution,  act  1,  sec  8,  clause  9 
(p.  8). 

2.  The  inventor  who  designedly,  and  with  the  view  of  applying 

it  for  his  own  profit,  withholds  his  invention  from  the  public, 
comes  not  within  the  policy  or  objects  of  the  Constitution 
or  acts  of  Congress,     (p.  9). 

8.  Dedication  to  the  public  cannot  be  revoked,     (p.  9). 

4  Delay  prior  to  application  requisite  for  completing  an  inven- 
tion, or  for  a  test  of  its  value  or  success  by  a  series  of  sufficient 
and  practical  experiments  is  no  bar  to  a  patent     (p.  9). 

5.  Dedication  to  the  public  may  be  either  by  express  declaration, 
or  by  conduct  equally  significant  with  language — such  for  in- 

*See  explanation  of  notes,  page  IIL 
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stance,  as  an  acquiescence  with  full  knowledge  in  the  use  of 
his  invention  by  others,     (p.  9). 

6.  Abandonment  is  a  question  of  fact  for  the  jury.     (p.  12). 

7.  The  question  of  abandonment  of  the  particular  invention  held 

properly  submitted  to  the  jury.      (p.  12). 

[Citations  in  opinion  of  the  court :] 
Shaw  17.  Cooper,  7  Pet.  292 ;  [4  Am.  &  Eng.  286,]  p.  10. 
Pennock  v.  Dialogue,  2  Pet. ;  [4  Am.  &  Eng.  417,]  p.  10. 

In  error  to  the  Circuit  Court  of  the  United  States  for  the 
District  of  Rhode  Island. 

The  history  of  the  case  and  a  statement  of  the  facts  in- 
volved, appear  in  the  opinion  the  court. 

Mr.  T.  A.  Jenckes  ^  for  plaintiff  in  error. 

Mr,  Charles  M.  Keller^  for  defendant  in  error. 

The  question  presented  by  the  exceptions  to  the  ruling  of 
the  court  below  depends  upon  the  construction  of  the  7th 
section  of  the  act  of  March  3,  1839. 

The  counsel  for  defendants  below  assumed  that  the  prior 
use  or  sale  named  in  that  section  of  the  act,  means  any  use 
or  sale  prior  to  the  application  for  a  patent,  whether  with 
or  without  the  consent  and  allowance  of  the  inventor.  The 
learned  court  below  gave  a  different  construction  to  that 
act,  and  held  in  conformity  with  the  ruling  in  Pierson  v. 
Eagle  Screw  Co.,  3  Story,  402,  that  the  use  and  sale  therein 
named  must  be  a  use  and  sale  with  the  consent  and  allow- 
ance of  the  inventor  before  his  application  for  letters  patent. 

This  construction  is  in  strict  conformity  with  the  con- 
struction given  to  the  act  of  1793. 

Melius?).  Silsbee,  4 Mas.  108, 110 ;  Shaw 2).  Cooper,  7  Pet., 
292,  319,  320.     [4  Am.  &  Eng.  286]. 

The  act  of  March  3,  1839,  is  an  act  in  addition  to  the  act 
of  1836,  and  being  engrafted  thereon,  should  be  construed 
by  the  provisions  of  the  act  of  1836,  so  as  to  harmonize 
therewith.  And  when  so  construed,  the  sale  and  use  before 
application  for  letters  patent  to  work  a  license,  must  be  a 
sale  or  use  with  the  consent  and  allowance  of  the  inventor. 

There  can  be  no  license  without  consent,  and  no  consent 
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without  knowledge ;  and  yet  the  first  exception  calls  for  a 
construction  of  the  act  which  shall  work  a  license  merely 
on  proof  of  user  by  the  defendants,  before  the  plain tiflTs 
aj>plication  for  a  patent,  with  or  without  his  knowledge  or 
consent. 

The  second  exception  calls  for  a  construction  which  shall 
work  a  license  on  proof  of  knowledge,  with  or  without  con- 
sent. And  the  third  exception  calls  for  a  construction  which 
shall  work  a  license  on  proof  of  knowledge,  and  in  the  ab- 
sence of  notice  that  he  did  not  consent. 

The  presumption  is  against  the  consent ;  and  yet  the  ex- 
ceptions would  invert  the  rule,  and  put  the  onus  prohandi 
on  the  party  having  the  advantage  of  presumption. 

Mr.  Justice  Daniel  delivered  the  opinion  of  the  court : 
This  was  an  action  on  the  case  in  the  Circuit  Court  of  the 
United  States,  instituted  by  the  defendant  in  error  against 
the  plaintiffs,  for  the  recovery  of  damages  for  an  alleged 
infringement  by  the  latter  of  the  rights  of  the  former  as  a 
patentee.  No  question  was  raised  upon  the  pleadings  or 
the  evidence  in  this  case  as  to  the  originality  or  novelty  of 
the  invention  patented,  nor  with  respect  to  the  identity  of 
that  invention  with  the  machine  complained  of  as  an  in- 
fringement of  the  rights  of  the  patentee,  nor  as  to  the  use 
of  that  machine.  These  several  facts  were  conceded  :  or  at 
any  rate  were  not  controverted,  between  the  parties  to  this 
suit. 

Under  a  plea  of  not  guilty^  the  defendant  in  the  Circuit 
Court  gave  notice  of  the  following  defenses  to  be  made  by 
him: 

1.  A  license  from  the  plaintiff  to  use  his  invention. 

2.  A  right  to  use  that  invention  in  virtue  of  the  7th  sec- 
tion of  the  act  of  Congress  of  the  3d  of  March,  1839,  which 
section  provides:  "That  every  person  or  corporation  who 
has  or  shall  have  purchased  or  constructed  any  newly-in- 
vented machine,  manufacture,  or  composition  of  matter, 
prior  to  the  application  of  the  inventor  or  discoverer  for  a 
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patent,  shall  be  held  to  possess  the  right  to  use.  and  vend 
to  others  to  be  ased,  the  si>ecific  machine,  roaniifactnre,  or 
composition  of  matter  so  made  or  purchased,  without  lia- 
bility therefor  to  the  inventor  or  any  other  person  interested 
in  such  invention." 

To  the  relevancy  and  effect  of  the  evidence  adduced  with 
reference  to  the  two  defenses  thus  notified,  and  to  the  ques- 
tions of  law  arising  upon  the  issues  made  by  those  defenses, 
this  controversy  is  properly  limited. 

Upon  the  trial  in  the  Circuit  Court,  in  support  of  this  de- 
fense, evidence  was  introduced  tending  to  show  that  the 
plaintiff  constructed  a  machine,  in  substantial  conformity 
J,  'j  with  his  specification,  as  early  as  1846,  and  that  in  1849 
he  had  several  such  machines  in  operation,  on  which  he 
made  harness  to  supply  all  such  orders  as  he  could  obtain  ; 
that  he  continued  to  run  these  machines  until  he  obtained 
his  letters  patent ;  that  he  repeatedly  declared  to  different 
persons  that  the  machine  was  so  complicated  that  he  pre- 
ferred not  to  take  a^  patent,  but  to  rely  on  the  difficulty  of 
imitating  the  machine,  and  the  secrecy  in  which  he  kept  it. 
And  the  defendants  also  gave  evidence  tending  to  prove  that 
the  first  of  their  machines  was  completed  in  the  autumn  of 
J  ^ ..  *  ^  1853,  and  the  residue  in  the  autumn  of  1854 ;  and  that,  in 
1>  \  the  course  of  that  fall,  the  plaintiff  had  knowledge  that 

/'  ^  the  defendants  had  built,  or  were  building,  one  or  more 
\. '.->  machines  like  his  invention,  and  did  not  interpose  to  pre- 

vent them. 

The  plaintiff  gave  evidence  tending  to  prove  that  the  first 
machine  built  by  him  was  never  completed  so  as  to  operate ; 
that  his  second  machine  was  only  partially  sucessful,  and 
improvements  were  made  upon  it ;  that  in  1849  he  began 
four  others  and  completed  them  in  that  year,  and  made 
harness  on  them,  which  he  sold  when  he  could  get  orders  ; 
that  they  were  subject  to  some  practical  difficulties,  partic- 
ularly as  it  respected  the  method  of  marking  the  harness, 
and  the  liability  of  the  bobbin  to  get  out  of  the  clutch ; 
that  he  was  employed  in  devising  means  to  remedy  these 
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defects,  and  did  remedy  them  ;  that  he  also  endeavored  to 
simplify  the  machine  by  using  only  one  cam-shaft ;  that  he 
constantly  intended  to  take  letters  patent  when  he  should 
have  perfected  the  machine ;  that  he  applied  to  Mr.  Keller 
for  this  purpose  in  February,  1863,  but  the  model  and  speci- 
fications were  not  sent  to  Washington  till  November,  1864 ;  ^Y ^  ^^ 
that  he  kept  the  machines  from  the  view  of  the  public, 
allowed  none  of  the  hands  employed  in  the  mill  to  intro- 
duce persons  to  view  them,  and  that  the  hands  pledged 
themselves  not  to  divulge  the  invention;  that  among  the 
hands  employed  by  the  plaintiff  was  one  Kendall  Aldridge, 
who  left  the  plaintiff's  employment  in  the  autumn  of  1852, 
and  entered  into  an  arrangement  with  the  defendants  to 
copy  the  plaintiff's  machine  for  them,  and  did  so ;  and  that 
it  was  by  Aldridge,  and  under  his  superintendence,  and  by 
means  of  tlie  knowledge  which  he  had  gained  while  in  the 
plaintiff's  employment,  under  a  pledge  of  secrecy,  that  the 
defendant's  machines  were  built  and  put  in  operation ;  and 
that  one  of  the  defendants  had  procured  drawings  of  the 
plaintiff's  machine,  and  has  taken  out  letters  patent  for  it 
in  England. 

Each  party  contraverted  the  facts  thus  sought  to  be 
proved  by  the  other. 

The  defendant's  counsel  prayed  the  court  to  instruct  the 
jury  as  follows : 

1.  That  it  is  the  duty  of  an  inventor,  if  he  would  secure 
the  protection  of  the  patent  laws,  to  apply  for  a  patent  as 
soon  as  his  machine  (if  he  has  invented  a  machine)  is  in 
practical  working  order,  so  as  to  work  regularly  every  day 
in  the  business  for  which  it  was  designed ;  and  if  he  does 
not  so  apply,  he  has  no  remedy  against  any  persons  who 
possess  themseves  of  the  invention,  with  his  knowledge 
and  without  his  notification  to  desist,  or  of  his  claims  as  an 
inventor  before  he  applies  for  his  patent. 

2.  That  a  machine  can  no  longer  be  considered  as  an  ex- 
periment, or  the  subject  of  experiment,  when  it  is  worked 
regularly  in  the  course  of  business,  and  produces  a  satis- 
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factory  fabric,  in  quantities  sufficient  to  supply  the  entire 
demand  for  the  article. 

3.  That  in  order  to  justify  the  delay  of  the  plaintiff  in 
applying  for  a  patent  after  his  machine  was  in  practical 
working  order,  on  the  ground  of  the  desire  to  improve  and 
perfect  it,  the  plaintiff  must  show  some  defect  in  construc- 
tion, or  difficulty  in  the  operation  or  mode  of  operation, 
which  he  desired  and  expected  to  remove  by  further 
thought  and  study ;  and  if  no  such  thing  is  shown,  then 
the  machine  must  be  held  to  have  been  completed  and 
finished,  in  the  sense  of  the  patent  law,  at  the  time  it  was 
pur  in  regular  working  use  and  operation. 

4.  That  under  the  7th  section  of  the  act  of  1839,  entitled, 
&c.,  if  the  jury  are  satisfied  that  the  machine,  for  the  use 
of  which  the  defendants  are  sued,  was  constructed  and 
jjut  in  operation  before  the  plaintiff  applied  for.his  patent, 
then  the  defendants  possessed  the  right  to  use,  and  vend  to 
others  to  be  used,  the  specific  machines  made  or  purchased 
by  them,  without  liability  therefor  to  the  plaintiff;  and 
the  jury  are  to  inquire  and  find  only  the  fact  of  such  con- 
struction before  tlie  date  of  the  plaintiff's  application,  in 
order  to  render  a  verdict  for  the  defendants. 

6.  That  under  said  section  of  said  act,  if  the  machines 
used  by  the  defendants  were  purchased  or  constructed  by 
them  before  the  application  of  the  plaintiff  for  his  patent, 
with  the  knowledge  of  the  plaintiff,  then  they  must  be 
held  to  possess  the  right  to  use,  and  vend  to  others  to 
be  used,  the  machines  so  purchased  or  constructed ;  and 
the  jury  are  to  inquire  into  and  find  only  the  fact  of  such 
purchase  or  construction,  and  that  the  plaintiff  had  knowl- 
edge of  the  same,  in  order  to  render  a  verdict  for  the  de- 
fendants. 

6.  That  under  said  section  of  said  Act,  if  the  machines 
used  by  the  defendants  were  purchased  or  constructed  by 
them  before  the  application  of  the  plaintiff  for  his  patent, 
without  the  knowledge  of  the  plaintiff',  and  without  his 
notifying  the  defendants  of  his  claim  as  the  inventor,  and 
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requiring  them  to  desist  from  such  construction,  then  they 
must  be  held  to  possess  the  right  to  use,  and  vend  to  others 
to  use,  the  machines  so  purchased  or  constructed  ;  and  the 
jury  are  to  inquire  only  into  and  find  the  fact  of  such  pur- 
chase or  construction,  and  that  the  plaintiff  had  knowledge 
of  the  same,  and  did  not  notify  the  defendant  to  desist 
from  such  purchase  or  construction  of  his  claim  as  in- 
ventor, in  order  to  render  a  verdict  for  the  defendants. 

The  court  set  aside  all  tbose  prayers  for  instructions, 
and  did  instruct  the  jury  as  follows : 

1.  That  if  Aldridge,  under  a  pledge  of  secrecy,  obtained 
knowledge  of  the  plaintiff's  machine — ^and  he  had  not 
abandoned  it  to  the  public — and  thereupon,  at  the  instiga- 
tion of  the  defendants,  and  with  the  knowledge,  on  their 
part,  of  the  surreptitiousness  of  his  acts,  constructed  ma- 
chines for  the  defendants,  they  would  not  have  the  right  to 
continue  to  use  the  same  after  the  data  of  the  plaintiffs 
letters  patent.  Bui  if  the  dtfendants  had  these  machines 
constructed  htfore  the  plaintiff^  s  application  for  his  let- 
ters paient^  under  the  heliqf  authorized  by  him  that  he 
consented  and  alUmed  them  so  to  do^  then  they  might  law- 
fully continue  to  use  the  same  after  the  date  of  the  plain- 
tiffs letters  patent,  and  the  plaintiff  could  not  recover  in 
this  action.  And  that  if  the  jury  should  find  that  the 
plaintiffs  declaration  and  conduct  were  such  as  to  justify 
the  defendants  in  believing  he  did  not  intend  to  take  let- 
ters patent,  but  to  rely  on  the  difficulty  of  imitating  his 
machine,  and  the  means  he  took  to  keep  it  secret,  this 
would  be  a  defense  to  the  action.  And  they  were  further 
instructed,  that  to  constitute  such  an  abandonment  to  the 
public  as  would  destroy  the  plaintiffs  right  to  take  a 
patent,  in  a  case  where  it  did  not  api)ear  any  sale  of  the 
thing  patented  had  been  made,  and  there  was  no  open 
public  exhibition  of  the  machine,  the  jury  must  find  that 
he  intended  to  give  up  and  relinquish  his  right  to  take 
letters  patent.  But  if  the  plainrijflf  did  intend  not  to  take 
a  patent,  and  manifested  that  intent  by  his  declarations  or 
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conduct,  and  thereupon  it  was  copied  by  the  defendant, 
and  so  went  into  use,  the  plaintiff  could  not  afterwards 
take  a  valid  patent. 

To  which  refusal  to  give  the  instructions  prayed  for,  as 
well  as  to  the  instructions  given,  the  defendants,  by  their 
counsel,  excepted  before  the  jury  retired  from  the  bar; 
and,  as  the  matter  thereof  did  not  appear  of  record,  prayed 
the  court  to  allow  and  seal  this  bill  of  exceptions ;  which, 
being  found  correct,  has  been  allowed  and  sealed  accord- 
ingly by  the  presiding  judge. 

[L.  8.]  B.  R.  Curtis, 

Justice  Sup.  Ct.  U.  S. 

The  first  ground  of  defense  assumed  under  the  notice 
from  the  defendant  in  the  court  below — viz. :  a  license 
from  a  patentee — may  at  once  be  disposed  of  by  the  re- 
mark that  no  evidence  was  offered  on  the  trial,  bearing  di- 
rectly or  remotely  upon  the  fact  of  an  actual  license  from 
the  patentee,  either  to  the  defendant  or  to  any  person 
whomsoever.  The  defense,  then,  must  depend  exclusively 
upon  the  proper  construction  of  the  section  of  the  law 
above  cited,  and  the  application  of  that  section  to  the  con- 
duct of  the  parties,  as  shown  by  the  bill  of  exceptions. 

It  is  undeniably  true,  that  the  limited  and  temporary 
monopoly  granted  to  inventors  was  never  designed  for 
their  exclusive  profit  or  advantage ;  the  benefit  to  the  pub- 
lic or  community  at  large  was  another  and  doubtless  the 
primary  object  in  granting  and  securing  that  monopoly. 
This  was  at  once  the  equivalent  given  by  the  public  for 
benefits  bestowed  by  the  genius  and  meditations  and  skill 
of  individuals,  and  the  incentive  to  further  efforts  for  the 
same  important  objects.  The  true  policy  and  ends  of  the 
patent  laws  enacted  under  this  government  are  disclosed 
in  that  article  of  the  Constitution,  the  source  of  all  these 
laws,  viz.:  "to  promote  the  progress  of  science  and  the 
useful  arts,"  contemplating  and  necessarily  implying  their 
extension,  and  increasing  adaptation  to  the  uses  of  society. 
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[Vide  Constitution  of  the  United  States,  art.  I.,  sec.  8, 
clause  9.]  By  correct  induction  from  these  truths,  it  fol- 
lows that  the  inventor  who  designedly,  and  with  a  view  of 
applying  it  indefinitely  and  exclusively  for  his  own  profit, 
withholds  his  invention  from  the  public,  comes  not  within 
the  i)olicy  or  objects  of  the  Constitution  or  acts  of  Con- 
gress. He  does  not  promote,  and,  if  aided  in  his  design, 
would  impede,  the  progress  of  science  and  the  useful  arts. 
And  with  a  very  bad  grace  could  he  appeal  for  favor  or 
protection  to  that  society  which,  if  he  had  not  injured,  he 
certainly  had  neither  benefited  nor  intended  to  benefit. 
Hence,  if,  during  such  a  concealment,  an  invention  similar 
to  or  identical  with  his  own  should  be  made  and  patented, 
or  brought  into  use  without  a  patent,  the  latter  could  not 
be  inhibited  nor  restricted,  upon  proof  of  its  identity  with 
a  machine  previously  invented  and  withheld  and  concealed 
by  the  inventor  from  the  public.  The  rights  and  interests, 
whether  of  the  public  or  of  individuals,  can  never  be  made 
to  yield  to  schemes  of  selfishness  or  cupidity ;  moreover, 
that  which  is  once  given  to  or  is  invested  in  the  public  can- 
not be  recalled  nor  taken  from  them. 

But  the  relation  borne  to  the  public  by  inventors,  and 
the  obligations  they  are  bound  to  fulfill,  in  order  to  secure 
from  the  former  protection  and  the  right  to  remuneration, 
by  no  means  forbid  a  delay  requisite  for  completing  an  in- 
vention, or  for  a  test  of  its  value  or  success  by  a  series  of 
sufficient  and  practical  experiments  ;  nor  do  they  forbid  a 
discreet  and  reasonable  forbearance  to  proclaim  the  theory 
or  operation  of  a  discovery  during  its  progress  to  comple- 
tion, and  preceding  an  application  for  protection  in  that 
discovery.  The  former  may  be  highly  advantageous,  as 
tending  to  the  perfecting  the  invention  ;  the  latter  may  be 
indispensable,  in  order  to  prevent  a  piracy  of  the  rights  of 
the  true  inventor. 

It  is  the  unquestionable  right  of  every  inventor  to  confer 
gratuitously  the  benefits  of  his  ingenuity  upon  the  public, 
and  this  he  may  do  either  by  express  declaration  or  by 
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/conduct  equally  significant  with  language — ^such,  for  in- 
stance, as  an  acquiescence,  with  full  knowledge  in  the  use 
of  his  invention  by  others ;  or  he  may  forfeit  his  rights  as 
an  inventor  by  a  wilful  or  negligent  postponement  of  his 
claims,  or  by  an  attempt  to  withhold  the  benefit  of  his  im- 
provement from  the  public  until  a  similar  or  the  same  im- 
provement should   have  been  made   and  introduced  by 

I  others.  Whilst  the  remuneration  of  genius  and  useful 
ingenuity  is  a  duty  incumbent  upon  the  public,  the  rights 
and  welfare  of  the  community  must  be  fairly  dealt  with 
and  effectually  guarded.  Considerations  of  individual 
emolument  can  never  be  permitted  to  operate  to  the  injurjr^ 
of  these.  But  whilst  inventors  are  bound  to  diligence  and 
fairness  in  their  dealings  with  the  public  with  reference  to 
their  discoveries  on  the  other  hand,  they  are  by  obliga- 
tions equally  strong  entitled  to  protection  against  frauds 
or  wrongs  practiced  to  pirate  from  them  the  results  of 
thought  and  labor,  in  which  nearly  a  lifetime  may  have 
been  exhausted  ;  the  fruits  of  more  than  the  viginti  anno- 
rum  lucvhr  at  tones  ^  which  fruits  the  public  are  ultimately 
to  gather.  The  shield  of  this  protection  has  been  con- 
stantly interposed  between  the  inventor  and  fraudulent 
spoliator  by  the  courts  in  England,  and  most  signally  and 
effectually  has  this  been  done  by  this  court,  as  is  seen  in 
the  cases  of  Pennock  &  Sellers  t?.  Dialogue,  [2  Pet.  1,  4 
Am.  &  Eng.  217],  and  of  Shaw  v.  Cooper,  [7  Pet.  292,  4 
Am.  &  Eng.  286].  These  may  be  regarded  as  leading  cases 
upon  the  questions  of  the  abrogation  or  relinquishment  of 
patent  privileges  as  resulting  from  avowed  intention,  from 
abandonment  or  neglect  or  from  use  known  and  assented  to. 
Thus,  in  the  former  case,  the  court,  on  page  18,  inter- 
preting the  phrase,  ^'^not  known  or  used  before  the  appli- 
cation for  a  patent^  make  the  inquiry.  *  what  is  the  true 
meaning  of  the  words  not  Tcnown  or  used^  &c.  They  can- 
not mean  that  the  thing  invented  was  not  known  or  used 
before  the  application  by  the  inventor  himself;  for  that 
would  be  to  prevent  the  only  means  of  his  obtaining  a 
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patent.  The  use  as  well  as  the  knowledge  of  his  invention 
must  be  indispensable  (a),  to  enable  him  to  ascertain  its  com- 
petency to  the  end  proposed,  as  well  as  to  perfect  its  corn- 
potent  parts.  The  words,  then,  to  have  any  rational  inter- 
pretation, must  mean,  not  known  or  tcsed  by  others  before 
the  application.  But  how  known  or  used?  If  it  were 
necessary,  as  it  well  might  be,  to  employ  others  to  assist 
in  the  original  structure  or  use  by  the  inventor  himself,  or 
if  before  his  application  his  invention  should  be  pirated  by 
ariothery  or  used  without  his  consent^  it  can  scarcely  be 
supposed  that  the  Legislature  had  within  its  contempla- 
tion such  knowledge  or  use."  Further  on  in  the  same  case, 
page  19,  the  court  say:  *'If^an  inventor  should  be  per- 
mitted to  hold  back  from  the  knowledge  of  the  public  the 
secrets  of  his  invention,  if  he  should  for  a  long  period  of 
years  retain  the  monopoly,  and  make  and  sell  his  inven- 
tfon  publicly,  and  thus  gather  the  whole  profits  of  it,  rely- 
ing on  his  superior  skill  and  knowledge  of  the  structure, 
and  then,  and  then  only,  when  the  danger  of  competition 
should  force  him  to  secure  the  exclusive  right,  he  should 
be  allowed  to  take  out  a  patent,  and  thus  exclude  the  pub- 
lic from  any  further  use  than  what  would  be  derived  under 
it  during  his  fourteen  years,  it  would  materially  retard  the 
progress  of  science  and  the  useful  artfi,  and  give  a  premium 
to  those  who  should  be  least  prompt  to  communicate  their 
discoveries."  In  Shaw  v.  Cooper,  [7  Pet.,  292, 4  Am.  &  Eng. 
286  ,  this  court,  on  page  319,  in  strict  coincidence  with  the 
decision  in  2  Pet.  say:  "The  knowledge  or  use  spoken  of 
in  the  Statute  could  have  referred  to  the  public  only,  and 
cannot  be  applied  to  the  inventor  himself ;  he  must  neces- 
sarily have  a  perfect  knowledge  of  the  thing  invented  and 
its  use,  before  he  can  describe  it,  as  by  law  he  is  required 
to  do  preparatory  to  the  emanation  of  a  patent.  But  there 
may  be  cases  in  which  the  knowledge  of  the  invention  may 
be  surreptitiously  obtained^  and  communicated  to  the  pub- 
lic, that  do  not  affect  the  right  of  the  inventor.  Under 
(a)  21  Howard,  page  330,  substitutes  *'  indisputable  "  for  "  indispensable." 
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such  circumstances,  no  presumption  can  arise  in  favor  of 
an  abandonment  of  the  right  of  the  inventor  to  the  public, 
though  an  acquiescence  on  his  part  will  lay  the  foundation 
for  such  a  presumption." 

The  real  intention  (&)  of  an  inventor  with  respect  to  an  as- 
sertion or  surrender  of  his  rights  under  the  Constitution 
and  laws  of  the  United  States,  whether  it  be  sought  in  his 
declarations  or  acts,  or  in  forbearance  or  neglect  to  speak 
or  act,  is  an  inquiry  or  conclusion  otfact^  and  peculiarly 
within  the  province  of  the  jury,  guided  by  legal  evidence 
submitted  to  them  at  the  trial. 

Recurring  now  to  the  instruction  from  the  judge  at  circuit 
in  this  case,  we  consider  that  instruction  to  be  in  strict  con- 
formity with  the  principles  hereinbefore  propounded,  and 
with  the  doctrines  of  this  court,  as  declared  in  the  cases  of 
Pennock  t?.  Dialogue  and  Shaw  v.  Cooper.  That  instruc- 
tion diminishes  or  excludes  no  proper  ground  upon  which 
the  conduct  and  intent  of  the  plaintiff  below,  as  evinced 
either  by  declarations  or  acts,  or  by  omission  to  speak  or 
act,  and  on  which  also  the  justice  and  integrity  of  the  con- 
duct of  the  defendants  were  to  be  examined  and  deter- 
mined. It  submitted  the  conduct  and  intentions  of  both 
plaintiff  and  defendants  to  the  jury,  as  questions  of  fact  to 
be  decided  by  them,  guided  simply  by  such  rules  of  law  as 
had  been  settled  with  reference  to  issues  like  the  one  be- 
fore them  ;  and  upon  those  questions  of  fact  the  jury  have 
responded  in  favor  of  the  plaintiff  below,  the  defendant  in 
error.  We  think  that  the  rejection  by  the  court  of  the 
prayers  offered  by  the  defendants  at  the  trial  was  war- 
ranted by  the  character  of  those  prayers,  as  having  a  ten- 
dency to  narrow  the  inquiry  by  the  jury  to  an  imperfect 
and  partial  view  of  the  case,  and  to  divert  their  minds  from 
a  full  comprehension  of  the  merits  of  the  controversy. 

The  decision  of  the  Circuit  Court  is  aflSrmed,  therefore, 
with  costs. 

(6)  21  Howard,  page  881,  substitutes  ''interest "  for  '' intention." 
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statement  of  the  case. 

THE  WESTERN  TELEGRAPH  COMPANY,  APPT.,  v. 
THE  MAGNETIC  TELEGRAPH  COMPANY,  AND 
ARUALAH  S.  ABEL  AND  ZENUS  BARNUM.* 

21  How^  450-400.    Dec.  Term,  18B8. 

TBk.  16,  L.  ed.  189.] 
Argued  March  8, 1869.    Decided  March  11, 1859. 

Contract, 

1.  A  telegraph  oompanj  haying  acquired  from  a  patentee  the  right 
to  use  a  telegraph  line  between  certain  localities,  held  in  view 
of  the  terms  of  the  contract,  that  it  could  not  restrain  others 
from  conveying  messages  between  the  same  localities  bj  other 
routes,     (p.  21) 

Appeal  from  the  Circuit  Court  of  the  United  States  for 
the  District  of  Maryland. 

The  bill  in  this  case  was  filed  in  the  court  below,  by  the 
appellant,  for  an  injunction  and  accounting,  etc.,  for  an  al- 
leged breach  of  certain  patent  privileges. 

The  court  having  entered  a  decree  dismissing  the  bill,  the 
complainant  took  an  appeal  to  this  court. 

A  further  statement  of  the  case  appears  in  the  opinion  of 
the  court. 

Mr.  Cornelius  McLean^  /op  appellant. 

1.  The  complainant  claims  that  under  its  assignment  it  is 
entitled  to  all  the  business  between  Wheeling  and  Pitts- 
burgh, and  Washington  and  Baltimore. 

The  defendants  could  not  have  set  up  a  parallel  line  of 
telegraph  between  those  points,  and  the  question  is,  simply, 
whether  they  could  do  indirectly  and  by  combination,  what 
they  could  not  do  directly. 

Lee  V.  Lee,  8  Pet.  44 ;  U.  S.  v.  Quincy,  6  Pet.  466 ;  The 
William  King,  2  Wheat.  148 ;  see,  also,  Peigley  v.  Peigley, 
7  Md.  561. 

2.  The  complainant,  being  entitled  to  carry  telegraphic 

*Uee  explanation  of  notes,  page  III. 
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messages  between  those  points,  has  also  the  right  to  carry 
all  messages  reaching  those  points  and  destined  for  other 
points  on  its  line,  or  other  points  to  which  its  line  is  the 
shortest  and  most  direct  route ;  and  the  defendants  cannot 
lawfully  combine  with  others  to  divert  them  from  the  com- 
plainant's line. 

Mr.  H.  J.  Brent^foT  appellees. 

Mr.  Justice  McLean  delivered  the  opinion  of  the  court. 

This  is  an  appeal  from  the  Circuit  Court  of  the  United 
States  for  the  District  of  Maryland. 

On  the  30th  of  April.  1849,  a  contract  was  entered  into 
between  Amos  Kendall,  as  attorney  in  fact  for  Samuel  F. 
B.  Morse,  and  Alfred  Vail,  of  the  first  part,  and  the  West- 
em  Telegraph  Company  of  the  second  part. 

In  the  agreement,  it  was  stated  that  the  United  States 
had  heretofore  granted  to  Samuel  F.  B.  Morse  letters  patent 
for  the  magnetic  telegraph/known  as  Morse's  Telegraph; 
and  that  the  said  Morse  subsequently  assigned  a  portion 
of  his  interest  in  the  said  letters  patent  to  Alfred  and  Leon- 
ard V.  Gale ;  and  the  said  Morse,  Ghile,  and  Vail,  subse- 
quently, by  letters  of  attorney,  recorded  among  the  trans- 
fers of  patent  rights,  constituted  Amos  Kendall  their  trne 
and  lawful  attorney,  for  them  and  in  their  behalf,  &c.  And 
whereas,  the  said  Western  Telegraph  Company  are  desirous 
to  obtain,  in  due  form,  the  privileges  of  said  letters  patent 
for  lines  of  telegraph  belonging  to  them  between  Baltimoi*e 
and  Wheeling,  with  a  branch  therefrom  to  Washington 
City,  and  a  branch  from  Brownsville  to  the  City  of  Pitts- 
burgh. 

Now,  the  said  Amos  Kendall,  in  consideration  of  $36,000 
paid  to  him  in  the  stock  certificates  of  the  Western  Tele- 
graph Company,  hath,  as  far  as  he  possesses  legal  author- 
ity, by  virtue  of  the  power  of  attorney  aforesaid,  or  other- 
wise, granted,  assigned,  and  conveyed,  to  the  Western  Tele- 
graph Company,  the  full  and  exclusive  right  to  use  the  in- 
vention of  the  said  Morse,  secured  by  letters  patent  on  the 
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said  lines  from  Baltimore  to  Wheeling,  with  braiuehes  to 
Washington  and  Pittsburgh,  respectively,  for  the  remainder 
of  the  time  yet  to  come  in  the  said  letters  patent,  with  the 
benefit  of  any  extensions  and  renewals  thereof ,  it  being  un- 
derstood that  tbe  right  granted  is  to  be  for  one  wire  only, 
unless  with  the  consent  of  the  patentee. 

And  Francis  0.  J.  Smith  conveyed  his  right  to  the  West- 
em  Telegraph  Company's  existing  lines  from  Baltimore,  in 
the  State  of  Maryland,  to  Wheelings  in  the  State  of  Vir- 
ginia, and  in  branches  to  Washington  and  Pittsburgh  cities, 
in  full  right,  on  the  27th  of  March,  1867 

These  conveyances  vested  in  the  Western  Telegraph  Com- 
pany all  the  right  which  the  patentee  had,  on  the  condi- 
tions stated,  to  use  and  enjoy  the  lines  designated  for  the 
transmission  of  telegraphic  messages,  in  as  full  and  ample 
a  manner  as  tbe  patentee  could  himself  have  enjoyed,  had 
no  assignment  of  his  right  been  made. 

But  it  is  alleged  that  another  assignment  of  Morse's  pat- 
ent was  made  to  a  company  from  Pittsburgh  to  Philadelphia, 
and  to  another  company  from  Harrisburg  to  Baltimore,  and 
that,  by  conspiring  with  those  companies,  the  Magnetic 
Company  has  taken  messages  at  Philadelphia,  sent  from 
Pittsburgh  and  Wheeling,  directed  to  Baltimore  and  Wtish- 
ington,  and  other  similar  messages  from  the  Harrisburg 
line  directed  to  Washington ;  and  also  messages  from 
Washington  and  Baltimore,  by  Philadelphia  and  Harris- 
burg, to  Wheeling  and  Pittsburgh^  and  through  those  points 
to  points  further  west ;  and  that  this  was  done  by  uniting 
the  lines  or  working  them  together,  under  a  contract,  in 
order  that  they  might  get,  in  conjunction  with  the  other 
companies,  the  whole  of  the  business  between  those  points. 

The  complainants  do  not  seem  to  be  well  advised  as  to 
what  means  of  combination,  conspiracy,  or  contract^  the  in- 
jury complained  of  has  been  done ;  but  they  charge  that, 
by  the  means  alleged,  their  lines  have,  in  a  degree,  been 
destroyed.  They  are  only  able  to  say  that  the  business  on 
their  lines  has  been  diverted  by  the  magnetic  lines.    And 
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the  eqtiitable  powers  of  the  court  are  invoked  against  the 
injuries  complained  of. 

The  bill  does  not  allege  any  direct  infringement  of  the 
patent,  owned  by  the  Western  Telegraph  Company,  by  the 
Magnetic  Company.  Those  lines  are  free  to  transmit  any 
messages  that  may  be  forwarded  on  them.  But  the  com- 
plaint seems  to  be,  that  at  the  points  where  the  operations 
of  the  Western  Teleigmph  cease,  whether  it  be  east,  north, 
or  west,  the  messages  are  not  forwarded  by  the  Western 
Telegraph,  but  they  are,  by  the  means  used,  diverted  from 
those  lines,  and  sent  by  circuitous  routes,  or  at  least  by 
lines  of  increased  length. 

It  must  be  expected  that  great  competition  will  exist  in 
the  transmission  of  intelligence,  where  tel^^phic  lines 
have  been  established  throughout  the  country.  But  it 
would  be  difficult  to  find  a  remedy  for  these  evils,  whether 
real  or  supposed,  which  are  not  founded  on  contract.  It 
was  in  the  power  of  the  Western  Telegraph  Company  to 
form  connections  with  other  lines,  so  as  to  secure  uninter- 
rupted communications.  But  if  these  precautions  have  not 
been  observed.,  and  a  supposed  convenience  or  dispatch  has 
been  deemed  a  sufficient  security  for  the  co-operation  of 
the  lines  connected  with  the  Western  Telegraph  Company, 
and  no  contract,  express  or  implied,  is  shown^  the  com- 
plainant is  without  remedy. 

Men,  unless  legally  bound  to  certain  duties,  may,  from 
whim  or  caprice,  indulge  their  supposed  interests  or  resent- 
ments without  responsibility.  Unless  certain  rates  of 
transmitting  intelligence  have  been  established,  a  reduction 
of  such  rateA,  whether  done  secretly  or  publicly,  will  aflfect 
the  profits  on  other  lines. 

Nothing  set  up  in  the  bill,  in  the  form  of  a  contract,  en- 
titles the  complainant  to  relief.  A  choice  of  lines  may  well 
be  exercised,  if  there  be  no  violation  of  the  patent,  although 
the  circuitous  line  passes  over  a  greater  distance,  as  this 
can  be  no  ground  of  complaint.     It  violates  no  contract,  and 
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almost  necessarily  grows  out  of  the  competition  in  this 
branch  of  business. 

From  the  facts  stated  in  the  bill,  there  seems  to  be  no 
ground  for  relief. 

Judgment  Affibmed. 

Notet 

See  Western  Telegraph  Ca  v.  Penniman  &  King,  21  How.  460  [p.  24 
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THE  WESTERN  TELEGRAPH  COMPANY,  APPT.,  v. 
GEORGE  C.  PENNIMAN  and  JOHN  KING.* 

21  How^  460-468.  Dec.  Term,  1868. 
[Bk.  16,  L.  ed.  191.] 
Argued  March  4, 1850,    Decided  March  11, 1869. 
Contract     Assignee. 

1.  Assignees  under  a  contract  of  a  right  to  constmct  a  telegraph 
line  between  eertain  points,  with  covenant  by  assignor  not  to 
grant  to  any  other  person  the  right  to  constmct  any  other  line 
under  the  patent,  within  the  aforesaid  limits,  either  in  a 
direct  or  indirect  line,  has  no  power  to  restrain  others  from 
eonveying  messages  between  the  same  points  ov^r  other  and 
more  circuitous  routes,    (p.  26.) 

Appeal  from  the  Circuit  Court  of  the  United  States  for 
the  District  of  Maryland. 

The  history  and  facts  of  this  case  are  substantially  the 
same  as  of  the  preceding  case.  The  argument  of  counsel 
there  given  also  applies  to  this  case. 

The  case  is  further  stated  by  the  court. 

Mr.  Cornelius  McLean^ /or  appellant. 

Mr.  H.  J.  BrerU^for  appellees. 

Mr.  Justice  Mr.  McLean  delivered  the  opinion  of  the 
court. 

This  case  is  before  us  by  an  appeal  from  the  Circuit  Court 
of  the  United  States  for  the  District  of  Maryland. 

The  Western  Telegraph  Company,  a  corporation  incor- 
porated by  the  States  of  Maryland,  Virginia  and  Pennsyl- 
vania, have  filed  their  bill  against  George  C.  Penniman  and 
John  Ring,  citizens  of  Maryland,  and  charges  them  with 
the  violation  of  the  patented  rights  of  the  Western  Tele- 
graph Company,  under  a  contract  made  with  Morse,  Vail  and 
Smith,  dated  the  8th  of  March,  1840.  The  above-named 
persons  are  alleged  to  be  the  sole  proprietors  of  the  right 

*See  explanation  of  notes,  pa^^e  II L 
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to  coQstraet  and  use  Morse's  eleotro-magnetic  telegraphy  by 
him  mvented  and  patented,  on  the  route  between  Balti- 
more, in  the  State  of  Maryland,  and  New  York,  and  Har- 
riabm^,  in  the  State  of  PemisylTania,  for  and  in  consider- 
ation of  $30  per  mile  by  the  route  on  which  the  telegraph 
has  been' or  may  be  constructed,  between  the  points  or 
places  aforesaid.  And  said  right,  through  their  agent, 
Amos  Kendall,  was  conveyed  unto  John  0.  Penniman  and 
his  assigns,  to  construct  between  the  points  or  places  afore- 
said the  said  telegraph,  with  one  or  more  wires,  with  the 
apparatus  for  woriiing  the  same  and  the  improvements 
therrin.  And  the  said  Morse  &  Go.  covenant  not  to  grant  to 
any  other  person  or  persons  the  right  tooonstruct  any  other 
line  of  telegraph  under  the  patent  aforesaid,  within  the 
aforesaid  limits,  ^ther  In  a  direct  or  indirect  line. 

The  contract  between  KendalL  as  sUitomey  of  Morse  and 
Vail,  with  the  Western  Telegraph  Company  granted  to  it 
in  due  form  the  privileges  of  said  letters  patent  for  lines  of 
telegraph  belonging  to  it  between  Baltimore  and  Wheeling, 
with  a  branch  therefrom  to  Washington  City,  and  a  branch 
from  Brownsville  to  the  city  of  Pittsburgh,  &c. ;  and  the 
right  of  Francis  O.  J.  Smith,  which  was  also  conveyed,  was 
limited  to  the  Western  Telegraph  Company's  existing  lines 
from  Baltimore,  in  the  State  of  Maryland,  to  Wheeling,  in 
the  State  of  Virginia,  and  in  branches  to  Washington  and 
Pittsburgh  cities ;  the  right  herein  conveyed  and  so  limited 
by  said  territorial  termini  being  one-fourth  part  of  said  in- 
ventkm  and  letters  patent,  &c. 

The  complainants  pray  for  an  injunction,  and  that  an  ac- 
count may  be  taken,  for  a  breach  of  its  patent  privileges. 

The  defendants  procured  an  assignment  of  Morse's  pat- 
ented electro-telegraph  between  the  cities  of  Baltimore  and 
Harrisburg,  and  afterwards  a  like  assignment  from  him  be 
tween  Baltimore  and  Wheeling,  with  the  right  of  a  branch 
to  Pittsburg  and  Washington ;  and  it  is  alleged  that  com- 
plainants claim  the  right  to  telegraphic  business  on  the 
Morse  plan  between  those  points ;  not  only  all  that  com- 
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mence  and  end  at  these  several  points,  bat  all  that,  starting 
at  remote  points,  has  to  reach  either  of  those  points  by 
coining  through  either  of  the  others. 

There  can  be  no  doubt  that  the  right  of  transmitting  on 
the  lines  conveyed  to  the  Western  Telegraph  Company  are 
as  full  and  ample  as  would  have  been  the  rights  of  the 
patentee,  had  he  never  assigned  them. 

The  assignment  of  Morse's  to  a  company  from  Pittsburgh 
to  Philadelphia,  and  from  Washington  to  Baltimore,  Phil- 
adelphia and  New  York,  it  is  alleged  has  enabled  the  de- 
fendants to  take  messages  at  Harrisburg  from  Wheeling, 
directed  to  Baltimore  and  Washington,  and  other  southern 
points ;  and  has  also,  in  like  manner,  taken  messages  from 
the  Magnetic  Company  between  Washington  and  New  York 
at  Baltimore,  and  transmit  them  to  Pittsburgh,  and  to  points 
west,  through  Pittsburgh.  And  this  was  done,  it  is  said,  in 
conj auction  with  the  said  companies,  in  order  to  get  the 
business  which,  but  for  said  combination,  would  and  ought 
to  have  come  by  the  complainants'  lines. 

The  charges  against  Penniman  and  King  are,  substanti- 
ally, the  same  combinations  as  charged  against  the  agents 
of  the  Magnetic  Company ;  and  we  can  only  say,  as  was 
said  in  the  other  case,  the  assignees  may  claim  a  protection 
in  all  the  rights  assigned  to  them ;  and  if,  in  any  respect, 
their  patent  has  been  infringed,  a  remedy  is  open  to  them. 
But  it  does  not  appear  that  the  defendants  were  limited  as 
to  the  use  of  the  lines  owned  by  the  Western  Telegraph 
Company,  although  the  points  on  their  lines  were  shortest. 
Each  person,  in  using  a  telegraph  line,  is  free  to  select  his 
own  conveyance.  There  are  several  things  which  recom-' 
mend  telegraphic  lines.  The  machinery  should  be  kept  in 
proper  order ;  strict  attention  should  be  given  to  the  trans- 
mission of  messages,  and  competent  persons  engaged  in  the 
office.  Where  there  is  much  competition,  great  energy  is 
required.  And  if  this  be  wanting,  success  may  not  be  ex- 
pected. 

The  principle  ground  of  complaint  in  the  bill  is,  that  the 
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business  of  the  Western  Telegraph  Company  has  been  di- 
verted from  it,  and  thrown  npon  other  lines,  greatly  to  its 
injury,  and  it  would  seem  that  circuitous  routes  have  been 
selected,  rather  than  the  more  direct  ones.  K  this  be  so, 
does  it  afford  a  ground  for  relief  ?  There  is  no  obligation 
on  a  i)erson  sending  a  telegraphic  message  to  select  the 
shortest  or  the  longest  line.  He  may  consult  his  own  in- 
terest or  choice  in  such  a  matter,  and  he  incurs  no  respon- 
sibility to  anyone,  unless  he  has  entered  into  a  contract  to 
forward  all  such  messages  on  a  particular  line.  No  such 
allegation  is  contained  in  the  bill,  and  there  is  no  charge 
that  the  Western  Telegraph  Company  has  been  molested 
iu  the  exercise  of  its  patented  rights,  except  by  the  trans- 
fer of  its  business  to  other  lines ;  and  it  is  not  alleged  that 
these  lines  are  prohibited  from  carrying  messages  by  reason 
of  their  contiguity  to  the  plaintiff's  lines. 

Judgment  affirmed. 


See  Western  Tel^raph  Co.  v.  Magnetic  Telegraph  Ca  21  How. 
466.    [p.  ISante.] 


Patent  in  rait  t 

No.  1647  Morse,  S.  F.  B.  June  20,  1840. 
Reissue  No.  79,  Jan.  15,  1846. 

No.  117,  Jnne  18,  184a     Eleotric  Telegraph. 


OrmcB  SuiTB  oh  Same  Patent  : 

See  Western  Telegraph  Ck>.  v.  Magneiio  Telegraph  Ga,  21  How. 
456.  [p.  18  anfa.] 
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THOMAS  OTIS  LE  ROT  AND  DANIEL  SMITH,  APPTS. 
V.  BENJAMIN  TATHAM,  Jr.,  HENRY  B.  TAT- 
HAM AND  GEORGE  N.  TATHAM.* 

22  How.,  182-141.    I>ec  Term,  1859. 

[Bk.  16,  L.  ed.  366;  1  Whit.  1116.] 

Argued  January  18,  1860.     Decided  Marclia9,  1860. 

Principle.     Particular  paJteni  construed. 

1.  However  brilliant  the  discoyerj  of  a  new  principle  may  be,  to 

make  it  nsef  al  it  must  be  applied  to  some  practical  purpose, 
(p.  52). 

2.  Reissued  letters  patent  No.  82,  J.  &  H  Hanson ;  March  14, 

1846  (original  Na  2021,  March  20,  1841),  for  Lead  Pipe  Ma- 
chine  construed  to  be  tor  a  new  combination  of  macfain^iy  and 
sustained,      (p.  57)* 
[Citations  in  opinion  of  ttie  court :] 

The  Househill  Co.  r.  Keilson,  Web.  P.  C.  678.    p.  51. 

Neilaon  v,  Harford,  Web.  P.  C.  678.    p.  62. 

Aldersmi  B.  Web.  P.  C.  842.    p.  52. 

Le  Boy  v.  Tatham,  14  How.  15ft;  [5  Am,  ft  Eng.  818].    p.  49, 58. 

Api)eal  from  the  Circait  Court  of  the  United  States  for 
the  Southern  District  of  New  York. 

The  bill  in  this  case  was  filed  in  the  court  below,  by  the 
appellees,  to  restrain  an  alleged  infringement  by  the  appel- 
lants of  a  patent  for  making  lead  pipe,  and  for  an  account- 
ing and  general  relief.  A  final  decree  was  entered  by  the 
court  below,  in  favor  of  the  complainants,  for  $16,816.57, 
with  interest  to  the  date  of  the  master^s  report,  making  an 
aggregate  of  $27,133.34;  whereupon  the  defendants  took 
an  appeal  to  this  court. 

A  further  statement  of  the  case  appears  in  the  opinion  of 
the  court. 

The  patent  was  as  follows : 

•See  EzplanatioD  of  Notes,  page  III. 
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JOHN  HANSON  AND  CHARLES  HANSON,  OP  HDD- 
DERSFIELD,  ENGLAND,  ASSIGNORS  TO  BENJA- 
MIN  TATHAM,  JR.,  HENRY  B.  -TATHAM,  AND 
GEORGE  N.  TATHAM,  OF  PHILADELPHIA,  PENN- 
SYLVANIA. 

Impravemeni  in  Machinery  for  Making  Metallic  Pipes. 

Specifications  forming  Letters  Patent  No.  2021, 
Dated  March  29,  1841 ;  Reissue  No.  82,  Dated  March 
14,  1846. 

Jh  all  wJiom  it  Toay  concern  : 

Be  it  known  that  we,  John  Hanson,  of  Hnddersfield,  in 
in  the  connty  of  York,  England,  leaden  pipe  mauufac- 
tarer,  and  Charles  Hanson,  of  the  same  place,  watch- 
maker, being  respectively  subjects  of  the  Queen  of  Great 
Britain,  have  invented  certain  new  and  usefal  Improve- 
ments in  Machinery  or  Apparatus  for  Manufacturing  Pipes 
and  Tubes  from  Metallic  Substances ;  and  we,  the  said  John 
Hanson  and  Charles  Hanson,  do  hereby  declare  that  the 
nature  of  our  said  invention  and  the  manner  in  which  the 
same  is  to  operate  are  particularly  described  and  ascer- 
tained in  and  by  the  following  description  thereof,  refer- 
ence being  had  to  the  drawings  hereunto  annexed,  nnm- 
bered,  respectively,  sheet  1  and  sheet  2,  and  to  the  letters 
and  figures  marked  thereon — that  is  to  say : 

Our  invention  consists  in  certain  improvements  upon  and 
additions  to  the  machinery  used  for  manufacturing  pipes 
and  tubes  from  lead  or  tin  or  any  alloy  of  soft  metals  capa- 
ble of  being  forced  by  great  pressure  from  out  of  a  receiver 
through  or  between  apertures,  dies,  and  cores  when  in  a  set 
or  solid  state,  set  forth  in  the  specification  of  a  patent 
granted  to  Thomas  Burr,  of  Shrewsbury,  in  Shropshire,  in 
England,  dated  the  11th  day  of  April,  1820,  recited  in  the 
Repertoiy  of  Arts,  &c.,  London,  second  series  for  1822, 
volume  41,  pages  267,  &c.,  and  described  in  the  London 
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Jonmal  of  Arts  and  Sciences,  No.  VI,  for  November,  A. 
D.  1820,  page  411,  &c. 

The  apparatus  described  by  Thomas  Burr  consisted  of  a 
hollow  vessel,  of  iron  or  other  metal,  made  particularly 
strong,  so  as  to  be  able  to  sustain  extreme  pressure,  and 
bored  sufficiently  true  for  a  piston  to  traverse  easily  within 
it.  This  vessel  was  closed  at  one  end  by  the  piston,  and  it 
was  also  closed  at  the  other,  excepting  a  small  aperture  in 
the  center,  into  which  was  fitted  a  *' washer"  or  die,  of 
steel  or  other  metal,  intended  to  determine  the  external 
diameter  of  the  pipe.  The  best  form  of  this  vessel  is  cylin- 
drical, and  it  is  termed  the  ^'  cylinder ;"  but  it  might  be  of 
various  shapes.  It  was  intended  to  contain  the  lead  or 
other  metal  to  form  the  pipes.  The  piston  that  fitted  this 
cylinder  was  of  about  equal  length,  and  when  driven  home 
was  intended  to  empty  or  nearly  empty  the  cylinder  of  its 
contents.  The  core  or  mandrel  which  determined  the  inner 
diameter  of  the  pipe  was  a  long  cylindrical  rod  attached  by 
one  end  to  the  center  of  the  face  of  the  piston  and  passing 
through  the  center  of  the  aperture  or  die,  leaving  a  space 
between  them  for  the  formation  of  the  pipe.  The  pressure 
necessary  to  work  the  machine  was  obtained  from  any  me- 
chanism of  sufficient  force ;  but  a  very  powerful  hydraulic 
press  was  preferred,  and  the  piston  was  driven  home  into 
the  cylinder  by  the  power  of  the  ram  of  the  hydraulic 
press,  to  the  top  of  which  press  the  cylinder  was  attached. 
Heat  was  applied  to  the  cylinder  before  and  at  the  time  of 
using,  whereby  the  apparatus  worked  more  easily,  from 
causes  which  will  hereinafter  sufficiently  appear.  The 
metal  to  compose  the  intended  pipe  was  admitted  into  the 
cylinder  in  a  fluid  state  through  the  same  aperture  by  which 
the  pipe  afterward  issued.  Upon  the  metal  becoming  set 
or  solid  the  power  of  the  press  was  exerted  against  the  pis- 
ton, whereby  it  would  rise  upward  and  drive  out  the  metal 
through  the  washer  or  die  having  the  long  core  within  it, 
continually  advancing  with  and  before  the  piston,  and  thus 
forming  the  pipe. 
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The  machinery  and  its  operation  will  be  understood  by 
reference  to  the  patent  and  to  the  pablkations  mentioned, 
which  are  well  known  among  mechanics  and  scientific  men. 
Bat  the  defects  of  Thomas  Burr's  plan,  when  reduced  to 
practice  (especially  in  the  manufacture  of  pipes  of  less 
than  one  and  a  half  inch  in  bore,)  were  found  to  be  so  great 
as  to  prevent  that  plan  from  being  brought  into  common 
use.  The  long  core  in  his  machinery,  being  attached  to  the 
piston,  is  liable,  in  advancing  with  it^  to  warp  and  twist  out 
of  the  strai^t  line  and  out  of  center  with  the  die,  from  the 
difference  of  expansion  and  contraction  of  the  metal  under 
different  degrees  of  temperature,  and  from  the  extreme 
pressure  required,  and  from  other  causes  which  prevent  or 
destroy  the  uniformity  of  the  thicknesses  and  the  centrality 
of  the  bore  of  the  pii)es  or  tubes.  We  have  found  from 
experience  that  lead  and  some  of  its  alloys,  when  recently 
become  set  (or  in  a  cooidition  just  short  of  fluidity),  being 
still  under  heat  and  extreme  pressure  in  a  close  vessel,  will 
reunite  perfectly  after  a  separation  of  its  parts,  and  ^^  heal," 
as  it  were,  by  the  first  intention,  as  completely  as  though  it 
had  never  been  divided.  We  therefore  construct  our  ma- 
chinery as  follows,  to  wit : 

First.  We  employ  a  contrivance  which  may  be  called  a 
"bridge,"  a  '*  cross-bar,"  a  "holder,"  or  a  "guide-piece," 
which  is  placed  near  to  the  die  or  aperture  at  the  end  of 
the  cylinder,  for  the  purpose  of  receiving  and  holding  a 
short  fixed  core  or  of  guiding  the  moveable  long  core,  as 
hereinafter  described.  This  bridge  is  fixed  within  and  at 
the  end  of  the  cylinder,  and  at  a  short  distance  from  the 
die  through  which  the  pipe  issues.  It  is  so  formed  and  ar- 
ranged as  to  allow  the  metal  to  pass  through  it  and  to  form 
around  the  core. 

Secondly.  We  in  general  use  a  short  fixed  or  stationary 
core  for  determining  the  inner  diameter  of  the  pipes  or  tubes, 
or  the  bore  thereof,  in  contradistinction  to  the  long  move- 
able core,  as  described  in  the  specification  of  Thomas  Burr. 
This  short  core  is  attached  to  the  bridge  in  any  secure  man- 


Dec,  1869.]  LE  ROY  v.  TATHAM.  89 

Statement  of  the  case. 

ner  ;  or  the  bridge  and  the  core  might  be  constrnoted  in  one 
piece  and  formed  in  varions  ways,  as  convenience  might 
suggest.  Instead  of  this  short  core,  however,  we  some- 
times nse  the  long  moveable  core  attached  to  the  piston,  re- 
sembling that  of  Thomas  Burr,  and  in  this  case  we  employ 
the  bridge  for  the  purpose  of  guiding  the  long  core  and 
keeping  it  central  with  the  die,  the  said  moveable  core 
traversing  freely  through  an  aperture  in  the  center  of  the 
bridge,  which  in  this  case  operates  as  a  guide-piece. 

Thirdly.  We  form  a  chamber  between  the  bridge  and 
the  die,  wherein  the  metal,  after  passing  the  bridge,  may 
reunite  into  one  mass,  having  the  core  in  its  center.  It  is 
the  space  before  the  die.  The  chamber  may  be  made  of 
any  convenient  form  or  size.  In  the  accompanying  draw- 
ings it  is  exhibited  sometimes  cylindrical,  as  at  K  K,  Fig. 
19,  Sheet  1,  sometimes  nearly  square,  as  at  K  K,  Figs. 
7,  9,  10,  and  11,  Sheet  2,  and  sometimes  conical,  as  at  X, 
Figs.  1,  20,  and  21,  Sheet  1,  and  at  Fig.  22,  Sheet  2.  This 
chamber  may  be  a  part  of  the  cylinder  itself,  or  of  the  die, 
or  even  of  the  bridge,  or  it  may  be  formed  by  a  separate 
piece  or  pieces  securely  fastened  to  the  end  of  the  cylinder 
or  otherwise.  We  prefer  the  latter  plan  from  the  facility 
it  gives  of  removing  and  changing  the  cores  and  dies,  when 
required,  to  make  pipes  of  different  sizes,  and  the  conical 
form  may  be  preferable,  as  it  may  diminish  the  friction  and 
require  less  pressure.  Tlie  chamber  should  be  larger  in 
area  or  in  diameter  than  the  aperture  between  the  die  and  the 
core,  to  facilitate  the  passage  of  the  metal  and  to  admit  of 
constriction  at  the  die,  by  which  the  the  metal  is  brought 
into  its  proper  form  of  pipe,  it  being  the  narrowest  aper- 
ture. The  die  we  use  is  substantially  the  same  as  that 
described  by  Thomas  Burr  under  the  appellation  of  a 
"washer."  It  should  be  of  steel  or  other  metal,  with  a 
suitable  aperture  through  it  to  form  the  exterior  of  the 
pipe.  The  particular  form  of  the  die  is  not  material ;  but 
it  is  essentially  different  both  in  shape  and  object  from  a 
mold.     It  is  usually  constructed  of  a  separate  piece ;  but  it 
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might  be  formed  of  several  pieces,  or  be  made  a  part  of 
others ;  or  an  apertare  in  the  end  of  the  cylinder  itself 
might  be  nsed  as  a  die.  Various  forms  might  be  suggested. 
It  is  best,  though  not  essential,  that  the  surface  inside 
which  forms  the  exterior  of  the  pipe  should  be  as  short  as 
possible  consistently  with  the  strength  required  to  sustain 
the  great  pressure  and  constriction  at  this  narrow  passage. 
We  use  substantially  the  same  cylinder  and  piston  as  de- 
scribed by  Thomas  Burr.  We  use  much  the  same  heat  and 
the  same  pressure.  We  use  the  bridge  either  as  a  guide-piece 
for  his  long  core,  or,  in  preference,  we  employ  the  bridge 
as  a  holder  for  our  short  core. 

The  following  four  enumerated  particulars  are  matters  of 
convenience,  but  aro  by  no  means  essential  to  our  apparatus: 

First.  We  use  an  improved  mode  of  adjusting  the  die, 
by  which  we  are  enabled  easily  and  readily  to  bring  the  same 
central  with  the  core  at  any  time  in  case  it  should  be  forced 
out  of  its  relative  true  position. 

Secondly.  With  a  view  to  prevent  the  escape  of  the  lead 
between  the  piston  and  the  cylinder,  we  sometimes  use  an 
improved  construction  of  the  piston,  by  which  ite  packing  is 
forced  outward  against  the  inside  of  the  cylinder  by  the 
pressure  of  the  face  or  end  of  the  piston  against  said  pack- 
ing. It  will  be  better  understood  by  referring  to  the  draw- 
ings. There  are  also  other  methods  by  which  the  same 
object  can  be  effected. 

'  Thirdly.  We  reverse  the  arrangement  of  the  cylinder 
and  piston  by  placing  the  piston  above  and  the  cylinder 
below,  instead  of  securing  the  cylinder  to  the  top  of  the 
hydraulic  press,  as  in  Thomas  Burr's  plan.  In  our  method, 
when  a  hydraulic  press  of  that  kind  is  used  in  which  the 
power  of  the  ram  is  exerted  from  above,  we  should  attach 
the  piston  to  the  ram  and  cause  it  to  be  driven  downward 
into  the  cylinder,  fixed  stationary  to  receive  it.  Very  great 
force,  however,  being  required,  we  prefer  a  hydraulic  press 
of  the  opposite  construction,  in  which  the  ram  is  made  to 
rise  perpendicularly  upward,  and  in  this  case  we  secure  the 
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piston  to  the  top  of  the  press  and  place  the  cylinder  be- 
neath, upon  the  table  or  platform,  supported  by  a  hollow- 
pillar,  with  an  aperture  for  the  passage  of  the  pipe,  all 
resting  upon  the  usual  ram  of  the  hydraulic  press.  Thus, 
when  the  ram  ascends,  the  cylinder  is  made  to  rise  and  ad- 
vance ui)on  the  stationary  piston.  (See  Fig.  22,  Sheet  2.) 
In  connection  with  this  reversed  arrangement,  we  feed  the 
cylinder  through  an  aperture  in  the  upper  end  or  side  op- 
posite to  the  dies  and  directly  under  the  piston  when  the 
dies  and  piston  are  at  the  greatest  distance  apart,  as  shown 
at  K.  Fig.  19,  Sheet  1,  annexed.  This  aperture  is  imme- 
diately closed  as  it  passes  the  lower  end  of  the  piston.  By 
this  means  the  necessity  of  melting  out  the  lead  which 
clogs  the  dies  after  each  operation,  and  of  filling  the  cyl- 
inder throuffh  the  dies  themselves,  or  through  apertures 
made  for  this  purpose  in  the  solid  end  of  the  cylinder,  is 
obviated,  such  apertures  being  injurious  to  the  strength  in 
a  part  where  strength  is  particularly  wanted,  and  said  open- 
ings requiring,  when  so  used,  to  be  stopped  by  means  of 
plugs  or  screws  By  this  reversed  arrangement,  also,  great 
facility  in  working  the  machinery  is  obtained.  Oil  or  other 
lubricating  materials  may  be  easily  applied  to  the  dies  and 
cores  or  other  parts  situated  at  the  bottom  of  the  cylinder 
previous  to  pouring  in  a  fresh  charge  of  metal ;  and,  further, 
the  pii)es  (instead  of  being  forced  upward  and  being  received 
above  the  top  of  the  hydraulic  press,  as  in  Thomas  Burr's 
plan)  are  caused  to  issue  downward,  and  may  be  imme- 
diately wound  upon  reels,  or  may  be  received  in  a  long  de- 
scending cooling- trough,  without  requiring  to  be  handled 
while  warm  and  liable  to  injury. 

Fourthly,  and  lastly.  We  arrange,  combine,  and  adapt 
our  mechanism  so  as  to  make  two  or  more  lengths  of  pii)es 
at  one  and  the  same  time  and  operation,  and  for  this  pur- 
pose we  provide  two  or  more  apertures  furnished  with  the 
requisite  apparatus  for  the  formation  of  the  pipes. 

All  these  improvements  will  be  better  understood  by  re- 
ferring to  the  accompanying  drawings,  which  are  sectional 
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and  detached  views  of  the  cylinder  and  various  parts,  to 
which  we  shall  now  refer. 

Fig.  1  on  Sheet  1  is  a  vertical  section  of  the  lower  portion 
of  a  cylinder,  with  the  piston  shown  therein,  and  also  oar 
improved  constraction  and  adaptation  of  a  short  core  with 
the  die  applied  thereto.  Fig.  2  is  a  horizontal  section  of 
the  cylinder,  taken  in  the  line  a  6  in  Fig.  1,  or  just  above 
the  bridge,  core,  and  die  Fig.  3  is  another  similar  partial 
section  of  the  same,  taken  on  the  line  c  din  Fig.  1,  or  just 
below  the  bridge,  for  the  purpose  of  showing  the  die  more 
clearly.  Fig.  4  is  a  plan  view  of  the  die  detached,  show- 
ing the  situation  of  the  core  within  the  aperture.  Fig.  5  is 
a  detached  side  view  of  the  short  fixed  core  and  its  cross 
bar  or  bridge,  and  Fig.  6  is  a  plan  view  of  the  same. 

A  A,  Fig.  1,  is  a  portion  of  the  cylinder  ;  B,  the  piston, 
which  is  fixed  or  stationary  in  the  strong  top  frame-work 
of  the  hydraulic  press.  C  is  the  piston  face  or  end,  (attached 
to  the  body  of  the  piston,)  the  various  parts  of  which  are 
shown  separate  at  Figs.  13  to  18,  inclusive,  and  will  be  des- 
cribed hereinafter.  D  is  the  lower  end  or  bottom  of  the 
cylinder,  firmly  attached  thereto  by  bolts,  and  also  to  a 
strong  table  or  platform  placed  upon  a  hollow  pillar,  which 
stands  upon  the  top  of  the  usual  ram  of  the  hydraulic  press. 
(The  table  and  parts  below  are  shown  at  Fig.  22,  Sheet  2.) 
E  is  the  die,  which  is  fitted  into  the  bottom  of  the  cylinder 
in  a  recess  or  cup,  as  shown  in  the  drawings.  F  F  are  ad- 
justing screws  for  setting  or  regulating  the  situation  of  the 
die  as  regards  the  core.  G,  Fig.  19,  and  Figs.  2  and  3,  is  a 
thin  steel  plate  fitted  into  the  recess  in  the  bottom  of  the 
cylinder,  merely  for  the  purpose  of  preventing  the  metal 
f lom  being  driven  between  the  edges  of  the  die  and  the  re- 
cess, or  to  the  adjusting  screws,  the  threads  of  which  might 
otherwise  become  clogged.  It  is  exhibited  in  several  of  the 
drawings,  thus  leaving  the  chamber  between  the  bridge  and 
the  die  of  a  cylindrical  form.  It  is,  however,  not  essential, 
since  the  chamber  may  be  of  any  convenient  form,  and,  in 
fact,  the  plate  G  and  the  ring  Z  (hereinafter  described)  may 
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both  be  dispensed  with  altogether ;  but,  as  a  substitute  for 
the  plate  G,  we  prefer  the  steel  ring  Z,  which  makes  the 
chamber  conical,  and  is  employed  and  exhibited  in  Figs.  1 
and  20,  Sheet  1.  The  diameter  of  the  aperture  through  the 
steel  rin^  Z  is  greatest  at  the  edge  or  side  next  to  the  bridge, 
and,  diminishing  downward,  it  is  smallest  at  the  end  next 
to  the  die,  the  aperture  being  thus  of  the  form  of  an  in- 
verted cone ;  but  we  have  sometimes  made  it  cylindrical. 

Fig.  20  is  a  view  of  a  section  of  the  ring  Z.  Fig.  21  is  a 
sectional  representation  (on  another  scale)  of  the  chamber 
X  as  formed  by  the  ring  Z,  with  the  die  E  below  and  the 
bridge  I  above  it.  When  fitted  in  their  places  in  the  bot- 
tom of  the  cylinder,  as  exhibited  in  Figs.  1  and  21,  the  steel 
ring  rests  upon  the  die  E,  protects  the  adjusting  screws  F 
F  by  interposition,  and  forms  a  support  for  the  bridge  I. 

In  Figs.  1,  2,  6,  6,  19,  and  21  the  bridge  is  shown  by  the 
letter  I  and  the  short  fixed  core  by  the  letter  H,  were  used. 

K.  Figs.  1  and  19,  shows  the  situation  of  the  aperture  in 
the  upper  part  of  the  cylinder,  or  side  or  end  opposite  to 
the  dies,  through  which  the  cylinder  is  filled  with  melted 
metal,  and  which  is  immediately  closed  by  the  passage  of 
the  piston  end.  This  is  more  convenient  than  to  withdraw 
the  piston. 

Fig.  7,  Sheet  2,  is  another  vertical  section  of  the  lower 
part  of  a  cylinder,  showing  a  novel  adaptation  of  our  me- 
chanism for  making  four  different  lengths  of  pipes  at  one 
and  the  same  time.  Fig.  8  is  a  partial  sectional  plan  view 
of  the  same,  taken  in  the  line  g  ^,  Fig.  7.  Fig.  9  is  a  hori- 
zontal section  or  plan  view  taken  at  the  line  ef^  the  plate  H 
being  removed.  Fig.  10  is  another  horizontal  section  taken 
through  the  dies  and  cores  in  the  line  a  6  in  Fig.  7.  Fig.  1 1 
is  a  plan  view  of  the  bottom  of  the  cylinder,  the  dies  and 
cores  being  removed  to  show  its  construction.  Fig.  12  is  a 
side  view  of  one  of  the  cores  detached. 

In  Figs.  7,  9,  10,  and  11,  Sheet  2,  A  A  is  the  cylinder ;  B 
B,  the  bottom  of  the  same.  C  C  are  the  dies,  the  cores  and 
apertures  of  which  are  in  these  instances  placed  in  a  hori- 
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zontal  position.  D  D  are  the  screws  for  properly  adjusting 
the  horizontal  situation  of  the  dies  as  regards  the  cores,  and 
E  E  are  wedges  for  adjusting  the  vertical  position  of  the 
dies  to  the  cores.  F  F  are  the  cores  or  mandrels  fixed  into 
or  forming  part  of  stocks  or  pieces  of  metal  G  G,  which  are 
mortised  into  one  another,  and  also  into  the  bottom  of  the 
cylinder,  as  shown  in  the  drawings.  The  arrows  indicate 
the  course  of  the  metal  as  it  passes  out  of  the  cylinder  in 
the  form  of  pipes,  which  is  shown  by  a  red  tint,  as  in  the 
other  figures.  H  is  the  thin  steel  plate,  (here  used  instead 
of  the  steel  ring,)  having  four  apertures  formed  in  it  cor- 
responding with  the  wells  or  recesses  formed  in  the  bottom 
of  the  cylinder,  which  steel  plate  is  placed  on  the  top  of  the 
dies  to  prevent  the  access  of  metal  to  the  adjusting- 
screws,  and  1 1  are  other  plates  placed  in  front  of  the 
dies  for  the  same  purpose  and  to  prevent  its  access  to  the 
wedges.  The  bottom  of  the  cylinder  has  four  wells  or 
chambers,  K  K,  formed  in  it,  as  shown  more  particularly 
in  Fig.  11,  to  allow  of  the  passage  of  the  pipe-metal  to  the 
different  dies  and  cores. 

Fig.  13,  Sheet  1,  is  a  representation  of  the  end  of  the  pis- 
ton upon  our  improved  construction.  Fig.  14  is  a  similar 
representation  with  the  parts  detached.  (Shown  separate 
at  Figs.  15,  16,  17,  and  18.)  a  is  the  body  of  the  piston,  h 
is  the  lower  end  or  face  of  the  piston,  attached  to  the  body 
by  the  pin  c.  d  is  the  upper  part  of  the  piston.  Between 
the  inclined  or  conical-shaped  sides  of  the  parts  d  and  b  is 
placed  the  ring  e,  (shown  detached  in  plan  in  Fig.  17  and 
in  section  at  Fig.  18,)  and  being  cut,  consequently  it  will  be 
obliged  to  expand  and  keep  the  piston  tightly  packed  with 
the  cylinder  under  great  pressure,  and  thereby  prevent  the 
escape  of  the  metal.  The  piston-face  is  attached  to  the 
body  a  by  means  of  a  pin«  A,  passed  through  it,  or  in  any 
other  convenient  manner. 

Fig.  19  is  a  vertical  section  of  a  cylinder  and  piston,  show- 
ing the  adaptation  of  the  guide-piece  or  bridge,  through 
which  the  long  core  attached  to  the  piston  passes  for  the 
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purpose  of  keeping  it  central  with  the  die.  A  A  is  the 
cylinder.  B  is  the  piston-body  ;  0,  the  face  or  end  of  the 
piston ;  I),  the  bottom  of  the  cylinder ;  E,  the  die.  G  is 
the  thin  steel  plate.  (Here  exhibited  instead  of  the  steel 
ring  that  in  Figs.  1  and  21  makes  the  chamber  conical  in 
form.)  F,  the  adjusting  screws.  H  is  the  long  core  at- 
tached to  the  piston  C,  and  traveling  with  it,  passing  freely 
through  the  guide-piece  or  bridge  1 1,  which  has  a  hole 
properly  bored  through  it  for  this  purpose;  consequently 
keeping  the  core  at  all  times  steady  and  central  with  the 
die.  K  is  the  aperture  for  supplying  the  cylinder  with 
melted  metal. 

Fig.  22,  Sheet  2,  exhibits  the  reversed  arrangement  of 
the  cylinder  A  and  the  piston  B.  L  L  is  the  table  ;  M,  the 
top  of  the  hydraulic  press.  N  is  the  hollow  pillar  standing 
upon  the  ram. 

The  oi)eration  of  making  pipes  or  tubes  is  as  follows ; 
The  cylinder  should  be  warmed,  as  mentioned  by  Thomas 
Burr,  by  any  convenient  means,  as  well  for  the  purpose  of 
making  the  apparatus  work  more  easily  as  to  preserve  the 
pipe  metal  within  at  a  uniform  temperature  throughout 
its  mass,  and  thus  to  permit  it  to  set  equably.  When  a  die, 
bridge,  and  core  of  the  required  diameter  have  been  ap- 
plied to  the  cylinder  and  properly  adjusted,  the  cylinder 
and  other  imrts  being  lowered,  a  charge  of  lead  or  other 
metal  in  a  fluid  state  is  admitted  through  the  aperture  K, 
Figs.  19  and  1,  at  the  side,  or  at  the  end  of  the  cylinder  op- 
posite to  the  die  and  immediately  under  the  piston,  and  as 
soon  as  this  metal  is  set  the  hydraulic  press  is  put  in  action, 
and  as  the  ram,  hollow  pillar,  table,  and  cylinder,  with  its 
appurtenances,  rise  upward  the  feeding-aperture  is  first 
closed  by  the  stationary  piston,  and  when  this  is  effected 
the  metal  is  forced,  in  the  direction  of  the  arrows  in  Fig. 
1,  between  the  arms  or  apertures  of  the  bridge  I  through 
the  chamber,  and  through  the  space  between  the  die  and 
the  core  below  it,  being  caused  by  the  extreme  pressure 
and  constriction  to  reunite  perfectly  around  the  core  in  its 
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passage,  and  leaving  the  machinery  in  the  form  of  pipes  or 
tubes.  The  pipe  may  be  received  in  a  long  descending  cool- 
ing-trough, or  may  be  immediately  wound  upon  reels  as 
fast  as  it  is  discharged  from  the  machinery. 

The  pipe-metal  is  represented  in  the  drawings  by  a  tint 
of  red  color. 

We  wish  it  to  be  understood  that  we  do  not  confine  our- 
selves to  the  mode  of  operation  herein  described,  by  mak- 
ing the  cylinder  rise  with  the  hydraulic  ram  and  other  parts 
and  keeping  the  piston  stationary,  as  the  same  effects  will 
take  place  when  the  cylinder  is  stationary  and  the  power 
of  the  ram  is  applied  to  the  top  of  the  piston  to  cause  it  to 
descend  into  the  cylinder ;  and  our  improvements  might 
also  be  applied  to  a  cylinder  and  press  fitted  up  in  other 
respects  upon  Thomas  Burr's  plan,  whereby  the  pipe  is  re- 
ceived over  the  top  of  the  machinery,  although  at  some  dis- 
advantage ;  or  the  press  might  be  laid  horizontally  or  other- 
wise. Neither  do  we  confine  ourselves  to  making  the  bridge 
which  holds  or  guides  either  the  short  or  the  long  cores 
with  four  arms  only,  since  it  might  be  made  of  various  con- 
structions, with  one,  two,  or  three  or  more  arms  or  aper« 
tures ;  or  it  might  be  a  circular  plate  with  holes  through  it; 
or  it  might  be  constructed  as  a  projection  at  or  near  the 
bottom  of  the  cylinder,  with  one  large  aperture  nearly  sur- 
rounding it,  and  thus  hold  the  core  in  a  horizontal  direc- 
tion, if  desired,  so  as  to  discharge  the  pipes  laterally  or 
otherwise,  all  which  and  other  variations  will  readily  sug- 
gest themselves  to  any  practical  engineer,  without  depart- 
ing from  the  substantial  originality  of  our  invention,  the 
remarkable  feature  of  which  is  that  soft  metals,  when  in  a 
set  state,  being  yet  under  heat,  can  be  made  by  extreme 
pressure  to  reunite  perfectly  around  a  core  after  a  separa- 
tion, and  thus  be  formed  into  strong  pipes  or  tubes. 

Pipes  thus  made  are  found  to  possess  great  solidity  and 
unusual  strength,  and  a  fine  uniformity  of  thickness  and 
accuracy  of  bore  is  arrived  at,  such  as,  it  is  believed,  has 
never  before  been  attained  by  any  other  machinery.    The 
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essential  dijSerence  in  the  character  of  this  pipe  which  dis- 
tinguishes it  (as  well  as  that  contemplated  by  Thomas  Bnrr) 
from  all  others  heretofore  known  or  attempted  is  that  it  is 
wrought  under  heat  by  pressure  and  constriction  from  set 
metal,  and  that  it  is  not  a  casting  formed  in  a  mold. 

We  do  not  claim  as  our  invention  and  improvement  any 
of  the  parts  of  the  above  described  machinery  independ- 
ently of  their  arrangement  and  combination  above  set  forth. 
What  we  claim  as  our  invention,  and  desire  to  secure  by 
Letters  Patent,  is — 

The  combination  of  the  following  parts  above  described — 
to  wit,  the  core  and  bridge  or  guide  piece— with  the  cylin- 
der, the  piston,  the  chamber,  and  the  die,  when  used  to 
form  pipes  of  metal  under  heat  and  pressure  in  the  manner 
set  forth,  or  in  any  other  manner  substantially  the  same.  * 

JOHN  HANSON. 
CHARLES  HANSON. 
Witnesses  to  the  signing  by  the  said  John  Hanson  and 
Charles  Hanson : 

Albert  Davy, 

Consul  U.  8.  A. 
William  North, 
Clerk  to  Payrie^  Eddison  &  Ford^  Solicitor s^  Leeds. 

Messrs.  W.  C.  Noyes  and  E.  TF.  Stoughton^  for  appel- 
lants. 

1.  In  ascertaining  whether  that  which  is  claimed  as 
novel  was  before  known,  courts  disregard  mere  differences 
in  form,  proportion,  size,  strength  and  materials.  Varia- 
tions in  all  these  respects  may  exist,  and  still  the  prior 
machine  or  improvement  be  substantially  the  same  as  that 
patented. 

2.  That  the  application  of  an  old  machine  to  a  new  use 
is  not  patentable,  unless  such  application  requires  a  change 
to  be  made  in  the  machine  or  apparatus  so  applied,  in 
which  case  the  invention  consists  in  the  change  so  made, 
and  not  in  the  mere  application. 
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Curt,  Pat.,  sees,  85,  88. 

If  the  mechanical  combination  of  the  Hansons — assuming 
them  to  have  been  its  first  inventors — were  used  for  the 
purpose  of  making  lead  pipes,  by  causing  the  lead  to  pass 
the  bridge  in  a  fluid  instead  of  a  ^' set"  state,  and  to  cool 
within  the  die  and  around  the  core ;  no  one  ^ould  ques- 
tion that  such  use  would  be  an  infringement  of  their 
patent. 

Indeed,  this  necessarily  follows  from  the  proposition, 
that  the  mere  application  of  old  machinery  to  a  new  pur- 
pose, is  not  patentable.  Howe  v.  Abbott,  3  Story,  190, 
193;  Bean  v.  Smallwood,  2  Story,  408,  410;  Hovey  v. 
Stevens,  1  Wood.  &  M.  290 ;  Kay  v.  Marshall,  6  Bing. 
N.  C.  492 ;  Hotchkiss  v.  Greenwood,  11  How.  248,  266  [6 
Am.  &  Eng.  240]. 

Messrs.  C.  C,  Ooddardy  L.  W.  Ooddard  and  C.  M.  Kel- 
ler, for  appeUees. 

The  discovery  of  the  fact  that  lead  possesses  the  pro;)- 
erty  of  welding  after  being  separated  in  the  solid  state, 
was  of  practical  utility.  That  alone  did  not  teach  how 
to  manufacture  leaden  pipes  of  a  better  quality ;  for  it 
was  merely  an  abstract  discovery  that  lead  possesses  this 
property,  and,  therefore,  not  the  proper  subject-matter 
of  letters  patent. 

But  when  the  Hansons  discovered  that  by  the  use  of  a 
mechanical  combination  having  a  defined  mode  of  opera- 
tion, working  on  lead  at  a  high  degree  of  heat,  but  yet  in  a 
set  or  solid  state,  it  can  be  separated  and  perfectly  reunited 
or  welded,  to  manufacture  pipes  either  of  a  better  quality 
or  at  less  expense  than  by  any  other  known  method,  they 
cannot  be  said  to  have  simply  discovered  an  abstract  fact 
not  before  known ;  but  how,  and  by  what  means  to  pro- 
duce a  useful  result — a  result  never  before  produced  in 
that  way  and  by  such  means ;  the  exercise  of  which  would 
be  useful  to  society.  And  in  determining  what  is  the  new 
thing  discovered  or  invented,  the  discovery  of  the  practi- 
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cal  fact  cannot  be  separated  from  the  employment  of  the 
means  by  which  the  newly  discovered  property  of  the  lead 
is  rendered  indispensable  to  the  result  to  be  produced. 

The  employment  of  a  known  mechanical  combination  or 
construction,  to  produce  a  given  result  not  before  produced 
in  like  manner,  by  acting  on  the  material  to  be  wrought  in 
a  different  condition  necessary  to  produce  the  required  re- 
sult, is  the  subject-matter  of  patent  and  not  a  mere  double 
use.  Russell  v.  Cowley,  Web.  Pat.  Cas.  459  [3  Am.  & 
£ng.  3] ;  Curt.  Pat.,  sec.  88,  and  cases  there  cited. 

Mr.  Justice  McLean  delivered  the  opinion  of  the  court. 

This  is  an  appeal  from  the  final  decree  of  the  Circuit 
Court  of  the  United  States  for  the  Southern  District  of 
New  York,  on  a  bill  filed  by  the  appellees  to  restrain  the 
infringement,  by  the  appellants,  of  a  patent  for  making 
lead  pipe,  and  for  general  relief. 

A  suit  at  law  was  commenced,  after  the  filing  of  the  bill, 
on  or  about  the  10th  May,  1847,  to  recover  damages  for  the 
same  infringement. 

This  action  was  twice  tried — once  on  the  3d  May,  1646, 
and  resulted  in  a  verdict  for  the  appellants,  which  was  set 
aside  by  the  court,  and  a  new  trial  awarded.  It  was  tried 
in  May,  1849,  when  the  jury  gave  a  verdict  for  the  respond- 
ents for  $11,394  in  damages.  Exceptions  were  taken  to  the  ' 
charge,  and  the  judgment  was  reversed,  and  a  new  trial 
ordered  in  December  Term,  1852.  Le  Roy  v.  Tatham,  14 
How.  156  [5  Am.  &  Eng.  313]. 

Before  this  decision  was  made,  and  in  January,  1862,  it 
was  stipulated  between  the  counsel  for  the  respective 
parties  that  the  testimony  taken  on  the  last  trial  in  the 
action  at  law  should  be  read ;  and  it  forms  the  principal 
part  of  the  evidence  on  both  sides  in  this  suit. 

The  action  at  law  was  not  to  be  tried  again ;  but  the  suit 
in  equity  was  prosecuted  in  its  stead. 

The  patent,  under  which  the  plaintiff's  claim,  bears  date 
the  14th  March,  1846;  and  in  their  schedule  they  say: 
^^  Our  invention  consists  in  certain  improvements  upon  and 
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additions  to  the  machinery  used  for  manufacturing  pipes 
and  tabes  from  lead  or  tin,  or  any  alloy  of  soft  metals, 
capable  of  being  forced,  by  great  pressure,  from  out  of  a 
receiver,  through  or  between  apertures,  dies  and  cores, 
when  in  a  set  or  solid  state,  set  forth  in  the  specification  of 
a  patent  granted  to  Thomas  Burr,  of  Shrewsbury,  in  Shrop- 
f^hire,  England,  dated  the  11th  of  April,  1820,  recited  in 
the  Repertory  of  Arts,  &c.,  London,  &c." 

The  bill  alleges  that  John  and  Charles  Hanson,  of  Eng- 
land, were  the  inventors  of  the  improvements  specified,  on 
or  prior  to  the  31st  of  August,  1837 ;  that  on  the  10th  of 
January,  1840,  the  Hansons  assigned  to  H.  B.  &  B.  Tatham, 
two  of  the  defendants  in  error,  the  full  and  exclusive  right 
to  said  improvements ;  that  on  the  29th  March,  1841,  let- 
ters patent  were  granted  for  the  improvements  to  the  Tath- 
ams,  as  the  assignees  of  the  Hansons ;  that  afterwards  H. 
B.  &  B.  Tatham  assigned  to  G.  N.  Tatham,  the  remaining 
defendant,  an  undivided  third  part  of  the  patent. 

On  the  14th  March,  1846,  the  said  letters  patent  were 
surrendered,  on  the  ground  that  the  specifications  of  the 
improvements  claimed  were  defective;  and  a  new  patent 
was  issued,  which  granted  to  the  patentees,  their  heirs,  &c., 
for  the  term  of  fourteen  years  from  the  31st  August,  1837,  the 
exclusive  right  to  make  and  vend  the  improvements  secured. 

The  defendants  denied  the  infringement  charged. 

A  great  number  of  facts  were  proved,  showing  the  suc- 
cessful manufacture  of  lead  in  the  mode  stated  in  the  spe- 
cifications, and  particularly  that  "pipes  thus  made  are 
found  to  possess  great  solidity  and  unusual  strength,  and 
a  fine  uniformity  of  thickness  and  accuracy  is  arrived  at, 
such  as,  it  is  belived,  has  never  been  attained  by  any  other 
machinery."  And  they  say  the  essential  difference  in  the 
character  of  this  pipe,  which  distingushes  it,  as  well  as  that 
contemplated  by  Thomas  Burr,  from  all  others  heretofore 
known  or  attempted,  is,  that  it  is  wrought  under  heat,  by 
pressure  and  constriction,  from  set  metal,  and  that  it  is  not 
a  casting  formed  in  a  mold. 
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And  it  was  proved,  that  in  all  the  modes  of  making 
lead  pipe  previoasly  known  and  in  use,  it  could  be  made 
only  in  short  pieces ;  but  that,  by  this  improved  mode,  it 
could  be  made  of  any  required  length,  and  also  of  any  size ; 
and  that  the  introduction  of  lead  pipe  made  in  the  mode 
described  had  superseded  the  use  of  that  made  by  any  of 
the  modes  before  in  use,  and  that  it  was  also  furnished  at  a 
less  price."  And  it  was  proved  that  lead,  when  recently 
become  set,  and  while  under  heat  and  extreme  pressure,  in 
a  close  vessel,  would  re-unite  perfectly  after  a  separation 
of  its  parts. 

In  the  case  of  The  Househill  Company  v.  Neilson,  Web. 
Pat.  Cas.  683,  it  is  said:  "A  patent  will  be  good,  though 
the  subject  of  the  patent  consists  in  the  discovery  of  a 
great,  general,  and  most  comprehensive  principle  in  science 
or  law  of  nature,  if  that  principle  is,  by  the  specification, 
applied  to  any  special  purpose,  so  as  thereby  to  effectuate 
a  practical  result  and  benefit  not  previously  attained." 

Mr.  Justice  Clerk  Hope,  in  his  charge  to  the  jury,  said : 
**The  specification  does  not  claim  anything  as  to  the  form, 
nature,  shape,  materials,  numbers,  or  mathematical  char- 
acter, of  the  vessel  or  vessels  in  which  the  air  is  to  be 
heated,  or  as  to  the  mode  of  heating  such  vessels." 

Now,  in  this  case  it  must  not  be  forgotten  that  the  ma- 
chinery was  not  claimed  as  a  part  of  the  invention ;  but 
the  jury  were  instructed  to  inquire  "  whether  the  specifica- 
tion was  not  such  as  to  enable  workmen  of  ordinary  skill 
to  make  machinery  or  apparatus  capable  of  producing  the 
effect  set  forth  in  said  letters  patent  and  specification;" 
and  that,  in  order  to  ascertain  whether  the  defendants  had 
infringed  the  patent,  the  jury  should  inquire  whether  they 
*'did,  by  themselves  or  others,  and  in  contravention  of  the 
privileges  conferred  by  the  letters  patent,  use  machinery 
or  apparatus  substantially  the  same  with  the  machinery  or 
apparatus  described  in  the  plaintiffs'  specification,  and  to 
the*  effect  set  forth  in  said  letters  and  specification." 

Now,  as  no  specification  was  claimed  in  regard  to  the 
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machinery,  It  is  not  perceived  how  the  patent  could  be  in- 
fringed, unless  upon  the  principle  that,  having  claimed  no 
specific  mode  of  applying  the  heat,  he  could  use  any  mode 
he  might  prefer,  in  defiance  of  the  rights  of  other  pat* 
en  tees. 

Now,  this  cannot  be  law ;  certainly  it  is  not  law  under 
the  Patent  Act  of  this  country.  That  act  requires  the 
making  and  constructing  ^^the  thing,  in  such  full,  clear 
and  exact  terms,  as  to  enable  any  person  skilled  in  the  art 
or  science  to  which  it  appertains,  to  make,  construct,  and 
use  the  same." 

Alderson  B.  Webster's  Patent  Cases,  342,  says:  ''The 
distinction  between  a  patent  for  a  principle  and  a  patent 
which  can  be  supported  is,  that  you  must  have  an  embodi- 
ment of  the  principle  in  some  practical  mode  described  in 
the  specification  of  carrying  into  actual  effect ;  and  then 
you  take  ont  your  patent,  not  for  the  principle,  but  for  the 
mode  of  carrying  the  principle  into  effect." 

''It  is  quite  true,  that  a  patent  cannot  be  taken  out 
solely  for  an  abstract  philosophical  principle — for  instance, 
for  any  law  of  nature  or  any  property  of  matter,  apart  from 
any  mode  of  turning  it  to  account.  A  mere  discovery  of 
such  a  principle  is  not  an  invention,  in  the  patent  law  sense 
of  the  term."     (Neilson  v.  Harford),  Web.  Cases,  688. 

However  brilliant  the  discovery  of  the  new  principle 
may  be,  to  make  it  usefal  it  must  be  applied  to  some  prac- 
tical purpose.  Short  of  this,  no  patent  can  be  granted. 
And  it  would  not  seem  to  be  a  work  of  much  labor  for  a 
man  of  ingenuity  to  describe  what  he  has  invented. 

The  "  newly  discovered  property  in  the  metal,  and  the 
practical  adaptation  of  it,  by  these  means,  to  the  produc- 
tion of  a  new  result,  namely :  the  manufacture  of  wrought 
pipe  out  of  solid  lead,"  was  the  discovery  "There  can  be 
no  patent  for  a  principle ;  bat  for  a  principle  so  far  em- 
bodied and  connected  with  corporeal  substances  as  to  be  in 
a  condition  to  act  and  to  produce  eflCects  in  any  trade,  mys- 
tery, or  manual  occupation,  there  may  be  a  patent." 
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**It  is  not  that  the  patentee  conceived  an  abstract  notion 
that  the  consumption  in  fire  engines  may  be  lessened  ;  bat 
he  discovered  a  practical  manner  of  doing  it,  and  for  that 
he  has  taken  his  patent.  This  is  a  very  different  thing 
from  taking  a  patent  for  a  principle." 

The  principle  may  be  the  new  and  valuable  discovery, 
bnt  the  practical  application  of  it  to  some  nseful  purpose 
is  the  test  of  its  value. 

In  the  case  of  Le  Roy  v.  Tatham,  14  How.  166  [6  Am.  & 
Eng.  313],  it  was  said,  *'that  in  the  view  taken  by  the 
court  in  the  construction  of  the  patent,  it  was  not  material 
whether  the  mere  combination  of  machinery  referred  to 
was  similar  to  the  combination  used  by  the  Hansons,  be- 
cause the  original ty  did  not  consist  in  the  novelty  in  the 
machinery,  but  in  bringing  a  newly-discovered  principle 
into  practical  application,  by  which  a  useful  article  is  pro- 
duced, and  wrought  pii)e  made,  as  distinguished  from  cast 
pipe." 

Now,  it  must  be  observed  that  the  machinery  used  was 
admitted  to  be  old,  and  any  difference  in  form  and  strength 
must  arise  from  the  mode  of  manufacturing  the  pipes. 
The  new  property  in  the  metal  claimed  to  have  been  dis- 
covered by  the  patentees  belongs  to  the  process  of  manu- 
facture. The  result  is  before  us.  We  see  the  manufac- 
tured article,  and  are  told  that  its  substance  is  greatly 
modified  and  improved,  but  we  derive  little  or  no  knowl- 
edge  from  inspecting  it.  Except  by  the  known  process  of 
its  formation  we  cannot  appreciate  its  value,  or  compre- 
hend the  process  by  which  it  was  made.  We  want  to  see 
and  understand  the  processes  by  which  it  was  formed,  the 
machinery  in  action,  and  a  full  explanation  of  its  parts. 

The  claimants  say :  '*  We  wish  it  to  be  understood  that 
we  do  not  confine  ourselves  to  the  mode  of  operation  herein 
described,  by  making  the  cylinder  rise  with  the  hydraulic 
ram  and  other  parts,  and  keeping  the  piston  stationary,  as 
the  same  effects  will  take  place  when  the  cylinder  is  sta- 
tionary, and  the  power  of  the  ram  is  applied  to  the  top  of 
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the  piston  to  cause  it  to  descend  into  the  cylinder,  and  oar 
improvements  might  be  applied  to  a  cylinder  and  press, 
fitted  up  in  other  respects  upon  Burr's  plans,  whereby  the 
pipe  is  received  over  the  top  of  the  machinery,  &c.,  all 
which  and  other  variations  will  readily  suggest  themselves 
to  any  practical  engineer,  without  departing  from  the  sub- 
stantial originality  of  our  invention. 

**The  combination  of  the  following  parts  above  described 
is  claimed,  to  wit :  the  core  and  bridge,  or  guide-piece,  with 
the  cylinder,  the  piston,  the  chamber,  and  the  die,  when 
used  to  form  pipes  of  metal,  under  heat  and  pressure,  in 
the  manner  set  forth,  or  in  any  other  mode  substantially 
the  same." 

To  the  above  is  added :  '*  We  do  not  claim  as  our  inven- 
tion and  improvement  any  of  the  parts  of  the  above-de- 
scribed machinery,  independently  of  their  arrangement  and 
combination  above  set  forth." 

The  machinery  described  in  both  the  above  sentences  is 
only  claimed  when  used  to  form  pipes  of  metal  under  heat 
and  pressure.  And  it  must  be  admitted,  that  the  ma- 
chinery described  and  illustrated  by  the  drawings  is  suffi- 
ciently explicit  to  show  the  nature  of  the  invention.  If  it 
be  admitted  that  the  machinery,  or  a  part  of  it,  was  not 
new  when  used  to  produce  the  new  product,  still  it  was  so 
combined  and  modified  as  to  produce  new  results,  within 
the  patent  law.  One  new  and  operative  agency  in  the  pro- 
duction of  the  desired  result  would  give  novelty  to  the  en- 
tire combination. 

The  specifications  are  drawn  with  care  and  no  ordinary 
skill,  and  they  cannot  be  misunderstood.  No  one  can  be 
supposed  to  mistake  the  new  product  for  the  machinery 
through  which  it  is  developed.  And  in  regard  to  a  prac- 
tical application  of  the  new  conception,  it  is  as  necessary 
as  the  conception  itself ;  and  they  must  unite  in  the  patent. 
"The  apparatus  described  is  propjerly  regarded  by  the  pat- 
entees as  subordinate,  and  as  important  only  as  enabling 
them  to  give  practical  effect  to  the  newly  discovered  prop- 
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erry,  by  which  they  prodace  the  new  manufacture."  Cer- 
tainly no  comparison  was  instituted  between  the  mechanical 
qootrivance  used  and  the  new  discovery. 

In  the  case  of  Le  Boy  v.  Tatham,  14  How.,  156  [5  Am. 
&  Eng.  313]  9  the  court  instructed  the  jury,  '^that  the  orig- 
inality of  the  invention  did  not  consist  in  the  novelty  of 
th6  machinery,  but  in  bringing  a  newly-discovered  prin^ 
ciple  into  practical  use." 

Principle  is  often  applied  to  a  machine  to  describe  its 
movements  and  effect ;  and  we  are  told  that  the  originalty 
of  this  invention  did  not  ^'consist  in  the  novelty  of  the 
machinery,  but  in  bringing  a  newly-discovered  principle 
into  practical  effect,"  Whether  the  new  manufacture  was 
the  result  of  frequent  escperiments  or  of  accident,  it  will  be 
admitted  that  the  process  has  been  demonstrated  to  the  sat- 
isfaction of  all  observers ;  and  this  has  been  done  in  the 
mode  described. 

In  the  complicated  and  powerful  machinery  used  to  pro- 
duce this  result,  it  is  not  i)erceived  why  it  should  not  be 
adverted  to,  as  showing  the  most  natural  and  satisfactory 
explanation  of  the  discovery.  It  is  only  necessary  to  ex- 
amine the  machinery  combined,  to  see  that  its  parts  are  dis- 
similar to  others  in  use ;  and  there  would  seem  to  be  no 
other  reason  for  the  use  of  the  new  principle,  to  the  exclu- 
sion of  the  mechanical  structures  employed,  except  a  higher 
reach  of  knowledge.  However  this  maybe,  it  would  seem 
that,  when  dealing  with  a  patentable  subject,  its  appro- 
priate name  should  be  given  to  the  machinery  by  which  it 
was  developed.  The  admitted  want  of  novelty  in  the  ma- 
chinery, referred  to  so  frequently,  might  invite  criticism, 
if  it  were  necessary,  to  the  case  in  14th  Howard ;  but  the 
case  now  before  us  is  in  chancery,  and  has  been  deliberately 
considered. 

Up  to  the  year  1837,  the  date  of  Hanson's  invention,  two 
methods  only  were  known  of  making  wrought  pipe  from 
lead,  in  the  set  or  solid  state,  and  these  were  the  Burr 
method  and  the  draw-bench  method.    As  soon  as  the  plan 
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of  the  Hansons  was  introdnced,  they  superseded  all  other 
methods. 

Both  of  the  above  methods  were  defective — the  draw 
bench  on  account  of  the  great  labor,  limited  length  of  pipe 
produced,  and  unequal  thickness ;  and  the  Burr,  because 
of  the  difficulty  of  holding  the  core  central  in  the  die,  in 
forming  pipes  of  small  caliber. 

The  superiority  of  the  Burr  method,  for  the  general  pur- 
poses of  manufacturing  leaden  pipes  which  require  diflfer- 
eirt  sizes  to  be  made,  was  so  slight,  as  it  seems,  that  for 
seventeen  years  after  the  date  of  the  Burr  patent,  not  one 
of  such  machines  was  put  in  use  in  the  United  States  or  in 
Europe. 

In  this  combination  of  machinery  there  are  six  essential 
parts: 

First.  A  metal  cylinder  capable  of  receiving  the  lead  in 
a  fluid  state,  and  permitting  it  to  become  set  or  solid  there- 
in, and  of  great  strength. 

Second.  A  piston,  which  is  a  solid  metallic  body,  fitted 
to  the  bore  of  the  cylinder,  to  work  therein  accurately,  to 
prevent  the  charge  of  lead  from  escaping  around  it,  and  so 
connected  with  a  hydraulic  press,  or  other  motor  of  great 
power,  as  to  traverse  the  length  of  the  cylinder  with  a  force 
applied,  of  several  tons,  to  force  out  the  charge  of  lead,  not 
in  the  liquid  state. 

Third.  A  die,  which  is  simply  a  block  of  steel,  with  a 
central  hole  of  a  cylindrical  form,  and  of  a  diameter  of  the 
pipe  to  be  made. 

Fourth.  A  core,  which  is  simply  a  short  cylindrical  rod 
of  steel,  of  the  diameter  of  the  caliber  of  the  pipe  to  be 
made. 

Fifth.  A  bridge  or  core  holder,  which  is  a  plate  of  metal 
with  apertures,  having  four  or  more  arms  radiating  from 
the  central  part,  which  has  a  central  hole  of  the  size  oi  the 
core. 

Sixth.  A  chamber  of  construction,  located  between  the 
bridge  and  the  die,  and  extending  from  the  one  to  the  other, 
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and  either  conical  or  cylindrical,  provided  the  end  next 
the  bridge  be  made  of  greater  diameter  than  the  die. 

It  is  rare  that  so  clear  and  satisfactory  an  explanation  is 
given  to  the  machinery  which  performs  the  important  func- 
tions above  specified.  We  are  satisfied  that  the  patent  is 
sustainable,  and  that  the  complainants  are  entitled  to  the 
relief  claimed  by  them,  (a) 

In  the  order  of  the  court,  entered  by  Mr.  Justice  Mc- 
Lean, ai^pears  the  following :  (6) 

''It  is  the  opinion  of  this  court,  that  the  complainants  in 
the  court  below  are  entitled  to  recover  from  the  defendants 
the  sum  of  $16,815.57.  Whereupon  it  is  now  here  ordered, 
adjudged  and  decreed  by  this  court,  that  the  decree  of  the 
said  Circuit  Court  in  this  cause  be,  and  the  same  is  hereby 
affirmed,  to  the  extent  of  the  aforesaid  sum  of  $16,815.57, 
and  that  it  be  reversed  as  to  the  residue ;  and  that  this 
cause  be,  and  the  same  is  hereby  remanded  to  the  said 
Circuit  Court,  with  directions  to  enter  a  decree  for  that 
amount  in  favor  of  the  complainants.  And  it  is  further 
ordered  and  decreed  by  this  court,  that  the  costs  in  the 
court  below  be  paid  by  respondents  in  that  court,  the  ap- 
pellants here,  and  that  each  party  pay  his  own  costs  in  this 
court. 

(0-5)  Howard  page  141  substitutes  *^  Order.  The  cause  came  on  to  be 
heard  on  the  transcript  of  the  record  from  the  Circuit  Court  of  the 
United  States  for  the  southern  district  of  New  York,  and  was  argued 
by  counsel,  on  consideration  thereof." 

Patent  in  miit  t 

No.  2021.     Hanson,  J.  &  H.,  March  29,  1841. 

Beissne  Na  82,  March  14,  1846.     Lead  Pipe  Machine. 

Othxb  Suits  on  Saxb  Patbht  : 

Tatham  v.  Loring,  1845,  N.  T.  Leg.  Obs.  207. 
Tatham  v.  Lowber,  1847,  2  Blatch.,  49. 
Tatham  v.  Le  Boy,  1852,  2  Blatch.  474 
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Le  B07  V.  Tatham,  1852,  U  How.,  150  [5  Am.  &  Eogf  313.] 
Tatham  v.  Lowber,  1857,  4  BlateL  86. 
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Syllabus. 

EDWIN   M.    CHAFFEE,  PLAINTIPP  IN  ERROR,  z. 
THE  BOSTON  BELTING  COMPANY.* 

22  How„  StlT-aaS.    Dec  T«nii,  ISOB. 

[Bk.  16,  L.  ed.,  240;  1  Whit.  1124.] 

Argoed  December  7,  1859.     Decided  December  27,  1859. 

Bill  of  exceptiona.  Becord.  Right  of  purchaser  of  patented  ma- 
chine to  use  during  extenaion.  Right  to  repair.  Rights  under 
original  and  extendi  term. 

1.  BiliB  of  flxoeptioD,  when  properly  taken   uid  dnly  allowed,  be- 

come a  part  ot  the  record,  and,  as  Buch,  cannot  be  oontre- 
dicted.     (p.  65). 

2.  TT&der  the  Act  of  1836,  section  18,  a  party  who  haa  porcbaaed  a 

patented  machine  and  was  asing  it  during  the  original  term 
for  vhioh  the  patent  was  granted,  might  continae  to  nae  the 
machine  during  the  extended  term.     (p.  66). 

8.  The  rightfnl  owner  ot  the  patented  machine  may  coatiDne  to  nee 
it  until  worn  ont,  or  ha  may  repair  it  or  improve  apon  it,  as 
he  please,     (p.  66). 

4  Where  nothing  appeared  by  the  evidence  to  prove  that  detend- 
anta,  who  alleged  themBelveH  to  be  licensees,  were  righttnlly 
in  Uie  enjoyment  ot  the  tiling  patented  daring  the  original 
term,  and  tbey  had  tailed  to  estsblisb  any  right  or  license  to 
the  nee  of  the  machinery  daring  the  extended  term,  held  that 
tbey  appeared  on  the  record  as  naked  infringers;  held  that  it 
was  error  for  the  coart  in  ite  instruction  to  the  jory  to  as- 
same  a  material  tact  as  proved — their  title  under  the  original, 
of  which  Uiere  is  no  evidence  in  the  case,     (p^  67). 

5.  It  is  not  determined  whether  the  patent  is  for  the  process  or  for 
the  maohlDe.     (p.  67). 

LCitatlons  in  opinion  of  the  court :] 

Bloomer  c.  McQuewan,  14  How.  580  [S  Am.  ft  Eng.  454],  p.  66. 
Wilson  B.  Rousseau,  4  How.  646  [4  Am.  A  Eng.  436],  p.  66. 
United  States  tr.  Breitllng,  20  How.  2S2,  p.  67. 

•  See  Explanation  of  Kotas,  page  IIL 
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Argament  of  counseL 

In  error  to  the  Circuit  Court  of  the  United  States  for  the 
District  of  Massachusetts. 

This  was  an  action  on  the  case  brought  in  the  court  be- 
low, by  the  plaintiif  in  error,  for  the  alleged  infringement 
of  certain  rights  seen  red  by  letters  patent. 

The  trial  below  having  resulted  in  a  verdict  and  judgment 
for  the  defendant,  the  plaintiff  sued  out  this  writ  of  error, 

A  further  statement  of  the  case  appears  in  the  opioion  of 
the  court. 

Messrs,  T.  A.  Jenckes  and  C.  A.  Seward^  far  plairUiff 
in  error. 

I.  The  court  below  erred  in  charging  the  jury  that  under 
its  title  the  defendant  had  a  right  to  continue  to  use  the 
same  machinery  for  the  same  purpose.  This  charge  was 
predicated  npon  an  assumption  of  title  in  the  defendant 
which  had  not  been  proved.  This  entitles  the  plaintiff  to 
a  reversal  of  the  judgment,  and  to  a  venire  facias  de  novo. 

The  court  below  assumed  in  its  charge  that  the  defend- 
ants, upon  the  assumption  that  they  were  rightfully  in  the 
use  of  the  plaintiff's  patent  during  its  original  term,  had  by 
operation  of  law  a  right  to  continue  that  use  during  the  ex- 
tended term.    To  this  we  reply : 

1.  That  the  license  from  Gk)odyear  to  Edwards  was,  by 
its  terms,  for  so  long  only  as  said  Goodyear  and  his  assigns 
shall  be  x)ossessed  of  any  valid  patent  rights  of  the  United 
States  before  mentioned. 

2.  The  defendants  derive  no  right  from  the  proviso  of 
the  18th  section  of  the  Act  of  July  4,  1836,  to  use  the  in- 
vention during  the  extended  term. 

Brooks  V.  Byam,  2  Story,  625 ;  Curt.  Pat.,  sees.  195, 197. 

It  is  well  settled  that  an  instrument  like  that  between 
Goodyear  and  Edwards  is  not  an  assignment  or  a  grant,  but 
a  mere  license. 

Blanchard  v.  Eldridge,  1  WaU.,  Jr.  338 ;  Gayler  v.  Wil- 
der,  10  How.  477  [5  Am.  &  Eng.  188]. 

Mr.  H.  F.  Durante  for  the  dtfendant  in  error ^  submit- 
ted no  argument  in  this  court. 


/ 
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Mr.  Justice  Cuffobd  delivered  the  opinion  of  the  court. 

This  case  comes  before  the  court  on  a  writ  <rf  error  to  the 
Circuit  Court  of  the  United  States  for  the  District  of  Massa- 
chusetts. It  was  an  action  of  trespass  on  the  case,  for  th^ 
alleged  infringement  of  certain  rights  secured  by  letters 
patent 

As  the  foundation  of  the  suit,  the  declaration  alle^s^ 
in  effect,  that  the  assignor  of  the  plaintiff  was  the  original 
and  first  inventor  of  certain  improvements  in  the  manufact- 
ure of  India  rubber,  and  that  ia  the  year  1836  letters  patent 
for  such  improvements  were  duly  issued  to  him  by  th# 
Commissioner  of  Patents,  as  is  therein  fully  and  correctly 
set  forth  and  described. 

Those  improvements^  as  is  alleged  in  the  declaration,  con- 
sist in  a  mode  of  preparing  the  rabber  for  manufacturing 
purposes,  and  of  reducing  it  to  a  pasty  state,  without  the 
use  of  the  spirits  of  turpentine  or  other  solvents,  and  of  ap^ 
plying  the  same  to  cloths,  and  for  other  purposes,  by  the 
nse  of  heated  rollers  and  other  means,  as  set  forth  in  tiie 
letters  patent,  saving  thereby,  as  is  alleged,  a  large  portion 
of  the  expense  of  reducing  the  original  material  to  a  proper 
degree  of  softness,  and  of  fitting  and  preparing  it  for  the 
various  uses  to  which  it  may  be  applied. 

On  application  subsequ^ently  made  to  the  Commissioner 
of  I^atents,  in  due  form  of  law,  by  the. original  inventor, 
the  patent  was  extended  for  the  further  term  of  seven  years^ 
from  the  31st  day  of  August,  1850 ;  and  the  plaintiff  al- 
leges that  the  patentee,  on  the  1st  day  of  July,  1853,  trans^ 
ferred,  assigned  and  conveyed  to  him  all  his  title  to  the 
invention  and  to  the  patent  for  the  extended  term. 

By  virtue  of  that  deed  of  transfer,  it  is  claimed  in  the 
declaration  that  the  plaintiff  acquired  the  right  to  demand 
and  recover  the  damages  for  all  infringements  of  the  letters 
patent  prior  to  the  date  of  the  transfer,  as  well  as  for  tliose 
that  have  been  committed  since  that  time ;  and  accordingly 
the  plaintiff  alleges  that  the  defendants,  on  the  31st  day  of 
August,  1850,  fraudulently  commenced  the  use  of  those  im* 
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provements,  without  law  or  right,  and  so  contitimed  to  use 
them  to  the  day  of  the  commencement  of  this  suit ;  aver- 
ring, at  the  same  time,  that  the  defendants  have  prepared 
large  quantities  of  the  native  rubber  for  manufacturing  pur- 
poses, without  the  use  of  spirits  of  turpentine  or  other  sol- 
vents, thereby  making  large  gains^  and  greatly  to  the  dam- 
age of  the  x>laintiff. 

As  appears  by  the  transcript,  the  action  was  entered  in 
the  Circuit  Court  at  the  May  Term,  1854,  but  was  continued 
from  term  to  term  until  the  May  Term,  1857,  when  the  par- 
ties went  to  trial  upon  the  general  issue. 

From  what  is  stated  in  the  bill  of  exceptions,  it  appears 
that  one  Charles  Goodyear  was  the  owner  of  the  original 
letters  patent  on  the  36th  day  of  January,  1846,  and  that 
he  continued  to  own  them  for  the  residue  of  the  term  for 
which  they  were  originally  granted.  On  that  day  he  en- 
tered into  an  indenture  with  one  Henry  Edwards,  of  the 
City  of  Boston,  whereby,  for  certain  considerations  therein 
expressed,  he  sold  and  conveyed  to  the  said  Henry  Ed- 
wards, his  executors,  administrators  and  assigns,  the  ex- 
clusive right  and  license  to  make,  use,  and  vend,  any  and 
all  articles  appertaining  to  machines,  or  in  the  manufacture, 
construction^  and  use  of  machines  or  machinery,  of  what- 
ever description,  subject  to  certain  limitations  and  qualifi- 
cations therein  expressed. 

By  the  terms  of  the  Instrument,  it  was  understood  that 
the  right  and  license  so  conveyed  was  to  applj'^  to  any  and 
all  articles  substituted  for  leather,  metal,  and  other  sub- 
stances, in  the  use  or  manufacture  of  machines  or  ma- 
chinery, in  so  far  as  the  grantor  had  any  rights  or  privi- 
leges in  the  same,  by  virtue  of  any  invention  or  improve- 
ment made,  or  which  should  thereafter  be  made,  by  him 
in  the  manufacture  of  India  rubber  or  gum  elastic  goods, 
and  in  virtue  of  any  and  all  letters  patent  or  patent  rights 
of  the  United  States  granted  or  belonging  to  him,  or  which 
should  thereafter  be  granted  or  belong  to  him,  for  any 
and  all  inventions  or  improvements  in  the  manufacture 
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of  such  goods  in  tUs  country,  but  excluding  the  right  to 
make  any  contract  with  the  Government  of  the  United 
States.  In  consideration  of  the  premises,  the  grantee  paid 
the  sum  of  $1,000,  as  appears  by  the  recital  of  the  instru- 
ment, and  agreed  to  pay  a  certain  tariff,  at  the  rate  of  five 
cents  per  superficial  yard,  or  five  cents  per  ponnd  for  the 
pure  gum,  according  to  the  nature  of  the  article  manu- 
factured. 

Reference  is  made  in  the  declaration  to  the  letters  patent, 
and  to  the  deed  of  assignment  from  the  patentee  to  the 
plaintiff,  but  neither  of  those  instruments  appears  in  the 
bill  of  exceptions  or  in  any  other  part  of  the  record. 

At  the  trial  of  the  cause,  it  was  conceded  and  agreed  that 
the  defendants,  before  the  date  of  the  plaintiff's  writ,  used 
certain  machinery,  constructed  in  conformity  with  the 
specification  annexed  to  the  letters  patent  declared  on,  and 
that  the  defendants,  in  using  the  machinery,  conformed  to 
the  directions  contained  in  the  specification,  and  that  the 
same  was  so  used  for  the  preparation  and  application  of 
India  rubber  to  the  manufacture  of  the  articles  mentioned 
and  described  in  the  indenture  from  Charles  Goodyear  to 
Henry  Edwards,  and  that  all  the  machinery  so  used  was 
constructed  and  in  use  as  aforesaid  before  and  at  the  time 
the  original  letters  patent  expired. 

Upon  this  state  of  the  case,  according  to  the  bill  of  ex- 
ceptions, the  presiding  justice  ruled  and  instructed  the 
jury,  that,  under  their  title,  the  defendants  had  the  right 
to  continue  to  use  the  same  machinery  for  the  same  pur- 
poses, and  in  conformity  with  the  directions  contained  in 
the  specification,  after  the  expiration  and  renewal  of  the  let- 
ters patent  ;  and  consequently,  that  the  plaintiff  could  not 
recover. 

Under  the  ruling  and  instruction  of  the  court,  the  jury 
returned  their  verdict  for  the  defendants ;  and  the  plaintiff 
excepted  to  the  ruling,  and  his  exceptions  were  duly  al- 
lowed. 

It  is  insisted  by  the  counsel  of  the  plaintiff,  that  the  in- 
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stmction  given  to  the  jary  was  erroneous ;  and  that  is  the 
only  question  presented  for  decision  at  the  present  time. 
In  considering  that  question,  our  attention  must  necessa- 
rily be  confined  to  the  evidence  reported  in  the  bill  of  ex- 
ceptions, as  the  only  means  of  ascertaining  the  precise  state 
of  facts  on  which  the  instruction  to  the  jury  was  given. 
Whether  the  report  of  the  evidence,  as  set  forth  in  the  bill 
of  exceptions,  may  or  may  not  be  incomplete,  or  imper- 
fectly stated,  cannot  be  known  in  an  appellate  court.  Bills 
of  exception,  when  properly  taken  and  duly  allowed,  be- 
come a  part  of  the  record,  and,  as  such,  cannot  be  contra- 
dicted. 

By  the  admission  of  the  parties  in  this  case,  it  appears 
that  the  defendants,  before  the  date  of  the  plaintiffs  writ, 
had  used  certain  machinery,  constructed  in  conformity 
with  the  specification  of  the  plaintiflTs  patent.  In  the  ab- 
sence of  any  explanation  or  suggestion  to  the  contrary,  it 
must  be  inferred  that  the  use  of  the  machinery  so  admitted 
was  without  the  license  or  consent  of  the  plaintiff,  and  sub- 
sequent to  the  period  when  he  became  the  owner  of  the 
patent  for  the  extended  term  ;  and  if  so,  the  admission  was 
sufficient,  under  the  pleadings,  to  make  out  Siprima/acie 
case  for  the  plaintiff.  To  maintain  the  issue  on  their  part, 
the  defendants,  proved  in  effect,  or  it  was  admitted,  that 
all  the  machinery  so  used  by  them  had  been  constructed, 
and  was  in  use,  as  aforesaid,  before  and  at  the  time  the 
original  letters  patent  expired,  and  that  in  using  the  ma- 
chinery they  had  conformed  to  the  directions  contained  in 
the  specificatioti ;  and  that  the  same  was  so  used  for  the 
purposes  and  in  the  manufacture  of  the  articles  specified, 
and  described  in  the  before  mentioned  indenture.  As  be- 
fore stated,  they  had  previously  proved,  or  it  had  been  ad- 
mitted, that  the  owner  of  the  original  term  of  the  patent 
had  granted  the  exclusive  right  and  license  to  a  third  party 
to  use  the  invention  for  the  same  purposes  for  which  the 
defendants,  both  under  the  original  and  extended  term  of 
the  patent,  had  used  their  machinery ;  but  they  did  not 
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prove,  and  there  is  no  evidence  in  the  case  to  show,  any 
privity  between  themselves,and  that  license,  either  by  as- 
signment or  in  any  other  manner.  They  offered  no  proof 
tending  to  show  that  tlieir  use  of  the  machinery  in  qaes> 
tion,  under  either  term  of  the  patent,  was  with  the  license, 
consent,  or  knowledge,  of  the  patentee,  or  of  any  other  per- 
son who  ever  had  or  claimed  to  have  any  power  or  author- 
ity under  him  to  convey  the  right.  Provision  is  made  by 
the  18th  section  of  tlie  act  of  Congress,  passed  Jaly  4th, 
1886  (6  Stat,  at  K,  p.  125),  for  the  extension  of  patents  be- 
yond  the  time  of  their  limitation,  on  application  therefor 
in  writing,  by  the  patentee,  to  the  Commissioner  of  the 
Patent  Office,  setting  forth  the  grounds  for  such  extension. 
By  the  latter  clause  of  that  section,  the  benefit  of  such  re- 
newal is  expressly  extended  to  assignees  and  grantees  of 
the  right  to  use  the  thing  patented  to  the  extent  of  their 
respective  interests  therein.  Under  that  provision,  it  has 
been  repeatedly  held  by  this  court,  that  a  party  who  had 
purchased  a  patented  machine,  and  was  using  it  during  the 
original  term  for  which  the  patent  was  granted,  might  con- 
tinue to  use  the  machine  during  the  extended  term.  Bloom- 
er V.  McQuewan  et  al.,  14  How.  649  [5  Am.  &  Eng.  434] ; 
Wilson  V.  Rousseau,  4  How.  646  [4  Am.  &  Eng.  496]. 
That  rule  rests  upon  the  doctrine  that  the  purchasf^r,  in 
using  the  machine  under  such  circumstances,  exercises  no 
rights  created  by  the  act  of  Congress,  nor  does  he  derive 
title  to  it  by  virtue  of  the  franchise  or  the  exclusive  privi- 
lege granted  to  the  patentee. 

When  the  patented  machine  rightfully*  passes  to  the 
hands  of  the  purchaser  from  the  patentee,  or  from  any 
other  person  by  him  authorized  to  convey  it,  the  machine 
is  no  longer  within  the  limits  of  the  monopoly.  According 
to  the  decision  of  this  court  in  the  cases  before  mentioned, 
it  then  passes  outside  of  the  monopoly,  and  is  no  longer 
under  the  peculiar  protection  granted  to  patented  rights. 
By  a  valid  sale  and  purchase,  the  patented  machine  be- 
comes the  private  individual  property  of  the  purchaser, 
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and  is  no  longer  protected  by  the  laws  of  the  United  States, 
but  by  the  laws  of  the  State  in  which  it  is  situated.  Hence 
it  is  obvious,  that  if  a  person  legally  acquires  a  title  to  that 
which  is  the  subject  of  letters  patent,  he  may  continue  to 
use  it  until  it  is  worn  out,  or  he  may  repair  it  or  improve 
upon  it  as  he  pleases,  in  the  same  manner  as  if  dealing  with 
property  of  any  other  kind.  Applying  these  principles  to 
the  present  case,  as  it  is  exhibited  in  the  bill  of  exceptions, 
there  would  be  no  difficulty  in  sustaining  the  instructions 
given  to  the  jary,  provided  it  appeared  that  the  machinery 
used  by  the  defendants  had  been  legally  purchased  by  them 
of  the  patentee  or  his  assigns  during  the  original  term  of 
the  patent.  But  nothing  appears  in  the  evidence  reported 
to  warrant  the  inference  that  they  were  either  assignees  or 
grantees  of  the  thing  patented,  within  the  meaning  of  the 
act  of  Congress  or  the  decisions  of  thi9  court.  All  that  the 
indenture  offered  in  evidence  showed,  was  the  nature  and 
extent  that  the  defendants  had  used  the  invention,  but,  as 
is  well  contended  by  the  counsel  for  the  plaintiff,  it  proved 
nothing  more.  It  did  not  prove,  or  tend  to  prove,  that  the 
defendants  were  rightfully  in  the  enjoyment  of  the  thing 
patented  during  the  original  term  of  the  patent,  and  hav- 
ing failed  to  establish  any  right  or  license  to  use  their  ma- 
chinery during  the  extended  term  by  any  other  proof,  they 
appear  in  the  record  as  naked  infringers. 

Their  right  to  continue  to  use  the  machinery  as  against 
the  plaintiff  is  predicated  in  the  instruction  upon  the  as- 
sumption that  they  had  a  title  to  it,  and  were  rightfully  in 
the  use  of  it  iinder  that  title,  before  and  at  the  time  the 
original  letters  patent  expired.  That  assumed  fact  finds 
no  support  in  the  evidence  rei)orted.  It  is  clearly  error  for 
the  court,  in  its  instruction  to  the  jury,  to  assume  a  mate- 
rial fact  as  proved,  of  which  there  is  no  evidence  in  the 
case.  United  States  v.  Breitling,  20  How.  265.  And  when 
the  finding  of  the  jury  accords  with  the  theory  of  the  in- 
struction, thus  assumed  without  evidence,  the  error  is  of  a 
character  to  deserve  correction. 
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Another  position  is  assumed  by  the  counsel  of  the  plain- 
tiff, which  oaght  not  to  be  passed  over  without  a  brief  no- 
tice. They  contend  that  the  invention  of  the  plaintiff,  as 
described  in  the  lettera  patent,  is  for  a  process,  and  not  for 
a  machine  or  machinery  ;  and  that  the  act  of  Congress,  ex- 
tending the  benefit  of  renewals  to  assignees  and  grantees 
of  the  right  to  use  the  thing  patented,  when  properly  con- 
strued, does  not  include  patents  for  a  process,  but  should 
be  confined  to  patents  for  machines.  That  question,  if 
properly  presented,  would  involve  the  construction  of  the 
letters  patent  in  this  case  as  well  as  the  act  of  Congress ; 
but  as  the  patent  is  not  in  the  record,  it  is  not  possible  to 
determine  it  at  the  present  time,  and  we  only  advert  to  it 
that  it  may  not  appear  to  have  escaped  attention. 

The  decree  of  the  Circuit  Court  is  reversed,  with  costs, 
and  with  directions  to  issue  a  new  venire. 
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G.  282. 
May  V.  Chaffee,  1871,  2  Dill.  385  ;  5  Fish.  160. 
Gottfried  v,  Conrad  Seipp  Brewing  Co.,  June,  1881,  10  Biss.  868  ; 

8  Fed.  Bep.  822  ;  12  Beporter,  449. 
Singer  Mfg.  Co.  v.  Springfield  Foundry  Co.,  April,  1888;  34  Fed. 
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LEWIS  TEESE  AND  LEWIS  TEESE,  JR.,  PLFFS.  IN 
ER.,  V.  C.  P.  HUNTINGDON  AND  MARK  HOP- 
KINS.* 

28  How.,  2^14.    Dec.  Term,  ISSO. 

[Bk.  16,  L.  ed.  479 ;  1  Whit.  1180.] 

Argued  March  15,  1860.     Decided  March  26,  1860. 

Counsel  fees  not  an  element  of  damages.     Statutory  notice  of  special 

nuitter.     Impeaching  tvitnesses. 

1.  Goansel  fees  are  Dot  a  proper  element  for  the  consideration  of 

the  jury  in  the  estimation  of  damages  in  action  for  the  in- 
fringement of  a  patent  right     (p.  79). 

2.  All  that  the  act  of  Congress  (act  1836,  sec  15),  requires  is  that 

notice  of  the  special  matter  to  be  offered  in  evidence  at  the 
trial  shall  be  in  writing,  and  be  given  to  the  plaintiff  or  his 
attorney  more  than  thirty  days  before  the  trial,     (p.  80). 

8.  The  defendant  may  give  the  requisite  notice  without  any  leave 
or  order  from  the  court,  and  he  may  remedy  a  defect  or  supply 
a  deficiency  therein  by  another  notice  subject  to  the  same  con- 
ditions as  to  writing  and  time.     (p.  81). 

4  A  question  asked  of  an  impeaching  witness  as  to  *'  What  is  the 
reputation  of  the  witness  for  moral  character?  Held  prop- 
erly overruled.     ( p  81 ). 

5.  Rule  stated  as  to  impeaching  witness,     (p.  84). 

[Citations  in  opinion  of  the  court : 

Day  V.  Woodworth,  18  How.  868,  p.  79. 
Wilton  V.  Railroad,  1  Wall.  Jr.  192,  p.  81, 
1  Greenl.  Ev,  sec.  461,  p.  82. 
Phillips  0.  Kinflrfield,  19  Me.  875,  p.  82. 
Gass  V.  Stinson,  2  Sumn.  605,  p.  82. 
Wood  V.  Mann,  2  Sumn.  816,  p.  83. 
Craig  V.  Tlie  8tate»  5  Ohio,  N.  S,  605,  p.  88. 
Gilbert  v,  Sheldon,  18  Barb.  628,  p.  88. 
Jackson  v,  Lewis,  18  Johns.  504,  p.  88. 
U.  S.  V.  Van  Sickle,  2  McLean,  219,  p.  83. 

*S66  Explanation  of  Notes,  page  IIL 
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State  V.  Brace,  24  Me.  71,  p.  88. 

Com.  V,  Moore,  8  Pick.  194,  p.  88. 

Gilchrist  v.  McKee,  4  Watts,  880,  p.  88. 

Htate  V.  Smith,  7  Yt.  141,  p.  83. 

Frye  o.  Bink  of  Illiaois,  11  111.  867,  p.  88. 

Jones  V.  The  State,  18  Tex.  168,  p.  88. 

State  V.  Randolph,  24  Conn.  862,  p.  88. 

Ubl  V.  Com.,  6  Gratt.  706,  p.  83. 

Wike  V.  Lightener,  11  8.  &  B.  198,  p.  88. 

Kimmel  v.  Kimmel,  8  S.  &  B.  338,  p.  88. 

State  V.  Howard,  9  N.  H.,  486,  p.  88. 

Buckner  v.  The  State,  20  Ohio,  18,  p.  88. 

Ford  r.  Ford,  7  Humphr.  92,  p.  83, 

Thurman  v.  Virgin,  18  B.  Monroe,  786,  p.  88. 

Perkins  v.  Nobley,  4  Ohio,  N.  S.  668,  p.  88. 

Bates  17.  Barber,  4  Cush.,  107,  p.  88. 

Bex  t;.  Watson,  32  How.  St.  Tr.  496,  p.  88. 

Mawson  v.  Hartsink,  4  £sp.  102,  p.  83. 

Rex  17.  Rookwood,  18  How.  St.  Tr.  211,  p.  88. 

Carpenter  t7.  Wall,  11  Ad.  &  El.  808,  p.  88. 

Anonymous,  1  Hill  (S.  C.)  261,  p.  88. 

Hume  V.  Scott,  8  A.  K.  Marsh,  260,  p.  88. 

Day  17.  The  State,  13  Mo.  422,  p.  83. 

Commonwealth  v.  McClain,  3  Am.  Law  Jr.,  N.  S.,  146,  p.  83. 

In  error  to  the  Circuit  Court  of  the  United  States  for  the 
District  of  California,  in  and  for  the  Northern  District  of 
California. 

This  was  an  action  on  the  case  brought  in  the  court  be- 
low, by  the  plaintiffs  in  error,  to  recover  damages  resulting 
from  an  alleged  infringement  of  certain  letters  patent. 

The  trial  below  having  resulted  in  a  verdict  and  judg- 
ment in  favor  of  the  defendants,  the  plaintifFs  sued  out  this 
writ  of  error : 

A  further  statement  of  the  case  appears  in  the  opinion  of 
the  court. 

Mr.  P.  Phillips^  for  plaintiffs  in  error : 

By  the  16th  section  of  the  act  of  July  4,  1886,  it  is  pro- 
vided that  ^'whenever  the  defendant  relies,  in  his  defense, 
on  the  fact  of  a  previous  invention,  knowledge  or  use  of 
the  thing  patented,  he  should  state  in  his  notice  of  the 
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special  matter,  the  names  and  places  of  the  residence  of 
those  whom  he  intends  to  prove  to  have  possessed  prior 
knowledge  of  the  thing,  and  where  the  same  had  been  used. 

The  object  of  the  notice  is  to  prevent  surprise,  to  enable 
the  patentee  fully  to  vindicate  his  rights.  The  notice  is, 
therefore,  to  be  strictly  oonstmed,  and  no  evidence  variant 
from  it  is  admissible. 

Phil.  &  T.  R.  R.  Co.  V.  Stimpson,  14  Pet.  459  [4  Am.  & 
Eng.  324] ;  Silsby  v.  Foote,  14  How.  222  [5  Am.  &  Eng. 
411];  Seymour  v.  McCormick,  (19  How.  96)  [6  Am.  &  Eng. 
282]. 

If  the  evidence  was  inadmissible  under  the  first  notice, 
it  conld  not  be  made  good  by  a  notice  subsequent  to  the 
filing  of  the  depositions. 

Evidence  was  offered  to  impeach  the  character  of  one  of 
the  defendants'  witnesses,  by  showing  his  "general  repu- 
tation for  moral  character."  It  was  objected  that  "  the  in- 
quiry should  be  limited  to  his  general  reputation  for  truth 
and  veracity ;''  and  the  objection  was  sustained. 

The  authorities  on  this  point  are  to  be  found  carefully 
collated  in  21  Araer.  L.  J.,  N.  S.,  146,  where  it  is  said  that 
so  far  as  the  decisions  in  England  are  concerned,  "they  are 
unanimous  to  the  point  that  the  true  criterion  of  the  credit 
of  a  witness  is  his  general  character  and  conduct,  and  not 
his  general  character  for  truth  and  veracity.  The  English 
books  will  be  examined  in  vain  for  a  single  authoritative 
case,  which  in  any  respect,  limits  the  examination  upon 
this  point  to  the  character  for  truth  and  veracity. 

Upon  examination  it  will  be  found  that  this  rule  obtains 
in  most  of  our  Stales. 

Other  evidence  was  then  offered  to  prove  the  reputation 
of  the  witness  from  1850  to  1853,  for  truth  and  veracity. 
To  which  it  was  objected  that  "  the  dates  named  were  too 
remote,  and  that  the  reputation  of  the  witness  at  a  period 
less  remote  from  the  time  of  trial,  could  be  alone  put  in 
issue."     This  objection,  also,  was  sustained. 

Pour  years  is  certainly  a  short  statute  of  limitations  in 
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favour  of  reputation.  Whatever  influence  the  question  of 
time  was  entitled  to,  was  for  the  jury  to  consider.  The 
judge  ooald  not  exclude  the  evidence  as  incompetent,  for 
there  is  neither  common  law  rule  nor  statute  to  justify  it. 
Messrs.  Charles  O^Oanor  and  Oeorge  Oifford^  for  de- 
fendants in  error. 

1.  The  objection  to  the  introduction  of  evidence  of 
Haight  to  prove  what  would  be  a  reasonable  counsel  fee, 
was  properly  sustained. 

No  recovery  can  be  had  in  an  action  for  the  infringement 
of  a  patent  for  counsel  fees. 

Stimpson  v.  The  Railroads,  1  Wall.,  Jr.  164;  2  Robb 
695 ;  Arcambel  v.  Wiseman,  3  Dall.  306 ;  Whittemore  v. 
Cutter,  1  Gall.  429 ;  1  Robb.  29,  38. 

As  to  the  meaning  of  actual  damages,  se^  Seymour  t). 
McCormick,  16  How.  489,  490  [6  Am.  &  Eng.  p.  200]. 

2.  The  objection  to  the  inquiry  as  to  Jesse  Morrill's 
reputation  for  "moral  character,"  was  properly  sustained. 

It  is  not  in  any  case  proper  to  seek  to  impeach  a  witness  by 
proving  what  was  his  reputation  for  moral  character.  The 
inquiry  should  be  as  to  his  reputation  for  truth  and  veracity. 

U.  S.  v.  Van  Sickle,  2  McLean,  219 ;  Gass  v.  Stinson,  2 
Sumn.  610 ;  Gilbert  v.  Sheldon,  13  Barb.  623 ;  The  People 
t).  Rector,  19  Wend.  669  ;  Jackson  t.  Lewis,  13  Johns.  604  ; 
The  State  v.  Bruce,  24  Me.,  71,  72;  Phillips  v.  Kingfield, 
19  Me.  876 ;  Commonwealth  v.  Moore,  3  Pick.  194,  196 ; 
Morse  v.  Pineo,  4  Vt.  281 ;  State  ?>.  Smith,  4  Vt.  141 ; 
Spears  v.  Forrest,  15  Vt.  435 ;  State  v.  Randolph,  24  Conn. 
863 ;  State  v.  Howard,  9  N.  H.  486 ;  Gilchrist  v.  McKee,  4 
Watts,  880 ;  Chess  v.  Chess,  1  Penn.  32 ;  Uhl  v.  Common- 
wealth, 6  Grat.  706 ;  Ward  v.  The  State,  28  Ala.  63 ;  Ford 
V.  Ford,  7  Humph.  92 ;  Jones  v.  The  State,  13  Tex.  168 ; 
Perkins  v.  Nobley,  4  Ohio  St.  668 ;  Tayl.  Ev.,  sec.  1083. 

3.  The  testimony  was  properly  excluded,  as  to  what  was 
the  reputation  of  Jesse  Morrill  in  1852  or  1863 — ^about  five 
years  before  the  trial. 

It  does  not  appear  that  said  Morrill  was  a  witness  called 
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by  the  defendantB-  He  ia  not  uamed  in  the  notices  of  special 
matter  of  defense  aa  one  of  the  defendants'  witnesses,  and 
he  is  not  named  in  the  list  of  witnesses  examined  by  the  de- 
fendants. 

It  must  appear  by  the  record  that  he  was  called  by  the 
defendants,  or  this  objection  for  that  reason  must  fall. 

The  mere  assertion  of  facts  in  the  assignment  of  errors  to 
show  error,  cannot  be  subslitnted  for  the  record. 

Judiciaiy  Act  of  1789,  sec.  22  ;  Conkl.  Tr.,  3d  ed.  689  ; 
Stevens  v.  Gladding,  19  How.  04 ;  Parsons  v.  Bedford,  3 
Pet.  433,  445. 

A  party  cannot  impeach  a  witness  called  by  himself,  by 
proving  him  unworthy  of  belief.     Grah,  &Wat.,  N".  T.  953. 

The  court  below  ruled  out  the  evidence  offered  to  im- 
peach Morrill,  and  except  so  far  as  the  record  shows,  this 
court  has  no  means  of  knowing  why.  All  presumptions 
are  in  favor  of  the  correctness  of  the  ruling.  2  Grab.  & 
Wat.,  N.  T.,  596  to  599,  and  cases. 

There  must  be  a  limit  of  time,  back  of  which  a  party 
cannot  go  to  prove  the  reputation  of  a  witness  to  impeach 
him  ;  else  to  impeach  a  man  on  a  trial  to-day,  it  might  be 
proved  what  his  reputation  was,  for  truth  and  veracity, 
fifty  years  ago. 

There  is  no  specific  time  fixed  by  law,  and  it  must  be  left 
to  the  discretion  of  the  judge  at  the  trial. 

V.  The  only  object  of  granting  a  new  trial  in  any  case  is 
to  prevent  injustice,  and  where  the  court  sees  that  substan- 
tial justice  has  been  done,  it  will  not  order  a  new  trial, 
although  there  has  been  some  irregularity  or  error  at  the 
trial.  See  Horford  v.  Wilson,  1  Taunt.  12 ;  Doe  ».  Tyler, 
6  Bing.  561;  Stiles  t.  Tilford,  10  Wend.  338;  Smith  ». 
Hai-manson,  1  Wash.,  Va.  6. 

The  record  in  this  case  shows  that,  without  the  evidence 
objected  to,  if  there  had  been  a  verdict  for  the  plaintiff,  the 
court  would  have  set  it  aside  as  being  ngainst  evidence. 
Corbett  V.  Brown,  8  Bing.  33 ;  Kohne  v.  Ins.  Co.,  1  Wash. 
C.  C.  123. 
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The  court  will  not  grant  a  new  trial  for  the  plaintiflf  to 
try  for  a  verdict  which  they  would  set  aside  if  rendered 
against  evidence. 

Mr.  Justice  Clifford  delivered  the  opinion  of  the  court. 

This  is  a  writ  of  error  to  the  Circuit  Court  of  the  United 
States  for  the  Northern  District  of  California.  According 
to  the  transcript,  the  declaration  in  this  case  was  filed  on 
the  18th  day  of  March,  1866.  It  was  an  action  of  trespass 
on  the  case-  for  an  alleged  infringement  of  certain  letters 
patent  purporting  to  have  been  duly  issued  to  the  plaintiffs 
for  a  new  and  useful  improvement  in  a  certain  machine  or 
implement  called  a  sluice  fork,  used  for  the  purpose  of  re- 
moving stones  from  sluices  and  sluice  boxes  in  washing 
gold.  As  the  foundation  of  the  suit,  the  plaintiffs  in  their 
declaration  set  up  the  letters  patent,  alleging  that  they 
were  the  original  and  first  inventors  of  the  improvement 
therein  described,  and  charged  that  the  defendants,  on  the 
2d  day  of  July,  1856,  and  on  divers  other  days  and  times 
between  that  day  and  the  day  of  the  commencement  of  the 
suit,  unlawfully  and  without  license  vended  and  sold  a 
large  number  of  the  improved  forks  made  in  imitation  of 
their  invention.  To  this  charge  the  defendants  pleaded 
the  general  issue,  and  in  addition  thereto,  set  up  in  their 
answer  to  the  declaration  two  other  grounds  of  defense. 
In  the  first  place,  they  denied  that  the  plaintiffs  were  the 
original  and  first  inventors  of  the  improvement  described 
in  the  letters  patent,  averring  that  the  supposed  improve- 
ment  was  known  and  used  by  divers  other  persons  in  the 
United  States  long  before  the  pretended  invention  of  the 
plaintiffs.  They  also  alleged  that  the  improvement  claimed 
by  the  plaintiffs,  as  their  invention,  was  not  the  proper 
subject  of  a  patent  within  the  true  intent  and  meaning  of 
the  patent  law  of  the  United  States. 

By  the  15th  section  of  the  Patent  Act  of  the  4th  of  July, 
1886,  (a)  the  defendant,  in  actions  claiming  damages  for  mak- 

(o)  "6  Stat,  at  L.  WT." 
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ing,  using,  or  selling,  the  thing  jmtented,  is  permitted  to 
plead  the  general  issue,  and  for  oertain  defenses,  therein 
specified,  to  give  that  act  and  any  special  matter  in  evidence 
which  is  pertinent  to  the  issue,  and  of  which  notice  in 
writing  may  have  been  given  to  the  plaintifF  or  his  attorney 
thirty  days  before  the  trial.  Within  that  provision,  and 
subject  to  that  condition,  he  may,  under  the  general  issue, 
give  any  special  matter  in  evidence  tending  to  prove  that 
the  patentee  was  not  the  original  and  first  inventor  or  dis- 
coverer of  the  thing  patented,  or  a  substantial  and  material 
part  thereof  claimed  as  new,  or  that  it  had  been  described 
in  some  public  work  anterior  to  the  supposed  disoorery  by 
the  i)atentee,  or  had  been  in  public  use,  or  on  sale,  with  the 
consent  and  allowance  of  the  pat^itee,  before  his  applicar 
tion  for  a  patent.  But  whenever  the  defendant  relies  iu 
his  defense  on  the  jEact  of  a  previous  invention  or  knowl- 
edge or  use  of  the  thing  patented,  he  is  required  to  ''  state 
in  his  notice  of  special  matter  the  names  and  places  of  resi- 
dence of  those  whom  he  intends  to  prove  to  have  possessed 
a  prior  knowledge  of  the  thing,  and  where  the  same  had 
been  used." 

Two  written  notices  wwe  accordingly  given  by  the  de- 
fendants of  special  matter  to  be  offered  in  evidence  by 
them  at  the  trial,  in  support  of  the  first  ground  of  defense 
set  up  in  the  answer  to  the  declaration.  One  was  dated  on 
the  dSth  day  of  August,  1856,  and  the  other  on  the  19th 
day  of  September  of  the  succeeding  year,  but  they  were 
both  duly  served  and  filed  in  the  court  more  than  thirty 
days  before  the  trial.  Upon  this  state  of  the  pleadings 
the  parties,  on  the  20th  day  of  October,  1857,  went  to  trial, 
and  the  jury,  under  the  rulings  and  instructions  of  the 
presiding  justice,  returned  their  verdict  for  the  defendants. 
After  the  plaintiffs  had  introduced  evidence  tending  to 
prove  the  alleged  infringement  of  their  patent,  they  claimed 
that  counsel  fees  were  recoverable  as  damages  in  this  ac- 
tion, and  offered  proof  accordingly,  in  order  to  show  what 
would  be  a  reasonable  charge  in  that  behalf. 
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That  evideaoe  was  objected  to  by  the  defendants,  upon 
the  ground  that  counsel  fees  were  not  recoverable  as  dam- 
ages in  actions  of  that  description,  and  the  court  sustained 
tile  objection,  and  excluded  the  evidence.  To  which  ruling 
the  plaintiffs  excepted.  Little  or  no  reliance  was  placed 
upon  this  exception  by  the  counsel  of  the  plaintiffs,  and  in 
view  of  the  circumstaaoes,  one  or  two  remarks  upon  the 
subject  will  be  suflBLcient.  Suppose  it  could  be  admitted 
that  ooiin«el  fees  constituted  a  proper  element  for  the  con- 
sideration of  the  jury,  in  the  estimation  of  damages  in 
cases  of  this  description ;  still  the  error  of  the  court  in  ex- 
cluding the  evidence  would  furnish  no  ground  to  reverse 
the  judgment,  for  the  reason  that  the  verdict  was  for  the 
defendants.  For  all  purposes  connected  with  this  investi- 
gation, it  must  be  assumed,  under  the  finding  of  the  jury, 
that  the  plaintiffs  were  not  entitled  to  any  damages  what- 
ever ;  and  if  not,  then  the  evidence  excluded  by  the  ruling 
of  the  court  was  entirely  immaterial.  Bat  the  evidence 
was  properly  rejected  on  the  ground  assumed  by  the  pre- 
siding justice. 

Counsel  fees  are  not  a  proper  element  for  the  considera- 
tion of  the  jury  in  the  estimation  of  damages  in  actions  for 
the  infringement  of  a  patent  rigiit.  That  point  baa  been 
directly  ruled  by  this  court,  and  is  no  longer  an  open  ques- 
tion. Jurors  are  required  to  find  the  actual  damages  in- 
curred by  the  plaintiff  at  the  time  his  suit  was  brought ; 
and  if,  in  the  opinion  of  the  court,  the  defendant  has  not 
acted  in  good  faith^  or  has  caused  unnecessary  expense 
and  injury  to  the  plaintiff,  the  court  may  render  judgment 
for  a  larger  sum,  not  exceeding  three  times  the  amount  of 
the  verdict.  6  Stat,  at  L ,  p.  123 ;  Day  v.  Woodworth,  13 
How.  872.  To  maintain  the  issue  on  their  part,  the  de- 
fimdaats  offered  three  depositions,  each  tending  to  prove 
that  the  plaintiffs  were  not  the  original  and  first  inventors 
of  the  improvement  described  in  their  letters  patent. 

Objection  was  seasonably  made  by  the  plaintiffs  to  the 
introduction  of  each  of  these  depositions  on  two  grounds : 
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1.  Because  the  first  notice  of  special  matter  to  be  intro- 
duced at  the  trial  did  not  accord  with  the  proof  offered,  as 
contained  in  these  depositions.  2.  Because  the  second 
notice  of  special  matter  to  be  thus  introduced  was  served 
and  filed  without  any  order  from  the  court  and,  therefore, 
should  be  disregarded. 

Exceptions  were  duly  taken  to  the  respective  rulings  of 
the  court,  in  admitting  each  of  these  depositions ;  but  as 
they  all  depend  upon  the  same  general  considerations, 
they  will  be  considered  together. 

It  is  conceded  by  the  defendants  that  the  first  notice 
was,  to  some  extent,  insujficient.  On  the  other  hand,  it  is 
admitted  by  the  plaintiffs  that  the  terms  of  the  second 
notice  were  sufficiently  comprehensive  and  specific  to  jus- 
tify the  rulings  of  the  court,  in  allowing  the  depositions  to 
be  read  to  the  jury.  They,  however,  insist  upon  the  ob- 
jection, taken  at  the  trial,  that  it  was  served  and  filed  with- 
out any  order  of  the  court,  and  that  it  was  insufficient,  be- 
cause it  was  served  and  filed  subsequently  to  the  time 
when  the  depositions  were  taken  and  filed  in  court. 

But  neither  of  these  objections  can  be  sustained.  All 
that  the  act  of  Congress  requires  is,  that  notice  of  the 
special  matter  to  be  offered  in  evidence  at  the  trial  shall 
be  in  writing,  and  be  given  to  the  plaintiff,  or  his  attorney, 
more  than  thirty  days  before  the  trial.  By  the  plain  terms 
of  the  law,  it  is  a  right  conferred  upon  the  defendant ;  and 
of  course  he  may  exercise  it  in  the  manner  and  upon  the 
conditions  therein  pointed  out,  without  any  leave  or  order 
from  the  court.  When  the  notice  is  properly  drawn,  and 
duly  and  seasonably  served  and  filed  in  court  as  a  part  of 
the  pleadings,  nothing  further  is  required  to  give  the  de- 
fendant the  full  and  unrestricted  benefit  of  the  provision. 

Such  notice  is  required,  in  order  to  guard  patentees  from 
being  surprised  at  the  trial  by  evidence  of  a  nature  which 
they  could  not  be  presumed  to  know  or  be  prepared  to 
meet,  and  thereby  subject  them  either  to  delay  or  a  loss  of 
their  cause.    To  prevent  such  consequences,  the  defendant 
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is  required  to  specify  the  names  and  places  of  residence  of 
the  persons  on  whose  prior  knowledge  of  the  alleged  im- 
provement he  relies  to  disprove  the  novelty  of  the  inven- 
tion, and  the  place  or  places  where  same  had  been  used. 
Wilton  V.  Railroads,  1  Wall.  Jr.  196. 

Compliance  with  this  provision,  on  the  part  of  the  de- 
fendant, being  a  condition  precedent  to  his  right  to  intro- 
duce such  special  matter  under  the  general  issue,  it  neces- 
sarily follows  that  he  may  give  the  requisite  notice  without 
any  leave  or  order  from  the  court ;  and  for  the  same  reason, 
if  he  afterwards  discovers  that  the  first  notice  served  is  de- 
fective, or  not  sufficiently  comprehensive  to  admit  his  de- 
fense, he  may  give  another,  to  remedy  the  defect  or  supply 
the  deficiency,  subject  to  the  same  condition  that  it  must 
be  in  writing,  and  be  served  more  than  thirty  days  before 
the  trial. 

Having  given  the  notice  as  required  by  the  act  of  Con- 
gress, the  defendant  at  the  trial  may  proceed  to  prove  the 
facts  therein  set  forth  by  any  legal  and  competent  testi- 
mony. For  that  purpose,  he  may  call  and  examine  wit- 
nesses upon  the  stand,  or  he  may  introduce  any  deposi- 
tion which  has  been  legally  taken  in  the  cause.  Under 
those  circumstances,  depositions  taken  before  the  notice 
was  served,  as  well  as  those  taken  afterward,  are  equally 
admissible,  provided  the  statements  of  the  deponents  are 
applicable  to  the  matters  thus  put  in  issue  between  the  ,^ 
parties. 

After  the  defense  was  closed,  the  plaintiffs  offered  evi- 
dence to  impeach  one  of  the  witnesses,  who  had  given  ma- 
terial testimony  for  the  defendants.  When  called,  the  im- 
peaching witness  stated  that  he  knew  the  witness  sought 
to  be  impeached,  and  knew  other  persons  who  were  ac- 
quainted with  the  witness,  and  that  they  both  resided  in  the 
City  of  Sacramento  ;  whereupon,  the  counsel  of  the  plain- 
tiffs put  the  question,  "  What  is  the  reputation  of  the  wit- 
ness for  moral  character?"  To  that  question,  the  counsel 
of  the  defendants  objected,  on  the  ground  that  the  inquiry 
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should  be  limited  to  the  general  reputation  of  the  witness 
for  truth  and  veracity,  with  the  right  to  put  the  fur&^ 
inquiry  whether  the  witness  testifying  would  believe  the 
other  on  his  oath  ;  and  the  court  sustained  the  objection, 
and  rejected  the  testimony. 

No  reasons  were  assigned  by  the  court  for  the  ruling ; 
and  of  course  the  only  point  presented  is,  whether  the  par- 
ticular question  propounded  was  properly  excluded. 

Courts  of  justice  differ  very  widely,  whether  the  general 
reputation  of  the  witness  for  tenth,  and  veracity  is  the  true 
and  sole  citerion  of  his  credit,  or  whether  the  inquiry  may 
not  properly  be  extended  to  his  entire  moral  character  and 
estimation  in  society.  They  also  differ  as  to  the  right  to 
inquire  of  the  impeaching  witness  whether  he  would  be- 
lieve the  other  on  his  oath.  All  agree,  however,  that  the 
first  inquiry  must  be  restricted  either  to  the  general  repu- 
tation of  the  witness  for  truth  and  veracity,  or  to  his  gen- 
eral character ;  and  that  it  cannot  be  extended  to  particu- 
lar facts  or  transactions,  for  the  reason  that,  while  every 
man  is  supposed  to  be  fully  prepared  to  meet  those  gen- 
eral inquiries,  it  is  not  likely  be  would  be  equally  so  with- 
out notice  to  answer  as  to  particular  acts. 

According  to  the  views  of  Mr.  GFreenleaf,  the  inquiry  in 
all  cases  should  be  restricted  to  the  general  reputation  of 
the  witness  for  truth  and  veracity ;  and  he  also  expresses 
the  opinion  that  the  weight  of  authority  in  the  American 
courts  is  against  allowing  the  question  to  be  put  to  the  im- 
peaching witness  whether  he  would  believe  the  other  on  his 
oath.  In  the  last  edition  of  his  work  on  the  law  of  evi- 
dence he  refers  to  several  decided  cases,  which  appear  to 
support  these  positions ;  and  it  must  be  admitted  that  some 
of  these  decisions,  as  well  as  others  that  have  since  been 
made  to  the  same  effect,  are  enforced  by  reasons  drawn  from 
the  analogies  of  the  law,  to  which  it  would  be  difficult  to 
give  to  any  satisfactory  answer. 

1  Greenl.  Ev.  sec.  461 ;  Phillips  v,  Kingfield,  19  Me.  876, 
per  Shepley,  J. ;  Gass  v,  Stinson,  2  Sumn.  610 ;  Wood  «. 
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Mann,  2  Sumn.  321 ;  Craig  v.  The  State,  6  Ohio,  K  S. 
605 ;  Gilbert  v.  Sheldon,  13  Barb.  628 ;  Jackson  v.  Lewis, 
13  Johns.  504 ;  V.  S.  v.  Van  Sickle,  2  McLean,  219 ;  State 
V.  Bruce  24  Me.  72 ;  Com.  v.  Moore,  3  Pick.  196 ;  Gil- 
christ V.  McKee,  4  Watts,  380 ;  State  v.  Smith,  7  Vt.  141 ; 
Frye  v.  Bank  of  Illinois,  11  111.  867 ;  Jones  v.  The  State, 
13  Tex.  168 ;  State  v.  Randolph,  24  Conn.  363 ;  TJhl  v. 
Com.,  6  Gratt.  706;  Wike  v.  Lightener,  11  S.  &  R.  198; 
Kimmel  v.  Ejmmel,  3  S.  &  R.  338 ;  State  v.  Howard,  9  N. 
H.  486 ;  Buckner  v.  The  State,  20  Ohio,  18 ;  Ford  v.  Ford, 
7  Humph.  92 ;  Thurman  t.  Virgin,  18  B.  Mon.  792 ;  Per- 
kins V.  Nobley,  4  Ohio,  N.  S.  668;  Bates  v.  Barber,  4 
Cush.  107. 

On  the  other  hand,  a  recent  English  writer  on  the  law  of 
evidence,  of  great  repute,  maintains  that  the  inquiry  in 
such  cases  properly  involves  the  entire  moral  character  of 
the  witness  whose  credit  is  thus  imx>eached,  and  his  esti- 
mation in  society ;  and  that  the  opinion  of  the  impeaching 
witness  as  to  whether  he  is  entitled  to  be  believed  on  his 
oath,  is  also  admissible  to  the  jury.  2  Taylor,  Ev.,  sees. 
1082«  1083. 

That  learned  writer  insists  that  the  regular  mode  of  ex- 
aming  into  the  character  of  the  witness  sought  to  be  im- 
peached is  to  ask  the  witness  testifying  whether  he  knows 
his  general  reputation  ;  and  if  so,  what  that  reputation  is, 
and  whether,  from  such  knowledge,  he  would  believe  him 
upon  his  oath.  In  support  of  this  mode  of  conducting  the 
examination,  he  refers  to  several  decided  cases,  both  Eng* 
lish  and  American,  which  appear  to  sustain  the  views  of  the 
writer. 

Rex  V.  Watson,  32  How.  St.  Tr.  496 ;  Mawson  v.  Hart- 
sink,  4  Esp.  104 ;  Rex  v.  Rookwood,  13  How.  St.  Tr.  211 ; 
Carpenter  v.  Wall,  11  Ad.  &  El.  803 ;  Anonymous,  1  Hill 
(S.  C),  269;  Hume  v.  Scott,  3  A.  K.  Marsh.  282;  Day  v. 
The  State,  13  Mo.  422;  3  Am.  Law.  Jour.,  N.  S.,  145. 

Both  Mr.  Greenleaf  and  Mr.  Taylor  agree,  however,  that 
the  impeaching  witness  must  be  able  to  state  what  is  gen- 
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erally  said  of  the  other  witness  by  those  among  whom  he 
resides,  and  with  whom  he  is  chiefly  conversant,  and  in 
effect  admit,  that  unless  he  can  so  speak,  he  is  not  qnalit 
fled  to  testify  upon  the  subject,  for  the  reason  that  it  is 
only  what  is  generally  said  of  the  witness  by  his  neighbors 
that  constitutes  his  general  reputation.  To  that  extent  they 
concur,  and  so,  as  a  general  remark,  do  the  authorities 
which  on  the  one  side  and  the  other  support  these  respec- 
tive theories ;  but  beyond  that,  the  views  of  these  commen- 
tators, as  well  as  the  authorities,  appear  to  be  irreconcil- 
able. 

In  referring  to  this  conflict  of  opinion  among  text  writers, 
and  judicial  decisions,  we  have  not  done  so  because  there  is 
anything  presented  in  this  record  that  makes  it  necessary 
to  choose  between  them,  or  even  renders  it  proper  that  we 
should  attempt  at  the  present  time  to  lay  down  any  gen- 
eral rule  upon  the  subject.  On  the  contrary,  our  main  pur- 
pose in  doing  so  is  to  bring  the  particular  question  exhib- 
ited in  the  bill  of  exceptions  to  the  test  of -both  theories, 
in  order  to  ascertain  whether  under  either  rule  of  practice 
it  ought  to  have  been  allowed.  Under  the  first  mode  of  con- 
ducting the  examination,  it  is  admitted  that  it  was  prop- 
erly rejected,  and  we  think  it  was  equally  improper,  sup- 
posing the  other  rule  of  practice  to  be  correct.  Whenever 
a  witness  is  called  to  impeach  the  credit  of  another,  he 
must  know  what  is  generally  said  of  the  witness  whose 
credit  is  impeached  by  those  among  whom  the  last  named 
witness  resides,  in  order  that  he  may  be  able  to  answer  the 
inquiry  either  as  to  his  general  character  in  the  broader 
sense,  or  as  to  his  general  reputation  for  truth  and  veracity. 
He  is  not  required  to  speak  from  his  own  knowledge  of  the 
acts  and  transactions  from  which  the  character  or  reputa- 
tion of  the  witness  has  been  derived,  nor,  indeed,  is  he 
allowed  to  do  so,  but  he  must  speak  from  his  own  knowl- 
edge of  what  is  generally  said  of  him  by  those  among  whom 
he  resides,  and  with  whom  he  is  chiefly  conversant ;  and 
any  question  that  does  not  call  for  such  knowledge  is  an 
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improper  one,  and  oaght  to  be  rejected.  No  case  has  bees 
cited  authorizing  such  a  question,  or  even  furnishing  an  ex- 
ample where  it  was  put,  and  our  researches  in  that  direc- 
tion  have  not  been  attended  with  any  better  success.  Foi 
these  reasons,  we  think  the  question  was  properly  ex- 
cluded. Some  further  attempts  were  made  by  the  plaintiffs 
to  impeach  this  witness,  and  with  that  view  they  called 
another  witness,  who  testified  that  he  knew  the  one  sought 
to  be  impeached,  and  had  had  business  transactions  with  him 
during  the  years  1852-53  in  the  city  where  they  resided. 
On  being  asked  by  the  counsel  of  the  plaintiffs  what  was 
the  reputation  of  the  witness  for  truth  and  veracity,  he  re- 
plied that  he  had  no  means  oC  knowing  what  it  was,  not 
having  had  any  dealings  with  him  since  those  transactions ; 
thereupon  the  same  counsel  repeated  the  question,  limiting 
it  to  that  period. 

Objection  was  made  to  that  question  by  the  counsel  of 
the  defendants  on  the  ground  that  the  period  named  in  the 
question  was  too  remote,  and  the  court  sustained  the  ob- 
jection and  excluded  the  question.  To  this  ruling  the  plain- 
tiffs excepted.  Such  testimony  undoubtedly  may  properly 
be  excluded  by  the  court  when  it  applies  to  a  period  of 
time  so  remote  from  the  transaction  involved  in  the  contro- 
versy, as  thereby  to  become  entirely  unsatisfactory  and  im- 
material ;  and  as  the  law  cannot  fix  that  period  of  limitation, 
it  must  necessarily  be  left  to  the  discretion  of  the  court.  Con- 
sidering that  the  witness  had  already  stated  that  he  was  not 
able  to  answer  the  question,  we  do  not  think  that  the  dis- 
cretion of  the  court  in  this  case  was  unreasonably  exercised. 

NoTie  of  the  exceptions  can  he  sustained^  and  the  judg- 
ment qf  the  Circuit  Court  is^  thertfore^  affirmed^  with  costs. 

Notes  t 

1.  Counsel  fees  not  an  element  of  damages,  Pbilp  v.  Nock,  17 
WalL  460. 
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2.  Act  1790,  sea  6;  act  1708,  seo.  6 ;  Act  1836^  see.  15;  act 

1870,  see.  61-«2  ;  &  a  seo.  4920  and  4923. 
Notice  see  Silaby  v.  Foote,  14  Hbw.  218  [5  Am.  Sl  Eng.  411  note  5]. 
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statement  of  the  case. 

THE  MAYOR,  ALDERMEN  AND  COMMONALTY  OP 
THE  CITY  OP  NEW  YORK,  PLPPS.  IN  ER.  v. 
PRANKLIN  RANSOM  AND  XJZZIAH  WENMAN.* 

28  How.  487-401.    December  Term,  18BO. 

[Bk.  16,  L.  ed.  616;  1  Whit.  1140.] 
Babmitted  March  22,  1860.     Decided  April  0,  1860. 

Actual  damages  must  be  proved.     Nominal  damages. 

1.  Where  a  plaintiff  is  allowed  to  recover  only  '*  actaal  damages  *' 
he  is  boaod  to  fumiah  evidence  by  which  the  jary  may  aasess 
them.  An  instrnotion  that  plaintiffs  having  failed  so  to  do 
were  entitled  to  nominal  damages  only  held  improperly  re- 
fused,    (p.  01). 

[Citations  in  opinion  of  the  court :] 

tieymour  r.  McCormick,  16  How.  480  [6  Am.  &  Eng.  200],  p.  02. 

In  error  to  the  Circuit  Court  of  the  United  States  for  the 
8outhern  District  of  New  York. 

This  action  was  brought  in  the  court  below,  by  the  de- 
fendants in  error,  to  recover  damages  resulting  from  the 
alleged  infringement  of  a  certain  patent. 

The  trial  below  having  resulted  in  a  verdict  and  judg- 
ment in  favor  of  the  plaintiffs,  the  defendants  sued  out 
this  \iTit  of  error. 

A  further  statement  of  the  case  appears  in  the  opinion  of 
the  court. 

No  counsel  appeared  in  this  court  for  plaintiffs  in  error. 

Mr.  Charles  M.  Keller  for  dtfendants  in  error. 

It  will  be  contended  on  the  part  of  the  defendants  in 
error,  that  the  construction  given  to  the  claim  of  the 
Xmtent,  is  the  obvious,  and  the  only  true  construction  of 
which  the  claim  of  the  patent  is  legally  susceptible. 

It  is  a  fair  presumption  that  what  is  not  claimed  by  the 
patent  is  disclaimed.  No  authorities  are  deemed  neces- 
sary to  sustain  the  soundness  of  snch  a  proposition. 

*See  Explanation  of  Notes,  page  III. 
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The  conrt  will  construe  the  claim  in  letters  patent  libe- 
ralljr  with  the  view  to  suBtain  the  validity  of  the  patent,  if 
the  language  of  the  specification  will  admit  of  it. 

Stone  B.  Spragae,  1  Slory,  270;  Davis  v.  Palmer,  2 
Brock.  298.  la  this  case,  however,  there  is  no  necessity 
for  such  liberal  construction  to  save  the  patent. 

On  the  sapposition  that  the  court  below  erred  in  in- 
structing the  jury  that  the  patentees  had  do  right  to  apply 
for,  nor  the  Commissioner  of  Patents  to  grant,  a  patent  for 
more  that  the  means  described  by  which  the  hydrostatic 
power  of  a  colnmn  of  water  is  applied  to  a  fire  engine — 
such  error  is  not  ground  for  reversing  the  jndgment,  be- 
cause— a  patent  is  not  void  for  claiming  less  than  the 
whole  invention  described,  and  if  the  part,  improvement, 
or  combination  claimed,  be  of  itself  the  true  subject-mat- 
ter of  patent,  and  new,  the  patent  will  be  sustained  for 
what  is  claimed. 

la  judgment  of  law,  a  patent  for  a  mechanical  combina- 
tion covers  not  only  the  combination  described  but  all 
equivalents  for  the  elements  thereof. 

Gray  v.  James,  1  Pet.  C.  C.  394;  O'Reilly  v.  Morse,  16 
How.  ftS  [5  Am.  &  Eng.  483] ;  Winans  v.  Denmead,  16 
How.  330  [6  Am.  &  Eng.  107]. 

It  will  be  contended  on  the  part  of  defendants  in  error 
that  this  proposition  of  the  charge  is  without  error.  The 
court,  in  substance,  charged;  That  if  the  plaintiffs  were 
entitled  to  recover  all  they  were  intilled  to  recover  such 
damages  as  they  have  shown  by  their  proofs  to  have  been 
actually  sustained  by  them  in  consequence  of  the  use  of 
the  invention  patented  by  the  defendants  withoat  license 
or  consent. 

That  the  amoant  of  snch  damages  is  to  be  measured  by 
the  benefits  accruing  directly  to  the  corporation  in  its  cor- 
porate character,  is  one  of  the  elements  which  may  be  con- 
sidered in  determining  such  damages. 

That  if  from  the  evidence,  the  jury  find  that  the  inven- 
tion is  valuable ;  if  by  its  use  the  power  and  efficiency  of 
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the  fire  engines  belonging  to  the  defendants  are  so  in- 
creased that  fifty  engines  used  with  this  improvement  are 
equal  in  practical  eflPect  to  seventy- five,  or  any  other  num 
ber  of  engines  used  without  this  improvement,  the  jury  are 
at  liberty  to  infer,  if  they  think  the  inference  a  just  one, 
that  the  defendants,  in  their  corporate  capacity,  have 
saved  the  cost  of  purchase  and  oi)eration  of  the  additional 
number  of  engines  which  would  have  been  required  to  pro- 
duce the  same  results  if  this  improvement  had  not  been 
used. 

That  the  benefits  received  by  the  defendants  in  their  cor- 
porate capacity,  from  the  use  of  the  invention,  are  proper 
subjects  for  consideration  in  determining  the  plaintiffs 
damages. 

It  will  be  contended  on  part  of  defendants  in  error,  that 
the  instructions  are  sound  in  judgment  of  law. 

Because  the  grant  of  letters  patent  confers  upon  the  pat- 
entee, for  the  term  of  fourteen  years,  the  exclusive  right 
to  make,  use  and  vend  the  thing  patented,  and  that  all  the 
benefits  which  can  be  derived  from  making,  using,  or  vend- 
ing the  thing  patented,  is  the  property  of  the  patentee 
during  the  term  of  the  patent. 

That  every  benefit  derived  by  an  infringer  of  the  thing 
patented,  is  an  unlawful  appropriation  of  the  property  of 
the  patentee  to  his  own  use,  which  in  an  action  at  law  may 
be  recovered  on  proof  of  the  benefit  so  derived. 

That  the  courts  of  equity  which  do  not  go  beyond  caus- 
ing restitution  to  be  made,  have  adopted  as  the  rule  of  dam- 
ages in  patent  cases,  the  profit  made  by  the  infringer  in 
the  unlawful  use  of  the  thing  patented. 

For  the  reasons  herein  presented  it  is  respectfully  sub- 
mitted that  the  rulings  of  the  court  below  should  be  af- 
firmed. 

Mr.  Justice  Grier  delivered  the  opinion  of  the  court. 
The  plaintiffs  in  error  were  defendants  in  action  for  in- 
fringement of  a  patent,  *'for  a  new  and  useful  improve- 
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ment  in  the  mode  of  applying  water  to  fire  engines  so  as  to 
render  their  ox)eration  more  efficient." 

On  the  trial,  they  took  some  twenty-fonr  exceptions  to 
the  rulings  of  the  court  in  their  charge  to  the  jury ;  but  they 
have  not  seen  fit  to  appear  in  this  court,  and  point  out  to 
us  on  which  of  these  numerous  exceptions  they  principally 
rely  for  the  reversal  of  the  judgment.  The  defendants  in 
error  have  not  elected  to  have  the  writ  of  error  dismissed 
for  want  of  prosecution,  but  have  filed  a  printed  argu- 
ment praying  for  an  affirmance  of  the  judgement. 

On  examination  of  the  record,  we  find  that  the  bill  of 
exceptions  contains  no  copy  of  the  specification  of  the  let- 
ters patent.  Without  this,  we  are  unable  to  test  the  cor- 
rectness of  the  construction  of  the  patent  by  the  court 
below. 

But  there  is  one  exception  which  the  record  enables  us 
to  examine,  and  in  which  we  think  there  is  error. 

The  defendant's  14th  prayer  for  instruction  is  as  follows : 

^'The  plaintiffs  have  furnished  no  data  to  estimate  ac- 
tual damage,  and  therefore,  in  no  aspect  of  the  case  can 
they  recover  more  than  nominal  damages." 

If  the  predicate  of  this  proposition  be  true,  the  conclu- 
sion, was  correct,  and  the  instruction  should  have  been 
given  by  the  court. 

Where  a  plaintiff  is  allowed  to  recover  only  "  actual  dam- 
ages," he  is  bound  to  furnish  evidence  by  which  the  jury 
may  assess  them.  If  he  rest  his  case,  after  merely  prov- 
ing an  infringment  of  his  patent,  he  may  be  entitled  to 
nominal  damages^  but  no  more.  He  cannot  call  on  a  jury 
to  guess  out  his  case  without  evidence.  Actual  damages 
must  be  calculated,  not  imagined,  and  an  arithmetical  cal- 
culation cannot  be  made  without  certain  data  on  which  to 
make  it. 

The  invention  in  this  case  was  not  one  which  enabled  the 
patentee  to  make  a  profit  by  a  monopoly  of  its  use.  Nor 
was  it  a  separate  and  distinct  machine,  by  the  sale  of 
which  he  could  make  a  profit.     The  patent  is  for  an  im- 
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provement  in  the  apparatus  of  the  common  fire  engine^  by 
which  the  hydrostatic  pressure  of  the  water  from  the 
hydrant  may  be  combined  with  the  hydraulic  pressure  of 
the  engine,  and  thus  add  to  its  power  and  efficiency. 
There  was  evidence  tending  to  show  the  invention  to  be 
valuable,  and  that  it  could  be  applied  to  the  engines  in  use 
at  an  expense  of  $25,  thereby  greatly  increasing  the  power 
of  the  machine.  It  was  proved  that  the  city  had  applied 
this  invention  to  fifty  engines,  but  no  information  what- 
ever of  the  price  or  value  of  a  single  license  is  given  in  the 
bill ;  fifty  is  the  co-efficient  by  which  an  unknown  number 
is  to  be  multiplied,  and  without  further  data  the  result  is 
still  an  unknown  quantity.  If  there  had  been  any  proof 
that  the  selling  price  of  a  single  license  for  a  single  engine 
was  $400,  the  jury  would  have  had  something  to  support 
their  verdict  for  $20,000. 

In  the  case  of  Seymour  v.  McCormick,  16  How.  485  [6 
Am.  &  Eng.  200],  it  was  decided  by  this  court,  that  where 
the  profit  of  the  patentee  is  derived  neither  from  an  exclu- 
•sive  use  of  the  thing  patented,  nor  from  a  monopoly  of 
making  it  for  others  to  use,  the  actual  damage  which  he 
suffers  by  the  use  of  his  improvement  without  his  license, 
is  the  price  of  it,  with  interest,  and  no  more.  It  is  to  his 
advantage  that  everyone  should  use  his  invention,  pro- 
vided he  pays  for  a  license.  The  only  damage  to  the  pat- 
entee is  the  non-payment  of  that  sum  when  the  infringer 
commences  the  use  of  the  invention. 

As  the  plaintiffs  in  this  case  did  not  furnish  any  evi- 
dence upon  which  to  found  a  calculation  of  actual  dam- 
ages, the  court  should  have  instructed  the  jury  as  re- 
quested by  the  counsel.  Instead  of  it,  the  court  instructed 
the  jury  as  follows : 

''If  the  invention  is  valuable;  if  by  its  use  the  power 
and  efficiency  of  the  fire  engines  belonging  to  the  defend- 
ant are  so  increased,  that  fifty  engines  used  with  this  im- 
provement are  equal  in  practical  effect  to  seventy-five,  or 
any  other  number  of  engines,  used  without  this  improve- 
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ment,  the  jury  are  at  liberty  to  infer,  if  they  think  the  in- 
ference a  just  one,  that  the  defendant,  in  its  corporate 
capacity,  has  saved  the  cost  of  the  purchase  and  operation 
of  the  additional  number  of  engines  which  would  have 
been  required  to  produce  the  same  results  if  this  invention 
had  not  been  used ;  and  that  the  corporate  authorities,  if 
they  had  admitted  the  plaintiffs'  rights,  would  have  paid 
the  amount  of  this  additional  cost,  or  a  large  portion  of  it, 
as  the  consideration  for  a  license  to  use  this  invention, 
rather  than  to  abandon  its  use;  and  that  the  plaintiffs 
have  therefore  lost  by  the  infringement  what  the  defend- 
ant would  have  so  paid  to  secure  such  license.  It  is  for 
this  reason  that  the  benefits  received  by  the  defendant  in 
its  corporate  capacity,  from  the  use  of  the  invention,  in 
the  consequent  reduction  of  its  expenditures  for  fire  en- 
gines, and  their  management  and  operation,  are  proper 
subjects  for  consideration  in  determining  the  plaintiff's 
damages;  and  the  jury  must  determine  for  themselves, 
upon  the  consideration  of  this  and  other  facts  of  the  case 
(if  they  find  that  the  plaintiffs  are  entitled  to  recover), 
what  damages  have  been  actually  sustained  by  the  plain- 
tiffs in  consequence  of  the  unauthorized  and  wrongful  acts 
of  the  defendant,  being  careful  only  to  give  the  actual 
damages  proved,  and  not  to  speculate  upon  the  possibility 
or  even  probability  of  damages  beyond  such  as  are  proved 
to  have  been  sustained  by  the  plaintiffs." 

It  was  of  little  use  to  caution  the  jury  from  giving  specu- 
lative or  any  other  than  ^^  actual  damages,"  after  the  large 
margin  of  inference  and  presumption  which  they  were  per- 
mitted to  take  in  order  to  find  dcUa  by  which  to  calculate 
them. 

It  was  said,  in  the  case  to  which  we  have  referred,  ^^  ac- 
tual damages  should  be  actually  proved,  and  cannot  be  as- 
sumed as  a  legal  inference  from  facts"  which  afford  no 
data  by  which  they  caa  be  calculated. 

In  order  to  find  out  the  plaintiffs'  loss  or  damage,  the 
jury  were  allowed  by  the  court  to  in/er  that  the  defend- 
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ants  have  saved  all  the  money  indicated  by  the  compara- 
tive powers  of  the  engines  with  and  without  the  improve- 
ment; and  after  having  made  this  inference,  they  may 
presume  that  the  defendants  would  have  paid  this  amount 
to  the  plaintiff  for  the  use  of  his  improvement. 

Thus  the  possible  advantage  or  gain  made  by  the  use  of 
plaintiff's  improvement  on  their  machines,  is  made  the 
measure  of  his  loss.  U  the  plaintiffs,  unable  to  furnish 
any  other  data  for  a  calculation,  had  proved  that  the  de- 
fendants had  made  a  certain  amount  of  money  by  putting 
out  the  fires  in  New  York,  which  the  plaintiffs  would  oth- 
erwise have  made  by  the  use  of  their  invention,  he  might 
with  some  reason  contend  that  this  was  a  proper  measure. 

But  if  he  fails  to  furnish  any  evidence  of  the  proper  data 
for  a  calculation  of  his  damage,  he  should  not  expect  that 
a  jury  should  work  out  a  result  for  him  by  inferences  or 
presumptions  founded  on  such  subtile  theories. 

We  therefore  direct  the  case  to  he  remanded  for  a  venire 
facias  de  novo. 
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Particular  patented  invention  not  novel     Change  in  size.     StatU' 

tory  notice  of  prior  knowledge  and  vse. 

Letters  patent,  No.  2174,  Page  G.,  July  16, 1841.  Portable  Oiron- 
lar  Saw  Mill,  the  claim  construed  to  be  for  a  combination 
wanting  in  noyeliy,  being  found  in  circular  saws  of  smaller 
dimensions  than  an  ordinary  saw-log.  The  enlargement  of 
the  organization  of  the  machine  compared  with  the  old  one  is 
not  patentable     (p.  105). 

2.  As  construed  bj  the  court  below,  it  was  for  simply  applying  an 

old  organization  to  a  new  use,  which  is  not  a  patentable  sub- 
ject    (p.  106). 

3.  Under  act  1836,  sea  15  in  the  notice  of  prior  knowledge  and 

use,  notice  of  the  time  when  the  person  possessed  the  knowl- 
edge and  use  of  the  invention  is  not  required,     (p.  106). 

In  error  to  the  Circuit  Court  of  the  United  States  for  the 
Northern  District  of  New  York. 

This  was  an  action  brought  by  George  Page  against 
William  H.  Phillips,  in  the  court  below,  for  an  alleged  in- 
fringement of  certain  letters  patent  granted  to  said  Page, 
July  16,  1841,  for  a  new  and  useful  improvement  in  the  cir- 
cular saw  mill,  which  was  as  follows : 

Letters  Patent,  No.  2174,  dated  July  16,  1841. 
The  schedule  referred  in  these  Letters  Patent,  and  mak- 
ing part  of  the  same. 

2h  all  whom  it  may  concern : 

Be  it  known  that  I,  George  Page,  of  the  city  of  Balti- 
more, in  the  State  of  Maryland,  have  invented  certain  im- 
provements in  the  manner  of  constructing  a  saw  mill  for 
sawing  timber,  which  I  denominate  the  Portable  Circular 

*Bee  Explanation  of  Notes,  page  IIL 


98  PHILLIPS  V.  PAGE.  [Sup.  OL 

BtBtement  of^ths  gbml 

Saw  Mill,  and  I  do  hereby  declare  that  the  following  is  a 
full  and  exact  description  thereof.  Fig.  1  in  the  accom- 
panying drawing  is  a  perspective  view  of  my  portable  saw 
mill.  AA  is  a  square  frame  which  sustains  the  saw  and 
the  diiving  apparatus  ;  this  frame  is  firmly  mortised  and 
bolted  together,  so  that  it  may  be  readily  lifted  from  the 
ground  and  placed  upon  a  suitable  carriage  for  transporta- 
tion ;  its  usual  length  is  about  seven  feet  and  a  half,  and 
its  widtU  four  feet  and  a  half.  B  is  the  driving  pulley,  to 
which  the  motive  power  of  horses  is  to  be  applied  in  any  ' 
of  the  ordinary  modes ;  this  pulley  is  placed  upon  the 
shaft,  C,  of  the  circular  saw,  D.  The  shaft,  C,  has  free  end 
play  within  the  boxes  in  which  it  runs  so  as  not  in  any  case 
to  have  an  end  bearing  against  a  shonlder,  it  may  in  fact, 
be  a  cylinder  of  the  same  diameter  throughout.  The  saw 
is  kept  in  place  entirely  by  the  action  of  two  friction  rollers, 
which  bearupon  its  two  sides,  near  its  periphery  ;  are  .  .  . 
of  these  is  seen  at  a,  the  other  being  immediately  opposite 
to  it.  These  friction  rollers  are  made  adjustable  by  caus- 
ing them  to  revolve  on  pins  which  are  attached  to  two  plates 
of  metal,  placed  one  upon  the  other,  having  tightening 
screws  passing  through  slots  in  tbem,  and  entering  the 
frame.  The  uppermost  of  these  plates  is  marked  J,  and  the 
tightening  screws  are  seen  at  co.  The  saw,  D,  is  made  with 
its  teeth  in  a  peculiar  form,  by  which  they  are  enabled  to  be 
fed  into  the  timbers  more  deeply  than  can  be  done  with  teeth 
in  the  forms  usually  employed,  and  the  sawmay  therefore, 
be  driven  with  a  speed  not  exceeding  one-half  of  the  ordi- 
nary velocity  of  such  saws;  and  from  this  circumstance,  com- 
bined with  the  manner  of  sustaining  the  saw  at  its  edge,  with- 
out strain  from  its  center,  and  with  the  manner  of  setting  the 
teeth,  it  is  kept  free  from  all  tendency  to  heating  and  buck- 
ling, and  is  thereby  well  adapted  to  the  sawing  of  ordinary 
logs,  which  though  frequently  attempted  by  means  of  the 
circular  saw  has  been  abandoned  from  the  impossibility  of 
causing  the  edge  of  such  a  saw  to  run  true  for  any  length 
of  time.     Fig.  3  shows  a  portion  of  my  saw  with  the  man- 
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ner  of  forming  the  teeth;  the  dotted  lines  represent  the 
periphery  of  the  circle  which  the  teeth  describe,  and  the 
line  e/  the  manner  in  which  the  i)eriphery  is  filed  away  be- 
tween two  contigaons  teeth ;  which  filing  away  is  intended  to 
correspond  with  the  amount  of  feed  given ;  by  which  device 
the  saw  is  made  to  run  with  unusual  smoothness,  and  the  part 
cut  away,  instead  of  coming  out  in  the  ordinary  form  of 
saw-dust,  exhibits,  frequently,  the  appearance  of  parings, 
or  shavings,  five  or  six  inches  in  length.  The  saw  is  usu- 
ally abont  four  feet  in  diameter.  The  plate  is  made  of  the 
usual  spring  temper  of  saw  plates,  but  the  points  of  the 
teeth  I  harden  to  the  usual  temper  of  chisels  and  other  cut- 
ting instruments  ;  this  is  readily  effected  by  heating  them 
between  red-hot  tongues,  quenching  and  drawing  them 
down  to  the  desired  temi)er ;  the  saw,  if  desired,  may  be 
sharpened  by  grinding  by  means  of  a  suitable  apparatus 
instead  of  by  filing.  The  teeth  are  not  to  be  set  in  the  usual 
way  but  are  to  be  up-set  at  the  point  by  means  of  a 
punch  which  will  widen  them  out,  and  will  enable  them  to 
run  clear  and  to  cut  unusually  clean.  E  is  a  grooved  wheel 
on  the  saw  shaft,  carrying  two  bands ;  one  of  these  bands, 
g^  passes  round  the  wheel,  P,  and  the  other,  h,  round  the 
wheel,  G,  the  latter  band  slipping  upon  the  wheel,  excepting 
when  the  log  is  to  be  backed.  Upon  the  shaft  of  the  wheel, 
P,  is  the  pinion,  H,  which  gears  into  the  wheel,  I.  The  wheel, 
G,  is  fixed  upon  the  outer  end  of  the  shaft,  J,  of  this  wheel, 
and  the  pinion,  K,  upon  its  inner  end.  The  pinion,  K, 
mashes  into  into  a  rack  on  the  under  side  of  the  rack  rail, 
LL,  for  moving  the  carriage  and  log  in  the  ordinary  way. 
The  rapidity  of  the  feed  will,  of  course,  be  governed  by 
the  relative  sizes  of  the  whirls,  wheel  and  pinions,  which 
constitute  the  gearing,  and  may  be  regulated  at  pleasure. 
The  whirls,  E  and  O,  and  the  band,  A,  are  for  backing  the 
log,  which  is  done  without  interrupting  the  motion  of  the 
horses,  and  is  effected  in  the  following  manner :  The  pinion, 
EL.  is  to  be  thrown  out  of  gear  with  the  wheel,  I ;  to  accom- 
plish this  the  box  that  sustains  the  end  of  the  shaft  to 
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which  the  pinion,  H,  is  attached  is  affixed  in  the  sliding  piece 
M,  and  may  be  moved  back  by  means  of  the  lever,  N,  and 
be  held  by  a  pin  i,  catching  into  a  notch  on  the  latch  piece,  j\ 
The  loose  band,  hj  is  then  tightened  by  bearing  upon  the 
lever,  O,  which  raises  a  tightening  palley  against  the  lower 
portion  of  the  band,  A,  thus  reversing  the  ordinary  motion 
of  the  wheel,  I,  and  pinion,  K,  and  backing  the  log.  PP  is 
the  saw  carriage  and  QQ  the  ways  on  which  it  runs.  I 
make  the  carriage  in  sections  or  lengths,  admitting  of  con- 
venient removal,  they  need  not  be  longer  than  the  frame, 
AA,  although  they  are  not  restricted  to  any  particular 
length.  Two  such  sections  are  shown  as  connected  with 
each  other  by  a  clasp  or  saddle  piece  at  K.  These  sections 
may  either  represent  a  single  carriage,  as  shown  in  the 
drawing,  the  head  block  being  placed  upon  one  of  them, 
and  the  tail  block  upon  the  other ;  or  they  may  represent 
two  separate  carriages  connected  together  by  the  piece,  R, 
and  each  being  furnished  with  its  own  proper  head  and 
tail  block,  and  carrying  distinct  logs.  I  usually  employ 
two  carriages  in  this  way,  each  of  which  may  consist  of 
combined  sections.  By  this  means  time  is  much  econo- 
mized, as  one  of  the  logs  may  be  set  whilst  the  other  is 
being  sawed.  When  it  is  necessary  to  use  a  long  carriage 
it  may  be  composed  of  two  sections  only,  of  ordinary  length, 
by  removing  them  to  the  proper  distance  from  each  other, 
and  connecting  them  together  by  an  additional  rack  rail, 
LL ;  which  manner  of  combining  these  parts  will  have  all 
the  ejffect  of  a  long  carriage ;  said  additional  rack  rail  to  be 
secured  at  its  two  ends  by  any  convenient  means.  The  ways, 
QQ,  upon  which  the  carriage  is  to  run,  may  be  prepared  in 
the  woods  in  any  place  in  which  the  saw  mill  is  to  be  used, 
any  suitable  logs  being  hewed  for  that  purpose,  and  the 
strips  of  iron,  M,  which  constitute  the  tongue  and  upon 
which  the  carriage  is  to  slide,  being  nailed  on  to  them. 
The  carriages  may  be  about  three  feet  in  width,  SS  is  the 
head  and  tail  blocks,  which  are  furnished  with  dogs,  or 
hold-fasts,  particularly  adapted  to  this  kind  of  saw  mill ; 


Dec.,  I860.]  PHILLIPS  v.  PAGE.  101 

statement  of  the  case. 

ITy  is  a  rectangular  piece  of  iron,  the  horizontal  portion  of 
which,  r,  slides  between  the  cheeks  of  the  head  and  tail 
blocks,  in  grooves  prepared  for  that  purpose,  and  the  ver- 
tical part,  I ,  has  a  screw,  m,  through  it,  which  is  turned  by 
wrench,  is  pointed  at  its  end  and  is  screwed  into  the  log. 
The  log  is  to  be  set  by  means  of  a  screw,  n^  working  in  a 
nut  on  the  lower  side  of  the  piece,  Z,  and  turned  by  the 
handle,  o.  If  the  screws,  nn,  have  threads  of  one-fourth  of 
an  inch,  four  turns  of  the  handle,  o,  will  of  course,  set  the 
log  an  inch  ;  and  whatever  may  be  the  size  of  the  threads 
they  will  serve  as  perfect  gauges  in  the  setting  upon  the 
same  principle.  Having  thus  fully  described  the  manner 
in  which  I  construct  my  improved  portable  circular  saw 
mill,  and  shown  the  use  and  operation  of  the  respec- 
tive parts  thereof,  what  I  claim  as  new,  and  desire  to  se- 
cure by  Letters  Patent  is  as  follows :  I  claim  the  manner  of 
affixing  and  guiding  the  circular  saw,  by  allowing  end  play 
to  its  shaft,  in  combination  with  the  means  of  guiding  it 
by  friction  rollers,  embracing  it  near  to  its  periphery,  so  as 
to  leave  its  center  entirely  unchecked  laterally.  I  do  not 
claim  the  use  of  friction  rollers  embracing  and  guiding  the 
edge  of  a  circular  saw,  these  having  been  previously  used 
for  that  purpose,  but  I  limit  my  claim  to  their  use  in  com- 
bination with  a  saw  having  free  lateral  play  at  its  center. 
I  claim  the  particular  manner  in  which  I  have  applied  said 
friction  rollers  by  attaching  the  pins,  or  pivots,  upon  which 
they  are  sustained  and  revolve,  to  two  plates  of  metal 
placed  upon  each  other  and  both  held  by  the  same  set 
screws,  as  set  forth. 

I  claim  the  manner  of  forming  a  long  carriage  from  two 
short  sections,  by  coupling  or  reuniting  said  sections  by 
means  of  the  rack-rail  only,  as  described. 

Geo.  Page. 

Witnesses :  Tnos.  P.  J.  Jones, 

Thos.  Copeland. 

The  trial  resulted  in  a  verdict  and  judgment  for  the  plain- 
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tiff,  and  the  defendant  broaght  the  case  to  this  court  by 
writ  of  error. 
The  case  further  appears  in  the  opinion  of  the  court. 

Mr.  Charles  M.  Keller^  for  plaintiff  in  err  or  ^  said  : 

One  of  the  witnesses  called  on  the  part  of  the  defendant 
testified  to  the  use  of  a  circular  saw  with  the  combination 
claimed  in  the  plaintiff's  patent,  at  the  place  named  in  the 
notice  of  special  matter,  but  prior  to  1836. 

The  plaintiff's  counsel  moved  the  court  to  strike  out  the 
testimony  of  this  witness  on  the  ground  that  in  the  defend- 
ant's notice  of  special  matter  the  knowledge  of  such  use,  in 
such  place  was  stated  as  being  in  the  year  1836  and  after, 
and  that  defendant  was  by  such  notice  barred  from  proving 
that  this  witness  possessed  such  knowledge  prior  to  that 
time.  The  court  ruled  that  such  motion  be  granted,  to 
which  ruling  defendant's  counsel  excepted. 

The  patentee  having  limited  his  specification  of  claim 
to  the  manner  ''of  affixing  and  guiding  the  circular-saw  by 
allowing  end  play  to  its  shaft,  in  combination  with  the 
means  of  guiding  it  by  friction  rollers,  embracing  it  near  to 
its  periphery,  so  as  to  leave  its  center  entirely  unchecked 
laterally,"  and  having  in  connection  with  such  claim,  ad- 
mitted the  prior  knowledge  and  use  of  the  rollers  for  em- 
bracing and  guiding  the  periphery  of  the  saw,  and  dis- 
claimed them,  and  reiterated  the  limitation  of  his  claim  to 
the  combination  of  the  manner  of  guiding  the  periphery 
with  the  free  end  play  of  the  shaft,  without  specifying  any 
other  element  as  making  part  of  the  combination  claimed, 
the  validity  of  this  part  of  the  patent  must  rest  upon  such 
combination,  and  can  neither  be  enlarged  nor  contracted  by 
construction.  (Le  Roy  v.  Tatham,  14  How.  156)  [5  Am.  & 
Eng.  313.] 

On  the  assumption  that,  in  judgment  of  law,  changing 
the  size  of  a  mechanical  combination,  is  not  the  subject  mat- 
ter of  letters  patent,  unless  some  new  principle  or  mode  of 
operation  is  developed  by  such  change  of  size,  which  is  not 
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patented  in  this  case,  and  then  the  specification  mnst  de- 
fine the  size,  and  the  claim  be  limited  thereto.  Davis  9. 
McCormick,  2  Brock.  292. 

That  such  application  is  not  invention,  bat  a  mere  double 
and  analogous  use  for  the  guiding  rollers,  and  the  free  end 
play  of  the  shaft,  have  their  relations  to  the  saw  alone,  and 
not  to  the  other  parts  of  the  machine,  and  a  mere  double 
use  in  judgment  of  law  is  not  invention. 

Curt,  on  Pats.,  §  86,  87,  and  cases  there  cited ;  Winans 
D.  Boston  &  P.  R.  R  Co.,  2  Story,  412 ;  Bean  v.  Smallwood, 
2  Story,  408 ;  Losh  v.  Hague,  Web  Pat.  Cases,  207  [2  Am.  & 
Eng.  501] ;  Coming  v.  Burden,  15  How.  252  [6  Am.  &  Eng. 
69].  The  court  below  erred  in  instructing  the  jury  that,  in 
judgment  of  law,  it  requires  invention  to  increase  the  size 
of  a  machine  so  as  to  adapt  it  to  the  doing  of  work  of  a  size 
too  large  for  its  original  capacity. 

The  act  of  Congress  requires  the  patentee  particularly  to 
specify  and  point  out  the  pari^  improvement  or  combina- 
tion which  he  claims  as  his  invention  (act  1836,  §  6),  but 
does  not  require  him  to  point  out  the  size  which  he  claims 
as  his  invention. 

Messrs.  lieverdy  Johnson  and  John  H.  B.  Lairohe^  for 
the  d^endant  in  error. 

Mr.  Justice  Nelson  delivered  the  opinion  of  the  court. 

This  is  a  writ  of  error  to  the  Circuit  Court  for  the  North- 
em  District  of  New  York. 

The  suit  was  brought  in  the  court  below  by  Page,  the  de- 
fendant in  error,  to  recover  damages  for  the  infringement  of 
a  patent  for  certain  improvements  in  the  constraction  of 
the  portable  circular  saw-mill.  After  describing  minutely 
the  different  parts,  and  manner  of  constructing  the  ma- 
chine, with  drawings  annexed,  and  also  the  use  and  opera- 
tion of  the  respective  parts,  the  patentee  sets  forth  the  par- 
ticular portion  of  the  construction  which  he  claims  as  his 
own,  as  follows: 

^'  I  claim  the  manner  of  affixing  and  guiding  the  circular 
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#at0,  by  aUowing  end  play  to  its  sJiqft^  in  combvnatinn 
with  the  meaTis  of  guiding  it  {the  saw)  by  friction  roUerSy 
embracing  it  near  its  periphery^  so  as  to  leave  its  center 
entirely  uncJiecked  lateraily.  I  do  not  claim  the  use  of 
friction  rollers,  embracing  and  gniding  the  edge  of  a  circu- 
lar saw,  as  these  have  been  previously  used  for  that  par- 
pose  ;  btU  I  limit  my  claim  to  their  use^  in  combination 
with  a  saw  having  free  lateral  play  at  its  center.^ 

Evidence  was  given  on  the  part  of  the  defendant,  In  the 
conrse  of  the  trial,  tending  to  prove  that  long  before  the 
time  of  granting  the  plaintiff's  patent,  and  before  the  date 
of  his  invention,  machines  for  sawing  shingles  from  short 
blocks  of  timber,  and  sawing  lath  and  blinds  for  windows, 
with  circular  saws,  varying  in  size  from  ten  to  thirty  inches 
in  diameter,  had  been  in  public  use ;  in  which  machines 
the  circular  saw  was  guided  by  means  of  guide  pins,  em- 
bracing it  (the  saw)  near  the  periphery,  and  its  shaft  hav- 
ing end  play,  and  being  entirely  unchecked  laterally  ;  but 
it  did  not  appear  that  such  machines  had  been  used  in  a 
saw-mill  for  sawing  timber,  or  in  a  mill,  or  a  machine  of  a 
size  or  character  adapted  to  the  sawing  of  ordinary  logs,  or 
other  large  unsawed  timbers. 

When  the  evidence  closed,  the  defendant's  counsel  prayed 
the  court  to  charge  the  jury,  that  according  to  the  true 
construction  of  the  jiatent,  the  claim  is  for  the  manner  of 
al&xing  and  guiding  the  circular  saw,  by  allowing  end  play 
to  its  shaft,  in  combination  with  the  means  of  guiding  it 
by  friction  rollers,  embracing  it  near  its  periphery,  so  as  to 
leave  its  center  entirely  unchecked  laterally. 

But  the  court  refused  so  to  charge,  and  instructed  the 
jury  that  the  claim  was  limited  to  the  manner  of  affixing 
and  guiding  the  circular  saw,  by  allowing  end  play  to  its 
shaft,  in  combination  with  the  means  of  guiding  it  by  fric- 
tion rollers,  embracing  it  near  its  periphery,  so  as  to  leave 
its  center  unchecked  laterally,  in  a  saw-mill  capable  of 
being  applied  to  the  sawing  of  ordinary  logs. 

And  in  refusing  another  prayer,  the  court  charged,  that 
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in  order  to  defeat  the  plaintifTs  patent  by  the  use  of  prior 
machines  of  this  construction,  they  must  have  been  ma- 
chines for  the  purpose  of  sawing  in  mills  of  a  size  and  char- 
acter adapted  to  the  sawing  of  ordinary  logs. 

There  can  be  no  donbt  but  that  the  improvements  of  the 
patentee  in  the  manner  of  constructing  the  portable  circular 
saw-mill  described  in  his  specification  were  designed  to 
adapt  it  to  the  sawing  of  logs  in  a  saw-mill,  and  which 
could  be  carried  from  place  to  place,  and  put  into  operation 
by  the  use  of  horse  power ;  and  it  may  very  well  be,  if  he 
had  set  up  in  his  claim  the  improvements  or  particular 
changes  in  the  construction  of  the  old  machine,  so  as  to 
enable  him  to  adapt  it  to  the  new  use,  and  one  to  which  the 
old  had  not  and  could  not  have  been  applied  without  these 
changes,  the  patent  might  have  been  sustained.  The  util- 
ity is  not  questioned,  and,  for  aught  there  appears  in  the 
case,  such  improvements  were  before  unknown,  and  the 
circular  saw-mill  for  sawing  logs,  the  first  put  in  successful 
operation. 

But  no  such  claim  is  set  up  by  the  x>atentee ;  nor  does  he 
distinguish  in  the  description  of  the  parts  of  the  machine, 
nor  in  any  other  way,  the  old  from  the  new,  or  those  parts 
which  he  has  invented  or  added  in  its  adaptation  to  the 
use  of  sawing  logs,  not  before  found  in  the  old  machine  for 
sawing  shingles,  blinds  for  windows,  and  other  light  mate- 
rials. On  the  contrary,  his  claim  is  for  the  precise  organi- 
sation of  the  old  machine,  namely  :  the  manner  of  affixing 
and  guiding  the  circular  saw,  by  allowing  end  play  to  its 
shaft,  in  combinatio.n  with  the  means  of  guiding  it  by  fric- 
tion rollers,  embracing  it  near  to  its  periphery,  so  as  to 
leave  its  center  entirely  unchecked  laterally.  There  is  noth- 
ing new  in  this  combination.  It  had  long  been  known  and 
used  in  the  circular  saw  for  sawing  timbers  of  smaller  di- 
mensions than  an  ordinary  saw-Ic^.  Nor  does  the  enlarge- 
ment of  the  organization  of  the  machine  compared  with  the 
old  one  (the  same  being  five  feet  in  diameter,  and  the  other 
parts  corresponding)  afford  any  ground  in  the  sense  of  the 
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patent  law,  for  a  patent.  This  is  done  every  day  by  the 
ordinary  mechanic  in  making  a  working  machine  from  the 
patent  model. 

The  patentee  in  the  present  case  mnst  carry  his  improve- 
ments farther,  in  order  to  reach  invention ;  he  must  con- 
trive the  means  of  adapting  the  enlarged  old  organization 
to  the  new  use,  namely :  the  sawing  of  saw-logs,  and  claim, 
not  the  old  parts,  bnt  the  new  device,  by  which  he  has  pro- 
duced the  new  results. 

The  learned  judge,  by  interpolating  the  new  pnrpose  of 
the  improvement,  namely :  the  sawing  of  logs,  not  only  in- 
serted what  was  not  specified  in  the  claim  ;  but,  if  it  had 
been,  it  wonid  not  have  helped  out  the  difficulty,  as  it  was 
in  effect,  npon  the  construction  given,  simply  applying  an 
old  organization  to  a  new  use,  which  is  not  a  patentable 
subject. 

The  defect  here  is  both  in  the  si)ecification  and  in  the 
claim.  The  former  does  not  distinguish  the  new  parts  from 
the  old,  nor  is  there  anything  in  the  specification  by  which 
they  can  be  distinguished  ;  and  the  latter,  instead  of  claim- 
ing the  old  parts,  should  have  excluded  them,  and  claimed 
the  new  by  which  the  old  were  adapted  to  the  new  use, 
producing  the  new  result. 

We  are  also  of  opihion  that  the  court  below  erred  in  re- 
jecting the  evidence  of  the  witness  as  to  the  prior  knowl- 
edge and  use  of  the  improvement  of  the  patentee. 

The  15th  section  of  the  Patent  Law  provides,  that  when 
the  defendant  relies  in  his  defense  on  the  fact  of  a  previous 
invention,  knowledge  or  use  of  the  thing  patented,  he 
shall  give  notice  of  the  names  and  places  of  residence  of 
those  whom  he  intends  to  prove  possessed  the  prior  knowl- 
edge, and  where  the  same  was  used. 

In  this  case  the  notice  stated  that  Hiram  Davis,  who  re- 
sides at  Fitchburg,  Massachusetts,  had  knowledge  of  the 
said  improvement,  and  of  the  use  thereof  at  that  place, 
during  the  years  1836,  1837,  1838,  &c.,  and  that  he  resided 
there. 
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The  court,  on  objection,  ref  ased  to  allow  a  witness  to 
prove  the  nse  of  the  improvement,  by  Davis,  prior  to  the 
year  1836  at  Fitchbnrg,  holding  that  the  notice  limited  it 
within  that  time. 

Notice  of  the  time  when  the  person  possessed  the  knowl- 
edge or  nse  of  the  invention  is  not  required  by  the  act ; 
the  name  of  the  person,  and  of  his  place  of  residence,  and 
the  place  where  it  has  been  used,  are  sufficient. 

The  time,  therefore,  was  not  material ;  nor  could  it  have 
misled  the  plaintiff,  as  he  had  the  name  and  place  of  resi- 
dence of  the  person,  and  also  the  place  where  the  improve- 
ment had  been  used. 

With  this  information  of  the  nature  and  ground  of  the 
defense,  the  plaintiff  was  in  possession  of  all  the  knowledge 
enabling  him  to  make  the  necessary  preparation  to  rebut, 
that  the  defendant  possessed  to  sustain  it. 

Judgment  beveraed  and  venibe. 
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JOHN  R.  MOPPITT,  PLPP.   IN  ER.,  v.  ABRAHAM 
GARR,  JOHN  M.  GARR,  AND  WM.  G.  SCOTT.* 

1  Black.  278-288.    Dec.  Term,  1861. 

[Bk.  17,  L.  ed.  207;  2  Whit.,  1.1 

Affirming  Ibidj  1  Bond,  815. 

Argued  March  11,  1862.     Decided  March  24,  1862. 

Surrender  to  reissue  extinguishes  original     Recovery  of  money 

paid  under  surrendered  patent 

1.  A  snrrender  of  the  original  patent  to  the  Commissioner  on  re- 

issue, within  the  sense  of  act  1886,  sec  18,  means  an  act 
which  in  judgment  of  law  extinguishes  the  patent,     (p.  114). 

2.  The  reissue  of  the  patent  has  no  connection  with  or  bearing 

upon  antecedent  suits,  it  has  as  to  subsequent  suits,  (p.  114). 
8.  Moneys  recovered  on  judgments  in  suits,  or  voluntary  payment 
under  the  first  patent  cannot  be  recovered  back  upon  its 
surrender.  The  title  to  these  moneys  depends  not  upon  the 
patent,  but  upon  the  voluntary  payment  or  ihe  judgment  of 
the  court     (p.  114). 

In  error  to  the  Circuit*Court  of  the  United  States  for  the 
Southern  District  of  Ohio. 

The  question  in  issue  is  stated  by  the  court. 

Messrs.  Lee  and  Fisher^  for  plaintiff  in  error. 

Where  a  patent  has  been  surrendered  or  abandoned  an 
action  may  still  be  maintained  for  infringements  committed 
before  the  surrender  or  abandonment. 

Under  former  acts,  the  exclusive  grant  to  the  patentee 
was  for  fourteen  years.  It  is  now  for  seventeen.  Why 
may  not  a  patentee  abridge  the  grant  ?  Why  may  he  not, 
by  his  own  act,  limit  his  monopoly  to  five,  six,  eight  or  ten 
years  t  Does  such  a  surrender  make  the  monopoly  void 
ab  initio  t  The  patent  is  surely  good  for  the  length  of 
time  it  has  already  run. 

*  See  Explanation  of  Notes,  page  IIL 
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A  surrender  of  a  patent  for  correction  and  reissue  by 
yirtae  of  the  statute,  does  not  render  the  patent  void  a5 
initio.  If  the  patentee  still  chooses  to  risk  a  salt  upon  the 
original  patent,  he  may  recover  upon  it  for  infringements 
committed  before  it  was  surrendered. 

If  the  patent  is  vacated  from  its  issue,  then  every  exer- 
cise of  exclusive  ownership  has  been  illegal.  If  not,  then 
infringers  ought,  at  least,  to  be  compelled  to  pay  that  which 
honest  men  have  been  willing  to  give  the  patentee. 

The  court  has,  as  it  seems  to  us,  expressly  refused  to 
affirm  the  English  doctrine,  that  a  surrender  and  reissue 
vacated  the  original  patent. 

Shaw  t).  Cooper,  7  Pet.  814  [4  Am.  &  Eng.  286] ;  Grant  v. 
Raymond,  6  Pet.  220 [4 Am .& Eng.  245];  Amest).  Howard, 
1  Sumn.  488 ;  Stanley  v.  Whipple,  2  McLean,  37 ;  Wood- 
worth  V.  Stone,  8  Story,  753-764. 

It  is  urged,  and  as  the  main  objection,  that  by  the  very 
act  of  surrender  under  the  statute,  the  patentee  admits 
that  his  original  patent  is  void  and,  therefore,  he  is  es- 
topped from  asserting  its  validity  in  a  suit  for  its  infringe- 
ment. 

To  this  we  answer,  that  he  makes  no  such  admission,  even 
by  the  act  of  statutory  surrender. 

The  13th  section  provides,  *'that  whenever  any  patent 
which  has  heretofore  been  granted,  or  which  shall  hereafter 
be  granted,  shall  be  inoperative  or  invalid,  by  reason  of  a 
defective  or  insufficient  description  or  si)ecification,  or  by 
reason  of  the  patentee  claiming  in  his  specification  more 
than  he  had  or  shall  have  a  right  to  claim  as  new,  if  the 
error,  &c." 

A  patent,  then  may  be  reissued,  if  it  be,  Ist^  inoperative; 
or,  2d,  invalid.  Looking  to  what  follows  the  word  ^'in- 
operative" manifestly  refers  to  the  defective  specification, 
and  the  word  "invalid"  to  the  claim  of  *' too  much,"  which, 
under  the  act  of  1836,  rendered  the  patent  absolutely  void. 

A  patent  "inoperative"  because  of  a  "defective  or  in- 
sufficient" specification  is  not  necessarily  void.    The  sped- 
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fication  may  not  describe  the  inyention  as  dearly  as  might 
be  desired,  or  so  comprehensively  as  to  coyer  a  particular 
evasion  of  the  patent^  or  it  may  fall  short  of  describing  the 
whole  of  the  invention,  illustrated  by  the  model  and  draw* 
ings.  In  such  case,  this  coort  held,  Battin  v.  Taggert  (17 
How.  74)  [6  Am.  k  Eng.  348}  that  the  patentee  had  a  right 
^'  to  restrict  or  enlai^e  his  claim  so  as  to  give  it  yalldity 
and  to  effectuate  his  invention." 

Even  claiming  *^too  much"  no  longer  renders  a  patent 
*^  invalid." 

Ninth  sec.  of  the  act  of  March  3,  1837;  Peterson  v^ 
Wooden,  3  McLean,  34a 

The  history  of  the  litigation  upon  patents  shows  that 
many  patents  have  been  surrendered  and  reissued  after 
they  had  been  the  subject  of  fierce  controTersy,  and  had 
repeatedly  been  declared  valid  by  the  courts  of  the  United 
States.  The  validity  of  the  famous  Wood  worth  patent  had 
been  established  in  Massachusetts  and  Ohio. 

See  Brooks  i>.  Bicknell,  3  McLean,  260 ;  Washburn  p. 
Gould,  3  Story,  122 ;  Woodworth  v.  Sherman,  3  Story,  171. 

And  yet  the  patent  was  afterwards  issued. 

Woodworth  v.  Stone,  8  Story,  761 ;  Woodworth  v.  Ed- 
wards, 3  Wood.  &  M.  126  et  seg. 

Mr.  Heivry  Slanbery^  for  dtf<snda7U  in  error. 

Mr.  Justice  Nklson,  delivered  the  opinion  of  the  court. 

The  suit  was  brought  by  Moffitt  against  the  defendants, 
for  the  infringement  of  a  patent  fpr  an  ^'improvement  in 
grain  separators." 

The  defendants  plead  to  the  declaration,  tbat  since  the 
commencement  of  the  suit,  the  plaintiff  had  surrendered 
his  patent  to  the  United  States,  for  the  alleged  infringe^ 
ment  of  which  the  action  was  brought.  To  which  the  plain* 
tiff  put  in  a  general  demurrer.  The  court  oveiTuIed  the  de- 
murrer, and  sustained  the  plea,  and  gave  judgment  accord* 

ingly. 
The  13th  section  of  the  act  of  Congress  of  July  4,  18Se, 
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provides,  'Hhat  if  a  patent  shall  be  inoperative,  &c.,  it 
shall  be  lawful  for  the  commissioner,  upon  the  surrender  to 
him  of  such  patent,''  ''  to  canse  a  new  patent  to  be  issued, 
&c.,  and  the  patent  so  reissued"  shall  have  the  same 
effect  and  operation  in  law  on  the  trial  of  all  actions  here- 
after commenced,  for  causes  subsequently  accruing,  as 
though  the  same  had  been  originally  filed  in  the  connected 
form,"  &c. 

Now,  the  point  in  the  case  is,  whether  or  not  the  patentee 
may  maintain  a  suit  on  the  surrendered  patent  instituted  be- 
fore the  surrender,  if  he  has  not  availed  himself  of  the  whole 
of  the  provision,  and  taken  out  a  reissue  of  his  patent  with 
an  amended  specification.  The  construction  given  to  this 
section,  so  far  as  we  know,  and  the  practice  under  it,  in 
case  of  a  surrender  and  reissue,  are  that  the  pending  suits 
fall  with  the  surrender.  A  surrender  of  the  patent  to  the 
commissioner  within  the  sense  of  the  provision,  means  an 
act  which,  in  judgment  of  law,  extinguishes  the  patent. 
It  is  a  legal  cancellation  of  it,  and  hence  can  no  more  be 
the  foundation  for  the  assertion  of  a  right  after  the  sur- 
render, than  could  an  act  of  Congress  which  had  been  re- 
pealed. It  has  frequently  been  determined  that  suits  pend- 
ing which  rest  upon  an  act  of  Congress,  fall  with  the  re- 
peal of  it.  The  reissue  of  the  patent  has  no  connection 
with  or  bearing  upon  antecedent  suits  ;  it  has  as  to  subse- 
quent suits.  The  antecedent  suits  depend  upon  the  patent 
existing  at  the  time  they  were  commenced,  and  unless  it 
exists,  and  is  in  force  at  the  time  of  trial  and  judgment, 
the  suits  fail. 

It  is  a  mistake  to  suppose,  that  upon  this  construction, 
moneys  recovered  on  judgments  in  suits,  or  voluntary  pay- 
ment under  the  first  patent,  upon  the  surrender,  might  be 
recovered  back.  The  title  to  these  moneys  does  not  de- 
pend upon  the  patent,  but  upon  the  voluntary  payment  or 
the  judgment  of  the  court. 

We  are  satisfied  the  Judgment  qf  the  court  below  is  right, 
and  should  be  affirmed. 
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Part  of  combination  claimed  cannot  be  abandoned,  A  combina- 
tion is  an  entirety.  Particular  patent  construed.  State  of  art 
admissible  without  notice.  Competency  of  vntnesses.  State 
law, 

1.  Where  the  declaration  seta  ont  and  alleges  the  infringement  of 

the  combination  as  claimed,  plaintiff  cannot  abandon  a  part  of 
the  combination  as  imnutterial  and  rely  npon  the  remaining 
part  alone,     (p.  182). 

2.  Act  1837,  sec  9,  provides  that  the  suit  shall  not  be  defeated 

where  the  patentee  claims  more  than  he  has  invented ;  it  must 
be,  however,  in  a  case  where  the  part  invented  can  be  dearly 
distinguished  from  that  claimed  but  not  invented,     (p.  138). 

8.  But  the  act  fails  to  apply  in  this  case  because  a  combination  is 
an  entirety;  if  one  of  the  elements  is  given  up  the  thing 
claimed  disappears,     (p.  183). 

4  Letters  patent,  No.  6086,  Vance,  K,  February  6,  1849.  Cook- 
ing Stove,  claim  construed  to  be  for  a  combination  of  certain 
elements,  and  held  that  plaintiff  could  not  abandon  one  of 
them  as  immaterial,  and  in  order  to  prove  infringement  (p.  183). 

t.  No  notice  is  necessary  to  justify  the  admission  of  evidence  to 
show  the  8tat«  of  the  art  at  the  date  of  the  plaintiff's  inven- 
tion,    (p.  184). 

0.  Under  the  judiciary  act  the  Federal  courts  are  governed  by  the 
laws  of  the  State  where  held  as  to  the  rules  of  evidence,  and 
competency  of  witnesses.  It  was  error  to  reject  a  vritnees 
competent  to  testify  under  such  State  law.     (p.  134). 

7.  Where  the  facts  which  such  witness  offered  to  prove  are  not 

*  See  Explanation  of  Notes,  page  IIL 
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*        stated  in  the  bill  of  exceptions,  this  court  will  not  presume  it 
immaterial,     (p.  134). 

[Citations  in  opinion  of  the  Court : 

McNeil  V.  Holbrook,  12  Peters,  84,  p.  134. 
Sims  V.  Hundley,  6  How.  1,  p.  184. 
U.  S.  u.  Beid,  12  How.  861,  p.  184. 

In  error  to  the  Circuit  Court  of  the  United  States  for  the 
Southern  District  of  Ohio- 

This  action  was  commenced  by  the  plaintiff  in  error  in 
the  court  below,  to  recover  damages  for  the  infringement 
of  a  patent.  The  trial  resulted  in  a  verdict  and  judgement 
for  the  defendants,  and  the  plaintiff  brought  the  case  to 
this  court  by  writ  of  error. 

Two  principal  questions  are  involved. 

1.  The  materiality  of  the  front  plate,  ''a,"  as  set  forth  in 
the  specifications  and  claim  of  the  patentee,  as  follows : 

Elisha  Vance,  Wilmington,  Ohio.  Letters  Patent  No. 
6086,  dated  February  6,  1849. 

The  schedule  referred  to  in  these  Letters  Patent  and 
making  part  of  the  same. 

To  all  to  whom  these  presents  shall  come : 

Be  it  known  that  I,  Elisha  Vance,  of  Wilmington,  in  the 
county  of  Clinton,  and  State  of  Ohio,  have  invented  cer- 
tain new  and  useful  improvements  in  Cooking  Stoves,  of 
which  the  following  is  a  full,  clear  and  exact  description, 
reference  being  had  to  the  annexed  drawings  of  the  same, 
making  part  of  this  specification,  in  which  Fig.  1,  is  a 
perspective  view  of  a  premium  cooking  stove,  having  my 
improvements  applied  thereto,  the  bottom,  one  end,  and 
part  of  the  front  being  shown,  Fig.  2  is  a  vertical  section, 
taken  through  the  line  x  x  of  Fig.  1,  and  Fig.  3,  is  an 
elevation  of  the  back  end  of  the  stove,  the  back  plate  be- 
ing removed  to  expose  the  diving  pipe,  and  show  the  ar- 
rangement of  the  flues. 

The  same  letters  indicate  the  same  parts  in  all  the  figures. 

In  the  accompanying  drawings  of  a  ''Premium  Cooking 
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ity  in  tbe  diffusiom  al  &eat — ^to  prevent  enoh  irregalairtiee 
therefore,  Z  place  the  plate,  a,  as  seen  in  Fig.  2,  so  that  it 
will  form  a  ilae  in  front  of  ithe  cold  air  chamber,  wbose 
mouth  is  at  the  same  distance  from  the  flue  above  the  oven, 
that  the  lower  end  of  the  pipe,  «,  is  above  iSixe  floe  below  the 
o^en,  and  these  flnes  being  at  all  times  unobstructed  their 
action  is  uniform,  and  the  heat  is  equally  distributed  un* 
der  all  circumstances  on  the  seveial  sides  of  the  oven.  The 
arrows  o  indicate  the  course  of  the  upper  branch  of  the 
current  of  heat,  and  the  arrow,  u^  that  of  the  lower  branch. 

By  this  arrangement  of  the  flues  and  the  exit  pipe,  i,  the 
heat  is  not  only  at  all  times  uniformly  distributed  over  the 
oven,  but  it  is  also  directed  so  as  bring  it,  at  the  best  ad- 
vantage, into  contact  with  such  culinary  vessels  as  may  'be 
placed  on  the  stove  and  containing  water,  or  other  sub- 
stances which  it  is  required  to  boil,  so  that  dampers  ace  in 
no  case  required,  as  the  stove  is  at  all  times  adjusted,  and 
in  perfect  order  to  perform  any  culinary  operation  for 
which  it  is  adapted,  an  advantage  which  all  can  appreciate 
who  are  acquainted  with  the  extreme  difficulty  of  instruct- 
ii^  those  persons  who  are  in  general  more  immediately  in- 
trusted with  the  management  of  cooking  Btoves  in  the 
proper  use  and  adjustment  of  dampers. 

Having  thus  described  the  construction  and  arrangement 
of  TDj  improved  Premium  Stove,  what  I  claim  therein  as 
new,  and  desire  to  secure  by  Letters  Patent  is,  the  combi- 
nation of  the  diving  pipe,  t,  with  the  flue,  F,  arranged  as 
herein  described,  for  the  purpose  of  evenly  distributing 
and  equalizing  the  heat  on  the  four  sides  of  the  oven,  with- 
out using  or  requiring  dampers  as  herein  set  forth. 

In  testimony  whereof  I  have  hereunto  set  my  hand  in 

presenoe  of  two  subscribing  witnesses. 

Eliboia  Yakce. 
Witnesses  :  Amos  L.  Searell, 

Robert  H.  Kijjlin, 

D.  C.  HiNMAirs. 
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Messrs.  Lee  4f  Fisher^  for  pladTvUff  in  error. 

L  Thedefendantshadleft  off  from  tibeinfrmging  stove -Aie 
front  |)late  aod  ahortened  the  diviiig  pipe,  soae  toimake  tbe 
fines  correspond,  and  still  balance  each  other.  We  claimed 
that  the  front  plate,  '%"  was  not  material ;  that  the  paten- 
tee did  not  so  state ;  that  he  had  not  claimed  it ;  and  that 
ihere  ivas  only  a  mere  difference  in  proportions  in  the  two 
stoves,  which  could  not  protect  the  infringing  defendants. 

See  Winans  v.  Denmead,  15  How.  38()[6  Am.  &£ng.  lOTJ. 

The  conr t,  however,  charged  the  jury,  in  substance,  that  the 
front  plate,  '^a",  shown  in  plaintiff's  patent,  was  daim^^d 
as  a  material  elementiof  his  patented  combination,  and  unless 
itorsome  equivalent  therefor  was  used  by  defendant,  plaintiff 
could  not  recover.  Plaintiff  requested  the  court  to  charge 
that  he  had  not  claimed  this  plate  as  material,  but  had  only 
claimed  the  diving  pipe,  ^4",  in  eonnectian  with  the  flues, 
^T. ' '  The  court  refused  so  to  charge,  butcharged  the  converse. 

liiow,  the  only  effect  of  the  frojut  plate,  '^a"  is  to  elon- 
gate the  lower  flue,  perhaps  three  inches,  or  whatever  the 
width  of  the  plate  may  be.  It  is  no  specified  part  of  the 
claim,  and  can  only  be  connected  with  the  claim  at  all,  by- 
remembering  that  it. appears  from  the  drawing  to  form  a 
part.of  the  under  flue.  How  could  the  couit  say  as  a  mat- 
ter of  law,  that  this  front  plate  was  claimed  as  material, 
when  it  was  not  even  mentioned  in  the  claim  f 

Again,  haw  could  the  court  know,  as  a  matter  of  fact, 
that  this  plate  was  material  1  The  flues  ' '  F, "  ' '  F, "  exist 
just  as  tmnch  Without  the  front  plate  as  with  it.  The  diving 
pipe,  *''V\  it  is  conceded,  existed  in  the  defendant's  stove. 
The  infringing  stove  then  had  the  diving  pipe,  in  combina- 
tion with  the  floefs  "P,''  *'F,"  only,  by  leaving  out  the 
plate,  the  lower  flue  was  not  quite  so  long  as  is  shown  in 
the  drawings  attached  to  the  patent. 

It  was  then  for  the  jury  to  determine  whether  the  com- 
bination of  these  flues  and  the  diving  pipe  used  by  the  de- 
fendants was  the  same  in  principle  and  mode  of  oper- 
ation as  the  patented  combination. 
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By  law,  the  patentee  is  to  be  bound  by  what  he  has 
claimed,  and  not  by  what  he  may  have  described  as  an  ele- 
ment of  completeness,  somewhere  in  his  specifications. 

Curt.  Pat,  sec.,  130,  131. 

But  even  if  the  patentee  had  claimed  this  front  plate  as 
material,  and  it  proved  in  practice  to  be  immaterial,  its 
absence  would  make  no  difference  ;  for  we  maintain  that  a 
patent  may  be  infringed  by  using  the  necessary  and  mate- 
rial elements  of  a  combination. 

Sellers  v,  Dickinson,  6  Eng.  L.  &  E.  563 ;  Silsby  v.  Poote, 
14  How.  218  [6  Am.  &  Eng.  411]. 

II.  A  party  to  the  suit  is  a  competent  witness  in  his  own 
behalf  in  Ohio. 

Ohio  Code  of  Civil  Procedure,  section  310. 

The  34th  section  of  the  Judiciary  Act  of  1789  provides 
'*that  the  laws  of  the  several  States  excepted  where  the  Con- 
stitution, treaties  or  statutes  of  the  United  States  shall  other- 
wise require  or  provide,  shall  be  regarded  as  rules  of  decis- 
ion in  trials  at  common  law  in  the  courts  of  the  United 
States,  in  cases  where  they  apply."  A  rule  of  evidence  is 
a  ^'  rule  of  decision,"  within  the  meaning  of  this  act. 

McNiel  V.  Holbrook,  12  Pet.  84 ;  Sims  v.  Hundley,  6  How. 
1 ;  U.  S.  V.  Dunham,  Monthly  Law  Reporter  for  July,  1869, 
Vol.  XI.  691. 

Mr.  T.  D.  Lincoln^  for  defeTidants  in  error. 

I.  Inasmuch  as  the  plaintiff's  patent  was  for  a  combina- 
tion, and  as  the  defendants  used  no  front  plate  and  really 
nothing  that  could  be  called  a  diving  pipe  behind  the  oven, 
it  was  evident,  unless  the  defendants  had  used  some  me- 
chanical equivalent  for  this  plate,  the  plaintiff  could  not 
recover  nnless  he  could  get  rid  of  the  plate. 

It  is  very  familiar  law,  that  every  material  i)art  or  ele- 
ment of  combination  must  be  used,  or  there  is  no  infringe- 
ment. 

Moody  t).  Pisk,  2  Mass.  117  ;  Prouty  t.  Ruggles,  16  Pet. 
841  [4  Am.  &  Eng.  361] ;  Prouty  v.  Ruggles,  1  Story,  671, 
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672 ;  Barrett  v.  Hall,  1  Mas.  474 ;  Curt.  Pat.  sec.  49,  p.  110 ; 
Parker  u.  Hawortb,  4  McLean,  373 ;  Evans  v.  Eaton,  Pet. 
0.  0.  343 ;  Barrett  v.  Hall,  1  Mas.  474 ;  Wyeth  «.  Stone,  1 
Story,  287. 

The  9th  section  of  act  of  1837  has  no  reference  whatsoever 
to  a  combination  patent. 

It  relates  to  the  case  of  a  patentee  who  has  invented  one 
or  more  things,  and  in  his  specification  has  claimed  as  new 
more  than  he  really  invented. 

It  is  not  trae,  in  fact,  that  the  patentee  has  not  claimed 
the  plate,  '^a,"  as  material  and  necessary  to  produce  the 
contemplated  result.  It  is  the  principle  thing  claimed.  It 
is  specially  pointed  out  as  necessary,  and  although  it  is  not 
particularly  named  in  the  summing  up,  yet  under  the  words 
"with  the  flues  *F'  arranged  as  herein  described,  for  the 
purpose  of  evenly  distributing  and  equalizing  the  heat  on 
the  four  sides  of  the  oven  without  using  or  requiring 
dampers,  as  herein  set  forth,''  it  is  referred  to  and  claimed. 

It  is  by  means  of  the  plate,  "a,"  that  this  purpose  is  ac- 
complished. Without  it  this  stove  would  not  differ  from 
many  others ;  would  differ  very  little  from  the  common 
premium  stove. 

The  most  distinguishing  feature  of  Mr.  Vance's  patent  is 
the  plate,  "a,"  and  the  end  it  is  said  to  subserve  in  the  ar- 
rangement. 

The  flues,  "F,"  cannot  be  construed  as  described  in  the 
patent  without  it,  or  something  equivalent  to  it. 

The  whole  must  be  examined  together. 

Hovey  v.  Stevens,  1  Wood.  &  M.  294 ;  Davoll  v.  Brown, 
1  Wood.  &  M.  69. 

The  case  of  Silsby  v,  Foote,  14  How.  218  [5  Am.  &  Eng. 
411]  does  not  decide  that  a  patentee  may  go  to  the  jury  as 
to  the  materiality  of  any  jmrt  of  his  invention,  which  he 
has  claimed  in  his  patent  as  material  to  his  combination  or 
invention.  It  does  not  sustain  the  idea  that  he  is  not  bound 
by  his  specification  and  claim ;  nor  do  I  see  how  anyone 
can,  upon  a  careful  reading  of  that  case,  gather  any  such 
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idea  from  it.  The  facts  are  not  very  fully  set  one  in  there^ 
I)ort  of  the  case  in  (he  14ch  of  Howards  They*  are  to  be 
found  in  1  Blatchf .  446^  447,  with  a  fall  copy  of  the  apeeifl- 
cations  of  Mr.  Foote's  patent. 

The  plaintiff  also^  refers  to  the  cade  of  Sellei^  v.  Dickin- 
son, 6  Eng.  L.  &  E.  563,  as  sustaining  his  ▼iew  of  the  law,  and 
they  quote  from  the  opinion  of  Pollock,  C.  D. 

The  case  does  not  sustain  the  plaintiff,  and  is  distinguish- 
able from  that  now  under  consideration  in  several  particulars: 

1.  The  patent  in  that  case  was  one  in  which  the  patentee 
Imd  invented  several  things  new  in  themselves,  and  which 
constitute  a  part  of  his  arrangement  and,  therefore,  falls 
within  the  principle  of  the  case  of  Newton  v.  The  Grand 
Junction  R.  W.  Co.,  6  Eng.  L.  &  E.  661. 

2.  He  had  not  claimed  any  particular  things  as  material, 
and  in  this  respect  the  case  was  like  that  of  Silsby  t).  Foote, 
14  How.  218  [5  Am.  &  Eng.  411]. 

3.  He  did  not  claim  the  clutch  box,,  the  thing  left  out  of 
the  defendant's  patent. 

4.  There  was  no  question  left  to  the  jury  as  to  the  mate- 
rialty  of  anything,  much  less  as  to  the  materialty  of  any- 
thing which  had  been  specially  pointed  out  in  the  specifi- 
cations as  material. 

6.  This  was  a  patent  under  the  English  system,  by  which 
the  patent  is  granted  before  the  specification  is  filed,  and 
where  the  specification  does  not  undergo  examination  by 
men  learned  in  these  matters. 

That  the  English  system  is  somewhat  peculiar,  see  Barrett 
v.  Hall,  1  Mas.  477 ;  Moody  v.  Fiske,  2  Mas,  116 ;  Hind- 
march,  Pat.  630,  161. 

It  is  well  settled  in  our  law  that  the  patentee  isbdund  by 
his  claim. 

Moody  V.  Fiske,  2  Mas.  118 ;  Cart.  Pat.  sec.  131 ;  Bar- 
rett V,  Hall,  1  Mas.  475  ;  Prouty  ij.  Rnggles,  16  Pet.  340,  341 
[4  Am.  &Eng.  961]  ;  Footev.  Silsby,  1  Blatchf.  468 ;  Silsby  t>. 
Poote,  14  How.  236,  226  [6  Am.  &  Eng.  411],  the  6th  sec.  of 
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th«  act  of  1836 ;  Goodyear  9^.  The  Baihroad,  2 
865 ;  Wyeth  v.  Stone,  1  Story,  96& 

To  i>er]Bit  a  party,  therefore,  to  go  to  the  jnr] 
materialty  of  anything  which  he  had  deliberately  < 
bo  material  in  his  specification,  woold  seem  a  di 
tion,  not  only  of  the  letter  of  the  patent  law  of  thi 
but  of  its  si>irit,  and  a  direct  fraud  upon  the  publ 

It  is  claimed  that,  under  the  law  of  Ohio,  Mr. 
a  competent  witness,  and  it  is  also  asserted  that 
been  the  ruling  of  sereral  of  the  judges  of  this  o( 
oireuit. 

It  does  not  appear  by  the  record  what  the  par 
to  prove  by  plaintiff,  or  that  It  was  claimed  that 
anything  that  could  be  prored  by  him. 

Sessions  9.  Reynolds  7  Sm.  ft  M.  156,  156. 

If  a  plaintiff  claims  as  a  right  to  examine  ai 
after  the  defendant  has  closed,  he  must  show  by 
that  there  is  something  in  the  case  made  by  the 
which  entitles  him,  as  a  matter  of  right,  to  oflei 
in  rebutting. 

Sessions  v.  Reynolds,  7  Sm.  &  M.  166 ;  Whi 
Twitty,  8  Ired.  433. 

In  reference  to  evidence  admitted  or  rejectee 
clearly  appear  that  such  rejection  was  improper, 
the  evidence  was. 

Sutliff  t.  Langsford,  8  Ired.  830,  331 ;  Whi 
Twitty,  8  Ired.  433 ;  Samuel  9.  Withers,  9  Mo.  1( 

It  should  then  appear  that  the  plaintiff*  s  couns 
a  position,  when  they  offered  Mr.  Vance,  to  in 
giving  further  evidence.  It  must  appear  that  th 
was  entitled  to  rebut  something. 

Nothing  is  to  be  found  in  this  record.  The  coi 
presume  it,  because  Mr.  Vance  was  offered,  or  b 
was  rejected  as  an  incomx)etent  witness. 

See  Armstrong  v.  Clark,  17  Ohio,  497;  WhJ 
Twitty,  8  Ired.  433 ;  Samael  9.  Withers,  9  Mo.  1' 

That  the  Ohio  Oode  would  not  be  followed  by  1 
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States  Conrt  is  clear,  for  chancery  cases  have  been  and  are 
governed  by  the  rales  of  civil  law,  and  by  the  practice  of 
the  High  Conrt  of  Chancery  in  England,  so  far  as  the  same 
reasonably  hold. 

Rale  90  Supreme  Court  roles,  section  3.  act  of  1792 ;  1 
Stat,  at  L.,  336. 

Chancery  proceedings  in  the  conrts  of  the  United  States 
have  been  always  independent  of  local  law. 

Gordon  v.  Hobart,  2  Sumn.  406. 

The  cause  was  not  conducted  in  any  respect  under  the 
Code,  but  mostly  by  the  practice  as  it  was  in  Ohio  in  1828, 
when  the  act  of  Congress  of  that  year  was  passed. 

This  law  of  Ohio  is  not  applicable  to  proceedings  in  the 
United  States  courts,  for  the  infringement  of  a  patent  un- 
der the  act  of  1886 ;  and  if  a  patent  could  be  prosecuted  in 
the  courts  of  Ohio,  the  parties  could  not  be  witnesses  in  it. 

And  according  to  the  decisions  of  this  court  it  does  not 
fall  under  the  34th  section  of  the  Judiciary  Act. 

Wayman  v.  Southard,  10  Wheat.  26 ;  Duncan  v.  Darst, 
1  How.  306  ;  Keary  v.  F.  &  M.  B.  of  M.,  16  Pet.  94 ;  Bank 
of  the  U.  S.  «.  Halsted,  10  Wheat.  64  ;  Mayer  v.  Foulkrod, 
4  Wash.  C.  C.  364;  Campbell  v.  Claudius,  Pet.  C.  C.  486, 
486;  lane  v.  Towusend,  1  Ware,  391 ;  Jones  v.  Vanzants, 
4  McLean,  606  ;  Reeaide  Exs.  v.  The  U.  S.  Dev.  C.  C.  99. 

In  the  language  of  Chief  Justice  Marshall,  "This  section 
is  the  recognition  of  a  principle  of  universal  law ;  the  prin- 
ciple that  in  every  forum  a  contract  is  governed  by  the  law 
with  a  view  to  which  it  was  made." 

Wayman  v.  Southard.  10  Wheat.  49  ;  Ross  c.  Dnval,  13 
Pet.  60,  63 ;  Society  v.  Wheeler,  3  Gall.  138  ;  Rundle  v.  D. 
&  R.  Can.  Co.,  14  How.  93 ;  Massingill  v.  Downs,  7  How. 
767 ;  Thompson  v.  Phillips,  Bald.  C.  C.  274 ;  Lombard  v. 
Bayard,  1  Wall.,  Jr.  198 ;  Webster  v.  Cooper,  14  How.  504; 
Woolsey  v.  Dodge,  6  McLean,  160 ;  Lane  v.  Townsend, 
Ware,  291. 

Prom  various  decisions  the  following  principles  seem 
clearly  to  be  established ; 
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First.  That  all  those  State  laws  which  becon 
property  or  rales  of  conduct,  and  are  of  a  local 
which  create  legal  presumptions  from  acts  or  c 
determine  what  the  judgment  of  the  court  shall  ] 
like,  fail  under  the  34th  section  of  the  Judiciary 

2d.  That  all  those  which  are  properly  a  part  of 
of  proceeding  or  practice  of  the  court,  are  go 
other  laws  of  the  United  States  and  by  the  rules 

3d.  That  the  courts  have  full  power  to  regt 
practice  in  their  discretion,  and  that  as  to  all  t. 
laws  which  properly  form  a  part  of  the  practice, 
legally  adopt  or  reject  them,  in  whole  or  in  part 
they  fall  under  the  34th  section  of  the  Judiciary  2 

Mr.  Justice  Nelson  delivered  the  opinion  of  t 

This  is  a  writ  of  error  to  the  Circuit  Court  ( 
States  of  the  Southern  District  of  Ohio. 

The  suit  was  brought  by  Vance  against  the  def< 
the  court  below,  for  the  infringement  of  a  pater 
tain  improvements  in  cooking  stoves. 

The  patentee  recites  in  his  specification,  that  it 
very  difficult  heretofore  to  make  the  bottom  a 
plates  of  the  oven  sufficiently  hot,  and  equally  d 
prevent  the  front  and  top  from  becoming  too  muc 
For  this  difficulty,  he  says,  he  has  devised  areme 
consists  in  a  particular  arrangement  of  the  flue: 
purpose  of  equalizing  the  draught  above  and  belo^^ 

To  heat  the  oven  equally  on  all  sides,  he  further 
it  must  be  uniformly  enveloped  with  heated  pr 
combustion ;  and  to  this  end,  the  flue  is  divided  i 
the  oven  into  two  branches,  one  passing  above, 
below  the  oven,  and  which  reunite  near  the  midc 
back  flue,  where  they  enter  pipe  t,  or  smoke  pipe 
made  to  descend  to  that  point.  The  patentee  the 
of  certain  irregularities  that  would  still  exist  in  t 
bution  of  the  heat  around  the  oven,  to  prevent 
places  a  plate.  A,  in  front  of  the  cold  air  chambei 
form  a  flue  in  front,  whose  mouth  is  at  the  same 
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from  the  flue  above  the  ayea  that  the  lower  end  of  the  pipe 
i  in  the  back  part,  of  the  stove  is  bek>w  the  ov^i ;  and  these 
flaes  being  at  all  times  UBobstFoeted,  their  action  will  be 
aniform,  and  the  hieat  be  eijuallj  distribated  under  all  cir- 
camstanees  on  the  several  sides  of  tha  oven.  The  patentee 
then  states,  that  he  dains  as  new,  and  for  which  he  de- 
sires a  patent,  '^  the  combination  of  the  diving  pipe  i  witk 
the  fines  F,  arranged  aa  herein  described  for  the  purpose 
of  evenly  distributing  and  eqiualizhig  the  heat  on  f onr  aides 
of  the  oven,  without  using  cat  requiring  any  dampers,  aa 
hevein  set  forth." 

The  main  point  in  the  cam  turned  upon  the  question  of 
infringement.  The  defendant's  stove  had  no  plate  A  in 
front  of  the  cold  air  chamber,  forming  a  front  flue ;  and 
henoe  one  of  the  elements  of  the  plaintifTs  combination  was 
not  used ;  and  if  so,  there  would  be  no  infringement.  The 
plaintiff,  however,  sought  to  get  rid  of  the  objection,  by 
proving  that  that  part  of  his  contrivance  and  claim  were 
immaterial  and  useless,  and  that  the  diffusion  of  the  heated 
air  around  all  sides  of  the  oven  would  be  as  effectual  with- 
out as  with  it.  Assuming  this  proof  to  be  competent  to 
help  out  the  infringement,  the  patent  would  stand  on  the 
combination  of  the  diving  pipe  i  and  flues,  as  arranged, 
without  the  front  flue  formed  by  the  plate  A  in  front  of  the 
cold  air  chamber,  and  the  division  of  that  flue  called  the 
^^ mouth"  in  the  specification. 

Now,  the  plaintiff  in  his  declaration  sets  out  the  patent, 
specification  and  claim  as  issued  to  him  by  the  government, 
and  founds  his  action  upon  them  as  thus  set  out,  and 
charges  the  defendant  as  having  infringed  the  invention  as 
thus  claimed.  The  infringement,  as  charged,  is  denied. 
This  is  the  issue  presented  for  trial,  and  which  the  defend* 
ants  were  called  upon  and  were  bound  to  prepare  to  meet. 
This  issue  involved  the  question,  whether  or  not  the  de* 
fendants  had  infringed  the  improvements  in  the  cooking 
stove,  consisting  of  a  combination  of  the  diving  pii)e  i  with 
the  flues,  as  arranged,'  one  of  which  was  a  flue  in  front  of 
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the  Stove  fomed  bj  plsto  A,  t&e  finer  beift^  amm 
eonstrcictk>n.  It  is  giaiteapparent^  if  this  part  i 
bination  is  abaodoiied^  «nd  the  vemaining  pari 
on  akme^  the  issae  is  cbanged^  and  the  defei 
prised,  the  pleadings  misleading  instead  of  adit 
of  th»  qnestion  to  be  tried. 

It  is  true,  by  the  0th  section  of  theael  of  1837  {I 
it  IS  provided,  that  the  soit  shall  not  be  defeated 
patti):tee  claims  mens  than  he  has  invented;  \ 
however,  in  a  case  where  the  part  invented  can 
distiB^ishable  from  that  claimed,  but  not  invec 

This  provision  cannot  be  applied  to  the  preses 
unless  the  combination  is  aiaintained,  the  whole 
vention  fails.  The  combination  is  an  entirety 
the  elements  is  given  up«  Ihie  thing  claimed  disaj 

Besides  the  above  view,  ift  is  most  apparent,  fi 
amination  of  the  specification,  that  the  patentee 
described,  bat  claimed  the  front  fine  formed  hy 
A,  Fig.  2,  as  a  auUerial  and  ImpcHrtant  part  of  th 
meat  for  distributing  equally  the  hot  air  on  t. 
sides  of  the  oven.  To  prevent  irregularities,  r 
and  particnlarly  dMcribed,  he  observes:  ^'I 
plate  A,  as  in  Fig.  %  so  that  it  will  form  a  flue  i 
the  cold  chamber,  whose  mouth  (as  it  is  called] 
same  distance  from  the  flue  above  the  oven  that 
end  of  the  pipe  /  is  above  the  fine  below  the  < 
these  flues  being  at  all  times  unobstructed^  thei] 
uniform,  and  the  heat  is  equally  distributed,  un( 
cumstances,  on  the  sereral  sides  of  the  oven." 
entee  might  as  well  have  undertaken  to  prove 
part  of  the  combination  immaterial  and  useless,  : 
above,  and  its  uses  so  particulariy  described.  I 
cording  to  the  doctrine  contended  for,  a  patent  \ 
nish  no  distinct  evidence  of  the  thing  invente 
would  depend  upon  what  part  of  the  specification 
the  jury  might  think  material  or  esjsentiaL 

Several  exceptions  were  taken  to  the  admis 
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evidence  offered  by  the  defendants,  but  without  referring 
to  them  specially,  it  will  be  a  sufficient  answer  to  say,  that 
it  was  competent  and  relative  as  showing  the  state  of  the 
art  in  respect  to  improvements  in  the  manufacture  of  cook- 
ing stoves  at  the  date  of  the  plaintiff's  invention.  No  no- 
tice was  necessary  in  order  to  justify  the  admission  of  evi- 
dence for  this  purpose. 

The  plaintiff,  in  the  course  of  the  trial,  was  offered  as  a 
witness,  and  objected  to  by  the  defendants  as  incompetent, 
and  his  testimony  was  excluded.  It  is  admitted  that  the 
testimony  of  the  parties  to  the  suit  is  competent,  according 
to  the  rules  of  evidence  in  the  State  courts  of  Ohio. 

The  thirty- fourth  section  of  the  Judiciary  Act  provides 
that  the  laws  of  the  several  States,  with  the  exceptions 
there  stated,  shall  be  regarded  as  rules  of  decision  in  trials 
at  common  law  in  the  courts  of  the  United  States.  Tliis 
section  has  been  construed  to  include  the  rules  of  evidence 
prescribed  by  the  laws  of  the  State  in  all  civil  cases  at  com- 
mon law  not  within  the  exceptions  therein  mentioned.  The 
point  has  not  been,  perhaps,  expressly  decided  in  a  case 
reported  in  this  court,  but  the  principle  has  been  recog- 
nized in  several  cases.  McNeil  9.  Holbrook,  12  Peters,  89; 
Sims  V.  Hundley,  6  How.  1 ;  U.  S.  v,  Reid,  12  How.  861. 

The  facts  which  this  witness  offered  to  prove  are  not 
stated  in  the  bill  of  exceptions.  We  cannot,  therefore,  dis- 
regard the  exceptions  upon  the  idea  that  the  testimony 
could  not  have  been  material,  or  could  not  have  changed 
the  result  of  the  verdict. 

Judgment  reversed — venire  de  novo. 
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GUSTAVUS  L.  HAUSSKNEOHT,  PLPP.  IN  El 
NORTON  F.  OLAYPOOL  and  WILLL^M  I 

1  Black.  481-485.    Deo.  Term,  1861. 

LBk.  17,  L.  ed.  172 ;  2  Whit.  18.] 
Argued  March  10,  1862.     Decided  Maroh  17,  16 

Competency  of  toitneea.     Rule  of  evidence.     Slate  law. 

Uy  of  tcitnees. 

1.  Where  the  only  qaesiion  presented  npon  the  bill  of 

was  whether  or  not  the  plaintifP  was  a  competent 
give  testimony  in  his  own  behalf;  and  according  t 
of  the  State  in  which  the  suit  was  brooght,  he  wac 
tent  witness,  held  that  the  case  fell  within  the  < 
Yance  v.  Gamphell,  1  Black,  481,  [p.  117  ante,]  tha 
of  evidence  prescribed  by  State  law  were  those  oj 
for  United  States  courts  while  sitting  within  the  lii 
State,  and  the  plaintifP  was  held  competent     (p.  1' 

2.  Where  the  bill  states  that  on  the  trial,  the  plaintiff, 

the  issne  on  his  part,  offered  himself  as  witness,  an< 
sel  claimed  he  was  competent,  &c.,  held  that  ei 
stated  to  imply  the  materiality  of  the  witness,     (p. 

rCitatJons  in  opinion  of  the  court :] 

Vance  v.  Campbell,  1  Black,  427,  [p.  117  an(ej  p.  142. 

In  error  to  the  Circuit  Court  of  the  United  Stati 
Southern  District  of  Ohio. 
The  question  involved  in  this  case  is  stated  by  t 

Messrs.  Lee  and  Fisher,  of  Ohio,  for  plawiiff 
Section  310  of  the  Ohio  code  of  civil  procedure  re; 
^^No  person  shall  be  disqualified  as  a  witness  in 
action  or  proceeding  by  reason  of  his  interest  in 
of  the  same,  as  a  party  or  otherwise,  or  by  reas^ 
conviction  of  a  crime,  but  such  interest  or  convici 
be  shown  for  the  purpose  of  affecting  his  credibili 

•See  Explanation  of  Notes,  page  III. 
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*^The  d4tli  Section  of  the  Jddickry  A^  of  1780  jvrovtdei 
that  the  laws  of  the  serefal  Si)ate9,  except  where  the  Con- 
stitution, treaties^  or  statutes  of  the  United  States  shall 
otherwise  require  or  provide,  shall  be  regarded  as  rules  of 
decision  in  trials  at  common  law,  in  the  courts  of  the  United 
States,  in  cases  where  they  apply."  It  would  seem  to  re- 
quire no  proof  to  show  that  a  rule  of  evidence  was  ^  ^  a  rule 
of  decision,"  wil^ln  the  meaning  of  this  act.  But  thto 
court  has  expressly  decided  that  question.  McNiel  n.  Hol- 
brook,  12  Pet.  84. 

In  deciding  the  case,  Chief  Justice  Taney  says,  in  speak- 
ing of  this  34th  section  of  the  act  of  1789,  ''  the  object  of 
the  law  of  Congress  was  to  make  the  rules  of  decisions  in 
Courts  of  the  United  States  the  same  with  those  of  the 
States,  taking  care  to  pres^re  the  rights  of  the  United 
States  by  the  exceptions  contained  in  the  same  section." 
Again  in  the  case  of  Sims  z^.  Hundley,  6  How.  1,  Chief  Jus- 
tice Taney  says :  '^  The  rules  of  evidence  prescribed  by  the 
statute  of  a  State  are  always  followed  by  the  courts  of  the 
United  States  when  ritting  in  the  State  in  commercial  cases, 
as  well  as  in  otherSi" 

Thin  same  questi<m  wad  decided  in  the  same  way  by  Mr. 
Justice  Nelson,  in  one  of  the  districts  of  New  York,  in  the 
case  of  U.  S.  n.  Fuinass,  and  in  the  case  of  U.  S.  t.  Dun- 
ham, decided  by  Jadge  Curtis  in  the  District  of  Massachu- 
setts, and  reported  in  the  Monthly  Law  Reporter  fw  July, 
1850. 

In  Smith  D.  Carrinfs^ton,  4  Cranch,  63,  this  court  held 
that,  if  evidence  were  illegally  admitted,  the  court  could 
not  inquire  into  its  weight  or  im])Ortance,  but  would  re- 
verse the  judgment ;  and  we  suppose  the  converse  of  this 
proposition  is  equally  true,  and  if  evidence  be  illegally  re- 
jected, this  court  will  not  inquire  into  Its  importance^  but 
will  reverse  the  judgment. 

Mr,  Lincoliiy  of  Ohio,  for  defendant  in  error. 

It  is  true,  as  claimed  on  behalf  of  the  plaintiff  in  error, 
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^fbat  the  laws  of  the  sereral  States,  except  whevfl 
stitatioii,  treaties,  or  statutes  of  the  United  Stai 
otherwise  require  or  pioTide,  shall  be  regarded  ai 
decision,  in  trials  at  common  law  in  the  coarts  of  tl 
States,  in  the  cases  where  they  apply.'^  And  it  is 
that  the  code  of  dril  prooednre  of  the  State  of  C 
Tides,  in  its  810th  section,  that  '*no  -pemoa  shal 
qitalified  as  a  witness  in  any  civil  action  or  procei 
reason  of  his  interest  in  the  event  of  the  same,  a 
or  otherwise."    Bnt  the  same  code,  in  its  604th  ai 
sections,  enacts,  that  its  provisions  shall  not  alFi 
special  statutory  remedy,''  and  that  **  where  by  i 
civil  action,  legal  or  equitable,  is  gfven,  and  the 
proceeding  therein  is  prescribed,  this  code  shall  n 
the  proceedings  under  such  statute,  until  the  Lej 
shall  otherwise  provide ;  but  the  parties  may,  if 
fit,  proceed  under  this  act,  and  in  all  such  cases,  ] 
it  may  be  consistent  with  the  statute  giving  such 
and  practicable  under  this  code,  the  proceedings 
conducted  in  conformity  thereto."    And  it  is  pro^ 
the  same  code,  section  106,  ^^  that  every  pleading 
must  be  verified  by  the  affidavit  of  the  party,  bis 
attorney  ;"  and  in  sections  83,  85,  and  93,  ^^that  t 
of  pleading  heretofore  existing  are  abolished,"  a 
the  pleadings  shall  contain  *'a  statement  of  the  ft 
stituting  the  cause  of  action  (or  the  defense),  in  < 
and  concise  language."     Is  an  action  for  the  infrii 
of  rights  secured  by  a  patent,  in  which  the  plead 
specifically  regulated  by  the  act  of  Congress,  a 
which  the  provisions  of  the  Ohio  code  necessarily  \ 
It  will  be  perceived  that  the  provisions  of  the  si 
Ohio,  which  makes  the  parties  to  the  record  compe 
nesses,  are  by  no  means  of  universal  application, 
sign  of  the  new  system  of  civil  procedure  was  tc 
all  distinctions  between  the  pleadings  in  cases  at 
in  equity,  and  to  simplify  issues,  by  requiring  th 
ings  to  be  in  ordinary  language,  and  to  be  verified  ^ 
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and  to  abbreviate  trials  by  permitting  the  parties  to  testify. 
But  it  was  evidently  not  designed  to  apply  the  new  mles 
of  evidence  to  cases  where  the  new  system  of  pleading  is 
inapplicable. 

And  so  it  was  expressly  enacted,  in  section  605,  that  the 
provisions  of  the  code  should  not  apply  to  statatory  pro- 
ceedings, unless  in  cases  where  the  parties  should  elect  to 
proceed  under  the  act.  If  the  State  courts  had  had  juris- 
diction of  cases  like  the  one  disclosed  in  the  present  record, 
and  the  pleadings,  under  an  Ohio  statute,  had  been  such 
as  they  were  in  this  case,  we  could  have  claimed  that  the, 
parties  to  the  action  were  not  competent  witnesses. 

But,  at  all  events,  the  judgment  in  the  present  action 
cannot  be  reversed  because  of  the  exclusion  of  the  plain- 
tiff's evidence.  The  record  discloses  nothing  more  than 
that  the  plaintiff  offered  himself  as  a  witness,  that  the 
court  refused  to  permit  him  to  testify,  and  that  he  eccepted. 
It  is  not  shown  that  his  evidence,  if  admitted,  would  have 
been  material ;  nor  does  it  api)ear  that  the  exception  was 
taken  at  the  time.  And  all  presumptions  are  against  the 
existence  of  error. 

It  is  a  well  settled  proposition,  that  error  is  never  to  be 
presumed.  And  the  admission,  or  the  rejection,  of  testi- 
mony is  relied  upon,  as  a  cause  for  reversing  a  judgment, 
it  must  apx)ear  affirmatively,  that  such  evidence  was  mate- 
rial. 

Mr.  Justice  Nelson  delivered  the  opinion  of  the  court. 

This  is  a  writ  of  error  to  the  Circuit  Court  of  the  United 
States  for  the  Southern  District  of  Ohio. 

The  suit  was  brought  by  the  plaintiff  in  error  against  the 
defendants  for  the  infringement  of  a  patent  for  an  improve- 
ment in  the  running  gear  of  carriages.  The  verdict  and 
judgment  were  for  the  defendants. 

The  only  question  presented  in  the  bill  of  exceptions  is, 
whether  or  not  the  plaintiff  was  a  competent  witness  to 
give  testimony  in  his  own  behalf.    According  to  the  law  of 
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Ohio,  parties  are  competent  witnesses.  The  case  falls 
within  the  opinion  of  the  conrt  just  delivered  in  the  case 
of  Vance  v.  Campbell,  1  Black,  427  [p.  117  ante].  It  is  ob- 
jected that  the  bill  of  exceptions  does  not  state  that  the 
witness  was  material,  and  hence  there  could  be  no  error  in 
his  exclusion.  The  bill  of  exceptions  is  brief,  presenting 
only  this  single  question,  and  stating  no  more  of  the  case 
than  is  necessary  to  present  it,  which  practice  the  court 
commends. 

The  bill  states  that  on  the  trial  the  plaintiff,  to  sustain 
the  issue  on  his  part,  offered  himself  as  a  witness,  and  his 
counsel  claimed  he  was  competent,  &c.  Though  it  would 
have  been  more  in  conformity  with  the  usual  practice  to 
have  stated  that  the  witness  was  material  to  sustain  the  is- 
sue, we  think  that  enough  is  stated  to  imply  the  material- 
ity, and  that  this  objection  cannot  be  maintained. 

Judgment  reversed — venire  de  novo. 

CHtedt 

Ih  SuFBxm  OouBTS  nr: 
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Oravelle  «.  Minn.  &  St  L.  R  Oa,  Dec.  188L    8  McCrazy,  885 ; 
16  Fed.  Bep.  486. 
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MATTHIAS  B.   WRIGHT  AND  JOHN  0 
PLAINTIFFS  IN  BBBOR,  v.  HOSES  BA 

9BlaclL580.    3eo. Term,  1802. 
(Bk.  U,  L.  fl4.  SM;  2  Wlvlt  17.] 
Submitted  December  15,  1862.     Decided  J^naarj 
Jutfieiof^  AHf  1789,  §ee.  M.    ^vMetiee.     Btcdi 

L  XTndertbe  Jodidarf  A0«^178O,«M.84,tbeitate^ 
of  the  8Ufta9  of  ibe  Vwm  te  mitpMi  to  «ividmf( 
comipou  1ft w  are  obligatorjr  upon  j^M^g^P  i>  tbe  0 
United  Statee  to  ^pplj  tbem  m  nUtfi  of  dM«ion 
of  mcib  engpff,     (p.  147 )« 

{RtelieiM  in  opfnion  of  the  eoart :] 

Wftymftn  ».  Southard,  10  Wkeat.  1,  p.  147. 
UoHM  V.  BMbrook,  12  Pet.  64,  |^  14«. 
Sims  e.  Hundley,  6  How,  1,  p.  148. 

In  error  to  the  Circuit  Court  of  the  United  BU 
Southern  District  of  Ohio. 

This  ftctioB  was  commenced  in  the  court  bel 
plaintiffs  in  erfor,  claiming  damages  for  the  in: 
of  a  patent  of  which  they  were  the  assignees.  1 
ladgffteut  were  for  the  defendant,  and  the  plainti 
the  case  to  this  court  by  writ  of  c^ror. 

The  point  on  which  the  case  turned  appears  in 
pf  the  court 

Messrs  Lee  and  Fisher,  qf  OMo^for  plaifUiJf 
Bj  the  law  of  Ohio,  the  parties  to  a  cauM  are 
witnesaee  in  it.  Slate  laws  of  OTidence  are  rul 
sion  in  civil  trials  at  the  common  law  before  co 
United  State*.  CItU  Code  of  Ohio,  §  810 ;  act  c 
18S8^  amending  code;  McNiel  t.  Holbrook,  1 
Sims  'S.  Hundley,  6  How.  1 ;  U.  8.  «.  Dunhan 
Law  Reporter,  July,  1868. 
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In  Smith  v.  Carrington,  4  Crancli,  62,  this  conrt  held,  that 
if  evidence  were  illegally  admitted,  the  coart  could  not  in- 
quire into  its  weight  or  importance,  but  would  reverse  the 
judgment ;  and  we  suppose  the  converse  of  this  proposi- 
tion is  equally  true,  and  if  evidence  be  illegally  rejected, 
this  court  will  not  inquire  into  its  importance,  but  will  re- 
verse the  judgment. 

The  record  shows,  in  this  case,  that  after  the  trial  began 
the  defendant  was  permitted  to  file  his  notice  of  special 
matter,  attacking  the  novelty  of  the  patent,  and  to  give 
evidence,  under  said  notice  of  want  of  novelty.  The  notices 
had  been  served  in  due  time,  but  were  not  filed  till  after  the 
trial  began.  Now,  we  claim,  a  defendant  must  file  his 
served  notices  before  the  trial  begins.  What  is  a  notice,  in 
effect,  but  a  special  plea }  It  is  substituted  for  such  a  plea. 
See  sec.  15,  act  1836 ;  Evans  v.  Eaton,  8  W.  454  [4  Am.  & 
Eng.  16]  ;  Wilder  v.  Gayler,  1  Blatchf.  697 ;  Phelps  v. 
Comstock,  4  McLean,  525. 

J/r.  -B.  M.  Corwine^  /or  d^endant  in  error. 

Mr.  Justice  Wayke  delivered  the  opinion  of  the  court. 

The  plaintiff  in  error  seeks  for  a  reversal  of  the  judg- 
ment in  this  case,  for  errors  alleged  to  have  occurred  ui>on 
the  trial  of  it  in  the  court  below,  but  our  attention  having 
been  called  to  the  rejection  of  a  witness,  we  shall  confine 
ourselves  to  that  assignment  of  error,  without  considering 
such  of  them  as  relate  to  the  merits  of  the  litigation  or  to 
the  admission  of  the  deposition  of  A.  B.  Dickerson,  taken 
de  bene  esse^  as  evidence  in  the  case. 

The  error  complained  of  is,  that  the  court  erred  in  refus- 
ing to  allow  one  of  the  plaintiffs,  Matthias  B.  Wright,  to 
testify  as  a  witness  in  the  cause.  « 

The  cause  was  tried  in  the  Circuit  Conrt  of  the  United 
States,  sitting  at  Cincinnati,  Ohio.  In  the  year  1863,  the 
Legislature  of  that  State  passed  a  statute  entitled  ''An  Act 
to  establish  a  Code  of  Civil  Procedure,"  in  which  it  is  de- 
clared that  ^'no  person  shall  be  disqualified  as  a  witness  in 
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any  civil  action  or  proceding  by  reason  of  his  interest  in 
the  event  of  the  same,  as  a  party  or  otherwise,  or  by  reason 
of  his  conviction  of  a  crime,  but  such  entries  or  conviction 
may  be  shown  for  the  purpose  of  affecting  his  credibility." 
This  statute  was  in  force  at  the  time  of  this  trial.  Wright, 
one  of  the  plaintiffs,  was  offered  as  a  witness  under  it,  but 
was  rejected  by  the  court  as  incompetent  to  testify,  by 
reason  of  his  interest  in  the  event  of  the  suit,  and  because 
of  a  rule  of  court,  which  it  was  said  excluded  such  a  wit- 
ness from  examination  unless  previous  notice  had  been  given 
to  the  opposite  party  of  an  intention  to  examine  him. 

It  appears,'  however,  whatever  may  have  been  the  intended 
application  of  that  rule,  under  the  '*Code  of  Civil  Proce- 
dure" or  otherwise,  that  it  had  become  inoperative  by  the 
repeal  in  the  year  1858  of  that  section  of  the  Ohio  Code 
which  required  such  a  notice  to  be  given.  The  repealing 
act  of  1868  is  a  statute  to  amend  the  313th  and  314th  sec- 
tions of  the  Code  of  Civil  Procedure. 

The  rejection  of  Wright,  then,  as  a  witness,  for  incompe- 
tency to  testify  in  his  own  behalf,  raises  again,  in  this  court, 
the  question  whether  the  statutory  enactments  of  the  States 
of  the  Union,  in  respect  to  evidence  in  cases  at  common 
law,  are  not  obligatory  upon  judges  in  the  courts  of  the 
Unit^  States  to  apply  them  as  rules  of  decision  in  the 
trials  of  such  cases. 

The  34th  section  of  the  Judiciary  Act  of  the  24th  Sep- 
tember, 1789  (Stat,  at  L.,  73),  is  in  these  words :  "that  the 
laws  of  the  several  States,  except  where  the  Constitution, 
treaties,  or  statutes  of  the  United  States  shall  otherwise  re- 
quire or  provide,  shall  be  regarded  as  'rules  of  decision'  in 
trials  at  common  law  in  the  courts  of  the  United  States, 
in  cases  where  they  apply."  Meaning  by  the  word  "  trials, '^ 
as  this  court  has  said  in  Wayman  v.  Southard,  10  Wheat., 
matters  of  controversy,  and  not  to  executions  and  the  mode 
of  executing  them.  As  to  the  application  and  the  extent 
of  the  allowances  of  the  laws  of  the  States  in  such  cases,  this 
court  gave  its  interpretation  of  the  34th  section  very  fully 
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in  HcNidl  t^.  HolfaFook,  13  Petan,  84  W#  tbdm  wd :  ^'Wo 
do  not  pepoeive  aajr  fttfllcient  le^flon  fi»r  io  mMtraing  thi« 
aet  of  Ck>ngre0i  u  to  exelode  (rom  ito  piiovifiioM  thoM 
statotes  of  tbe  MFewl  States  wbiob  preBciiba  roles  of  eri^ 
de&oe  In  ciril  eacet  in  trials  at  commoa  law.  ladaed,  it 
would  be  difficult  to  n>aka  tbe  lawi  oi  tiie  State  ia  relatioa 
to  the  rights  of  piopertj  the  rale  of  deeisioa  in  the  Circait 
Goort,  witboat  aesoeiating  with  them  the  laws  of  the  «uoe 
State^  preserilHBg  the  roles  of  evidence  bjr  which  the  lighla 
of  property  must  be  decided.  How  eoald  the  courts  of  the 
United  Btates  decide  whether  property  had  been  legsUy 
tnuksf  erred,  unless  they  rasortod  to  the  laws  of  the  State  to 
ascertain  by  what  eFidence  the  transfer  most  he  established  t 
la  eome  cases  the  laws  of  the  States  reqiurs  written  eiri' 
denoe ;  in  others  it  dispenses  with  it,  and  permits  tlio  party 
to  pioire  his  case  by  parol  tsetiniony ;  and  what  rale  of 
evidence  eoold  the  courts  of  the  United  States  adopt  to 
decide  a  qnestion  of  property  bnt  the  rule  which  the  Leg* 
islature  of  the  State  has  prescribed  t  The  object  of  the 
law  of  Congreas  was  te  make  the  roles  of  decision  in  the 
eonrta  of  the  United  States  the  sanje  with  those  of  the 
States;  taking  care  to  preserve  the  rights  of  the  United 
States,  by  the  exceptions  contained  in  the  sane  sectioa. 
Justice  to  the  citizens  of  the  several  States  required  this  to 
be  done,  and  the  natural  import  of  the  woz4s  used  in  the 
act  of  Congress  includes  the  laws  in  relation  to  evidenos^  as 
well  as  the  laws  in  relation  to  property.  We  think  they 
are  both  embraced  in  it,  and  as  by  a  law  of  (}eoigia  the  in- 
dorsements on  these  notes  vras  made  prim4  fcuxle  evidence 
that  they  had  been  so  indorsed  by  the  proper  party,  we 
think  that  the  Circuit  Court  was  bound  to  regard  this  law 
as  a  rule  of  <>tridenes."  The  same  ruling  was  repeated  by 
this  court  in  Sims  v.  Hundley,  6  Howard,  1,  upon  a  question 
whether  a  notary's  certificate,  made  evidence  by  a  statute 
of  Mississippi,  was  admissible  in  the  Circuit  Court  of  the 
United  States  for  that  State^.  We  said,  it  is  true  that,  npon 
geneml  principles  of  commercial  law,  this  certificate  would 
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not  be  admiasible.  But  it  is  made  evidence  by  the  statutes 
of  Mississippi ;  and  the  rales  of  evidence  prescribed  by  the 
statute  of  a  State  are  always  followed  in  the  courts  of  the 
United  States  when  sitting  in  the  State,  in  commercial  cases 
as  well  as  in  others. 

Since  these  decisions  were  made,  the  judges  of  the  United 
States  courts  have  administered  the  laws  of  evidence  of  the 
States  in  conformity  with  them,  and  there  was  error  in  this 
case  by  the  court  below  for  not  having  done  so. 

For  such  rtdingj  we  direct  thai  thejvdgment  he  reversed^ 
and  order  a  venire  facias  de  novo. 
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DANIEL  S.  APPLETON  ET  AL.,   APPELLANTS,  v. 

STEUBEN  T.  BACON  ET  AL.* 

2  Blaok«  690-704.    Dec  Term,  isea. 

[BlL.  17,  L.  ed.  888;  2  Whit.  19.] 
Argraed  Janniuy  18,  1868.     Decided  Febrauy  9,  1863. 

Employer  and  Employ^     Inventor.     Contract     Patent  issued  to 

wrong  person. 

• 

1.  Where  an  inventor  was  nnder  contract  with  his  employer  to 

make  improyements  in  folding  machines  to  become  the  prop- 
erty of  his  employer,  held  that  the  employer  had  no  title  to 
improvements  made  after  the  contract  had  expired,     (p.  155). 

2.  Where  the  patent  had  been  issned  to  the  wrong  person  it  was 

directed  that  it  should  be  sorrendered  and  canceled,    (p.  156). 

Api)eal  from  the  Circuit  Court  of  the  United  States  for 
the  District  of  Columbia. 

This  cause  comes  to  this  court  on  appeal  from  the  equity 
side  of  the  Circuit  Court  of  the  District  of  Columbia. 

A  bill  was  filed  in  the  court  below  by  the  said  Daniel  S., 
GFeorge  S.,  John  A.,  Samuel  F.,  and  William  H.  Appleton, 
against  Steuben  T.  Bacon  and  John  North,  charging  the 
said  Bacon  with  having  obtained  by  fraud  the  issue  of  cer- 
tain letters  patent  for  a  machine  for  folding  jaq^Tj  to  him, 
as  the  assignee  of  said  North,  and  praying  an  injunction 
against  said  Bacon  to  restrain  him  from  the  use  of  said 
patent,  and  that  he  be  decreed  to  surrender  said  patent  for 
cancellation,  &c. 

The  letters  patent  embraced  fire  claims,  and  the  circuit 
court  decreed  that  Bacon  should  be  required  to  file  a  dis- 
claimer of  the  fifth  claim  in  the  Patent  OflSce,  and  dis- 
missed the  bill  as  to  the  remaining  four  claims. 

Both  parties  appealed  from  this  decree. 

The  case  is  further  stated  by  the  court. 

Mr.  McCalia  and  Mr.  Bradley^  for  appeUarUSj  said  the 

*Se6  Explanation  of  Notes,  page  lit. 
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daims  Numbered  I,  II,  III  and  IV  were  not  discovered  hy 
North,  and  advanced  to  a  patentable  fonn  by  North,  dur- 
ing his  employment  by  Bacon. 

The  conclnsive  answer  to  the  whole  pretension  is,  that 
the  machine  upon  which  North  was  experimenting  when 
nnder  contract  to  Bacon  was  not  practically  oseful.  This 
is  shown  by  the  testimony  of  every  witness  who  testified 
on  that  sul^ect. 

Mr,  Carlisle  and  Mr.  Webb^/or  appellees^  said  the  com- 
plainants knew  that  Bacon  and  North  were  engaged 
together,  under  subsisting  agreements,  in  efforts  to  de- 
velop and  perfect  improvements  in  book  and  paper  fold- 
ing machinery.  In  their  own  establishment  under  their 
immediate  observation,  and  with  their  fnll  knowledge,  the 
machine  was  exhibited  and  here  too»  were  the  experiments 
made  which  resulted  in  the  discovery  of  most  of  the  fea- 
tures that  gave  the  machine  its  value.  And  all  this  time 
North  was  the  working  mechanic  and  Bacon  the  proprietor 
of  the  machine,  paying  for  the  labor  and  material,  and 
looking  to  the  future  profits  to  be  derived  from  the  monop- 
oly of  the  results  secured  to  Mm  by  his  agreement  with 
North,  for  compensation. 

Mr.  Justice  Nblsoit  delivered  the  opinion  of  the  court. 

This  is  an  appeal  from  the  Circuit  Court  of  the  United 
States  for  the  District  of  Columbia. 

The  bill  was  filed  by  the  plaintiffs  against  the  defendant, 
Bacon,  to  compel  him  to  surrender  and  cancel  letters 
patent  for  a  new  and  useful  machine  for  folding  paper, 
granted  10th  of  August,  1868.  Both  parties  set  up  a 
claim  to  the  invention  as  assignees  of  John  North,  the  in- 
ventor. The  assignments  to  the  plaintiffs  were  made  un- 
der the  dates  of  12th  of  August,  1858,  and  7th  July,  1869. 
The  defendant  claims  nnder  an  agreement  made  between 
North  and  the  American  Book  and  Paper  Folding  Com- 
pany, dated  6rh  of  February,  1864,  and  between  the  same 
Company  and  Newell  and  John  North,  2d  of  May,  1854, 
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ftiid  by  a  subsequent  rerbal  agfMment  between  the  defend- 
ftnt  and  John  Norths  sometime  in  May,  1866. 

jLccordii^  to  the  terms  of  the  two  written  agreements 
between  North  and  the  American  Company,  the  former 
stipulated  to  engage  in  the  service  of  the  Company,  and 
demote  himself  to  the  making  of  improvoients  in  paper 
folding  machines^  for  a  compensation  mentioned;  and 
further,  that  all  improvements  and  inyentions  made  or  dis> 
covered  should  be  the  property  of  the  Company ;  and  that 
he  would  take  all  proper  steps  for  the  purpose  of  procur- 
ing patents  for  said  improtements.  It  was  further  stlpn- 
lated  that  this  agreement  may  be  terminated  by  North  on 
giving  three  months'  notice^  after  having  served  one  year, 
and  the  Company  at  any  time  on  giving  thirty  days'  notice. 

This  Comjiany,  having  subsequently  resolved  to  close 
their  business,  gave  a  written  notice  to  North  on  the  90th  of 
May,  1857,  that  his  services  would  be  longer  required. 
And^  about  the  same  time^  sold  at  auction,  among  other 
things,  their  interest  in  the  improvements  made  by  North 
in  paper  folding  machines,  including  a  patent  issued  16th  of 
April,  18Rd,  to  North  and  another,  issued  to  K  N.  Smith, 
97th  of  November,  1840,  and  re  issued  7th  of  January, 
1861,  which  interests  and  property  were  purchased  by  one 
Anson  Hardy.  And,  on  the  Ist  of  July,  1866,  said  Hardy 
assigned  all  his  interest  in  the  property  to  Bacon,  the  de- 
fendant. 

The  defendant,  after  his  purchase  of  these  machines, 
made  a  verbal  arrangement  with  North  to  enter  into  his 
service  and  devote  himself  to  making  improvements  in 
folding  machines,  upon  the  same  terms  and  conditions  as 
those  under  which  he  had  been  praviously  engaged  with 
the  Company.  This  arrangement  continu^  till  about  the 
middle  of  July,  1857«  when  he  left  the  service  of  the  de- 
fendant and  engaged  in  the  manufacture  of  sewing  ma- 
chines. Now,  it  is  claimed,  by  the  defendant,  that  the  in- 
ventions or  improvements  embraced  in  the  paper  folding 
machine  in  question  were  the  fruits  of  the  labors  of  Nort)^ 
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while  engaged  in  his,  the  defendant's,  service,  and  when 
he  was  entitled  to  the  benefit  of  his  discoveries,  or,  when 
he  (North)  was  engaged  in  the  service  of  the  American 
Paper  Folding  Company,  who  were  entitled  to  the  benefit 
of  these  discoveries,  and  which  passed  to  him,  the  defend- 
ant, by  assignment.  The  right,  as  thus  derived,  consti- 
tutes the  title  of  the  defendant  to  the  invention  and  patent 
in  controversy. 

It  has  already  been  stated,  that  among  the  proi>erty 
which  passed  to  the  defendant  from  the  American  Com- 
pany through  Hardy,  was  the  patent  to  North  for  a  paper 
folding  machine  issued  16th  of  April,  1856.  The  labors  of 
North,  while  in  the  service  of  the  defendant,  were  devoted 
to  improvements  upon  this  machine,  and  it  is  this  ma- 
chine, as  improved  in  July,  1857,  when  North  left  the  ser- 
vice of  the  defendant,  that  it  is  claimed  embodied  the  in- 
vention and  improvements  in  question,  and  for  which  a 
patent  was  issued  to  the  defendant  10th  of  August,  1868. 
The  circumstances  under  which  this  patent  was  issued 
will  be  stated  hereafter.  For  the  present,  our  inquiry  is, 
whether  or  not  North  made  these  discoveries  while  engaged 
in  the  service  of  the  defendant,  or  in  the  service  of  the 
American  Folding  Company. 

North,  who  was  made  a  defendant  and  a  party  on  the 
record,  was  called  as  a  witness  on  the  part  of  the  plaintiffs, 
and  very  fully  examined  on  both  sides.  No  objection  is 
taken  to  the  competency  of  his  testimony  before  the  ofllcer 
taking  it,  nor  in  the  brief  in  this  court,  and  we  must  re- 
gard it,  therefore,  as  admitted  by  consent.  This  witness, 
after  giving  a  history  of  the  machine,  of  its  exhibition  at 
the  fair  of  the  American  Institute  in  the  fall  of  1866,  and 
also  at  Appletons'  bindery,  in  Frankiin  street,  in  the  city 
of  New  York,  in  February,  1857,  and  of  some  improve- 
ments made  upon  it  at  that  place,  states,  that  about  the 
1st  of  June,  1857,  he  removed  the  machine  to  a  shop  in 
Middletown,  Connecticut,  and  worked  upon  it  there  some 
six  weeks,  endeavoring  to  improve  it,  but  with  no  good 
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rmulto ;  gave  np  the  effort  and  w«at  into  other  bnsineee — 
making  sewing  machines.  This  was  about  the  middle  of 
July,  1867. 

The  difficulties  in  the  working  of  the  machine  while  at 
Appletons',  and  at  Middletown,  were  in  the  adjustment  to 
correspond  with  the  different  signatures — ^the  register,  also, 
was  imperfect — ^and  a  fullness  in  the  sheet  which  wrinkled 
it. 

This  machine  was  afterwards  removed  to  Colt's  armory, 
in  Hartford,  Connecticut ;  and  we  have  the  testimony  of 
E.  K.  Boot,  a  witness  for  the  defendant,  and  mechanical 
engineer — who  examined  it  there,  and  saw  it  in  operation. 
He  was  asked :  ^'01  the  sheets  you  have  seen  folded  on 
that  machine,  what  proportion  were  crimped  or  wrinkled, 
and  to  what  amount  f '  Answer :  '^  My  impression  is  that 
about  one-half  were  wrinkled  more  or  less — pretty  much 
all  on  one  side  of  the  machine — so  much  as  to  be  objection- 
able.'* **  To  what  extent,  if  at  all,  would  you  consider  the 
amount  of  wrinkling  you  observed  as  affecting  of  itself  the 
practical  value  of  the  machine?''  Answer:  ^^  I  should  say 
it  would  prevent  its  use  on  all  good  book  work." 

This  testimony  is  confirmed  by  two  other  witnesses^ 
Gavet  and  Mathews. 

The  machine  to  which  these  witnesses  refer  and  speak  of 
embodied  all  the  improvements  ever  made  upon  it  by 
North.  Indeed,  it  is  admitted  he  made  none  after  the 
middle  of  July,  1857,  and  it  is  quite  clear  from  the  evi- 
dence that  it  was  an  unsuccessful  experiment  as  a  practi- 
cal folding  machine,  and  abandoned  by  him  as  such. 

In  the  spring  of  1868,  North,  at  the  solicitation  of  Ma- 
thews, who  had  charge  of  the  bindery  department  of  the 
Appletons,  turned  his  attention  to  the  invention  of  a  ma- 
chine that  would  fold  the  size  of  duodecimo  sheets,  all  the 
previous  machines  that  had  been  constructed  having  been 
adapted  only  to  the  folding  of  octavo  volumes.  As  five- 
sixths  of  the  business  of  book  folding  was  of  the  small 
size,  the  invention  was  regarded  as  a  great  desideratum. 
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This  is  the  machine  afterwards  produced  by  North,  and 
for  which  he  applied  to  the  Patent  Office  for  a  patent 
The  necessary  papers,  model,  and  certificate  of  payment  of 
the  patent  fee  were  forwarded  to  the  office  27th  of  May, 
1868.  The  machine  will  fold  books  of  both  octavo  and 
twelve  mo  size  entire  success. 

The  i)apers  and  model  were  filed  in  the  Patent  Office 
10th  June,  1868,  and  the  patent  issued  to  S.  T.  Bacon,  the 
defendant,  instead  of  to  John  North,  the  inventor,  on  the 
10th  August  following,  and  this  withoat  any  previous 
notice  to  him.  How  this  happened  in  the  Commissioners^ 
office  has  not  been  explained.  It  was  a  very  grave  irregu- 
larity. The  specification  on  file  was  in  the  name  of  North, 
the  application  in  his  name,  and  the  patent  fee  paid  by 
him.  We  have  seen  the  defendant,  to  whom  it  was  issued, 
had  no  right  to  it,  legal  or  equitable.  The  officer  must 
have  been  imposed  upon  by  the  use  of  the  old  machine  of 
1866,  which  we  have  seen  was  but  an  unsuccessful  experi- 
ment, and  abandoned.  The  plaintiffs,  as  assignees  of  North, 
have  made  out  a  clear  right  to  the  patent,  and  the  decree 
qf  the  court  below  must  be  reversed  and  the  cause  remitted^ 
with  instructions  to  enter  a  decree  for  the  plaintiffs^  di- 
recting the  d^endant  to  surrender  the  patent  to  be  can- 
celed. 

protest 

1.  Employer  and  Inventor.     Implied  license. 

McGlurg  V.  Eingsland,  1  How.  202  [4  Am.  &  Eng.  882]. 

Hapgood  V,  Hewitt,  119  U.  S.  226. 

Lawtber  v.  Hamilton,  124  U.  S,  and  see 

Union  Paper  Collar  Ca  v.  Van  Dusen,  23  Wall.  530. 

Worley  v.  Loker  Tobacco  Co.,  104  U.  S.  8i0. 
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BENJAMIN  D.  GODFREY.* 

1  Wall^  7S.80.    0eo.  Verm*  M0S. 

[Bk.  17,  L.  ed.  647 ;  2  Whit.  24.] 

Argaed  December  21,  1863.     Decided  Janaar7  18,  1864 

ConMncUion.     Infringement.     Particular  patent  construed. 

1.  There  is  no  infringement  of  a  patent  which  claims  mechanical 

powers  in  combination,  unless  all  the  parts  have  been  sab- 
stantiallj  nsed.  The  nse  of  a  part  less  than  the  whole  is  no 
infringement,     (p.  159.) 

2.  Where  letters  patent  No.  10,508,  B.  L.  Lewis,  March  2,  1858, 

Boot-Tree,  was  constmed  to  be  for  a  combination  of  mechani- 
cal powers  to  effect  a  nsefnl  result,  held  that  there  was  no  in- 
fringement unless  the  whole  combination  was  nsed;  and  that 
if  all  parts  but  one  were  used  and  for  that  was  substituted  an- 
other mechanical  structure  substantially  different  in  its  con- 
struction and  operation  but  serring  the  same  purposei  it  did 
not  constitute  an  infringement     (p.  161.) 

[Citations  in  opinion  of  tlie  court :] 

Frouty  v.  Buggies,  16  Pet.  336  [4  Am.  &  £nff«  351],  p.  160. 

In  error  to  the  Circuit  Court  of  the  United  States  for  the 
District  of  Massachusetts. 

This  action  was  commenced  in  the  court  below  by  the 
defendant  in  error,  to  recover  damages  for  the  infringe- 
ment of  a  patent.  The  trial  resulted  in  a  verdict  and  judg- 
ment for  the  plaintiff,  and  the  defendant  brought  the  case 
to  this  court. 

The  case  is  sufficiently  stated  in  the  opinion. 

Mr.  Causten  Browne,  for  defendant  in  error. 

The  special  form  and  operation  of  the  distending  mechan- 
ism are  not  material,  so  far  as  regards  the  invention  of  the 
plaintiff;  the  essence  of  which  is,  establishing  a  certain 

•  See  Explanation  of  Notes,  pagellL 
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mechanical  relaticm  between  the  distending  mechanism  and 
the  boot-tree,  swivel,  bearing,  tnming  joamal  and  support- 
ing stand,  so  as  to  distend  the  parts  of  the  tree  while  so 
supported,  and  hold  them  so  distended  while  the  tree  is 
tamed  over  and  over,  about  its  bearing,  as  desired. 

Unquestionably,  the  patentee  might  hare  so  described 
and  claimed  this  element  (the  distending  mechanism)  in  his 
combination  as  to  include  only  one  construction  of  the  dis- 
tending instrument  itself.  But  it  is  submitted,  as  clear 
upon  the  patent,  that  he  has  not  done  so,  and  that  for  that 
reason  his  case  is  distinguished  from  Prouty  v.  Ruggles,  10 
Pet.  841  [4  Am.  &  Eng.  861] ;  Carver  9.  Hyde,  16  Pet.  618 
[4  Am.  &  Eng.  867] ;  Stimpson  9.  B.  A;  S.  R.  R.  Co.,  10 
How.  339  [6  Am.  &  Eng.  129]. 

The  general  construction  of  the  distending  mechanism, 
as  above  stated,  appears  to  have  been  new  with  the  pat- 
entee; and  on  that  ground  he  is  entitled  to  cover  any 
equivalent  for  i)erfomi]ng  the  same  operation. 

McCormick  t.  Talcott,  30  How.  407  [6  Am.  &  Eng.  410]. 

Mr.  Justice  Davis  delivered  the  opinion  of  the  court. 

This  was  a  writ  of  error  to  the  Circuit  Court  of  the  United 
States  for  the  District  of  Massachusetts. 

Godfrey  sued  Eames  in  an  action  on  the  case  for  infring- 
ing a  certain  patent  issued  to  Jarvis  Howe,  for  a  new  and 
useful  improvement  in  boot-trees,  of  which  patent  Godfrey 
was  the  assignee.  Eames  pleaded  not  guilty,  and  gave 
notice  of  special  matters  of  defense. 

This  case  was  tried  by  a  jury,  who  found  the  defendant 
guilty  and  assessed  the  damages  in  the  sum  of  $3,177.60. 

The  patent  was  for  a  combination  of  mechanical  powers 
for  a  new  and  useful  improvement  in  boot-trees.  The 
plaintiff  did  not  claim  that  the  defendant  had  used  the 
same  mechanism  that  he  did  for  distending  the  leg  of  the 
boot-tree,  but  had  used  all  the  other  parts  of  his  combina- 
tion, and  that  the  mechanism  which  the  defendant  used, 
although  differing  in  construction  and  operation  from  that 
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described  in  the  patent,  yet  performed  the  same  function. 
The  defendant  contended  that,  not  haying  used  the  me- 
chanism described  in  the  patent  for  distending  the  leg  of 
the  boot-tree,  although  he  had  used  the  other  parts  of  the 
combination,  he  was  not  guilty  of  infringing  the  patent, 
and  requested  the  court  so  to  rule. 

The  court  refused  to  rule  as  requested,  but  instructed 
the  jury  ^Uhat  to  make  out  an  infringement  of  the  first 
claim  in  the  patent  (the  claim  for  combination),  it  was  not 
necessary  for  the  plaintiff  to  show  that  the  mechanism  for 
distending,  used  by  the  defendant,  and  its  mode  of  opera- 
tion, were  the  same  with  that  described  in  the  plaintiff's 
patent  for  the  purpose  of  distending  the  boot-tree ;  and  if 
said  mechanism  for  distending  the  leg,  &c.,  used  by  the 
defendant,  was  not  the  same  mechanism,  operating  in  the 
same  manner  as  that  described  in  the  plaintiff's  patents  for 
the  same  purpose ;  still,  if  there  were  in  the  defendant's 
machine  a  mechanism  performing  the  same  fanction  as 
that  performed  by  plaintiff's  distending  mechanism,  and  if 
this  was  combined  with  the  other  parts  in  the  manner  in 
which  the  distending  mechanism  described  in  the  plain- 
tiff's patent  was  combined,  it  was  an  infringement  of  said 
patent"  and  the  defendant  would  be  liable  therefor. 

The  defendant  excepted  to  the  instractions  given  and  to 
the  refusal  of  the  court  to  instruct  as  prayed  for. 

(a)  The  patent  in  controversy  was  for  a  combination  of 
mechanical  powers  to  effect  a  useful  result,  and  such  a  i)at- 
ent  differs  essentially  in  its  principles  from  one  where  the 
subject-matter  is  new. 

The  law  is  well  settled  by  repeated  adjudications  in  this 
court  and  the  Circuit  Courts  of  the  United  States,  that 
there  is  no  infringement  of  a  patent  which  claims  mechani- 
cal powers  in  combination,  unless  all  the  parts  have  been 
substantially  used.  The  use  of  a  part  less  than  the  whole 
is  no  infringement. 

In  Prouty  v.  Buggies,  16  Pet.  341  [4  Am.  &  Eng.  361], 
(a)  Wallace  (page  79;  begins  Opinion  heie. 
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the  law  is  well  considered.  The  patent  there  was  for  the 
combination  of  certain  parts  of  a  plow,  arranged  together 
so  as  to  produce  a  certain  effect.  The  suit  was  for  an  in- 
fringement. The  court  below  had  charged  the  jury,  that 
unless  the  whole  combination  was  substantially  used  in  the 
defendant's  plow,  it  was  no  violation  of  the  plaintiff's 
patent.  Chief  Justice  Taney,  in  deciding  the  case,  said : 
*'None  of  the  parts  referred  to  are  new,  and  none  are 
claimed  as  new ;  nor  is  any  portion  of  the  combination  less 
than  the  whole  claimed  as  new,  or  stated  to  produce  any 
given  result.  The  end  in  view  is  proposed  to  be  accom- 
plished by  the  union  of  all,  arranged  and  combined  to- 
gether in  the  manner  described.  The  use  of  any  of  two  of 
these  parts  only,  or  of  two  combined  with  a  third,  which  is 
substantially  different  in  form  or  in  the  manner  of  its  ar- 
rangement and  connection  with  the  others,  is,  therefore, 
not  the  thing  patented.  It  is  not  the  same  combination  if 
it  substantially  differs  from  it  in  any  of  its  parts." 

Testing  this  case  by  these  principles,  the  court  erred  in 
charging  the  jury  as  it  did,  and  in  refusing  to  instruct  as 
asked  by  the  defendant.  There  is  nothing  in  the  record 
that  shows  in  what  manner  the  mechanism  used  by  Eames, 
in  distending  the  leg  of  the  boot-tree,  differed  from  that 
claimed  in  the  patent.  It  is  stated  that  the  mechanism 
nsed  by  Eames  was  different  in  its  construction  and  opera- 
tion, but  how  far  the  difference  extended  we  are  left  to 
conjecture.  It  is  fair  to  presume,  in  the  absence  of  proof, 
that  it  was  essentially  different.  If,  however,  the  mechanism 
used  by  Eames  was  not  substantially  different  in  its  form  or 
the  manner  of  its  arrangement  from  the  mechanism  used 
by  Godfrey,  there  was  an  infringement ;  but  this  was  a 
question  that  should  have  been  left  to  the  jury  to  pass  on. 
The  court  laid  down  a  broad  rule  without  qualification — 
that  althongh  Eames'  mechanism  for  distending  the  leg  of 
the  boot-tree  did  differ  in  its  construction  and  operation 
from  that  patented,  yet,  if  it  performed  the  same/unctions 
as  the  mechanism  in  the  combination,  there  was  an  in- 
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fringement.  This  view  of  the  law  waa  wrong  on  principle 
and  authority.  Eames  had  a  right  to  use  any  of  the  pai1» 
in  Godfrey's  combination,  if  he  did  not  nse  the  whole ; 
and  if  he  used  all  the  parts  but  one,  and  for  that  snbsti- 
mted  another  mechanical  structure,  substantially  different 
in  its  construction  and  operation  but  serving  the  same  pur- 
pose, he  was  not  guilty  of  an  infringement. 
JudgmerU  reversed  and  venire  awarded. 
Kote0t 

1.  The  nse  of  part  of  a  combination  less  than  the  whole  is  no  ia* 
fringement 

Pronty  v.  Buggies,  16  Pet  386  [4  Am*  <Sb  Eng.  851]. 

Siimpson  v.  Baikoad  Co.,  10  How.  S20  [5  Am.  &  Eng.  129]. 

Silsby  V.  Foots,  20  Haw.  878  [6  Am.  &  Eng.  892]. 

IfoCormiek  t;.  Talcott,  20  How.  402  [6  Am.  k  Eng.  410]. 

Case  V.  Brown,  2  Wall  280.  [p.  860  post^ 

Gould  v.  Bees,  15  Wall.  187. 

Garratt  a  Seibert,  Bk.  21,  L.  ed«  956. 

Dunbar  v.  Myers,  94  TT.  S.  187. 

Bohnmaeber  v.  Cornell,  96  U.  S.  549. 

Water  Meter  Co.  v.  Desper,  101  TT.  8.  832. 

Wieke  v.  Oatram,  103  U.  S.  461. 

Gage  V.  Herring,  107  U.  S.  640. 

Bowell  V.  Lindsay,  113  TT.  S.  97. 

Blake  v.  City  of  San  Franoisoo,  113  TT.  &  679. 
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2.  Not  infringed  by  snbstitntion  of  new  element, 

Brooks  V.  Fiske,  15  How.  212  [0  Am.  &  Eng.  15]. 
Gould  V.  Bees,  15  Wall.  187. 
Foller  V.  Tentzer,  94  TT.  S.  288. 
McMurray  t?.  Mallory,  111  TT.  S.  97. 
Signal  Co.  v.  Hall  Signal  Co.,  114  TT.  S.  87. 
Sbarp  V.  Beissuer,  119  TT.  S.  631. 
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J.  HERVEY  JONES,  ALEXANDER  M,  WALLING- 
FORD,  WILLIAM  K.  NIMICK  &  ALEXANDER 
NIMICK,  Partners,  doing  Easiness  under  the  Name  of 
Jones,  Wallinopord  &  Co.,  APPELLANTS.,  v.  JAMES 
K.  MOREHEAD,  LAURESTON  R.  LIVINGSTON,  WM. 
B.  GOPELAND,  CALVIN  ADAMS  &  DAVID  Mo- 
KEE,  Partners,  doing  Business  under  the  Name  and 
Style  of  Livingston,  Copeland  &  Co.* 

1  WaU.  15&-iail.    I>eo.  Term,  1868.  ^ 

[Bk.  17,  L.  ed.  662;  2  Whit.  26.] 

Argned  March  16,  1864    Decided  April  4,  1864 

Particular  patent  wanting  in  novelty.     Duplication  of  parts.    In- 
fringement, 

1.  Claim  1  of  reissued  letters  patent  Na  401,  J.  P.  Sherwood,  De- 

cember 17,  1842,  Door  Lock,  for  '*  making  the  cases  of  door- 
locks  and  latches  double-faced,"  so  that  ^'either  side  maj  be 
used  for  the  outside,"  held  wanting  in  novelty,     (p.  168.) 

2.  The  question  raised  but  not  determined  whether  the  making  of 

the  case  which  incloses  the  internal  works  of  the  look,  with 
two  faces  just  alike  so  that  either  side  could  be  presented  out- 
wards, is  patentable     (p.  168.) 

&  Where  defendants  combine  with  this  invalid  part  of  Sherwood's 
patent,  another  improvement  not  claimed  in  the  patent,  held 
that  thej  could  not  be  made  infringers  bj  an  argument  that 
mingles  the  valid  and  invalid  parts  of  a  patent,  and  calls  it  a 
unit,  and  claims  them  as  infringers  for  using  the  void  part  of 
the  unit     (p.  169.) 

4  Where  defendants  admitted  in  their  answer,  under  oath,  that 
they  had  made  the  locks  described  in  the  patent,  a  request  to 
retract  the  admission  and  deny  the  infringement  was  refused, 
and  no  infringement  being  shown,  held  that  the  admission  need 
go  no  further  than  its  terms  necessarily  imply,  and  was  satis- 

•See  Explanation  of  Notes,  page  IIL 
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fied  by  wsamiiig  ihat  the  Bzniillest  niisiber  of  locks  were  made 

oansisfcent  with  the  use  of  that  word  in  the  plural,  and  with 

the  use  by  defendaniB  of  any  part  of  the  patent  which  is  Talid 
(p.  170.) 

[Citatiotts  in  the  opinion  of  the  court :] 
Crockett  V.  Lee,  7  Wheat.  522.    p.  !?• 

Appeal  from  the  Circuit  Court  of  the  United  States  for 
the  Western  District  of  Pennsylvania. 
The  case  is  stated  by  the  court. 

Mr.  George  Oifford^  for  the  appeUants^  cited  the  follow- 
ing authorities  to  the  point  that  the  decree  should  be  for 
no  more  than  the  profits  on  the  alleged  improvement  used 
by  the  appellants : 

Livingston  v.  Woodworth,  16  How.  546  [6  Am.  &  Eng. 
167]  ;  Seymour  v.  McCormick,  16  How.  480  [6  Am.  &  Eng. 
200J ;  Dean  v.  Mason,  20  How.  198  [6  Am.  &  Eng.  S61]. 

Messrs.  W.  BakeweU  and  0.  H.  Brovming^  for  the  ap- 
pellee. 

1.  The  inchoate  right  of  an  inventor,  to  the  granting  or 
to  an  extension  of  a  patent  for  bis  invention,  is  the  subject 
of  a  contract  of  sale  and  may  be  assigned ;  and  vests  the 
legal  title  to  the  patent  when  granted  or  extended,  in  the 
assignee. 

Cai'twright  v.  Amatt,  2  Bos.  &  P.  43  [1  Am.  A  Eng.  110] 
Clum  V.  Brewer,  2  Curt.  C.  C.  620;  Pitts  t>.  Hall,  8  Blatchf 
201 ;  Phelps  v.  Comstock,  4  McLean,  866 ;  Case  t).  Red 
field,  4  McLean,  628 ;  Gibson  v.  Cook,  2  Blatchf.  146 
Hartshorn  v.  Day,  19  How.  220  [6  Am.  &  Eng.  330] ;  Gay 
ler  V.  Wilder,  10  How.  493  [6  Am.  &  Eng.  188] ;  Wilson  v 
Rousseau,  4  How.  646  [4  Am.  &  Eng.  436] ;  Herbert  v 
Adams,  4  Mason,  16 ;  Nesmith  v.  Calvert,  1  Wood.  &  M.  41 

2.  The  profits  which  the  plaintiffs  would  have  made  on 
the  article  sold  by  the  defendant,  is  the  true  measure  of 
damages. 

Pitts  V.  Hall,  2  Blatchf.  238 ;  Foote  v.  Silsby,  1  Blatchf. 


Deo.,  1868.]  JONES «.  MOREHEAD.  167 

Opinloii  of  tli9  Mnift. 

409;  Wilbnr  t.  Beecber,  3  Blatctil  143;  Bmck  e.  Her- 
manoe,  1  Blatchf.  896 ;  Teese  t.  Hantingdon^  23  How.  9 
[7  Am.  &  Bug.  72] ;  N.  Y.  ©.  EaMom,  28  How.  487  [7  Am. 

&  Bag.  88], 

Mr.  Justice  Milliib  deliv^^ed  the  opinion  of  the  coart. 

A  patent  was  issued  in  1843,  to  J.  P.  Sherwood,  for  an 
improvement  in  the  construction  of  door  locks,  which  was 
extended  in  1866,  and  by  assignments  came  to  be  the  prop- 
erty of  the  appellees. 

Tney  filed  their  bill  in  the  Circuit  Ooisurt,  alleging  that 
the  defendants  were  infringing  th&tt  pateut,  and  praying  for 
an  injunction  and  an  account. 

The  defendants  below  answered,  adn^ tting  that  they  had 
made  locks  of  the  kind  described  in  the  patent,  and  claim- 
ing that  they  were  the  rightful  owners  ot  that  patent  by 
assignment  from  Sherwood  and,  therefore,  had  the  right  to 
manufacture  said  locks. 

Upon  this  issue  ccmsid^^ble  testimony  was  taken,  when 
defendants,  becoming  satisfied  that  they  were  not  the  legal 
own^fi  of  tl>e  pat^t,  asked  leave  to  amend  their  answer 
by  denying  that  they  had  ever  made  locks  of  the  kind  de- 
scribed in  it,  and  asserting  that  it  was  invalid  for  want 
of  novelty.  The  Circuit  Court  permitted  them  to  assert 
the  invalidity  of  the  patent,  but  refused  to  allow  them  to 
d^y  that  they  had  manufactured  the  locks  described  in  it. 

The  claim  of  Sherwood  is  for  three  distinct  parts  of  the 
lock  as  his  invention,  which  he  tiius  describes : 

^^  What  I  claim  as  my  invention,  and  for  which  I  desire 
an  exclusive  right  by  letters  patent  is,  making  the  cases  of 
door  locks  and  latches  double-faced,  or  so  finished  that 
either  side  may  be  used  for  the  outside,  in  order  that  the 
same  lock  or  case  fastening  may  answer  for  a  right  or  left 
hand  door,  substantially  as  described. 

'^  I  also  claim  the  peculiar  construction  and  double  (a) 
action  (upon  an  inclined  and  horizontal  track  or  way)  of 

(a)  Wallace  page  ISl  inserts  ^  faced." 
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the  locking  car  B,  as  hereinbefore  described,  and  the  combi- 
nation of  the  locking  car,  B,  and  safety  cars,  GG*,  with  one 
another,  and  with  the  connecting  or  vibrating  bar  and  bolt, 
A,  as  within  described,  so  as  to  fasten  the  bolt,  c,  securely 
and  prevent  its  being  picked. 

'' I  also  claim  so  constructing  the  bolt  as  hereinbefore 
described,  that  by  simply  turning  it  over  in  the  lock  case, 
it  is  adapted  to  a  right  or  left  hand  door." 

(6)  It  is  the  first  claim  thus  (c)  set  forth  which  defend- 
ants charge  to  be  invalid  for  want  of  novelty,  and  in  this 
we  think  they  are  sustained  by  the  testimony. 

Indeed  it  may  be  doubted  if  the  making  of  the  case 
which  incloses  the  internal  works  of  the  lock,  with  two 
faces  just  alike,  and  so  well  finished  off  in  point  of  style 
that  either  side  may  be  presented  outwards,  is  a  matter 
which  could  be  patented,  if  no  locks  with  such  cases  had 
ever  been  made  before.  But  we  are  not  called  on  to  decide 
this  point  and,  therefore,  pass  it  without  further  comment. 

Several  locks  were  produced  on  the  trial  below,  and  were 
shown  to  us  here — ^being  made  exhibits  by  the  record — 
which  we  are  satisfied  are  the  same  in  principle  as  the  double 
faces  of  the  Sherwood  lock.  Two  of  these  locks  are  from 
the  gates  of  the  New  York  City  Hall.  They  are  cased  both 
sides  alike,  inclosing  the  internal  works  completely,  and 
are  so  finished  that  one  side  may  be  presented  outward  as 
well  as  the  other,  and  the  locks  can  be  applied  to  a  door 
swinging  from  right  to  left,  or  from  left  to  right.  Locks 
from  the  city  hospitals  having  the  doubled  faced  case,  both 
sides  alike,  have  also  been  produced,  and  one  from  the 
entrance  gate  of  St.  Mark's  Church.  A  lock  from  the  Cus- 
tom House  is  shown,  which  has  the  double  faced  case,  both 
sides  alike,  and  which,  by  being  turned  laterally,  can  be 
used  for  a  door  opening  either  to  the  right  or  left,  without 
even  turning  the  keyhole  upside  down.  These  locks  are  all 
proven  to  have  been  in  use  several  years  before  Sherwood 

(6)  Wallace  page  162  begins  opinion  here, 
(e)  Wallace  page  162  subetitutes  ''as/' 
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set  up  any  claim  to  his  invention.    They  are 
the  most  pnblic  places  in  the  great  commercial 
Union.    These  facts  are  incompatible  with  tl 
novelty  on  the  part  of  Sherwood,  for  this  part  of 

As  to  the  two  remaining  claims  in  the  schec 
panying  the  patent,  it  appears  clearly  that  thej 
infringed  by  defendants.  In  fact  no  locks  were 
with  the  particular  internal  arrangements  as  to  be 
&c.y  specified  in  Sherwood's  patent,  except  one 
Sherwood. 

Very  shortly  after  he  obtained  his  patent, 
Adams  made  an  improvement  upon  it,  which  ent 
seded  the  use  of  the  specific  internal  arrangeme 
by  Sherwood  in  his  invention.  Combining  thi 
ment  with  the  double-faced  case  of  Sherwood,  A 
a  lock  which  has  ever  since  been  known  as  the  J 
lock,  and  which  is  the  lock  manufactured  by  con 
of  whom  Mr.  Adams  is  one. 

It  is  not  shown  by  any  proof  in  the  case,  that 
ever  used  any  part  of  Sherwood's  patent,  except  t 
faced  casing.  Nor  is  it  seriously  claimed  in  arg 
they  did.  But  it  is  urged  that  this  double-faced 
used  in  connection  with  a  latch  or  bolt  and  keep 
tible  of  such  an  arrangement  that  it  may  be  plac 
door  opening  either  to  the  right  or  left,  constitu 
and  the  real  invention  of  Sherwood,  which  is  in: 
the  defendants. 

This  mode  of  viewing  the  matter  cannot  be 
Sherwood  claims  that  he  is  the  inventor  of  thn 
parts  going  to  make  up  his  lock,  which  thus  ma 
swers  a  certain  purpose,  namely :  a  lock  capable 
applied  indifferently  to  a  door  opening  from  the  rij 
Two  of  these  claims  have  been  long  since  supe 
other  improvements,  and  abandoned  by  everybody 
never  been  used  by  the  defendants.  The  other  cL 
they  have  used  is  found  to  be  invalid  for  want  o 
What  is  left  of  the  Sherwood  patent  t    It  is  clea 
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part  of  the  pateirt  which  is  valid  has  been  tiaed  by  defend- 
ants, and  they  cannot  be  made  infringers  by  an  argo^ 
ment  that  mingles  the  valid  and  invalid  parts  (^  a  patent, 
and  calls  it  a  unit ;  and  then  daims  that  defendants  are  in* 
fringers  because  they  have  nsed  one  part  of  this  nmt, 
althongh  it  was  a  part  as  to  which  the  patent  is  void. 

It,  therefore,  appears  that^  in  point  of  fact,  the  defend* 
ants  have  not  infringed  the  Sherwood  patent,  and  if  we 
were  unembarrassed  by  the  pleadings,  we  should  dismiss 
the  bill  with  costs. 

But  the  defendants  have  admitted  in  their  answer,  that 
they  did  make  locks  as  de8crii>ed  in  Sherwood's  patent, 
and  when  they  afterwards  asked  leave  of  the  court  to  re- 
tract that  admission  and  deny  the  infringement,  the  court 
refused  such  permission.  This  request  was  made  after  the 
issue  was  made  up,  after  much  testimony  had  been  taken, 
and  its  object  was  to  deny  a  fact  previously  admitted  under 
oath.  It  was  a  matter  in  the  discretion  of  the  Circuit  Court, 
and  we  are  not  disposed  to  review  its  action  on  that  subject 
here,  under  these  circumstances  if,  indeed,  it  can  be  done 
under  any. 

An  effort  has  been  made  by  counsel  to  show  that  this  ad- 
mission has  been  waived,  by  the  act  of  plaintiffs,  in  going 
into  the  proofs,  and  otherwise  treating  it  as  an  open  ques- 
tion. But  this  would  violate  a  principle  of  universal  ap- 
plication, both  in  pirooeedingB  at  common  law  and  in  chan- 
cery, to  wit:  that  the  proofs  must  correspond  with  the 
allegations.  It  would  be  subversive  of  ail  sound  practice, 
and  tend  largely  to  defeat  the  ends  of  justice,  if  the  court 
should  refuse  to  accept  a  fact  as  settled,  which  is  distinctly 
alleged  in  the  bill,  and  admitted  in  the  answer.  Crockett 
V.  Lee,  7  Wheat.  622. 

The  fact  that  the  defendants  did  manufacture  and  sell 
locks  of  the  character  of  those  patented  by  Sherwood, 
must  be  accepted  as  established  in  this  case  by  the  plead- 
ings. The  admission,  however,  need  go  no  further  than  its 
terms  necessarily  imply.     The  language  of  the  admission 
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BENJAMIN  D.  GODFREY,  PLAINTIFF  IN  ERROR,  v. 

CHARLES  T.  EAMES.* 

1  WaU.  817-aa6.    Dec.  Term,  1868 

[Bk.  17,  L.  ed.  684 ;  2  Whit.  84.] 
Argaed  April  7,  1864     Decided  April  18,  1864. 

Amendments  to  specification.     Continuing  application.     Question 

for  jury. 

1.  A  change  in  the  specification  as  filed  in  the  first  instance,  or  the 

subsequent  filing  of  a  new  one,  whereby  a  patent  is  still  sought 
for  the  substance  of  the  invention  as  originally  claimed,  or  a 
part  of  it,  cannot  in  any  wise  affect  the  sufficiency  of  the  origi- 
nal application  or  the  legal  consequences  flowing  from  it. 
(Act  1836,  sec.  7.)     (p.  180.) 

2.  Under  act  1889,  sec.  7,  if  a  party  choose  to  withdraw  his  appli- 

cation for  a  patent,  and  pay  the  forfeit,  intending  at  the  time 
of  such  withdrawal  to  file  a  new  petition,  and  he  accordingly 
do  so,  the  two  petitions  are  to  be  considered  as  parts  of  the 
same  transaction,  and  both  as  constituting  one  continuous  ap- 
plication, within  the  meaning  of  the  law.  (p.  180.) 
8.  Where  patentee  filed  his  application,  which  was  subsequently 
withdrawn  and  refiled  on  the  same  day  with  an  amended  speci- 
fication, held  that  the  question  of  the  continuity  of  the  applica- 
tion was  for  the  jury.     (p.  181.) 

In  error  to  the  Circuit  Court  of  the  United  States  for  the 
District  of  Massachusetts. 

This  action  was  originally  brought  by  the  plaintiff  in  er- 
ror, to  recover  damages  for  the  alleged  infringement  of  cer- 
tain letters  patent  issued  upon  the  application  of  one  Lewis, 
consisting  of  his  petition,  specification,  oath,  model,  &c, 
These  papers  and  model  were  filed  with  the  Commissioner 
of  Patents,  on  the  24th  of  April,  1857. 

Prior  to  that  time  the  said  Lewis  had  made  an  applica- 
tion to  the  Commissioner  of  Patents,  consisting  of  another 

*  See  Explanation  of  Notes,  page  IIL 
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petition,  specification,  oath,  and  model ;  which  said  appli- 
cation, having  bettn  refused,  was,  at  the  election  of  the  ap- 
plicant, withdrawn,  and  tlie  fee  returned,  pursuant  to  sec- 
tion 7  of  the  act  of  1830,  before  the  making  of  the  new  ap- 
Ijlication,  which  was  successful. 

This  prior  application  was  filed  in  tlie  Patent  Office,  Jan. 
SO,  1855.  It  was  refused  by  tlie  coramissioner  or,  in  tech- 
nical language,  "rejected"'  by  him,  May  17th,  1855,  and 
no  further  proceedings  thereon  having  been  had,  was  finally 
withdrawn  as  above,  April  24,  1867,  pursuant  to  statute,  by 
election  of  the  applicant. 

These  applications  thus  made  at  different  times  by  the 
said  Lewis,  were  made  through  different  agents  or  attor- 
neys, and  the  papers  used,  description  of  the  invention, 
claims  of  novelty,  and  models,  were  different. 

The  patentee,  in  1854,  and  more  than  two  years  before 
the  filing  of  the  application,  filed  April  24,  1857,  had  pot 
his  alleged  invention  in  pnblic  use  and  on  sale,  and  thus 
had  lost  all  right  to  obtain  a  ]>atent  therefor,  under  the 
saving  clause  of  act  of  1839.  section  7,  unless  it  shall  ap- 
pear tiiat  "the  application"  referred  to  in  that  section  is 
not  necessarily  the  application  in  pursuance  of  which  the 
patent  was  granted,  but  might  as  well  mean  any  preceding 
application  by  the  same  person,  for  a  lilie  purpose,  which 
had  come  to  nought. 

On  the  14th  of  March,  1857,  the  inventor  was  informed 
by  letter  from  the  Commissioner  of  Patents,  of  his  right 
under  the  first  application.  He  was  told  thnt  the  applica- 
tion, "having  been  but  once  rejected,  is  entitled  to  a  reex- 
amination  upon  compliance  with  the  rules  in  such  cases." 

The  case  is  further  stated  by  the  court. 

Messrs.  Causten  Brown  and  William  B.  Webb,  for 
plaintiff  in  error. 

The  question  presented  by  the  record  is,  has  the  assignor 
or  plaintiff  in  error  forfeited  his  patent  by  more  than  two 
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Mtiou  t 

It  is  admittod  hj  defendant  in  error,  that  tiie  patentee 
did  not,  in  fact,  abandon  his  inFention,  or  intend  to  do  so. 

It  is  contended  that,  whatever  his  intention  was,  his  pat- 
ent WAS  forfeited  because  that  application  on  which  it  is- 
ined  was  not  filed  until  the  34th  of  April,  1857,  more  than 
tiwo  years  after  the  inyention  went  into  public  use. 

The  statutory  provision  upon  which  the  ruling  of  thd 
^urt  below  must  rest,  is  the  6th  section  of  the  act  of  Con- 
gress, approved  4th  of  July,  1836,  by  which  the  i)ower  of 
the  Commissioner  to  grant  a  patent  is  limited  to  eases  where 
the  applicant's  invention  was  '^not,  at  the  time  of  bis  ap- 
plication for  patent,  in  public  use  or  on  sale  with  his  con- 
sent or  allowance.''  The  act  of  3d  of  March,  1839,  only  re- 
lieves the  patentee  from  the  consequences  of  prior  public 
use  or  sale,  unless  continued  for  more  than  two  years.  The 
ultimate  question  is  upon  the  construction  of  the  6tb  se«^ 
tion  of  the  act  of  4th  of  July,  1886. 

This  provision  and  the  similar  one  in  the  1st  section  of 
act  of  1798,  have  always  been  construed  liberally,  to  up- 
hold the  patent,  if  any  subsequently  taken. 

Pennock  f>.  Pialogue,  8  Pet.  18,  19  [4  Am.  &  Eng.  317]; 
Whitney  ».  Emmett,  Bald.  810,  311 ;  Ryan  «.  Goodwin,  8 
Sumn.  618,  619 ;  Wyeth  v.  Stone,  1  Story,  281. 

The  policy  of  this  provision  was,  that  at  as  early  a  period 
as  possible*  the  public  should  be  put  in  possession  of  the 
best  mode  of  practicing  the  invention,  by  the  deposit  in  the 
Patent  Office  of  a  description  thereof. 

Pennock  v.  Dialogue,  2  Pet.  19  [4  Am.  A  Bug,  317] ; 
Ryan  v.  Goodwin,  8  Sumn.  618 ;  Sparkman  v.  Higgins,  1 
Blatchf.  208. 

The  validity  of  the  patent  in  this  case,  notwithstanding 
the  facts  appearing  upon  the  record,  has  been  thus  far  ar- 
gued simply  upon  the  ground  of  the  reasonable  construc- 
tion of  the  statute*  It  is  believed  that  the  position  of  the 
plaintiffs  in  error  is  also  sustained  by  judicial  authority. 
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Adams  V.  Jones,  Grier,  J.,  Nov.  T.,  1859,  1  Fish.  E27 ; 
flee  also.  Bell  ».  Daniels,  1868,  Leaviit,  J.,  Law  Dig.,  1 
Fish.  372. 

Mr.  F.  A.  Brooks,  for  defendant  intrror. 

The  question  presented  by  the  exceptions  in  this  case  is 
aimply  :  what  became  of  the  applicaJion  of  Lewis  for  a  pat- 
ent, which  had  been  "once  rejected,"  but  which  was  "en- 
titled tea  re-examination  1"  (if  desired,  according  to  the 
letter  of  the  Commissioner.) 

Did  Lewia  (in  the  langnnge  of  section  7  of  the  act  of  1830) 
persist  in  his  claim  for  a  patent,  with  or  withont  any  alter- 
ation of  his  specificntion  t  "His  claim"  for  a  patent,  we 
suppose,  may  be  hekl  to  refer  to  the  claim  or  application 
then  before  the  Patent  Office,  and  which  had  been  once  re- 
jected. Kone  other  had  been  made,  and  none  other  could 
be  persisted  in. 

He  did  not  persist  in  such  claim  ;  he  did  not  ask  for  a 
"re-examination"  of  his  application  (the  "renewing  his 
application,-'  mentioned  in  section  7,  act  of  1836) ;  but  he 
took  the  opposite  alternative  course  authorized  by  that 
statute  {thongh  not  named  by  the  Commissioner  of  Pat- 
ents), viz. :  he  elected  to  withdraw  his  applicution,  and  re- 
ceive the  return  fee  of  $20. 

Having  made  such  election,  Lewis,  in  fact,  did  withdraw 
his  said  application  on  the  24th  of  April,  1857,  under  the 
act  of  1836,  and  did  receive  the  return  fee  ;  and  the  "said 
application  "  then  withdrawn  has  never  since  been  the  sub- 
ject of  any  action  whatever  anywhere. 

It  ia  obvious,  however,  that  the  patent  here  in  suit,  like 
all  others,  was  and  conid  be  fonnded  upon  one  application 
only  ;  and  it  ai)pears  in  so  many  words  that  such  applica- 
tion was  made  (April  24,  1857)  more  than  two  years  after 
the  public  use  and  sale  by  the  inventor  of  the  alleged  In- 
vention whereby  said  patent  was  invalid. 

There  were,  then,  not  only  two  applications  in  fact,  made 
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by  Lewis,  but  those  two  applications  were  different  in  char- 
acter and  purpose,  and  were  treated  as  distinct  and  differ- 
ent by  the  Commissioner  of  Patents. 

Lewis  voluntarily  substituted  one  application  for  another, 
as  he  says  :  If  both  were  the  same  his  motive  could  not  be 
one  favored  by  the  policy  of  the  patent  laws. 

The  plaintiff  in  error  wUl  probably  contend  that,  as  the 
new  specifications  filed  in  cases  of  re-issae  under  section  13 
of  act  of  1836,  relate  back  to  the  time  of  original  specifica- 
tion filed,  so  the  patent  granted  to  Lewis  on  his  second  ap- 
plication, should  relate  back  to  the  time  of  his  firat  appli- 
cation. To  this  we  reply,  the  statute  expressly  provided 
in  such  case  that  the  amended  specification  ^' shall  have 
the  same  effect  and  operation  in  law"  as  if  originally  filed 
in  such  corrected  form,  that  is,  it  permits  a  title  properly 
granted  to  be  amended  without  prejudice  on  account  of  the 
original  error. 

Mr.  Justice  Swayne  (a)  delivered  the  opinion  of  the 
court  (ft). 

Whether  the  court  below  was  correct  in  the  ruling  ex- 
cepted to,  depends  upon  the  construction  which  shall  be 
given  to  so  much  of  the  patent  laws  of  July  4,  1836,  and 
March  3,  1839,  as  relates  to  the  subject  in  controversy  be- 
tween the  parties. 

The  7th  section  of  the  act  of  1836  provides  as  follows : 
''  On  the  filing  of  any  such  application  *  *  *  The  Com- 
missioner shall  make,  or  cause  to  be  made,  an  examination 
of  the  alleged  new  invention  or  discovery,  and  if,  on  any 
SQch  examination,  it  shall  not  appear  to  the  Commissioner 
that  the  same  had  been  *  ♦  *  in  public  use,  or  on  sale 
with  applicant's  consent  or  allowance  prior  to  the  applica- 
tion, ♦  ♦  *  it  shall  be  his  duty  to  issue  a  patent  there- 
for ;"  but  whenever  on  such  examination  it  shall  appear  to 

(a)  Wallace,  page  824,  inserts  *^  after  quoting  the  statutes  of  1886  and 
1889." 

(5)  Wallace,  page  824,  adds.  '*  Mr.  Chief  Justice  Taney  and  Messrs.  Jus- 
tices Wayne,  Grier,  and  Field  bad  not  been  present  at  the  argument." 
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the  commissioner  that  '^  the  applicant  was  not  the  original 
and  first  inventor  or  discoverer  thereof,  or  that  what  is 
claimed  as  new  had  before  been  invented  or  discovered, 
*  *  *  or  that  the  description  is  defective  and  insuffi- 
cient, he  shall  notify  the  applicant  thereof." 

'^In  every  such  case,  if  the  applicant  shall  elect  to  with- 
draw  his  application,  relinquishing  his  claim  to  the  model, 
he  shall  be  entitled  to  receive  back  $20,  part  of  tlie  duty 
required  by  this  act,  on  filing  a  notice  in  writing  of  such 
election  in  the  Patent  Office.  *  *  ♦  But  if  the  appli- 
cant in  such  case  shall  persist  in  his  claim  for  a  patent, 
with  or  without  any  alteration  of  his  specification,  he  shall 
be  reqnired  to  make  oath  or  affirmation  anew,  in  manner 
aforesaid,  and  if  the  specification  or  claim  shall  not  have 
been  so  modified,  as,  in  the  opinion  of  the  Commissioner, 
shall  entitle  the  applicant  to  a  patent,  he  may  on  appeal, 
and  upon  request  in  writing,  have  a  decision  of  a  Board  of 
Examiners,"  &c. 

The  7th  section  of  the  act  of  1839  provides  that  those  who 
shall  have  purchased,  sold  or  made  the  thing  patented 
'*  prior  to  the  application  of  the  inventor  or  discoverer  for 
a  patent,  shall  be  held  to  possess  the  right  to  use  and  vend 
to  others  to  be  used,"  the  same,  and  that  ''no  patent  shall 
be  held  to  be  invalid,  by  reason  of  such  purchase,  sale  or 
use,  prior  to  the  application  for  a  patent  as  aforesaid,  ex- 
cept on  proof  of  abandonment  of  sach  invention  to  the  pub- 
lic, or  that  such  purchase,  sale  or  prior  use  has  been  for 
more  than  two  years  prior  to  such  application  for  a  pat- 
ents 

(c)  In  this  case  the  patentee  filed  his  application  in  the 
Patent  Office  and  the  31st  of  January,  1866,  and  from  that 
time  it  was  constantly  before  the  office,  until  the  patent  was 
issued  on  the  2d  of  March,  1868,  except  that  on  the  24th 
of  April,  1857,  it  was  withdrawn  and  refiled  on  the  same 
day  with  an  amended  specification.  It  was  admitted  and 
proved  ''  that  the  patentee,  in  the  summer  and  fall  of  1864, 

(e)  Wallace,  page  824,  begins  opiaion  here. 
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and  since,  publicly  mannfactared  and  sold  boot-trees  con* 
taining  his  alleged  invention*"  The  sales  and  nse,  as  thas 
diown,  were  less  than  two  yean  before  the  first  application 
was  filed,  and  hence,  according  to  the  letter  of  the  act  of 
1839,  cannot  affect  the  validity  of  the  patent. 

In  answer  to  this,  two  propositions  are  relied  upon  by  the 
plaintiff  in  error : 

1.  It  is  said  the  original  and  the  renewed  application  are 
for  patents  for  different  things. 

Both  specifications  are  before  na,  and  it  is  onr  duty  to 
construe  them. 

The  act  of  1836,  gives  the  applicant  a  right  to  change  his 
specification  after  receiving  the  suggestions  of  the  Gommis* 
sioner.  Doubtless,  this  right  exists  and  may  be  exercised 
independently  of  such  suggestions,  at  any  time  before  the 
Commissioner  has  given  his  formal  judgment  apon  the  ap* 
plication;  and  the  inventor  may '^persist  in  his  applica- 
tion for  a  patent,  with  or  without  any  alteration  of  his  spe- 
cification." A  change  in  the  specification  as  filed  in  the 
first  instance,  or  the  subsequent  filing  of  a  new  one,  where- 
by a  patent  is  still  sought  for  the  substance  of  the  inven- 
tion as  originally  claimed,  or  a  part  of  it,  cannot  in  any  wise 
effect  the  sufficiency  of  the  original  application  or  the  legal 
consequences  fiowing  from  it.  To  produce  that  resul  t  the  new 
or  amended  specification  must  be  intended  to  serve  as  the 
basis  of  a  patent  for  a  distinct  and  different  invention,  and 
one  not  contemplated  by  the  specification,  as  submitted  at 
the  outset. 

We  are  satisfied  that  there  was  here  such  substantial  iden- 
tity in  the  two  specifications  as  brings  the  case  within  the 
rule  thus  laid  down.    This  objection  cannot  be  sustained. 

2.  It  is  said  that  the  withdrawal  of  the  first  application 
broke  the  continuity  of  the  claim,  and  that  the  case  stands 
as  if  the  only  application  were  the  one  of  the  24th  of  April, 
1857. 

This  question  conld  not  have  arisen  upon  the  same  state 
of  facts,  under  the  act  of  1836.    According  to  that  act,  and 
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the  prior  legislation  of  Congress,  the  pnblic  nse  or  sale  by 
the  inventor  of  the  thing  invented,  at  any  lime  before  the 
application,  was  fatal  to  liis  claim  for  a  patent.  The  act  of 
1839  relieved  him  from  this  consequence  and  introduced  a 
new  and  more  liberal  policy.  It  gave  him  the  right  to 
apply  for  a  patent  at  any  time  within  two  years  after  the 
use  and  sale  of  his  invention,  "except  on  proof  of  the 
abandonment  of  such  invention  to  the  public."  The  pro- 
vision in  the  act  of  1836,  allowing  the  withdrawal  of  the 
application,  was  intended  only  to  provide  for  the  disposi- 
tion in  such  cases  of  the  duty  which  had  been  deposited, 
and  to  enable  the  applicant  to  resume  a  part  of  it  upon  the 
condition  prescribed;  it  is  silent  as  to  everything  beyond 
this,  and  we  do  not  feel  authorized  to  interpolate  into  the 
statute  80  important  a  qualification.  The  new  provision 
in  the  act  of  1839  is  wholly  independent  of  (he  act  of  1836  ; 
by  necessary  implication  it  repeals  the  conflicting  provision 
upon  the  same  subject  in  the  earlier  act.  It  must  be  ex- 
amined by  its  own  light,  and  so  construed  as  to  give  the 
fullest  effect  to  the  beneficent  purpose  of  the  Legislature. 

In  our  judgment,  if  a  party  choose  to  withdraw  his  ap- 
plication for  a  patent,  and  pay  the  forfeit,  intending  at  the 
time  of  such  withdrawal  to  file  a  new  petition,  and  he  ac- 
cordingly do  so,  the  two  petitions  are  to  be  considered  as 
parts  of  the  same  transaction,  and  both  as  constituting  one 
continuous  application,  within  the  meaning  of  the  law. 

3.  The  question  of  the  continuity  of  the  application 
should  have  been  submitted  to  the  jury.  In  directing  them 
to  return  a  verdict  for  the  defendant,  we  think  the  learned 
judge,  who  tried  the  case  in  the  court  below,  committed 
an  eiTor. 

The  judgment  is  y  ihertfore^  reversed,  a7u2  a  venire  de  novo 
awarded. 

Dissentina  Mr.  Justice  Clifford, 

Notes  I 

1.  Act  1836,  sec.  7 ;  Act  1870,  sec.  41  R.  S.  eeo.  4903. 
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Notes  and  Citattons. 

Amendments  to  original  application,  their  effect : 

Smith  V.  Goodyear  Dental  Yalcanite  Co.,  08  U.  S.  486. 

Railway  Co.  v.  Saylee,  97  U.  S.  554 

Sargent  v.  Hall  Safe  and  Lock  Co.,  114  U.  &  6& 

Sbepard  t;.  Catrigan,  116  U.  8.  598. 

Satter  t;.  Robinson,  119  U.  S.  580. 

Amendment  snbstitnte  specification,  not  sworn  to  : 

Eagleton  Mnfg.  Co.  v.  West,  Bradley  &  Gary  Mnfg.  Oa, 
111  U.  S.  490. 

EflPect  on  contract  made  prior  to  grant  of  patent : 
Read  v.  Bowman,  2  WalL  591.     (p.  888  post) 

2.  Act  1889,  sec  7 ;  Act  1870,  sec.  24 ;  R  S.  sec.  4886. 

Continuing  application : 

Smith  V.  Goodyear  Dental  Ynlcanite  Co.,  98  U.  S.  486. 
Planing  Machine  Co.  v.  Keith,  101  U.  S.  479. 
Cartridge  Oa  v.  Whitney  Arms  Ca,  118  U.  S.  24. 


Patent  In  Snitt 

Na  19,508  Lewis,  R.  L.    March  2,  185&     Boot-tiee. 
Otheb  Suits  on  Same  Patint  : 

Eames  v.  Godfrey,  1864.     1  Wall.  78.  [p.  158  anUi\, 
Howe  V.  Newton,  1865.     2  Fish.  581. 


Citedt 

In  Supbems  Coubt  ik  : 

Smith  V.  Goodyear  Dental  Yalcanite  Ca,  1877.     98  U.  S.  486  ;  Bk 
28,  L.  ed.  952. 
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ELISHA  BLOOMER,  APPELLAKT.,  ».  JAMES  MIL- 
LINGEB.* 

1  WmIL,  IMO-Slia.    D«<^  Tonn.  18a& 

[Bk.  17,  L.  ed.  5S1;  2  WUt.  ti.] 

Arga«d  JatnisiT  19,  1864    Dgdded  Febrosr^  S,  1864. 

Buitdw  of  paUmtad  maehinea.  Pvrchaaer't  right  to  eontimie  mm 
during  eaetmuion.  Paienite  entitled  to  but  one  TOgalty.  Ptir- 
«Ao«er  of  territorial  right  to  make  or  Mtuf  and  purchaser  for  um 
iittingui^ud. 

L  The  qneetioD  raised  bat  not  dwidad  whetliear  parol  pxoob  aw 
idmiaaible  to  oatabliah  the  faot  of  an  agr«eni»itt  for  the  H- 
aignnMDt  of  a  fnturo  eateoaioii  d  a  patent,     (p.  194) 

%  "When  raapOBdoBt  oonatniatad  fibe  patrated  mnohiDM  nndar  Ih* 
the  aatboEttjr  of  tba  patantea  or  his  aaaiKna,  held  that  he  bad 
the  lame  ri^ta  aa  a  gnntae  or  assignaa     (p.  19&.) 

8.  Whora  raapondent  had  pnndiased  the  ri^t  to  oonBtmet  and 
operate  the  patented  machines  dnring  the  term  of  the  patent 
aa  then  ezietiog,  and  had  so  done,  held  that  he  had  aoqnired 
an  abaolote  and  onreatrioted  right  to  nse  and  opcmto  tbcor 
notil  ivom  oat,  notwithstanding  a  aabseqaent  ^^naioa  of  the 
patentbjaot  of  CoDgreas.     (Aot  1986,  sea  IS),     (p  196.) 

4.  Pateoteea  an  antitled  to  bnt  one  TOfalfy  tor  a  patented  ma- 
ohiM.     (pL  IM.) 

6.  The  interest  of  a  parebaaar  of  the  McclruriTe  privilege  of  mak- 
ing or  VMiding  the  patented  machine  in  a  speeified  place  dia- 
tingoisbed  from  that  of  a  pmohaser  for  obb  in  the  ordinnry 
poraaitB  of  life.     (p.  196.) 

[Citations  In  opinion  of  the  conrt:] 

Wilson  V.  Rousseau,  4  How.  648,  [4  Am.  &  Eng.  4$S]  p. 
Bloomer  d.  McQuewan,  14  How.  589,  [fi  Am.  &  Bug.  484]  p. 
Cbafltoe  s.  Boaton  Belting  Co.,  22  How.  217,  p.  60  ante. 
Cfana  ».  Price,  Weha.  Pat.  Caa,  S7T,  p. 

•See  BxpUnatkm  el  Notca,  page  III. 
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Argument  of  counsel. 

Appeal  from  the  Circnit  Court  of  the  United  States  for  the 
Western  District  of  Pennsylvania. 
The  case  is  stated  by  the  conrt. 

Messrs.  Clarence  A.  Seward^  Eli  P.  Norton  and  Samuel 
Blaichford^  for  appellant. 

It  is  a  rule  of  elementary  law,  so  familiar  as  not  to  re- 
quire authorities  to  support  it,  that  parol  evidence  is  not 
admissible  to  explain,  vary  or  control  unambiguous  written 
instruments.  The  intent  with  which  the  agreement  was 
made  is  but  a  convertible  term  for  its  legal  operation ;  and 
that  legal  operation  is  to  be  affixed  by  the  laws  to  the  lan- 
guage used  by  the  parties,  utterly  irrespective  of  the  intent 
with  which  they  use  such  language 

If  this  rule  be  so,  it  excludes  from  the  consideration  of 
the  court  the  i)arol  evidence  introduced  by  the  respondent, 
and  leaves  for  adjudication  of  the  court,  the  single  question 
of  law  arising  from  the  instrument  set  forth  in  the  record, 
viz :  has  the  resx)ondent,  under  these  instruments,  either  by 
their  proper  interpretation  or  by  operation  of  general  law, 
the  right  to  continue  to  use  during  the  extension  of  the 
jyatent,  by  the  act  of  Congress  the  three  machines  which  he 
constructed  and  was  lawfully  in  use  of  during  the  exten* 
sion  by  the  Board  of  Commissioners. 

But  even  if  the  parol  evidence  is  allowed  to  have  any 
bearing  on  the  case,  the  effect  of  that  evidence  is,  at 
most,  to  show  that  the  respondent  was  to  occupy  the  same 
position  with  reference  to  the  congressional  extension,  after 
the  assignment  of  September  10,  1847,  was  executed,  as  he 
would  have  occupied  if  such  assignment  had  not  been  exe- 
cuted. This  throws  him  back,  as  to  his  rights  respecting 
the  congressional  extension,  upon  the  instruments  of  June 
2,  1843,  and  April  13,  1846.  That  question  we  now  proceed 
to  discuss. 

2.  The  respondent's  right  to  continue  to  use  the  three 
machines  during  the  last  extension  cannot  with  propriety, 
be  said  to  arise  upon  the  title  which  he  once  possessed 
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of  counsel. 


There  is  nothing  in  the  fact  that  thesohject-matterof  the 
covenant  of  agreement  is  a  patent  which  per  se,  takes  it  out 
of  the  openilion  of  the  law  applicable  to  covenants  aniJ 
agreements.  It  is  competent,  therefore,  for  the  owner  of 
the  patent  right  to  carve  out  of  his  entire  monopoly  such 
fractional  interests  therein  (either  as  to  absolute  right,  or 
as  to  territorial  extent,  or  as  to  duration  of  light)  as  he  may 
see  fit  to  do. 

The  grantee,  for  a  specified  time,  acquires  no  rightof  en- 
joyment after  the  expiration  of  tlie  specified  time,  by  con- 
sequence of  an  omission  to  insert  in  the  instrument  a,  cove- 
nant to  cease  and  desist  after  the  specified  time. 

■Applying  these  principles  to  the  present  case,  itappears, 
from  an  inspection  of  the  three  instruments  npon  which 
alone  the  case  depends,  that  therespondentnevei'acqnired, 
by  voluntary  grant  from  any  of  the  owners  of  either  the 
onginal  or  extended  patent,  any  right  to  continue  to  use 
the  thing  patented  during  the  extension  of  the  patent  by 
act  of  Congress. 

In  Exhibir  A,  the  first  instrument,  executed  on  the  9d  of 
June,  1843,  by  ihe  administrator  to  the  respondent  assignor; 
the  gmnt  was  of  a  "  right  and  license  to  construct,  use  and 
vend  to  others  to  construct  and  use,  during  the  said  exten- 
sion of  the  aforesaid  patent."  That  extension  wastheone 
granted  by  the  Board  of  Commissioners,  and  expired  on 
theSTth  of  December,  1S49. 

In  the  confirniiirory  instrument  to  the  respondent,  of 
April  13,  1846,  known  aa  Exhibit  "B,"  the  language  ia,. 
"doth  license  and  empower  for  the  term  of  lime  for  which 
the  patent  was  exiended  by  the  Board  of  Commissioners 
here! nl>e fore  referred  to,  being  for  tlie  term  of  seven  years 
and  no  longer,  from  the  expiration  of  the  original  term  of 
fourteen  years." 

What,  then,  were  the  rights  of  the  respondent  nnder 
and  by  virtue  of  Exliibits  A  and  B,  prior  to  the  time  when 
he  transferred  them  lo  the  plaintiff  ?  It  is  supposed  tiiat  the 
decision  in  the  case  of  Bloomer  v.  McQuewan,  14  Kow.,  550 
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[6  Am.  &  Eng.  434.,  will  be  relied  on  as  decisive  upon  this 
question.  It  is  hambly  submitted— first,  that  that  decision 
is  inapplicable  ;  and,  second,  that  when  maturely  consid- 
ered, the  views  expressed  therein  will  not  be  allowed  to 
prevail  in  the  determination  of  the  present  case. 

The  act  of  Congress  extending  the  patent  (6  U.  S.  Stat, 
at  L.,  936)  was  passed  February  26,  1846.  and  enacted  that 
the  patent  "be,  and  is  hereby  extended  for  the  term  of 
seven  years  from  and  after  the  27th  day  of  December,  in 
the  year  one  thousand  eight  hundred  and  forty-nine." 
This  placed  the  case  exactly  in  the  i)osition  in  which  it 
would  have  been,  had  the  patent  been  originally  granted 
for  twenty-eight  years.  If  it  bad  been  so  granted,  what 
rights  would  the  respondent  have  acquired  by  virtue  of 
Exhibits  A  and  B,  executed  respectively  in  1843  and  1846 1 
Clearly,  upon  the  face  of  the  instruments,  his  right  would 
have  been  limited  to  the  beneficial  enjoyment  of  the  patent 
for  the  period  therein  specified,  expiring  on  the  27th  of 
December,  1849. 

The  respondent  never  occupied,  during  the  first  term  of 
the  patent,  the  position  of  the  defendant  in  Bloomer  t. 
ifcQuewan — that  is,  he  was  not  "assignee"  or  "grantee," 
during  the  original  term  of  the  patent,  of  the  right  to  use 
the  thing  patented. 

By  the  18th  section  of  the  act  of  1836  it  is  provided,  that 
the  benefit  of  the  renewal  by  the  commissioners  shall  ex- 
tend "  to  assignees  and  grantees  the  right  to  use  the  thing 
patented,  to  the  extent  of  their  respective  interests  therein." 

Wilson  V.  Rousseau,  4  How.  646  [4  Am.  &  Eng.  436] ;  Gib- 
son t.  Gilford,  1  Blatchf.  639. 

In  Gibson  9.  Cook,  2  Blatchf.  144,  where  th3  assignments 
were  similar  to  Exhibits  A  and  B,  Justice  Nelson  held 
that  the  defendant  had  no  right  to  continue  to  use  the  ma- 
chines, under  the  extension  by  act  of  Congress. 

Bloomer  v:  StoUey,  6  McL.  158. 

In  the  case  of  Mason  r.  Tallman,  decided  in  R.  L,  July, 
1860,  Justice  Woodbury,  Judge  Pitman  sitting  with  him. 
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followed  the  decision  of  Justices  Nelson  and  McLean  npon 
this  point,  and  the  point  was  also  similarly  decided  by 
Justice  McKinly  and  Judge  MoKaleb  in  Bloomer  v.  Yatight, 
decided  in  La.  in  Feb.,  1850,  and  by  Judge  Ware  in  Wood- 
worth  V.  Barber,  in  Me.  in  April,  1860,  and  by  Judge 
Sprague  in  Woodworth  v.  Curtis,  2  Wood.  &  M«  5S4 ;  in 
Mass.  in  January,  1850« 

But,  assuming  that  the  decision  in  Bloomer  t?.  McQuewan 
has  any  applicability  at  all  in  this  case,  it  is  respectfully 
submitted  that  that  decision  should  be  re-examined,  and 
that  the  court  should  consider  the  whole  question  de  nano. 

The  opinion  of  the  court  in  Bloomer  v.  McQuewan  was 
pronounced  by  the  respected  Chief  Justice. 

It  was  concurred  in  by  Justices  Catron,  Daniel  and  Grier. 
Justices  Nelson  and  McLean  dissented.  Justices  Wayne 
atid  Curtis  did  not  sit,  so  that  the  decision  was  really  that 
of  less  than  half  of  the  court.  There  having  been  one 
vacancy  by  the  death  of  Justice  McKinley. 

See,  also,  Woodworth  v.  Sherman,  3  Story,  174 ;  Brooke 
u  Bicknell,  4  Mc.L.  66  ;  Phelps  v.  Corns tock,  4  McL.  So9. 

In  AVilson  t.  Rousseau,  Mr.  Justice  Wayne  dissented 
from  so  much  of  the  opinion  of  the  court  as  gave  a  right 
to  an  assignee  to  continue  the  use  of  the  patented  machine. 
Mr.  Justice  Woodbury  also  dissented  from  the  same  part 
of  the  same  opinion. 

Mr.  Justice  McKinley  took  the  same  tiew  of  the  ques- 
tion in  Wilson  t.  Simpson,  9  How.  109  [4  Am.  &  Eog.  633], 
decided  in  the  Circuit  Court  for  the  Eastern  District  of 
Louisiana,  a^d  his  decision  was  followed  by  Judge  Mo- 
Kaleb in  the  same  court,  in  Wilson  v.  Curtis,  2  West.  L. 
Jour.  611,  and  was  adopted  by  Judge  Betts  in  the  Southern 
District  of  New  York,  in  Van  Hook  v.  Wood. 

But  there  is  another  reason  why  the  phrase  '^assignees 
and  grantees"  in  the  18th  section  does  not  necessarily  re- 
quire the  interpretation  put  upon  it  by  the  court  in  Wilson 
V.  Bousseau. 

The  circuit  courts  have  refused  to  acknowledge  any  other 
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** assignees"  or  "grantees"  than  those  authorized  by  sec- 
tion 11. 

Snydam  v.  Day,  2  Blatchf.  21 ;  Blanchard  v.  Elbridge,  1 
Wall.  Jr.  341. 

The  courts  uniformly  require  the  recording  of  "assign- 
ments" and  "grants"  before  they  will  recognize  the  title 
of  the  "assignee"  or  "grantee,"  as  against  a  subsequent 
bond  fide  purchaser. 

Gibson  «.  Cook,  2  Blatchf.  148. 

But  in  another  aspect  of  the  case,  the  respondent  does 
not  come  within  the  provisions  of  either  the  18th  section  of 
the  act  of  1836,  or  the  case  of  Wilson  v.  Rousseau  [4  Am. 
&Eng.  436],  or  that  of  Bloomer  v.  McQuewan  [5  Am.  & 
Eng.  434]. 

In  Woodworth  v.  Curtis,  2  Wood.  &  M.  530,  Mr.  Justice 
Woodbury  decided  that  the  assignees  and  grantees  of  the 
right  to  use  the  patent,  who  are,  by  section  18  of  the  act  of 
1836,  as  interpreted  by  the  Supreme  Court,  to  have  the  ben- 
efit of  the  renewal  of  the  patent,  are  those  holding  the 
right  at  the  time  of  the  renewal  of  this  patent  by  act  of 
Congress.  The  respondent  was  neither  assignee  or  a  gran- 
tee of  the  right  to  use  the  thing  patented. 

Mr.  Justice  Clifford  (a)  delivered  the  opinion  of  the 
Court. 

This  was  a  bill  in  equity,  brought  by  the  appellant,  and 
the  case  comes  before  the  court  on  appeal  from  a  decree  of 
the  Circuit  Court  of  the  United  States  for  the  Western  Dis- 
trict of  Pennsylvania,  dismissing  the  bill  of  complaint. 

Complainant  alleged  that  he  was  the  lawful  owner  of  the 
exclusive  right  to  make  and  use,  and  vend  to  others  to  be 
used  the  patented  planing  machine  invented  by  William 
Woodworth,  vdthin  certain  specified  territorial  districts  in 
various  parts  of  the  United  States,  subject  to  certain  ex- 
ceptions and  conditions  as  particularly  set  forth  in  the  in- 

(a)  Wallace,  page  848,  inserts  '^  after  stating  the  case,"  and  omits  as 
far  as  (b). 
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strnment  under  which  the  right  was  acquired.  Pleadings 
show  that  one  of  the  districts  embraced  the  county  of  Al- 
legheny, in  the  State  of  Pennsylvania ;  and  the  complain- 
ant alleged  that,  on  the  first  day  of  January,  1850,  the  re- 
spondent did,  unlawfully  and  in  violation  of  the  exclusive 
right  so  acquired  by  him,  construct,  set  up  and  put  in  oper- 
ation, in  that  county,  three  such  machines ;  and  that  he, 
the  respondent,  has  since  that  time  continued  to  use  and 
ox>erate  the  same,  without  any  license  or  other  lawful  au- 
thority. Prayer  of  bill  of  complaint  was  for  an  account 
and  for  an  injunction  to  restrain  the  respondent  from  further 
using  and  operating  those  three  machines. 

Letters  patent  were  granted  to  William  Wood  worth  for 
an  improved  planing  machine  on  the  27th  day  of  December, 
1828,  for  the  term  of  fourteen  years.  Patentee  died  on  the 
9th  day  of  February,  1839,  and  on  the  14th  day  of  the 
same  month  William  W.  Woodworth  was  appointed  the 
administrator  of  his  estate.  Application  was  subse- 
quently made  by  the  administrator  to  the  Commissioner 
of  Patents  for  an  extension  of  the  patent,  and  such  pro- 
ceedings were  had  that,  on  the  16th  day  of  November, 
1842,  the  same  was  extended  for  the  further  term  of  seven 
years  from  the  time  of  the  exinration  of  the  original  pat- 
ent. On  the  2d  day  of  June,  1343,  the  administrator  sold, 
transferred  and  conveyed  to  William  Lippincott,  his  heirs 
and  assigns,  the  full  right  and  license  during  the  term  so 
extended,,  to  construct  and  use,  and  vend  to  others  to  con- 
struct and  use,  the  patented  invention,  within  the  county 
of  Allegheny,  and  all  places  within  ten  miles  of  the  city  of 
Pittsburgh,  and  covenanted  in  the  same  instrument  that 
such  right  and  license  should  be  exclusive  throughout  the 
limits  specified,  during  the  extended  term.  Congress,  on 
the  26th  day  of  February,  1845,  granted  a  further  exten- 
sion of  the  patent  for  an  additional  term  of  seven  years 
from  and  after  the  expiration  of  the  prior  extension 
granted  by  the  Commissioner  of  Patents. 

Certificate  of  extension  was,-  accordingly,  issued,  and  the 
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administrator,  on  the  14tli  day  of  March  in  the  same  jrear, 
aold  and  assigned  all  his  rights,  title  and  interest  in  the 
patent,  for  th«)  extended  term  last  mentioned,  to  one  James 
Q.  Wilson,  as  more  fully  appears  by  the  instrument  of  as^ 
signment.  Patent  was  afterwards  surrendered  on  account 
of  a  defective  description,  and  on  the  8th  day  of  July, 
1845,  the  same  was  reissued  upon  an  amended  apecifi€a<> 
tion,  and  on  the  following  day  a  second  deed  of  assign* 
ment  waa  executed  to  said  James  G.  Wilson  by  the  ad- 
ministrator, conveying  to  the  former  all  the  right  of  the 
latter  in  the  patent,  as  reissued  for  the  extended  term 
granted  by  the  act  of  Congress.  Both  of  those  assign* 
ments  refer  to  the  extension  under  the  act  of  Congress, 
and  they  are  in  no  respect  inconsistent  with  the  territorial 
right  held  by  William  lippinoott  under  the  former  exten* 
sion. 

On  the  contrary,  he  continued  to  hold  that  right,  and  on 
the  10th  day  of  April,  1846,  transferred  the  same  to  James 
lippincott  and  James  Millinger,  whereby  they,  as  sucH  as- 
signees, acquired  the  full  right  and  license  to  constrnci 
and  use  the  patented  invention,  during  the  residue  of  the 
extended  term  granted  by  the  Commissioner  of  Patents, 
within  the  territorial  limits  previously  granted  to  their  as- 
signor by  the  administrator^  By  another  instrument,  bear- 
ing date  three  days  later,  the  administrator,  acting  by  at* 
tomey,  licensed  and  empowered  those  parties  to  construct 
and  use  exclusively  the  patented  machine  in  the  county  of 
Allegheny,  in  the  State  of  Pennsylvania ;  and  also  within 
said  territory  to  license  and  empower  any  other  person  or 
persons  to  construct  and  use  the  same  during  the  extended 
term  granted  by  the  Commissioner  of  Patents,  Attorney 
of  the  administrat'Or  also,  on  the  24th  day  of  June,  1847, 
by  an  instrument  in  writing  under  seal,  gave,  granted  and 
assigned  to  the  complainant,  ^'  his  full  consent,  permi<«sion 
and  license,  to  construct  and  use,  and  vend  to  others  to 
construct  and  use,  the  patented  invention,  during  the  two 
extensions,"  within  ^'all  the  part  of  the  State  of  Pennsyl- 
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Tania  lying  west  of  the  Allegheny  mountains,  excepting 
Allegheny  county."  For  the  first  extension  which  had 
previonsly  been  granted  to  James  Lippincott  and  James 
Millinger,  the  respondent  in  this  suit.  Those  parties  also, 
on  the  10th  day  of  September,  1847,  executed  an  instru- 
ment of  assignment  to  the  complainant,  by  which  they 
transfeiTed  and  assigned  to  him,  all  their  right,  title  and 
interest  in  and  to  the  invention  and  improvement  conveyed 
to  them  by  the  assignment  dated  the  10th  day  of  April, 
1846,  Jx>  which  reference  has  already  been  made.  But  the 
comx>lainant  stipulated  in  the  same  instrument  that  he 
would  not,  in  any  manner,  interfere  with  the  three  ma- 
chines previously  constructed  by  the  respondent,  and 
which  had  been  put  in  operation  by  him  under  the  autho- 
rity therein  conferred.  They  also,  by  another  instrument, 
dated  the  10th  of  January,  1848,  sold  and  assigned  to  the 
complainant  all  their  rio:ht,  title  and  interest  in  the  patent, 
within  the  county  of  Allegheny,  giving  to  him  and  his  as- 
signs full  power  and  authority  to  use  and  enjoy  the  right 
they  held  for  that  county  throughout  the  unexpired  por- 
tion of  the  first  extension.  Undoubtedly,  they  parted,  by 
that  instrument,  with  all  the  interest  acquired  by  them 
under  the  assignment  of  the  10th  of  April,  184(5 ;  but  the 
complainant,  by  another  instrument,  executed  on  the  same 
day,  gave,  granted  and  assigned  his  full  consent,  permis- 
sion and  license  to  them  to  construct  and  use  three  ma- 
chines during  the  first  extension,  upon  the  principle,  plan 
and  description  of  the  renewed  patent  and  amended  speci- 
fication, within  the  county  of  Allegheny,  in  the  State  of 
Pennsylvania.  Respondent  admits  in  his  answer  that  he 
constructed  one  machine  in  1845,  and  two  others  in  1847, 
under  those  assignments,  and  that  he  has  ever  since  con- 
tinued to  use  and  oi)erate  them  as  alleged  in  the  bill  of 
complaint  {b). 

Counsel  of  the  complainant  concede  that  the  machines 
were  constructed  and  put  in  operation  by  the  consent  and  li- 
cense of  the  assignees  of  the  patentees,  and  that  the  respond- 
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ent  had  tlie  full  right  to  continue  to  use  and  operate  the 
same  throughout  the  entire  period  of  tlie  extension  granted 
by  the  Commissioner  of  Patents.  But  they  deny  that  he 
had  any  right  to  continue  to  use  or  operate  them  under  the 
second  extension,  which  was  granted  by  the  act  of  Con- 
gress. All  of  those  machines  were  constracted  and  put  in 
operation  before  the  act  of  Congress  was  passed  and,  of 
course,  under  an  authority  founded  upon  the  patentas  it 
existed  at  the  time  the  authority  was  conferred.  Regard- 
ing the  tmnsaction  in  that  point  of  view,  the  argument  is, 
that  the  respondent  could  not  lawfully  continue  to  use  and 
operate  the  machines  under  the  extension  granted  by  Con- 
gress, inasmuch  as  such  a  use  of  the  invention  was  not  in 
the  contemplation  of  the  parties  when  the  respondent  was 
authorized  to  construct  them  and  put  them  in  operation. 

Two  principal  defenses  were  set  up  by  the  respondent  in 
the  court  below. 

First.  He  insisted  that  inasmuch  as  he  constructed  the 
machines  and  put  them  in  operation  under  the  authority 
of  the  patentee  or  his  assigns,  with  the  right  to  continue  to 
use  and  operate  them  during  the  entire  term  of  the  patent 
as  it  was  then  granted,  he  cannot  now  be  deprived  of  the 
right  to  use  the  property  which  he  was  thus  induced  to 
purchase,  and  which  he  in  that  manner  lawfully  acquired. 

Second.  He  insisted  that  the  complainant,  at  the  time 
respondent  transferred  to  him  the  right  he  acquired  under 
the  assignment  to  him  of  the  10th  of  April,  1846.  agreed 
that  he,  the  complainant,  would  execute  to  him,  the  re- 
spondent, a  deed  of  assignment  of  the  right  to  the  exten- 
sion in  question,  so  far  as  respects  the  three  machines  now 
in  controversy  ;  and  he  insisted  that  parol  proofs  were  ad- 
missible and  sufficient  to  establish  the  fact  of  such  an 
agreement.  On  the  other  hand,  the  complainant  denies 
that  any  such  agreement  was  ever  made,  and  he  also  insists 
that  parol  proofs  are  not  admissible  to  establish  such  a 
theory. 

Confessedly,  the  latter  question  is  one  of  difficulty,  un- 
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der  the  circumstances,  but  it  is  wholly  unnecessary  to  de- 
cide it  in  this  case,  as  the  respondent  was  and  is  clearly 
entitled  to  judgment  upon  the  other  gronnd.  He  con- 
structed his  machines,  or  caused  them  to  be  constructed, 
under  the  authority  of  the  patentee  or  his  assigns  and,  con- 
sequently, must  be  regarded  in  the  same  light  as  a  grantee 
or  assignee  under  those  who  had  the  legal  control  of  the 
patent.  Builders  of  machines,  under  such  circumstances, 
have  the  same  rights  as  grantees  or  assignees. 

When  the  respondent  had  purchased  the  right  to  con- 
struct the  machines  and  operate  them  during  the  lifetime 
of  the  patent  aCs  then  existing,  and  had  actually  con- 
structed the  machines  under  such  authority,  and  put  them 
in  operation,  he  had  then  acquired  full  dominion  over  the  . 
property  of  the  machines,  and  an  absolute  and  unre- 
stricted right  to  use  and  operate  them  until  they  were 
worn  out. 

Patentees  acquire  the  exclusive  right  to  make  and  use, 
and  vend  to  others  to  be  used,  their  patented  inventions 
for  the  period  of  time  specified  in  the  patent,  but  when 
they  have  made  and  vended  to  others  to  be  used  ,one  or 
more  of  the  things  patented,  to  that  extent  they  have 
parted  with  their  exclusive  right.  They  are  entitled  to 
but  one  royalty  for  a  patented  machine  and,  consequently, 
when  a  patentee  has  himself  constructed  the  machine  and 
sold  it,  or  authorized  another  to  construct  and  sell  it,  or  to 
construct  and  use  and  operate  it,  and  the  consideration  has 
been  paid  to  him  for  the  right,  he  has  then  to  that  extent 
parted  with  his  monopoly,  and  ceased  to  have  any  interest 
whatever  in  the  machine  so  sold  or  so  authorized  to  be  con- 
structed and  operated.  Where  such  circumstances  appear, 
the  owner  of  the  machine,  whether  he  built  it  or  purchased 
it,  if  he  has  also  acquired  the  right  to  use  and  operate  it  dur- 
ing the  lifetime  of  the  patent,  may  continue  to  use  it  until 
it  is  worn  out,  in  spite  of  any  and  every  extension  subse- 
quently obtained  by  the  patentee  or  his  assigns. 

Provision  is  made  by  the  18th  section  of  the  act  of  the 
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4th  of  Jnly,  1836,  for  the  extension  of  patents  beyond  the 
time  of  their  limitation.  By  the  latter  clause  of  that  sec- 
tion the  benefit  of  such  renewal  is  expressly  extended  to 
assignees  and  grantees,  of  the  right  to  use  the  thing  x>at- 
entedy  to  the  extent  of  their  respective  interests  therein. 
6  Stat,  at  L.  125.  Under  that  provision,  it  has  repeatedly 
been  held  by  this  court  that  a  party  who  had  purchased 
and  was  using  a  patented  machine,  during  the  original 
term  for  which  the  patent  was  granted,  had  a  right  to  con* 
tinue  to  use  the  same  during  the  extension.  Wilson  v. 
Rousseau,  4  How.  646  [4  Am.  &  Eng.  436].  Founded  as 
that  rule  is  upon  the  distinction  between  the  grant  of  the 
right  to  make  and  vend  the  machine,  and  the  grant  of  the 
right  to  use  it,  the  justice  of  the  case  will  always  be  obvi- 
ous, if  that  distinction  is  kept  in  view  and  the  rule  itself  is 
properly  applied. 

Purchasers  of  the  exclusive  privilege  of  making  or  vend- 
ing the  patented  machine  in  a  specified  place,  hold  a  por- 
tion of  the  franchise  which  the  patent  confers  and,  of 
course,  the  interest  which  they  acquire  terminates  at  the 
time  limited  for  its  continuance  by  the  law  which  created 
it,  unless  it  is  expressly  stipulated  to  the  contrary.  But 
the  purchaser  of  the  implement  or  machine,  for  the  pur- 
pose of  using  it  in  the  ordinary  pursuits  of  life,  stands  on 
different  ground.  Such,  certainly,  were  the  views  of  this 
court  in  the  case  of  Bloomer  v.  McQuewan,  14  How.  549  [5 
Am.  &  Eng.  434],  where  the  whole  subject  was  very  fully 
considered.  Attention  is  drawn  to  the  fact  that  there  was 
considerable  diversity  of  opinion  among  the  judges  in  dis- 
posing of  that  case,  but  the  circumstance  is  entitled  to  no 
weight  in  this  case,  because  the  court  has  since  unani- 
mously affirmed  the  same  rule.  Chaffee  v.  Boston  Belting 
Co.,  22  How.  223  [7  Am.  &  Eng.  60].  In  tlie  case  last 
mentioned  the  court  say,  that  when  the  patented  machine 
rightfully  passes  from  the  patentee  to  the  purchaser,  or 
from  any  other  person  by  him  authorized  to  convey  it,  the 
machine  is  no  longer  within  the  limits  of  the  monopoly. 
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By  a  valid  sale  and  purchase  the  patented  machine  be- 
comes the  private  individual  property  of  the  purchaser, 
and  is  no  longer  specially  protected  by  the  laws  of  the 
United  States,  but  by  the  laws  of  the  State  in  which  it  is 
situated.  Hence  it  is  obvious,  say  the  court,  that  if  a  per- 
son legally  acquires  a  title  to  that  which  is  the  subject  of 
letters  patent,  he  may  continue  to  use  it  until  it  is  worn 
out,  or  he  may  repair  it  or  improve  upon  it  as  he  pleases, 
in  the  same  manner  as  if  dealing  with  pro])erty  of  any 
other  kind.     Crane  «.  Price,  Webs.  Pat.  Case,  418,  note  p. 

Considering  that  the  question  has  been  several  times  de- 
cided by  this  court,  we  do  not  think  it  necessary  to  pursue 
the  investigation. 

The  decree  qf  the  Circuit  Court  iSy  ther^cre^  ajfflrmedj 
with  costs. 

Kotetii 

3.  Act  1832,  sec  2.  Act  1836^  see.  18.  Act  1848,  sec.  L  Act 
1870,  sec.  03,  (64,  65,  66,  67).  B.  S.  sea  4924,  (4925,  4926, 
4927). 
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SAMUEL  H.  TURRILL  and  CHARLES  WORMLEY, 
PLAINTIFFS  IN  ERROR,  v.  THE  MICHIGAN 
SOUTHERN  &  NORTHERN  INDIANA  RAILROAD 
COMPANY.* 

1  Wall.  491^12.    Dec  Term,  186& 

[Bk.  17,  L.  ed.  668;  2  Whit.  61.] 

Argued  March  24,  1864     Decided  April  11,  1864. 

Liberal  construction  of  patents.     Construction  of  claims.     Partic- 
ular patent  construed, 

1.  Patents  for  inventioDs  are  not  to  be  treated  as  mere  monopolies, 

and  therefore  odious  in  the  eyes  of  the  law;  but  they  are  to 
receive  a  liberal  construction,  and  under  the  fair  application 
of  the  rule,  ut  res  magis  vaJeat  quam  pereat,  are,  if  practica- 
ble, to  be  so  interpreted,  as  to  uphold  and  not  to  destroy  the 
right  of  the  inventor,     (p.  218.) 

2.  The  claim  must  be  construed  in  connection  with  the  explana- 

tions contained  in  the  specification,  since  the  claim  follows  the 
latter,     (p.  219.) 

3.  Where  the  court  below  broadly  construed  the  claim  in  letters 

patent  No.  15,687,  J.  D.  Cawood,  September  9,  1865,  Anvil, 
and  ruled  that  in  view  of  plaintiffs'  admissions  as  to  the  prior 
state  of  the  art,  that  they  had  admitted  away  their  case,  held 
that  in  order  to  sustain  the  claim  it  should  be  construed  and 
limited,  in  view  of  the  description  of  the  elements  in  the  speci- 
fication, to  the  combination  of  the  particular  devices  described, 
(p.  220.) 

4.  Held  further  that  the  identity  of  the  claim,  as  construed  and 

limited,  with  the  prior  existing  devices  in  plaintiffs'  admission 
was  a  question  for  the  jury.     (p.  220.) 

[Citations  in  opinion  of  the  court :] 

Byan  v»  Goodwin,  8  Sumn.  514.    p.  218. 

*See  Explanation  of  Notes,  page  III. 
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In  error  to  the  Circuit  Court  of  the  United  States  for  the 
District  of  Michigan. 

The  action  is  founded  on  letters  patent  bearing  date  Sep- 
tember 9,  1856,  for  "  anew  and  useful  improvement  in  the 
common  anvil  or  swedge-block,  for  the  purpose  of  welding 
up  and  reforming  the  end  of  railroad  rails,  when  they  have 
exfoliated  or  become  shattered  from  unequal  wear,  occa- 
sioned by  the  inequalities  of  the  road,  six  inches  or  so  of 
the  extreme  end  of  the  rail  being  frequently  destroyed 
while  the  remainder  is  perfectly  sound." 

Joseph  D.  Cawood,  of  Marshall,  Mich.  Letters  Patent 
No.  15,687,  dated  September  9th,  ia56. 

The  schedule  referred  to  in  these  Letters  Patent,  and 
making  part  of  the  snme. 
To  all  tohom  it  Toay  concern : 

Be  it  known  that  I,  Joseph  D.  Cawood,  of  the  town  of 
Marshall,  county  of  Calhoun,  and  State  of  Michigan,  have 
invented  a  new  and  useful  improvement  in  the  common 
anvil  or  swedge-block,  for  the  purpose  of  welding  up  and 
reforming  the  ends  of  railroad  rails,  when  they  have  exfo- 
liated or  become  shattered  from  unequal  wear,  occasioned 
by  the  inequalities  of  the  road  (six  inches  or  so  of  the  ex- 
treme end  of  the  rail  being  frequently  destroyed,  while  the 
remainder  is  perfectly  sound),  and  I  do  hereby  declare  that 
the  following  is  a  full,  clear  and  exact  description  of  th« 
construction  and  operation  of  the  same,  reference  being  had 
to  the  annexed  drawing,  making  a  part  in  this  specification 
and  giving  a  perspective  view  of  the  machine.  A,  repre- 
senting the  bed-sill  on  which  the  anvil  is  placed.  B,  the 
anvil  or  swedge-block  of  cast  iron;  CC,  recesses  or  dies  across 
the  face,  the  shape  of  the  side  of  the  rail  D,  solid  block 
making  a  part  of  anvil,  with  its  side  shaped  to  the  side  of 
rail,  while  placed  in  its  natural  position  ;  E,  a  movable  press 
block,  held  down  to  anvil  by  dovetail  tongues  a,  on  the 
anvil  and  grooves  in  the  movable  press-block,  and  operated 
by  two  eccentric  cams,  F,  back  and  forth  in  a  longitudinal 
direction,  to  press  the  rail  together  while  forming  its  end, 
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and  with  sufficient  travel  to  extricate  the  rail  without  alter- 
ing its  vertical  position.  G,  a  rail  of  the  T  form,  in  its  po- 
sition, between  the  press  blocks. 

I  usually  make  my  improved  anvil  and  swedge-block  of 
cast  iron,  between  f oar  and  five  feet  long  and  sixteen  inches 
wide  across  the  face,  with  two  forms  or  recesses,  cc,  at  one 
end,  right  and  left,  of  a  form  corresponding  with  the  side 
of  the  rail ;  close  to  these  is  cast  a  raised  block,  D,  nearly 
as  high  as  the  rail,  and  with  its  farthest  edge  also  shaped 
to  fit  the  side  of  the  rail  when  it  lies  across  the  anvil  in  its 
natural  position.  Next  this,  I  attach  the  face  of  the  anvil, 
by  dovetail  tongues  and  grooves  or  any  other  convenient 
manner;  what  I  call  a  movable  press-block,  E,  with  a  simi- 
lar but  reverse  shaped  edge,  lying  opposite  to  the  other  so 
as  to  enclose  the  rail  between  the  two,  as  in  the  jaws  of  a 
vice.  This  block  I  work  by  two  eccentric  cams,  F,  on  a 
shaft  which  is  attached  to  the  anvil  by  two  standards,  HH, 
with  bearings,  II,  either  cast  on  or  bolted  to  the  edge  of  the 
same,  so  that  half  a  turn  of  the  crank  will  move  the  press 
block  over  a  space  a  little  more  than  the  extreme  width  of 
the  rail.  The  mode  of  using  this  machine  is  extremely 
simple  and  effective.  A  piece  of  iron  (being  of  a  size  suit- 
able to  the  deficiency  of  the  rail)  having  been  prepared  and 
pat  in  the  fire,  the  rail  being  suspended  by  its  middle  to 
the  level  of  the  anvil,  is  brought  to  a  welding  heat,  and 
then  swung  round  from  the  fire  into  the  space  between  the 
two  blocks,  where  it  is  by  a  half  tarn  of  the  crank  pinched 
together  by  means  of  the  cams,  F,  the  welding  piece  is 
then  laid  on  the  top  of  the  rail  and  welded  to  the  rail,  in 
the  usual  way,  and  leveled  up  and  shaped  by  a  swedge, 
held  by  the  smith,  of  the  form  of  that  section  which  pro- 
jects above  the  blocks — thus  accomplishing  at  one  heat 
what  usually  requires  three  or  more.  Should  any  imi)er- 
fections  remain,  which  is  not  usual  if  the  first  operation  is 
properly  gone  through  with,  they  can  be  removed  by  proper 
hand  swedges,  after  placing  the  rail  in  the  recesses,  CC, 
for  that  purpose. 


Jfai/r/xtd jyanrJ-ZTv/i. 


Jf^/s;^s/ 


T^/a^T/^a^/'^/x^a',  /.fs-a: 
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I  do  not  claim  the  anvil  block  nor  its  recesses,  but  what 
I  do  claim  as  my  invention  and  desire  to  secure  by  letters 
patent,  is  the  movable  press  block,  E,  having  its  edge 
formed  to  the  side  of  the  rail,  G,  in  combination  with 
another  block,  D,  with  its  edge  of  a  similar  but  reversed 
form  (the  movable  blocks  to  be  operated  by  two  cams  or 
in  any  other  convenient  manner)  for  the  purpose  of  press- 
ing between  them  a  T,  or  otherwise  shaped  rail,  thereby 
greatly  facilitating  the  difficult  operation  of  welding  and 
renewing  the  ends  of  such  rails  after  they  have  been  dam- 
aged in  the  manner  herein  described  and  set  forth. 

JOSEPH  D.  CAWOOD. 
Witness : 

Geokoe  Johnson, 

James  A.  Way. 

The  specification  says  (referring  to  the  drawings)  *'  D,  a 
solid  block  making  a  part  of  the  anvil  with  its  side  shaped 
to  the  rail  while  placed  in  its  natural  position.'^ 

And  again:  "I  usually  make  my  improved  anvil  and 
swedge-block  of  cast  iron,  between  four  and  five  feet  long, 
and  sixteen  inches  across  the  face,  with  two  forms  or  re- 
cesses, C  C,  at  one  end,  right  and  left,  of  a  form  corres- 
ponding with  the  side  of  the  rail.  Close  to  these  is  cast  a 
.raised  block,  D,  nearly  as  high  as  the  rail,  and  with  its 
farthest  edge  also  shaped  to  fit  the  side  of  the  mil,  when  it 
lies  across  the  anvil  in  its  natural  position." 

"E,  a  movable  press-block  held  down  to  the  anvil  by 
dovetailed  tongue  on  the  anvil,  and  grooves  on  the  mov- 
able press-block." 

Again.  "Next  this  {L  6.,  next  the  block,  D),  I  attached 
to  the  face  of  the  anvil  by  dovetailed  tongues  and  grooves, 
or  in  any  other  convenient  manner,  what  I  call  a  movable 
press-block,  E,  with  a  similar  but  reversed  shaped  edge, 
lying  opposite  the  other  so  as  to  inclose  the  rail  between 
the  two,  as  in  the  jaws  of  a  vice." 

At  the  trial  in  the  court  below  the  sole  question  was. 
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whether  the  patentee  claimed  that  of  which  he  was  not  the 
first  inventor. 

"  The  defendant  then  adduced  in  evidence  to  the  jury, 
certain  models  of  machines,  to  wit :  of  an  angle  iron  ma- 
chine (so-called),  an  anchor  machine  (so-called),  a  bayonet 
machine  (so-called),  and  a  copy  of  an  English  patent  <^anted 
to  one  Church,  with  the  specifications  and  drawings  an- 
nexed, which  were  known  prior  to  the  said  invention  of 
the  said  Cawood  machine,  and,  in  addition  thereto,  also 
adduced  evidence  to  show,  and  it  was  admitted  by  the 
plaintiff,  that  movable  press-blocks  in  combination  with 
faces  of  various  shapes  and  used  for  various  purposes,  were 
older  than  the  alleged  invention  of  Cawood,  the  patentee. 
The  defendant  also  introduced  evidence  for  the  purpose  of 
showing  that  said  Cawood  was  not  the  inventor  of  said  ma< 
chine  of  which  his  said  patent  was  obtained." 

The  jury  were  instructed :  *'  In  the  view  which  the  court 
takes  of  the  case,  there  will  be  no  question  of  fact  for  you 
to  decide." 

According  to  the  construction  which  the  court  has  here- 
tofore given  to  the  patent,  and  which  it  now  repeats,  the 
patentee  claims  as  his  invention  ''movable  press-block,  E, 
having  its  edge  formed  to  the  side  of  the  rail,  Q,  in  combi- 
narion  with  another  block  ;  the  movable  blocks  to  be  ope- 
rated by  two  cams,  or  in  any  other  convenient  manner." 

The  specifications  show  that  the  block,  D,  is  fixed  and  to 
be  a  part  of  the  anvil  or  swedge-block,  in  combination  with 
which,  as  well  as  with  the  fixed  block,  the  movable  block 
is  to  be  used.  Movable  press  blocks  in  such  combinations. 
With  faces  of  various  shapes  and  used  for  various  purposes, 
I'  it  is  clearly  proved  and  frankly  admitted,  are  greatly  older 

^  than  the  alleged  invention  of  the  patentee.     The  models 

exhibited  in  evidence,  of  the  '*  angle  iron  machine,"  the 
^'anchor  machine,"  the  ** bayonet  machine,"  and  those 
made  from  the  descriptions  contained  in  the  English  patent 
of  Church,  are  only  some  of  the  examples  of  their  use  and 
application.     The  patentee,  therefore,  claims  that  of  which 
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he  is  not  the  inventor.     This  fact  is  fatal  to  the  patent,  and 
entitles  the  defendant,  as  matter  of  law,  to  your  verdict. 

If  it  be  said  that  the  claim  is  for  the  shape  of  the  faces  of 
the  blocks  and  the  uses  to  which  they  are  to  be  applied, 
the  answers  are : 

1.  A  mere  change  of  form  is  not  a  patentable  subject. 

2.  The  use  of  the  machine  or  invention  for  a  new  pur- 
pose is  also  not  patentable. 

3.  It  was  the  duty  of  the  i)atentee  to  describe  clearly 
what  he  claimed  as  his  invention,  so  that  it  might  be  dis- 
tinguished, without  doubt  or  difficulty,  from  everything 
else  to  be  used  in  connection  with  it.  This  has  not  been 
done.  If  the  limited  construction,  here  under  considera- 
tion, be  deemed  the  correct  one,  still  this  objection  would 
be  fatal  and  your  verdict  the  same.  We  are,  however,  sat- 
isfied that  the  true  construction  is  a  more  comprehensive 
one,  and  that  patentee  claims  the  movable  block  in  combi- 
nation with  the  fixed  one,  and  that  the  shai)e  and  propor- 
tion of  the  cheeks  are  only  incidents  and  matters  of  detail. 

Thereupon  the  following  exceptions  were  taken  by  the 
plaintiffs : 

First.  That,  to  so  much  of  said  charge,  stating  that  the 
^^  movable  press-blocks  and  such  combinations  with  faces 
of  various  shapes  and  used  for  various  purposes  being 
greatly  older  than  tbe  alleged  invention  of  the  patentee, 
was  fatal  to  the  patent,  and  entitled  the  defendant  as  a 
matter  of  law  to  the  verdict  of  the  jury,  the  said  plaintiffs 
excepted. 

Second.  To  so  much  of  said  charge  as  states  that  ''in  the 
view  which  the  court  takes  of  the  case,  there  will  be  no 
question  of  fact  for  the  jury  to  decide." 

Third.  The  plaintiff  requested  the  court  to  charge  the 
jury  that  the  invention  patented  consisted  of  the  movable 
press-block  and  the  block  D,  in  combination  with  the  an- 
vil or  swedge-block  (B)  described  in  said  specification ; 
which  request  the  court  refused  to  grant.  Thereupon  the 
plaintiff  excepted  to  such  refusal. 
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Mr.  CurtiSy  for  the  plaintiff  in  error. 

The  thing  patented  is,  as  the  specification  declares,  an 
improvement  of  the  common  anvil,  the  object  of  which  is 
facilitating  the  welding  of  the  ends  of  rails ;  and  this  im- 
provement consists  in  uniting  with  the  anvil  two  projection 
blocks,  haying  the  i)ecaliar  characteristics  before  described, 
which  blocks  are  combined  by  the  described  means,  so  as 
to  produce  the  desired  result, , 

It  is  obvious  that  to  compare  any  prior  machine  with 
this  machine,  it  is  necessary  to  see  if  any  prior  machine 
was  adapted  to  accomplish  the  same  or  an  analogous  result 
by  substantially  the  same  means. 

A  new  use  of  an  existing  machine  is  not  patentable.  A 
modification  of  an  existing  machine  whereby  it  is  rendered 
capable  of  a  new  use,  is  patentable.  One  of  these  proposi- 
tions is  just  as  true  as  the  other.  Neither  proposition  can 
be  safely  applied  without  careful  regard  to  the  facts  of  the 
case  it  is  to  govern. 

1  propose  to  stand  on  the  proi)Osition  which  I  repeat  and 
to  which  I  conceive  there  can  be  no  objection :  that  if  there 
was  no  machine  prior  to  that  of  the  patentee  which  could 
accomplish  the  same  useful  purpose,  or  one  substantially 
analogous  to  it  by  the  use  of  substantially  the  same  means, 
the  patent  is  valid. 

In  looking  at  the  rulings  excepted  to,  two  well  settled 
rules  of  law  are  to  be  kept  in  mind. 

1.  The  question  whether  any  machine  proved  or  admit- 
ted to  have  existed  before  the  patentee's  invention  was  sub- 
stantially the  same  as  the  thing  patented,  was  a  question 
of  fact  for  the  jury. 

2  The  patent  is  prima  facie  valid,  and  the  burden  of 
proof  is  on  the  defendant ;  consequently  the  defendant  was 
required  by  law  to  satisfy  the  jury,  not  only  that  the  ma- 
chine he  relies  on  did  exist  before  the  patentee's  invention, 
but  that  some  one  of  them  could  accomplish  the  same  use- 
ful purpose  or  one  substantially  analogous  to  it  by  the  use 
of  substantially  the  same  elements,  combined  and  arranged 
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in  substantially  the  same  manner  as  he  described  and 
claimed  in  his  specifications. 

As  to  the  admission  of  the  plaintiff. 

This  was,  '^that  movable  press-blocks  in  combination 
with  faces  of  various  shapes  and  used  for  various  pur- 
poses, were  older  than  the  alleged  invention  of  the  pat- 
entee." It  was  not  admitted  that  before  the  plaintifl^s  in- 
vention there  existed  such  a  movable  press- block  as  is  de- 
scribed, and  such  a  fixed  block  as  is  described,  combined 
in  the  manner  described  to  produce  the  effect  described,  or 
any  analogous  effect ;  but  only  that  some  forms  of  movable 
press-blocks,  combined  in  some  way  with  faces  of  various 
shapes  and  msed  for  various  purposes,  were  older  than  the 
alleged  invention. 

Upon  such  an  admission  the  plaintiff's  patent  cannot  be 
declared  void  as  a  conclusion  of  law,  unless  it  is  a  conclu- 
sion of  law,  that  after  movable  press-blocks  in  combination 
with  faces  of  various  shapes  had  been  used  for  various  pur- 
poses, there  was  no  field  of  invention  left  unoccupied ;  or 
if  any  such  field  was  left,  that  the  claim  of  the  patentee  is 
not  within  that  field. 

It  is  manifestly  possible  that  there  was  such  a  field  that 
could  be  occupied  by  a  combination  of  those  same  elements, 
provided  the  patentee  should  modify  those  elements  to 
adapt  them  to  his  new  use,  and  should  combine  and  ope- 
rate them  in  a  different  way,  so  as  to  produce  a  new  and 
useful  result,  and  it  must  be  a  question  of  fact,  and  not  of 
law,  whether  he  has  so  done.  If  be  has,  he  has  made  a 
patentable  invention,  and  as  a  patent  has  been  granted  to 
him,  after  examination  by  the  proper  public  officers,  it  is 
to  be  presumed  he  has  made  an  invention  until  the 
contrary  is  shown.  Notwithstanding  the  admission,  as 
there  was  a  field  of  invention  left,  he  is  presumed  to  have 
occupied  that  field,  unless,  upon  tbe  fair  construction  of 
his  claim,  it  appears  he  has  passed  out  of  that  field  and  in- 
cluded something  which,  by  his  admission,  appears  to  be 
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old.  But  it  has  already  been  shown  that  this  claim  cannot 
be  so  construed. 

It  is  apparent,  on  inspection,  that  this  is  what  the  pat- 
entee has  done.  But  if  it  should  be  denied,  it  is  plainly  a 
question  of  fact  whether  he  has  done  this.  How  is  the 
court  to  say,  as  matter  of  law,  that  a  machine  for  holding 
and  supporting  rails  under  a  welding  hammer  is  substan- 
tially the  same  as  a  machine  for  making  bayonets  1  The 
patent  raises  a  presumption  that  they  are  not  the  same, 
and  without  the  aid  of  the  jury,  how  has  this  presumption 
been  overcome  1 

Yet,  upon  the  introduction  of  these  models,  and  upon 
the  above  quoted  admission  of  the  plaintiff,  the  court  did 
Instruct  the  jury,  as  matter  of  law,  that  the  patent  was 
void. 

Now,  upon  this  distinct  and  substantive  question,  there 
does  not  appear  to  have  been  any  evidence  of  experts  ;  and 
therefore  it  was  for  the  jury,  upon  an  examination  and 
comparison  of  the  prior  machines,  to  find  whether  either 
of  them  embraced  the  particular  combination  described  and 
claimed  by  the  patentee ;  and  upon  this  question  the  bur- 
den of  proof  was  upon  the  defendant. 

The  rule  laid  down  by  the  court,  that  "it  was  the  duty 
of  the  patentee  to  describe  clearly  what  he  claims  as  his 
invention,  so  that  it  might  be  distinguished  without  doubt 
or  difficulty  from  everything  else,"  seems  hardly  consistent 
with  that  liberality  in  the  construction  of  claims  which  has 
been  often  announced  by  this  court  as  due  to  the  nature  of 
the  subject  and  just  to  inventors,  and  which  has  been  so 
constantly  applied  by  the  circuit  courts  in  administering 
the  patent  laws. 

Corning  v.  Burden,  16  How.  269  [6  Am.  &Eng.  69] ;  Wi- 
nans  v,  Denmead,  15  How.  341  [6  Am.  &  Eng.  107],  and 
cases  there  cited. 

In  respect  to  the  reasons  assigned  by  the  court,  they  are : 

1.  A  mere  change  of  form  is  not  patentable.  This  is 
true ;  but  is  also  true  that  a  change  of  the  forms  of  the  ele- 
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ments  of  a  combination  whereby  those  elements  are  fitted 
lor  new  use,  accompanied  by  a  novel  arrangement  of  those 
modified  elements,  and  such  effective  means  of  operating 
the  modified  elements  in  the  novel  arrangement  as  to  pro- 
duce a  new  and  highly  useful  result,  is  not  a  mere  change 
of  form  in  the  sense  of  the  x)atent  law. 

The  court  further  held : 

2.  ^^  The  use  of  a  machine  or  invention  for  a  new  purpose 
is  also  not  patentable." 

This  is  true,  but  the  modification  of  a  machine  so  as  to 
adapt  it  to  a  new  and  highly  beneficial  use  of  which  it  was 
before  incapable,  is  patentable. 

Curt,  Pat,  36,  37,  559;  Crane  t).  Price,  Web.  Pat.  Gas. 
409  [3  Am.  &  Eng.  437]. 

Messrs.  C.  M.  KeUej'  and  S.  D.  Cozens,  for  d^endant 
in  error. 

As  to  the  legal  construction  of  the  claim  of  the  letters 
patent  in  the  declaration  named. 

I.  It  will  be  contended  on  the  part  of  the  defendants, 
that  the  construction  of  the  claim  given  by  the  court  be- 
low is  the  true  legal  construction  of  the  patent. 

1.  The  6th  section  of  the  Patent  Act  of  1836  requires  the 
patentee  to  give  not  only  a  full,  clear  and  exact  description 
of  the  manner  of  making,  constiTicting  and  using  his  in- 
vention but  that  he  shall  also  particularly  specify  and  point 
out  the  part,  improvement  or  combination  which  he  claims 
as  his  invention.  • 

2.  The  elements  which  constitute  the  combination  claimed 
by  the  patentee,  are  not  only  in  terms  the  movable  press- 
block  with  its  edge  formed  to  the  side  of  the  rail,  and  the 
stationary  block  with  its  edge  with  a  similar  but  reversed 
form ;  but  the  better  to  exclude  all  the  things  from  the 
combination  intended  to  be  claimed,  the  patentee  has  stated 
that  the  things  so  claimed  in  combination  or  *'for  the  pur- 
pose of  pressing  between  them  a  *  T '  or  otherwise  shaped 
rail." 
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3.  That  the  patentee  did  not  intend  to  include  the  an^il  as 
one  of  the  elements  of  a  combination  claim,  appears  in  the 
fact  that  in  the  descriptive  part  of  the  specification,  he  desig- 
nates the  several  parts  by  letters  of  reference  to  the  draw- 
ings— ^the  anvil  by  the  letter  B,  the  stationary  press-block 
by  the  letter  D,  and  the  movable  press-block  by  the  letter 
E — ^and  that  in  specifying  the  combination  he  claims  as  his 
invention,  he  designates  the  parts  by  the  same  letters,  and 
the  letter  B  does  not  appear  in  the  claim. 

4.  As  the  movable  and  the  stationary  press-block  are 
specified  in  the  claim  in  terms  indicated  by  letters  of  ref- 
erence, and  perform  the  whole  duty  for  which  the  combina- 
tion is  claimed,  and  as  the  anvil  is  not  specified  in  terms  in 
the  claim,  nor  indicated  by  letter  of  reference,  and  can  per- 
form no  duty  in  the  purpose  for  which  the  combination  is 
claimed,  by  no  rule  of  construction  can  the  anvil  be  intro- 
duced as  one  of  the  elements  of  the  combination  claimed. 

6.  In  a  suit  against  a  party,  using  only  the  combination 
of  the  two  press-blocks  without  the  anvil  or  swedge-block, 
and  in  the  absence  of  evidence  proving  that  such  combina- 
tion was  known  before  the  alleged  invention  of  the  patentee, 
the  court  would  have  been  compelled  to  rule  that  the  com- 
bination claim  did  not  include  the  anvil  or  swedge-block. 

6.  The  anvil  or  swedge-block  described  and  represented 
in  the  patent,  could  not  be  claimed  in  combination  with  the 
press-blocks,  because  it  has  no  mechanical  relation  to  or 
dependence  upon  them. 

II.  The  application  of  a  known  machine  to  a  new  and 
analogous  use,  is  not  a  patentable  subject  matter. 

To  discover  that  a  known  mechanical  combination  is  ap- 
plicable to  a  new  use,  can  no  more  give  title  to  such  me- 
chanical combination  than  the  discovery  that  a  given  tract 
of  land  contains  rich  ore  could  give  to  the  discoverer  a  title 
to  the  land. 

Curt.  Pat.  sec.  85,  87,  and  cases  there  cited ;  Winans  v. 
B.  &  P.  R.  R.  Co.,  2  Story,  412 ;  Bean  v.  Smallwood,  2 
Story,  408 ;  Losh  v.  Hague,  Web.  Pat.  Cas.,  207  [2  Am.  & 
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Eng.  601]  ;  Coming  v.  Burden,  16  How.,  252-270  [6  Am.  & 
Eng.  69]. 

III.  In  view  of  this  admission  by  the  plaintiifs  as  to  the 
state  of  the  facts  in  evidence,  in  connection  with  the  con- 
struction given  to  the  claim  by  the  court,  and  the  ruling  as 
matter  of  law  that  change  of  proportions  and  form  are  not 
the  subject-matter  of  letters  patent,  there  was  no  fact  for 
the  jury  to  decide. 

In  that  case  of  facts  and  the  law,  it  was  the  duty  of  the 
court  to  direct  the  jury  torendera  verdict  for  the  defendant. 

Morgan  v.  Seaward,  Web.  Pat.  Cas.  170  [2  Am.  &  Eng. 
262]  ;  Parks  v.  Ross,  11  How.  373. 

Mr.  Justice  Clifford  delivered  the  opinion  of  the  court. 

This  is  a  writ  of  error  to  the  Circuit  Court  of  the  United 
States  for  the  District  of  Michigan.  Action  was  trespass 
on  the  case  to  recover  damages  for  the  alleged  infringement 
of  a  patent.  Declaration  alleged  that  one  Joseph  D.  Cawood 
was  the  original  and  first  inventor  of  a  certain  new  and  use- 
ful improvement  in  repairing  railway  bars,  which  was  not 
known  or  used  before  his  said  invention,  and  which  was  not 
at  the  time  of  his  application  for  a  patent  in  public  use  or 
on  sale  with  his  consent  or  allowance ;  that,  being  the  orig- 
inal and  first  inventor  thereof,  he,  on  the  9th  day  of  Sep- 
tember, 1856,  upon  due  application,  obtained  letters  patent 
therefor,  whereby  was  secured  to  him,  his  heirs  and  assigns, 
for  the  term  of  fourteen  years  from  and  after  that  date,  the 
full  and  exclusive  right  and  liberty  of  making,  using  and 
vending  to  others  tb  be  used,  the  said  invention  and  im- 
provement. Plaintiffs  also  alleged  that  they,  through  certain 
Tnesne  conveyances  therein  particularly  specified,  became 
possessed  of  the  entire  right  and  title  to  that  invention  and 
improvement,  subject  to  certain  exceptions  not  necessary  to 
be  noticed  in  this  investigation,  and  the  charge  was  that  the 
defendants,  on  the  24th  day  of  August,  1860,  at  a  place 
within  that  district,  did,  unlawfully  and  wrongfully  and 
without  the  consent  or  allowance  of  the  plaintiffs,  make 
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and  use,  and  vend  to  others  to  be  used,  the  said  invention 
and  improvement. 

Defendants  pleaded  the  general  issue,  and  also  filed 
notices  of  certain  special  defenses : 

1.  That,  anterior  to  the  alleged  invention  of  the  thing 
patented,  the  same,  or  substantial  and  material  parts  there- 
of, claimed  as  new,  had  been  described  in  certain  public 
works. 

2.  That  the  patentee  was  not  the  original  and  first  inven- 
tor of  the  thing  patented,  or  of  any  substantial  or  material 
part  thereof  claimed  as  new,  but  that  the  same  and  every 
substantial  and  material  part  thereof  had  been  used  at 
various  places  therein  specified  and  set  forth. 

8.  That,  anterior  to  the  alleged  iavention,  the  same  and 
every  substantial  and  material  part  thereof,  had  been  pat- 
ented to  certain  persons  and  corporations,  as  more  fully 
detailed  in  the  notices  filed  in  the  case. 

1.  Parties  went  to  trial  at  the  June  Term,  1862,  and  the 
plaintiffs,  to  make  out  their  case,  introduced  a  certified 
copy  of  the  letters  patent  specified  in  the  declaration,  to- 
gether witli  the  specifications  and  drawings.  Existence  of 
the  defendant  corporation  was  admitted,  and  it  was  also 
admitted  that  the  plain tiflEs  were  the  assignees  of  the  pat- 
entee. Evidence  was  also  introduced  by  the  plaintiflFs,  to 
show  that  the  defendant  had  used  the  invention  and  im- 
provement described  in  the  letters  patent,  and  also  to  show 
the  amount  of  the  damages  sustained  by  such  user. 

(a)  Patentee  describes  his  invention  as  a  new  and  useful 
improvement  in  the  common  anvil  or  s\fredge-block,  for  the 
purpose  of  welding  up  and  reforming  the  ends  of  railroad 
mils,  when  they  have  exfoliated  or  become  shattered  from 
unequal  wear,  occasioned  by  the  inequalities  of  the  road. 
Having  made  out  a  jc^i7wfl/ac/e  case,  the  plaintiffs  rested, 
and  the  defendants  then  introduced  certain  models  of  ma- 
chines, for  the  purpose  of  showing  that  the  patentee  was 
not  the  original  and  first  inventor  of  his  improvement. 

(a)  Wallace,  page  508,  begins  opinion  here. 
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Models  of  machines  so  introduced  were  the  following,  to 
wit :  First,  a  model  of  an  angle  iron  machine.  Secondly, 
a  model  of  an  anchor  machine.  Thirdly,  a  model  of  a 
bayonet  machine.  Fourthly,  they  also  introduced  a  copy 
of  an  English  patent  granted  to  one  Church,  with  the  spe- 
cifications and  drawings  annexed,  and  the  statement  in  the 
bill  of  exceptions,  in  regard  to  all  those  machines,  is  that 
they  were  known  prior  to  the  invention  of  the  patentee  in 
this  case.  Bill  of  exceptions  also  states,  and  it  is  impoit- 
lant  to  observe  the  fact  that  in  addition  thereto  the  de- 
fendants also  adduced  evidence  to  show,  and  that  it  was 
admitted  by  the  plaintiffs,  that  movable  press-blocks,  in 
combination  with  faces  of  various  shapes  and  used  for  va- 
rious purposes,  were  older  than  the  alleged  invention  of 
patentee.  Other  evidence,  it  is  stated  in  the  bill  of  excep- 
tions, was  also  introduced  by  the  defendants,  for  the  pur- 
pose of  showing  that  the  patentee  was  not  the  original  and 
first  inventor  of  the  machine  for  which  he  obtained  the 
patent ;  but  the  evidence  is  not  given,  and  it  is  not  per- 
ceived that  the  statement  is  of  any  importance  at  the  pres- 
ent time. 

11.  Charge  of  the  court  is  given  entire  in  the  record ; 
but  in  the  view  taken  of  the  case,  it  will  only  be  nec- 
essary to  refer  to  so  much  of  it  as  relates  to  the  construc- 
tion of  the  patent,  and  the  effect  of  the  admission  made  by 
the  plaintiffs.  Construction  of  the  patent,  as  given  by  the 
court,  was  that  the  patentee  claimed  as  his  invention  the 
movable  press-block,  having  its  edge  formed  to  the  side  of 
the  rail  in  combination  with  the  block  D,  the  movable  blocks 
to  be  operated  by  two  cams,  or  in  any  other  convenient 
manner.  Specification  shows,  said  the  court,  that  the  block, 
D,  is  fixed  and  is  a  part  of  the  anvil  or  swedge-block,  in 
combination  with  which,  as  well  as  with  the  fixed  block, 
the  movable  block  is  to  be  used.  Such  is  the  substance  of 
the  charge  so  far  as  respects  the  construction  of  the  patent ; 
but  the  court  added,  in  the  same  connection,  that  movable 
press-blocks  in  such  combination,  with  faces  of  various 
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shapes  and  used  for  various  purposes,  it  is  clearly  proved 
and  frankly  admitted,  are  greatly  older  than  the  alleged 
invention  of  the  patentee  ;  and  in  support  of  that  proposi- 
tion of  fact,  the  presiding  justice  referred  to  the  several 
models  given  in  evidence  by  the  defendants,  and  to  the  de- 
scription contained  in  the  English  patent  as  examples  of 
their  use  and  application.  Following  those  references,  and 
in  connection  therewith,  the  court  told  the  jury  that  *'the 
patentee,  therefore,  claims  that  of  which  he  is  not  the  inven- 
tor, and  this  fact  is  fatal  to  the  patent,  and  entitles  the  de- 
fendants, as  matter  of  law,  to  your  verdict.'*  Exceptions 
were  seasonably  and  duly  taken  to  all  that  portion  of  the 
charge  of  the  court.  Principal  compteint  against  the  charge 
is  that  the  court  decided  a  question  of  fact  which  belonged 
to  the  jury,  and  which  should  have  been  submitted  to  their 
determination  under  proper  instructions. 

III.  Whether  that  complaint  is  well  founded  or  not  de- 
pends very  much,  if  not  entirely,  upon  the  construction  to 
be  given  to  the  patent.  Patents  for  inventions  are  not  to 
be  treated  as  mere  monopolies  and,  therefore,  odious  in  the 
eyes  of  the  law ;  but  they  are  to  receive  a  liberal  construc- 
tion, and  under  the  fair  application  of  the  rule,  ut  res  magis 
valeat  quampereat^  are,  if  practicable,  to  be  so  interpreted 
as  to  uphold  and  not  to  destroy  the  right  of  the  inventor. 
Rvan  V.  Goodwin,  3  Sumn.  520. 

Claim  of  the  patentee  in  this  case  is  not  for  the  anvil 
block  nor  its  recesses,  as  is  expressly  stated  by  him  in  his 
specification.  On  the  contrary,  what  he  claims  as  his  in- 
vention is  the  movable  press-block,  having  its  edge  formed 
to  the  rail,  in  combination  with  another  block,  which  is  de- 
scribed as  a  fixed  block,  and  whose  edge  is  of  a  similar  but 
reversed  form,  for  the  purpose  of  pressing  beteen  tbem  the 
railroad  rail.  Shape  of  the  rail  is  immaterial,  except  that 
the  inner  face  or  edge  of  the  respective  blocks  must  be  so 
made  and  formed  as  to  fit  the  respective  sides  of  the  rail  to  be 
repaired.  Statement  of  the  claim  is,  that  the  movable  blocks 
may  be  operated  by  two  cams,  or  in  any  other  convenient 
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manner,  and  the  representation  is  that  the  machine  will 
greatly  facilitate  the  operation  of  welding  and  renewing  the 
ends  of  sach  rails,  after  they  have  been  damaged  in  the  man- 
ner herein  described  and  set  forth.  Taking  the  description  of 
the  machine  as  set  forth  in  the  specification,  it  consists  of 
the  following  elements:  First,  a  bed  sill,  on  which  the  anvil 
is  placed.  Secondly,  the  anvil  or  swedge-block  of  cast  iron, 
usually  four  or  fire  feet  long,  and  sixteen  inches  across  the 
face.  Thirdly,  a  solid  block  cast  with  and  making  a  part 
of  the  anvil,  nearly  as  high  as  the  rail  when  it  is  laid  across 
the  anvil  in  its  usual  position.  Fourthly,  a  movable  press- 
block,  attached  to  the  face  of  the  anvil  by  dovetailed 
tongues  and  grooves,  having  an  inner  edge  or  face  shaped 
to  fit  the  opposite  side  of  the  rail  so  as  to  inclose  the  rail 
between  the  two,  as  in  the  jaws  of  a  vice.  Press-block,  as 
before  remarked,  is  worked  by  two  eccentric  cams,  which 
sen'e  to  advance  the  press-block  upon  its  dovetailed  tongues 
and  grooves  parallel  to  the  opposite  face  of  the  fixed  block. 
When  the  press-block  has  been  thus  advanced  so  far  as  to 
bring  its  face  in  contact  with  one  side  of  the  rail,  the  cams 
and  the  tongues  and  grooves  hold  the  press-block  in  posi- 
tion, and  the  rail  is  firmly  grasped  between  the  inner  faces 
of  the  two  blocks.  Inventor  then  goes  on  to  describe  the 
mode  of  using  the  machine,  which  he  says  is  extremely 
simple  and  effective,  and  sufilcient  has  already  been  re- 
marked  to  show  that  his  representation  is  correct,  without 
reproducing  the  description.  Immediately  following  that 
description,  is  the  claim  of  the  patent,  as  heretofore  given, 
which  need  not  be  repeated. 

IV.  Evidently,  the  claim  must  be  construed  in  connec- 
tion with  the  explanations  contained  in  the  specification, 
and  when  viewed  in  that  light,  it  is  quite  clear  that  it 
should  receive  a  more  restricted  construction  than  was  given 
to  it  in  the  charge  of  the  court.  Special  devices  are  de- 
scribed as  combined  and  arranged  in  a  particular  manner, 
and  operate  only  in  a  special  and  peculiar  way  for  a  special 
purpose,  and  to  effect  a  special  result.  Obviously,  it  is  not  a 
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claim  for  any  kind  of  movable  press-block,  combined  and 
operating  in  any  way  witli  any  kind  of  fixed  block,  to  accom- 
plish any  purpose  or  effect  any  kind  of  result.  Giving  that 
construction  to  the  claim,  then  indeed  it  would  be  true  that 
the  plain  tiffs,  when  they  admitted  that  movable  press-blocks, 
in  combination,  with  faces  of  various  shapes  and  used  for 
various  purposes,  were  older  than  the  invention  of  the  jwit- 
entee,  did  admit  away  their  whole  case  and,  if  viewed 
in  that  light,  it  would  be  equally  true  that  there  was  no 
question  of  fact  to  be  submitted  to  the  jury.  But  such  is 
not  the  true  construction  of  the  i)atent,  as  is  obvious  from 
every  one  of  the  explanations  of  the  specification.  Inven- 
tion was  of  such  a  movable  press-block  as  is  described, 
having  its  edge  formed  to  the  side  of  the  rail  in  combina- 
tion with  such  other  block  as  is  described,  with  its  edge  of 
similar  but  reversed  form  arranged  as  described,  and  com- 
bined and  operating  in  the  particular  way  described,  for  the 
special  purpose  of  effecting  the  described  result. 

When  viewed  in  that  light,  it  is  equally  clear  that  the 
charge  of  the  court  was  erroneous,  because  there  was  an 
important  question  of  fact  which  should  have  been  left  to 
the  jury,  whether  the  machines  introduced  by  the  defend- 
ants or  any  of  them,  or  any  of  the  prior  movable  press- 
blocks,  as  is  shown  in  the  admission,  were  substantially  the 
same  as  the  machine  of  the  patentee.  American  authori- 
ties, at  least,  hold  that  every  such  question  is  one  for  the 
jury,  and  upon  that  ground  alone  we  have  come  to  the  con- 
clusion that  the  judgment  in  this  case  must  be  revei-sed. 

Judgment  of  the  Circuit  Court  is  accordingly  reversed^ 
witJi  costs ^  and  the  cause  remanded  with  directions  to  issu^. 
a  new  venire. 

Patent  in  eult  t 

No.  15,687.     Cawood,  J.  D.     September  9,  1850.     Anvil. 
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Particular  reissue  construed.  Functional  claim.  Principle.  Im- 
prot}er.  Inadvertence^  accident  or  mistake.  Infringement.  Be- 
issues.     Equivalents.     Expanded  reissues. 

1.  Claim  1  of  reissned  letters  patent  No.   1087,  H.  A  Wells,  De- 

cember 4,  1860  (original  No.  4472,  April  25, 1846),  for  "form- 
ing  bats  of  far  fibres  by  throwing  the  fur  in  properly  regu- 
lated quantities,  substantially  as  herein  described  "  condemned 
as  a  claim  of  a  function,  result  or  principle,  and  as  an  attempt 
at  expansion  by  an  equivocal  claim,     (p.  288.) 

2.  A  ^* principle"  a  ^'mode  of  operation"  or  an  idea  is  not  patent- 

able,    (p.  290.) 
8.  The  principle  of  a  machine  is  'Mts  mode  of  operation."     (p.  290.) 

4.  '^  A  mode  of  operation  as  exhibited  in  a  machine  "  is  not  patent- 

able,    (p.  290.) 

5.  An  inventor  who  has  made  an  improvement  in  a  machine,  can- 

not include  all  previous  inventions,  and  have  a  claim  to  the 
whole  art,  discovery  or  machine  which  he  has  improved,  (pw 
291.) 

6.  Held  there  was  no  error  from  ^*  inadvertence,   accident  or  mis- 

take" in  the  claim  of  Wells'  original  letters  patent  No.  4472 
of  April  25,  1846,  for  which  the  reissue  No.  1087,  December 
4,*  1860,  was  granted,     (p.  291) 

7.  That  two  machines  produce  the  same  effect,  will  not  justify  the 

assertion  that  they  are  substantially  the  same,  or  that  the  de- 
vices used  by  one  are,  therefore,  mere  equivalents  for  those  of 
the  other,     (p.  292.) 

*See  Explanation  of  Notes,  page  III. 
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8.  An  infringement  involves  substantial  identity,  whether  that 
identity  be  described  by  the  terms,  *'  same  principle,"  same 
modus  operandiy  or  any  other,     (p.  293.) 

0.  Blnstrations  of  the  term  *' equivalent"  in  its  application  to  ma- 
chines,    (p.  293.) 

10.  The  question  of  fraud  raised  but  not  determined  in  view  of  an 
unwarranted  expanded  reissue  claim  made  subsequent  to  in- 
spection of  the  alleged  infringing  machine,     (p.  295.) 

11.  Act  1836,  sec.  13,  surrender  and  reissue  of  letters  patent  re- 

viewed,    (p.  295.) 

12.  Expanded  or  equivocal  reissue  claims,  made  where  the  original 
patent  was  clearly  neither  'inoperative  nor  invalid,"  and 
whose  specification  is  neither  "  defective  nor  insufficient "  con- 
demned,    (p.  298.) 

13.  Where  the  original  claim  of  letters  patent  No.  4472,  H.  A. 
Wells,  April  25,  Hat  Bodies,  was  construed  to  be  for  an  im- 
provement on  a  machine  and  co-extensive  with  the  invention, 
and  in  which  there  was  no  error  from  *'  inadvertence,  accident 
or  mistake,"  held  that  its  reissue  No.  1087,  of  December  4, 
1860,  claiming  the  '*  mode  of  operation  "  of  the  machine,  was 
for  a  function,  result  or  principle,  an  attempt  at  expansion  by 
an  equivocal  claim  and  void,  if  infringed  by  the  machine  con- 
strued under  patent  No.  26,811)  S.  Boyden,  January  10, 1860, 
Machine  for  forming  Hat  Bodies,     (p.  298.) 

14  Reissued  letters  patent  No.  1086,  H.  A.  Wells,  December  4, 1860, 
'  Process  for  forming  Hat  Bodies,  original  No.  4472,  April  25, 
held  anticipated  by  a  prior  English  patent,  which  was  known 
to  Wells,  and  is  void.     (p.  298.) 

[Citations  in  opinion  of  the  court :] 

McCoimick  v.  Talcotfc,  20  How.  402  [6  Am.  &  Eng.  410],  p.  294. 
Curtis  Pat.  822,    p.  293. 

O'Reilly  v.  Morse,  16  How.  62  [5  Am.  &  Eur.  488],  p.  297. 
McClurg  V.  Kingsland,  1  How.  202  [4  Am.  &  Eiig.  882],  p.  288. 

Appeal  from  the  Circuit  Court  of  the  United  States  for 
the  District  of  New  Jersey. 
The  bill  of  complain  recites  in  the  usual  form  : 
First.  The  grant  of  letters  patent  to  Henry  A.  Wells, 
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bearing  date  April  26,  1846,  for  improvements  in  the  pro- 
cess of,  and  machinery  for  making  hat  bodies. 

Second.  That  prior  to  September  30,  1866,  .the  said  let- 
ters patent  became  vested  in  complainant  jointly  with 
Charles  St.  John,  Albert  H.  Wright  and  James  M.  Riblet. 

Third.  That  the  said  letters  patent,  on  account  of  a  de- 
fective specification,  were  surrendered  and  re-issued  and 
two  amended  patents  granted  thereon,  one  of  the  said  re- 
issues being  granted  for  the  machinery  for  making  hat 
bodies  and  the  other  for  the  process  of  hardening,  which 
said  reissues  were  severally  dated  September  80, 1856,  and 
the  other  October  7,  1866,  and  both  granted  for  the  unex- 
pired terms  of  fourteen  years,  for  which  the  original  was 
granted. 

Fourth.  The  death  of  the  patentee,  Henry  A.  Wells, 
March  27,  1861. 

Fifth.  The  extension  and  renewal  of  the  said  letters  pat- 
ent, April  17,  1860,  by  the  Commissioner  of  Patents  under 
the  provision  of  the  18th  section  of  the  Patent  Act  of  1836, 
for  the  further  term  of  seven  years,  from  and  after  the  26th 
day  of  April,  1860,  which  grants  were  made  to  the  admin- 
istratrix of  the  estate  of  the  said  patentee,  Henry  A.  Wells. 

Sixth.  That  the  said  extended  and  renewed  term  of  the 
said  two  letters  patent  became  vested  in  complainant  on  or 
about  April  23,  1860. 

Seventh.  That  both  of  the  said  reissued  and  extended 
patents  were  subsequently  reissued  to  complainant  on 
amended  specification,  which  said  reissues  bear  date  De- 
cember 4,  1860,  and  are  respectively  numbered,  the  one  for 
the  process  1066,  and  the  one  for  the  machinery  1087. 

Eighth.  That  the  said  reissued  patents  are  for  the  same 
invention  as  originally  invented  by  the  said  Henry  A. 
Wells  and  described  in  and  secured  by  the  original  patent 
granted  to  the  said  Wells,  April  26,  1846. 

Ninth.  That,  in  the  year  1848,  complainant  and  his  then 
associate  owners  of  the  said  letters  patent,  entered  into  an 
agreement  with  the  firm  of  Bankin,  Duryee  &  Co.,  of  whom 
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the  respondents  ai*e  the  successors,  by  which  a  license  to 
nse  not  more  than  two  machines  under  the  said  Wells  pat- 
ent was  granted  to  them  ;  and  that  the  chief  consideration 
which  induced  the  grant  of  the  said  license  for  a  smaller 
money  consideration  than  the  amount  paid,  was  the  co- 
operation and  aid  which  the  said  licensees,  by  reason  of 
their  influential  position  and  extensive  business  connection, 
were  abie  to  afford  them  in  sustaining  and  defending  their 
rights  against  infringers.  That  in  the  said  agreement  com- 
plainant and  his  said  associates  reserved  the  right  to  can- 
cel and  annul  the  same  if  its  terms  and  conditions  should 
be  violated  by  the  said  licensees  or  their  successors.  That 
the  said  agreement  of  license  was  confined  to  the  said  re- 
spondents ;  and  that  for  a  valuable  consideration,  on  the 
10th  day  of  December,  1869,  the  same  was  renewed,  ex- 
tended and  revived  for  any  extended  or  renewed  term  of 
the  said  patent,  if  one  should  be  granted  and  become  vested 
in  the  complainant. 

Tenth.  TTiat  the  respondents,  in  violation  of  the  express 
terms  and  conditions  of  the  said  agreement  so  renewed  and 
extended,  have  caused  to  be  constructed  several  machines 
in  addition  to  the  two  authorized  to  be  used  by  them  un- 
der the  said  agreement,  and  that  they  have  and  do  use 
eight  machines  in  violation  of  the  terms  of  the  said  agree- 
ment and  of  the  rights  secured  by  the  said  letters  patents 
and  vested  in  complainant.  That  by  reason  of  the  viola- 
tion of  the  express  conditions  of  the  said  agreement  by  re- 
spondents, complainant  has  given  notice  to  the  said  re- 
spondents that  the  said  agreement  of  license  has  been  by 
him  annulled  and  canceled. 

Eleventh,  recites  a  suit  in  equity  in  the  Eastern  District 
of  Pennsylvania,  issued  out  of  chancery,  tried  by  a  jury, 
and  verdict  rendered  sustaining  the  validity  of  the  patent, 
and  a  final  decree  in  the  equity  suit  sustaining  the  validity 
of  the  patent  and  the  charge  of  infringement,  and  sundry 
other  suits  in  other  judicial  districts,  in  all  of  which  the 
validity  of  the  patent  was  sustained. 
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The  defenses  set  np  by  the  answer  are  in  substance : 

1.  That  Henry  A.  Wells,  the  patentee,  never  invented 
the  improvements  in  the  process  and  the  machinery  for 
making  hat  bodies,  for  which  the  said  letters  patent  were 
granted  April  26,  1866;  that  the  reissued  patents  nnder 
which  complainant  claims  are  not  for  Ihe  same  invention 
as  that  described  in  and  secured  by  the  original  patent, 
granted  April  25,  1846 ;  and  that  such  reissues  were  ob- 
tained in  fraud  to  secure  what  was  not  invented  by  Wells 
or  described  in  the  original  patent,  but  which  was  known 
before  Wells'  alleged  invention,  and  that,  therefore,  the 
said  re-issues  are  void. 

2.  That  the  respondents  have  not  violated  any  part  of 
the  agreement  of  license  recited  in  the  bill  of  complaint, 
and  that  it  is  still  binding  un  the  parties,  and  that  as  to 
two  of  the  machines  for  forming  hat  bodies,  which  they 
have  and  still  use,  and  which  they  admit  are  constructed 
and  used  in  accordance  with  the  original  Wells  patent, 
they  claim  the  right  to  continue  the  use  tliereof  under  the 
said  license. 

3.  They  admit  that  they  constructed  and  used  and  con- 
tinned  to  ase  other  machines  for  forming  liat  bodies  besides 
the  two  which  they  claim  the  right  to  use  under  license, 
and  as  to  those  other  machines  they  aver  that  in  construc- 
tion ;uk1  rL]')i"!i-  "\  uiK-ruii.in  they  are  substantially  different 
from,  :ind  do  iint  infringe  upon  complainant's  reissue  of 
the  Wells  putent,  unless  the  claim  of  the  said  reissue  be 
construed  so  broadly  as  to  render  the  patent  null  and  void 

ing  what  was  not  invented  by  Wells,  or  for  claim- 

.tentable  subject  matter. 

liefore  the  time  of  the  application  by  the  said 

the  said  originul  letters  patent,  various  machines 

ts  for  the  manufacture  of  hat  bodies  had  been 

end  were  knottn,  ased,  patented  and  published, 

exhibited  of  record,  constituting  a  certain  state  of 

hicll  has  become  and  was  then  public  property, 

e  nsed  by  these  defendants  and  all  other  persons, 
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and  which  embrace,  substantially,  portions  of  the  machin- 
ery and  processes  mentioned  in  the  specification  of  the  said 
Wells,  and  also  of  what  is  patented  by  said  reissued  pat- 
ents if  construed  as  complainant  insists  upon  having  them 
construed,  the  said  averment  being  accompanied  with  a  list 
of  numerous  patents  granted  in  England  and  in  the  United 
States. 

6.  And  having  invoked  the  protection  of  the  license  from 
complainant,  and  hence  the  protection  of  the  Wells  patent 
and  the  reissue  thereof,  they  insist  that  they  are  not 
estopped  from  denying  the  validity  of  the  said  reissue, 
alleging  as  a  reason  that  the  said  agreements  of  license 
were  entered  into  by  them  without  knowledge  of  the  said 
reissues  which  were  granted  after  the  making  of  the  said 
agreements. 

6.  They  admit  the  several  files  and  adjudications  of  the 
said  Wells  patent  recited  in  the  bill  of  complaint,  but  in- 
sist that  the  cases  in  the  District  of  Massachusetts  against 
Christian  Raake,  and  against  Gill  and  Brown ;  and  in  the 
Southern  District  of  New  York  against  James  Prentiss, 
and  in  the  District  of  New  Jersey  against  Alva  B.  Taylor, 
were  on  motion  for  interlocutory  injunction  on  ex  parte 
affidavits ;  and  in  each  and  all  of  these  cases  the  respond- 
ents employed  a  peculiar  trunk  or  guide  with  its  fixtures 
in  combination,  or  employed  a  movable  hood  to  regulate 
the  deposit. 

7.  That  the  result  of  the  litigation  of  the  said  patents 
was  such  as  to  show  and  prove  that  these  respondents  un- 
derstood and  believed  that  the  said  supposed  invention  of 
said  Wells,  and  all  letters  patent  which  had  been  or  could 
be  issued  therefor,  were  limited  to  what  the  said  original 
letters  patent  purport  to  be  for,  that  is,  to  the  peculiar 
trunk  and  conductor  therein  described,  in  combination 
with  its  movable  hood  and  other  parts,  and  the  peculiar 
double  feed  apron  in  combination  with  other  parts. 

And  that  they  have  never  acknowledged  or  supposed  any- 
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thing  alse  to  be  within  said  patent,  or  that  anything  else 
could  be  legally  put  into  any  reissue  thereof. 

The  Wells  invention,  patented  on  the  26th  day  of  April, 
1846,  under  which  complainant  claims,  being  the  combined 
mechanism  described  in  this  patent  for  producing  the  re- 
quired result,  consists  of  tlie  following  elements : 

First.  A  rotating  picking  mechanism  by  which  the  fur  is 
properly  disintegrated  and  in  regular  quantities  thrown 
into  the  air. 

Second.  A  pervious  cone  or  former,  and  mechanism  con- 
nected therewith,  by  which  air  is  drawn  or  exhausted  from 
the  inside  thereof,  that  the  surrounding  air  may  rush 
towards  the  outer  surface  and  through  the  perforations  to 
the  inside,  thus  inducing  an  atmospheric  pressure  on  the 
outer  surface. 

Third.  Means  for  directing  the  fur  which  is  thrown  into 
the  air  by  the  picker,  so  that  it  shall  be  deposited  along 
the  entire  length  of  the  pervious  cone,  and  of  the  required 
varying  thickness  as  the  cone  rotates  on  its  axis,  that  the 
deposits  may  be  equal  all  around  the  circumference. 

It  is  stated  in  this  specification,  that  '^the  mode  of  ope- 
ration of  the  said  invention  of  the  said  Henry  A.  Wells  is 
such  that  the  fur  fibers  are  directed  and  controlled  so  as  to 
travel  from  the  picking  and  disint^rating  brush  towards 
the  surface  of  the  pervious  cone  or  other  former,  that  they 
may  be  deposited  thereon  to  the  thickness  required  to 
make  a  hat  of  uniform  thickness  all  around,  and  of  the  re- 
quired varying  thickness  from  brim  to  tip ;  and  this  mode 
of  operation  results  from  combining  with  a  rotary  picking 
and  disintegrating  brush  and  pervious  cone  or  equivalent 
former,  connected  with  an  exhausting  apparatus,  suitable 
means  for  directing  and  controlling  the  fur-bearing  cur- 
rent." 

In  addition  to  this  leading  combination  and  mode  of 
operation,  there  are  minor  combinations  which  give  aid 
to  the  general  operations.  The  forward  end  of  the  bot- 
tom of  the  fur-directing  apparatus  is  hinged  so  that  it  can 
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be  changed  in  position  relatively  to  the  base  of  the  cone 
and  there  set,  to  modify  the  distribution  of  the  fur,  to  form 
the  brim  of  the  hat  narrower  or  wider. 

Again,  to  the  forward  part  of  the  top  there  is  a  hinge 
dejSector  which  may  be  operated  by  an  eccentric  or  cam,  or 
by  hand,  to  diversify  the  distribution  of  the  fur  at  and 
along  the  upper  part  of  the  i)ervious  cone. 

There  is  still  another  addition  to  the  leading  combina- 
tion important  to  be  mentioned.  The  particles  of  fur 
thrown  by  the  picker  are  carried  to  and  deposited  on  the 
surface  of  the  pervious  cone  by  two  forces.  The  centrifu- 
gal force  generated  by  the  rotation  of  the  picker,  acting  on 
the  particles  of  fur  and  on  the  surrounding  air,  will  cause 
them  to  leave  the  picker  in  a  line  tangent  to  its  circumfer- 
ence, as  a  stone  leaves  a  sling  in  a  straight  line  tangent  to 
the  circle  in  which  it  was  whirled,  the  direction  of  the  tan- 
gent depending  nx)on  the  part  of  the  circle  at  which  it  is 
liberated.  And  the  other  force  is  that  due  to  the  partial 
vacuum  induced  inside  the  pervious  cone  and  which,  by 
atmospheric  pressure,  induces  currents  of  air  to  travel 
towards  the  outer  surface  of  the  cone.  So  soon  as  the  par- 
ticles of  fur,  first  impelled  by  the  centrifugal  action  of  the 
picker,  comes  sufficiently  within  the  range  of  action  of  the 
current  induced  by  the  exhaustion  of  the  cone,  they  will 
be  drawn,  as  it  were,  to,  and  held  against,  the  surface  of 
the  cone.  The  better  to  give  efficiency  and  proper  direc- 
tions to  these  joint  forces,  the  inventor  provided  an  aper- 
ture below  the  rotating  picker,  and  between  it  and  the  bot- 
tom or  bed  of  the  directing  apparatus,  for  the  free  admis- 
sion of  a  current  of  air  to  supply  the  currents  induced  by 
the  rotation  of  the  picker  and  the  exhaustion  of  the  inside 
of  the  pervious  cone. 

This  current  of  air  tends  to  prevent  the  fur  fibers  from 
falling  off  the  bed  of  the  machine  and  going  to  waste, 
while  at  the  same  time  it  aids  in  giving  them  the  required 
directions  for  a  proper  and  efficient  distribution  on  the  sur- 
face of  the  cone. 
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What  is  claimed  in  complainants'  reissued  letters  pat- 
ent^ No.  1087,  as  the  invention  of  Henry  A.  Wells,  is  as 
follows : 

The  patentee,  after  describing:  by  the  aid  of  drawings,  in 
full,  clear  and  exact  terms,  the  manner  of  making  and  con- 
structing the  machine  which  embodies  the  mode  of  opera- 
tion invented  by  Wells,  and  which,  in  the  declaratory  part 
of  the  specifications  he  has  pointed  out,  proceeds  to  state : 
*' Having  thus  described  the  mode  of  application  of  the 
said  invention  of  the  said  Henry  A.  Wells  as  the  same  was 
successfully  reduced  to  practice  by  him,  I  do  not  wish  to 
be  understood  as  limiting  the  claim  of  invention  to  such 
mode  of  application  as  other  modes  may  be  devised,  hav- 
ing the  same  mode  of  operation  in  principle  and  only  dif- 
fering from  it  in  form  or  in  the  substitution  of  equivalent 
means." 

First.  '*  What  I  claim  as  the  invention  of  the  said  Henry 
A.  Wells  in  machinery  for  forming  bats  of  fur  fibers  in  the 
manufacture  of  fur  hat  bodies,  is  the  mode  of  operation 
substantially  as  herein  described,  of  forming  bats  of  fur 
fibers  of  the  required  varying  thickness  from  brim  to  tip, 
which  mode  of  operation  results  from  the  combination  of 
the  rotating  picking  mechanism,  or  the  equivalent  thereof, 
the  pervious  former  and  its  exhausting  mechanism,  or  the 
equivalent  thereof,  and  the  means  for  directing  the  fur- 
bearing  current  or  the  equivalent  as  set  forth." 

*'Ialso  claim  the  combination  of  the  rotating  picking 
mechanism  or  the  equivalent  thereof,  the  pervious  former 
with  its  exhausting  mechanism,  and  the  lower  deflector 
substantially  as  described  to  regulate  the  deposit  of  the 
fur  fibers  on  the  lower  part  of  the  former  as  described." 

"I  also  claim  the  combination  of  the  rotating  picking 
mechanism  or  the  equivalent  thereof,  the  pervious  former 
with  its  exhausting  mechanism,  and  the  upper  refiector, 
substantially  as  described  to  regulate  the  deposit  of  the 
fur  fiber  on  the  tip  of  the  pervious  former  as  set  forth." 

"And  I,  finally,  claim  the  combination  of  the  rotating 
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picking  mechanism,  the  pervions  former  with  its  exhaust- 
ing mechanism,  and  the  means  described,  or  t  he  equivalent 
thereof,  for  inducing  a  current  of  air  to  aid  in  carrying 
and  giving  direction  to  the  fur,  and  insuring  its  proper 
deposit  on  the  surface  of  the  pervious  former  as  required, 
as  set  forth." 

Among  the  numerous  prior  patents  put  in  evidence  by 
the  respondents  under  the  plea  of  the  state  of  the  art,  to 
attack  the  scope  of  complainant's  reissue  of  the  Weils  pat- 
ent, is  a  ipSLtent  granted  in  England  to  Thomas  B.  Wil- 
liams, in  1833.  But  the  plaintiff  claimed,  that  the  novelty 
of  the  Wells  patent  was  not  impeached  by  the  Williams 
patent. 

The  respondents,  in  their  answer,  averred  that  ''a  ma- 
chine was  known  to  and  used  by  William  Fosket,  in  Meri- 
den,  Connecticut,  prior  to  the  invention  of  Wells,  which 
had  the  combination  of  an  endless  apron  to  feed  the  fur  to 
a  picker ;  a  picker  to  disintegrate  the  fur  and  throw  it  into 
the  trunk  or  conductor  toward  a  revolving  perforated  ex- 
hausted cone ;  a  trunk  and  conductor  to  receive  the  fur 
and  guide  and  conduct  it  toward  the  cone,  as  wafted  along 
by  the  current  of  air ;  a  cone  standing  upon  its  base  and 
over,  and  in  the  interior,  communicating  with  a  box  ex- 
hausted of  air  by  a  blower,  to  cause  the  fur  to  be  deposited 
and  held  upon  the  cone ;  devices  of  several  different  kinds 
for  controlling  the  deposit  of  fur,  so  as  to  make  the  bat 
thicker  or  thinner  in  such  part  as  required."  But  the 
plaintiff  claimed  that  the  Fosket  jyatent  did  not  furnish 
evidence  to  impeach  the  novelty  of  the  Wells  patent,  and 
was  not  prior  in  date,  and  was  incapable  of  being  reduced 
to  successful  practice. 

Defendants  also  give  evidence  of  a  patent  granted  in 
England,  April  4,  1838,  to  William  Angus  Robertson,  for 
*' certain  improvements  in  the  manufacture  of  hosiery, 
shawls,  carpets,  rugs,  blankets,  and  other  fabrics." 

Another  of  the  patents  put  in  evidence  by  the  respond- 
ents, under  the  averment  as  to  the  state  of  the  art,  was 


284  BUER  V.  DURYEE.  [Sup.  Ct 

statement  of  the 


granted  in  England  to  William  Ponsford,  in  1839 ;  also  a 
patent  granted  to  Thomas  Blanchard,  Jane  14,  1837.  In 
stating  the  various  methods  of  manufacturing  hats  prac- 
ticed prior  to  the  Wells  invention,  this  one  was  fully  de- 
scribed;  and  as  Blanchard' s  method  consists  in  making  a 
continuous  sheet  or  bat  of  fur  fibers  on  an  endless  moving 
apron  or  belt  of  wire  cloth,  with  a  partial  vacuum  below  it 
maintained  by  an  exhausting  mechanism,  and  then  wind- 
ing the  sheet  or  bat  so  formed  on  solid  cones,  as  distin- 
guished from  the  Wells  method  of  forming  the  bat  di- 
rectly of  the  form  required  on  pervious  former. 

The  Hezekiah  Miller  patent  was  also  put  in  evidence  on 
the  state  of  the  art.  It  was  granted  March  6,  1839,  and 
was  for  a  modification  of  the  Blanchard  method  of  making 
fur  hat  bodies  by  first  forming  a  continuous  web  or  bat  of 
fur  fibers  to  be  wound  on  cones,  as  in  process  of  making 
wool  hat  bodies. 

The  Hurlbut  patent  was  also  put  in  evidence ;  granted 
June  13,  1831.  It  relate  entirely  to  the  hardening  of  bats 
for  hat  bodies,  and  it  does  not  even  allude  to  machinery 
for  making  hat  bodies;  also,  a  patent  to  Samuel  Lyon  in 
1847  was  put  in  evidence.  The  plaintiff  contended  that 
these  several  patents  did  not  interfere  with  or  invalidate  or 
show  a  want  of  novelty  in  the  Wells  patent. 

The  respondents,  as  licensees  of  complainant  under  the 
Wells  patent,  employed  one  Seth  Boyden  in  the  upper 
story  of  their  manufactory  (the  two  machines  which  they 
had  under  license  being  situated  in  the  lower  part  of  the 
same  building)  to  get  up  a  machine.  While  so  employed, 
he  made  repeated  experiments.  At  first  he  failed,  and 
finally  produced  the  machines  in  question,  which  the 
plaintiff  alleges  are  an  infringement  on  said  Wells  patent 
owned  by  him.  A  pat-ent  for  such  machine  was  granted 
jointly  to  Seth  Boyden  as  inventor,  and  Jaques,  one  of  the 
respondents,  as  assignee,  on  the  10th  day  of  June,  1860. 

In  Boyden' s  specification,  he  says  :  "This  invention  re- 
lates to  an  improved  mode  of  directing  or  guiding  the  fur 
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to  the  cone  as  hereinafter  fully  shown  and  described.  The 
invention  consists  of  placing  directly  in  front  of  the  picker 
a  plate  ;  not  a  tlat  plate,  bnt  so  bent  or  curved  that  its  sur- 
face will  have  a  certain  relative  position  with  axis  of  the 
picker  and  the  surface  of  cone,  and  give  such  a  direc- 
tion to  the  fur  as  the  latter  is  thrown  on  it  by  the  rapid 
motion  of  the  picker,  that  the  fur  will  be  drawn  properly 
on  the  cone  by  the  exhaast  or  suction  within  it.'*  And  in 
the  specific  description,  after  defining  the  position  of  the 
device  which  he  terms  the  plate,  he  says  :  "Said  plate  is 
curved  so  as  to  have  its  highest  point  at  the  center.  The 
plate  gradually  curves  downward  and  outward  at  each  side 
of  the  center,  with  a  slightly  concaved  form. 

This  plate  besides  the  longitudinal  curvature  above  de- 
scribed, is  curved  transversely,  correspondingwith  the  sur- 
face of  the  cone ;  the  highest  and  central  part  of  the  plate 
has  its  surface  in  line  or  in  a  plane  which  bisects  longitu- 
dinally the  axis  of  the  picker  and  strikes  the  apex  of  the 
cone ;  and  the  surface  of  said  plate  at  each  side  of  its 
center  and  highest  point,  is  formed  of  portions  of  planes 
which  bisect  longitudinally  the  axis  of  the  picker  and 
points  on  the  cone  extending  down  to  its  base.  The  posi- 
tion of  the  planes  above  described  is  shown  by  the  red 
doited  lines  in  figure  one"  (referring  to  the  drawings  of 
the  patent.)  *'It  will  be  seen,  by  referring  to  this  figure, 
that  they  all  extend  from  the  axis  of  the  picker  and  strike 
the  cone  at  x)oints  extending  from  its  apex  to  its  base." 

*'  The  picker,  by  its  rapid  rotation,  conveys  the  fur  around 
on  the  plate  which,  in  consequence  of  being  curved  as  de- 
scribed, causes  the  fur  to  be  projected  toward  the  cone  in 
a  series  of  planes  extending  fi'om  the  apex  to  the  base ;  the 
exhaust  or  sucticm  within  the  cone  drawing  fur  on  it,  after 
the  proper  direction  had  been  given  the  fur  by  the  plate, 
the  velocity  of  the  picker  being  sufficiently  great  to  project 
the  fur  within  the  influence  of  the  exhaust  of  the  cone." 

"This  peculiar  curvature  of  the  plate  not  only  gives  the 
proper  direction  to  the  fur,  so  that  the  latter  may  properly 
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cover  the  cone,  but  it  also  directs  the  fnr  to  the  cone  in 
proper  quantity ;  for  instance,  the  central  and  highest  part 
of  the  plates  is  comparatively  a  short  curve  and  directs  a 
small  quantity  of  fur  to  the  upper  part  of  the  cone  where 
but  a  small  portion  is  required  ;  but  it  will  be  seen  that  the 
lower  part  of  the  plate  has  a  double  curve  surface  to  supply 
the  cone,  one  at  each  side  of  its  center,  so  that  the  cone  wiJl 
be  properly  fed  or  supplied,  the  supply  gradually  increas- 
ing from  the  top  to  the  bottom  of  the  cone." 

The  testimony  on  the  question  of  the  substantial  identity 
of  the  two  kinds  of  Boyden  machines  used  by  the  respon- 
dents, and  the  Wells  machine,  is  by  one  expert  on  each 
side. 

The  plaintiff  claims, 

1.  That  the  only  legal  construction  which  can  be  given  to 
the  claims  in  complainant's  patent,  is  that  they  cover  the 
combination  of  several  elements  specified,  or  the  equiva- 
lents thereof. 

2.  That  the  respondents  have  failed  to  prove  even  by  the 
testimony  of  experts,  that  either  of  the  combinations  claimed 
was  known,  used  or  described  in  any  form  prior  to  the  time 
of  Well's  invention. 

3.  That  none  of  the  machines  put  in  evidence  on  the  state 
of  the  art,  at  a  date  prior  to  the  Wells  invention,  present 
any  one  of  the  combinations  claimed  in  complainant's 
reissue  of  the  Wells  patent ;  that  none  of  them  even  com- 
pensated the  use  of  any  means  for  directing,  guiding  or 
controlling  the  fur-bearing  current ;  that  out  of  the  large 
number  of  patents  and  descriptions  put  in  evidence  under 
the  state  of  the  art,  only  two,  Williams  and  Fosket,  de- 
scribe a  machine  for  forming  hat  bodies  directly  on  a  per- 
vious former,  and  that  neither  of  them  presents  any  of  the 
combinations  claimed  or  described  a  mode  of  operation  in 
any  manner  resembling  the  Wells'  invention  ;  that  one  of 
them,  the  Williams'  invention,  is  proved  by  actual  test  to 
be  incapable  of  forming  hat  bodies,  and  the  other,  Fosket' s, 
has  never  been  reduced  to  practice,  and  was  in  date  subse- 
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quent  to  Wells'  invention;  that  in  view  of  this  state  of  the 
evidence,  the  state  of  the  art  will  not  justify  the  court  in 
restricting  the  claims  to  any  specific  form  of  the  elements 
of  the  combinations  claimed. 

4.  That  the  respondents,  as  licensees  from  the  year  1848, 
using  two  machines  under  the  Wells  patent,  which  license 
was  obtained  under  a  promise  to  aid  in  sustaining  the  va- 
lidity of  the  Wells  patent,  and  in  disregard  of  such  con- 
dition employed  Boy  den,  at  their  ex^xmse  and  with  their 
assistance,  to  get  up  a  machine  to  evade  the  Wells  patent. 

6.  That  the  patent  granted  for  the  machine  produced  by 
the  said  Boyden  under  these  circumstances,  was  granted  to 
one  of  these  respondents  jointly  with  the  said  Boyden  ;  and 
that  the  specification  of  such  patent  described  substantially 
the  combination  and  mode  of  operation  covered  in  the  first 
claim  of  the  issue  of  No.  1087  of  the  Wells  patent ;  and 
that  the  machine  use  by  the  respondents  represented  by  ex- 
hibits A.  &  B.  are  constructed  in  accordance  with  the  said 
Boyden  patent,  with  certain  additions,  and  that  such  ma- 
chines infringed  the  first,  second  and  fourth  claim  of  re- 
issue number  1087  of  the  Wells'  patent. 

6.  That  the  respondents,  as  licensees  under  the  Wells 
patent,  defend  as  to  two  machines  under  their  said  license,, 
insisting  that  the  said  license  is  valid  and  in  force,  and  that 
as  such  licensees,  they  are  estopped  from  imx)eaching  the 
validity  of  the  complainant's  patent. 

The  court  below  decreed  that  the  bill  be  dismissed,  and 
that  defendants  recover  their  costs  of  plaintiff ;  from  which 
decree  the  plaintiff  appealed  to  this  court. 
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HENRY  A.  WELLS.  OF  NEW  YORK,  N.  Y. 

Improvement  in  Manufacturing  Hat-Bodies. 

Specification  forming  part  of  Letters  Patent  No.  4472,  dated  April 
25,  1846.  (Reissued  No.  396,  Sept.  30,  1856;  No.  400,  Oct 
7,  1856;  Nos.  1086  and  1087,  Dec.  4,  1860;  No.  1818,  June 
17,  1862;  No.  2942,  May  19,  1868. 

The  schedule  referred  to  in  these  Letters  Patent  and  mak- 
ing part  of  the  same. 

To  all  to  wJiom  these  presents  shall  come : 

Be  it  known,  That  I,  Henry  A.  Wells,  of  the  City, 
County,  and  State  of  New  York,  have  invented  new  and 
useful  improvements  in  the  process  of,  and  machinery  for, 
making  hat  bodies,  etc.,  and  that  the  following  is  a  full, 
clear  and  exact  description  of  the  principle  or  character 
thereof,  which  distinguishes  them  from  all  other  things  be- 
fore known,  and  of  the  manner  of  making,  constructing 
and  using  the  same,  reference  being  had  to  the  accompany- 
ing drawings,  making  part  of  this  description,  in  which 
Pig.  1  is  a  plan  of  the  machine ;  Pig.  2  a  longitudinal  ver- 
tical section,  and  Fig.  3  a  longitudinal  elevation.  The 
other  figures  will  be  described  in  their  appropriate  places. 
The  same  letters  indicate  like  parts  in  all  the  figures. 

It  has  long  been  essayed  to  make  hat  bodies,  by  throw- 
ing  the  fibres  of  fur,  wool,  &c.,  by  brush  or  picker  cylinder, 
onto  a  perforated  cone,  exhausted  by  a  /an  below,  to  carry 
and  hold  the  fibres  thereon  by  the  currents  of  air  that  rush 
from  all  directions  towards  and  through  the  apertures  of 
the  cone,  and  thus  form  a  bat  of  fibres  ready  for  hardening 
and  felting;  but  from  various  causes,  all  these  attempts 
have  failed.  I  have,  however,  so  improved  this  machine 
in  various  important  particulars  as  to  remove  all  the  ob- 
jections, as  proved  by  the  test  of  experiment.  My  im- 
provements consist  in  feeding  the  fur  (called  the  stock) 
after  it  has  been  picked,  to  a  rotating  brush  between  the 
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endless  belts  of  cloth,  one  above  the  other,  the  lower  one 
horizontal  and  the  upper  inclined,  to  gradually  compress 
the  fur,  and  gripe  it  more  effectually  where  it  is  presented 
to  the  action  of  the  rotating  brush,  which,  moving  at  a  great 
velocity,  throws  it  in  a  chamber  or  tunnel  which  is  gradu- 
ally changed  in  form  towards  the  outlet  where  it  assumes 
a  shape  nearly  corresponding  to  a  vertical  section  passing 
through  the  axis  of  the  cone,  but  narrower,  for  the  purpose 
of  concentrating  and  directing  the  fur  thrown  by  the  brush 
onto  the  cone ;  this  casing  being  provided  with  an  aperture 
immediately  under  the  brush  through  which  a  current  of 
air  enters ;  in  consequence  of  the  rotation  of  the  brush  i\nd 
the  exhaustion  of  the  cone  for  the  purpose  of  more  effectu- 
ally directing  the  fibres  towards  the  cone,  which  is  placed 
just  in  front  of  the  delivery  aperture  of  the  chamber  or 
tunnel,  which  aperture  is  provided  at  top  with  a  bon- 
net or  hood  hinged  thereto,  and  at  the  bottom  with  a  hinged 
flap  to  regulate  the  deposit  of  the  ftbres  on  the  cone  or 
other  former  with  the  view  to  distribute  the  thickness  of 
the  bat  wherever  more  is  required  to  give  additional  strength. 
As  the  fibres  are  only  held  to  and  on  the  cone  by  the  pres- 
sure of  the  surrounding  air  in  consequence  of  the  exhaus- 
tion of  the  cone  or  former  preparatory  to  the  suspension  of 
this  pressure,  some  means  must  be  adopted  of  holding  and 
retaining  the  fibres  composing  the  bat,  and  it  is  obvious 
that  this  delicate  web,  thus  formed,  has  not  sufficient  te- 
nacity to  admit  of  removing  it  from  the  cone  or  former  be- 
fore the  hardening  process ;  and  therefore  my  invention 
also  consists  in  covering  the  bat,  before  it  is  removed  from 
the  cone  or  former,  with  felted  or  fulled  cloth,  and  then 
employing  one  or  two  perforated  metallic  cones,  one  to  put 
over  the  bat  after  it  has  been  surrounded  with  the  moist 
felt  or  cloth  for  the  purpose  of  making  pressure  on  the 
fibres  and  to  admit  of  the  circulation  of  hot  water  when  the 
whole  is  immersed  therein  to  harden  the  bat  preparatory 
to 'felting,  and  the  other  to  be  placed  within  the  perforated 
metallic  cone  on  which  the  hat  has  been  formed,  and  which 
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is  necessarily  thin  and  weak,  for  the  purpose  of  resisting 
the  pressure  of  the  surrounding  wa  ter  consequent  npona 
partial  vacuum  produced  within  when  the  whole  is  with- 
dmwn  from  the  water. 

•  In  the  accompanying  drawings  (a)  is  a  frame  properly  , 
adapted  to  the  operative  parts  of  the  machine,  and  (b)  the  j 
lower  feed  apron  on  which  the  stock  is  spread  by  the  at- 
tendant, in  separate  parcels,  each  sufficient  for  the  forma- 
tion of  a  hat  according  to  its  intended  weight.  This  apron 
or  endless  belt  of  cloth  or  other  suitable  material,  passes 
around  a  roller  (c)  and  lip  (d),  the  former  at  the  back  of 
the  machine,  with  its  bearings  in  sliding  boxes  governed 
by  set  screws  (ee),  for  the  purpose  of  tightening  the  apron, 
and  the  latter  near  to  the  rotating  brush  ( f ),  and  so  formed 
us  to  present  a  slightly  rounded  edge  for  the  apron  to  pass 
over  where  it  presents  the  fur  to  the  action  of  the  brush. 
Instead  of  this  slightly  rounded  edge,  a  small  metallic  roller 
may  be  substituted,  but  when  this  is  done,  the  roller  should 
be  supported  at  different  points  between  its  end  journals ; 
and  this  I  have  effected  by  letting  it  run  in  a  circular 
groove  in  the  lip,  as  represented  in  section  at  Fig.  4,  where 
{g)  indicates  this  roller.  The  fur  as  it  is  carried  along 
towards  the  lip  (d),  is  gradually  compressed  by  the  upper 
apron  (b'),  which  passes  around  a  feed  roller  (c'),  and  lip 
(d'),  in  manner  similar  to  the  under  feed  apron.  The  roller 
(c')  runs  in  a  frame  (i),  (of  which  the  lip  (d'),  forms  i)art) 
hung  on  journals  that  rest  in  standards  ( j),  so  that  the  Up 
(d')  can  be  made  to  press  onto  the  fur  between  it  and  the 
under  lip  (d),  and  thus  gripe  the  fibres  and  present  them 
to  the  effective  action  of  the  brush  (f ).  The  under  plane 
of  the  upi)er  apron  (b'),  is  inclined  to  the  upper  plane  of 
the  lower  one  (b),  the  more  effectually  to  present  the  fibres 
in  a  proper  manner  to  the  brush.  The  roller  (c'),  of  the 
upper  apron  runs  in  sliding  boxes  governed  by  set  screws 
(e'e'),  and  is  placed  forward  of  the  journals  of  the  frame, 
so  that  the  tension  of  the  belt  (i"),  which  communicates  mo- 
tion from  the  lower  roller  (c),  to  the  upper  one  (c'),  may 
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press  the  upper  lip  (d')i  on  the  under  lip  (d),  but  this  may 
be  eflPected  by  means  of  springs,  weights,  or  other  well- 
known  mechanical  devices  for  making  pressure  under  simi- 
lar circumstances. 

The  fibres  as  they  pass  from  the  feed  aprons  ai-e  acted 
upon  by  a  brush  (f ).  that  rotates  with  great  velocity,  and 
which  is  composed  of  parallel  rows  of  stiff  bristles  project- 
ing from  a  cylinder,  but  which  may  be  differently  con- 
structed and  composed,  if  desired.  As  the  fibres  are  first 
presented  they  are  brushed  and  properly  laid  by  the  down- 
ward action  of  the  brush,  as  indicated  by  the  arrow,  and 
when  liberated  are  carried  down  the  curved  surface  (1),  of 
a  chamber  or  tunnel  (m),  and  at  the  lower  edge  of  this  they 
meet  a  current  of  air  (that  enters  a  narrow  aperture  (n), 
near  the  bottom  of  the  chamber  and  extending  tlie  whole 
length  of  the  brush),  which  being  induced  by  the  rotation 
of  the  brush  and  the  partial  vacuum  in  the  perforated  cone, 
prevents  the  fibres  of  fur  from  falling  and  resting  on  the 
bottom  of  the  chamber,  and  carries  them  onto  the  perfo- 
rated cone  (o).  This  chamber  extends  over  and  under  the 
brush,  and  the  forward  part  of  the  lips,  turns  on  the  jour- 
nals of  the  brush,  or  is  otherwise  so  arranged  as  to  have  a 
slight  motion,  the  axis  of  which  is  the  same  as  that  of  the 
brush,  its  bottom  rests  on  a  set  screw  (p),  to  regulate  the 
delivery  end  of  the  chamber  relatively  to  the  cone,  its  for- 
ward end  in  addition  to  this  is  provided  with  a  hinged  fiap 
(q),  regulated  by  a  cam  lever  as  a  means  of  regulating  the 
delivery  of  the  fibres,  its  top  (r),  is  gradually  elevated,  and 
sides  contracted  to  make  the  delivery  aperture  nearly  of 
the  form  of  the  cone,  but  narrower  and  higher,  and  its  up- 
per part  is  provided  with  a  hood  (s),  so  curved  as  to  cor- 
respond generally  with  the  curve  of  the  top  of  the  cone. 
This  hood  is  hinged  to  the  upper  part  of  the  delivery  aper- 
ture of  the  chamber,  and  is  connected  with  an  eccentric  (t), 
by  means  of  a  cord  (u),  and  bell  crank  (u'),  that  passes 
over  a  pulley  (v),  so  that  each  revolution  of  this  eccentric 
carries  the  hood  up  and  down  to  direct  the  discharge  and 
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distribate  the  fibres  onto  the  cone,  a  greater  thickness  being 
desirable  in  the  parts  of  the  bat  which  form  the  brim  and 
edge  or  square  of  the  top,  than  on  the  top  and  crown ;  and 
when  it  is  desired  still  farther  to  diversify  the  distribution 
of  the  fibres,  a  cam  can  be  substituted  for  the  eccentric, 
and  the  connection  between  it  and  the  hood  is  formed  (as 
represented  in  section  at  Fig.  6),  where  the  cam  (t),  acts  on 
a  lever  (t')  connected  with  the  hood  (s),  by  the  cord  (u). 

The  cone  (o)  is  made  in  the  usual  manner,  but  of  thin 
sheet  metal  perforated,  instead  of  wire  gauze;  its  lower 
edge  fits  in  a  metallic  ring  (w),  that  runs  in  an  appropriate 
collar  in  the  upper  part  of  a  case  (x),  and  its  outer  peri- 
phery is  provided  with  cogs  that  mash  into  the  cogs  of  a 
pinion  (y)  concealed  in  the  drawing  by  the  pulley,  (d*),  on 
a  vertical  shaft  (z),  by  which  a  slow  rotary  motion  is  given 
to  the  cone,  as  the  fibres  are  thrown  on  to  it,  to  distribute 
them  equally  all  around  the  cone.  The  case  (x)  is  suffi- 
ciently long  to  receive  two  rings  (w),  one  at  each  side  of  the 
pinion  (y),  by  which  both  are  kept  in  motion,  and  it  (the 
case)  is  made  to  swivel  on  a  hollow  collar  (f ),  to  which  its 
bottom  is  fitted,  so  that  when  one  cone  is  covered  it  may  be 
turned  aside  by  turning  the  case  half  a  revolution,  and 
another  cone  put  onto  the  other  ring  that  another  bat  may 
be  in  the  process  of  forming  whilst  the  one  already  formed 
may  be  prepared  for  the  hardening  process  in  the  manner 
to  be  hereafter  described 

The  case  (x)  communicates  through  the  hollow  collar  (f), 
with  an  exhausting  fan  blower  (g'),  which  consists  of  a  ver- 
tical arbor  (h'),  with  oblique  vanes  (i'),  so  that  when  rotat- 
ing with  great  velocity  in  the  direction  of  the  arrow,  the 
air  is  exhausted  from  the  case  (x)  and  the  perforated  cone 
(o).  When  one  of  the  cones  is  removed  from  one  of  the 
rings  (w),  to  be  taken  to  the  hardening  apparatus,  the  aper- 
ture in  the  ring  (w)  must  be  closed  up  with  a  cap  plate 
(w*),  to  prevent  the  access  of  air.  Any  other  mode  of  ex- 
hausting the  case  and  cone  may  be  employed,  but  this  is 
the  most  efficient  which  I  have  essayed.     The  preparation 
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of  the  formed  bat  for  hardening  is  effected  by  covering  it 
with  pieces  of  felt  or  fulled  cloth  just  taken  from  hot  water, 
which  is  dons  in  the  following  manner,  viz :  The  attendant 
takes  from  a  kettle  of  hot  water  a  piece  of  felt  cloth  rolled 
up  on  a  roller,  and  applies  one  end  of  it  to  the  surface  of 
the  bat,  and  as  the  cone  rotates  the  felt  cloth  winds  from 
the  roller  on  to  the  bat  on  the  cone,  another  piece  of  felt 
cloth  is  put  on  the  top,  and  then  a  strong  perforated  me- 
tallic cone  (K')  (see  Pig.  6),  is  put  over  the  whole  the  more 
effectually  to  hold  the  fibres  of  the  bat  and  to  make  a  slight 
pressure  on  them  whilst  it  is  immersed  in  hot  water  to  harden 
As  the  perforated  cone  (o)  is  better  when  made  very 
thin,  the  pressure  of  the  water  when  drawing  it  out  of  the 
kettle,  after  the  baf  has  been  hardened  tends  to  and  would 
collapse  it,  and  therefore  to  prevent  this  I  employ  another 
perforated  metallic  cone  (1')  (see  Fig.  7),  which  is  put  inside 
(before  the  whole  is  immersed  in  hot  water)  to  sustain  the 
pressure  in  drawing  the  whole  out  of  the  hardening  kettle. 
The  relative  situation  of  the  three  cones,  the  bat,  and  the 
covering  felt  cloth,  preparatory  to  the  hardening  process  is 
represented  on  an  enlarged  scale  at  Pig.  8,  which  is  a  ver- 
tical section  through  the  whole.  The  inner  sustaining  cone 
may  be  dispensed  with,  if  desired,  by  making  the  cone  (o) 
of  greater  thickness  and  strength. 

All  the  operative  parts  may  be  set  in  motion  by  any  of 
the  known  means,  such  as  belts,  as  fully  represented  in  the 
accompanying  drawings,  in  which  (m')  is  a  main  line  shaft, 
overhead,  driven  by  any  first  mover ;  from  a  wheel  (n')  on 
it  a  band  (o')  extends  to  a  pulley  (p')  on  the  shaft  of  the 
brush  which  should  make  about  two  thousand  revolutions 
per  minute,  more  or  less.  Prom  another  wheel  (q')  on  this 
same  shaft,  a  band  (r')  extends  to  a  pulley  (s'),  on  the  shaft 
of  which  there  is  a  wheel  (f)  that  drives  the  exhaust 
fan  (g'),  by  the  belt  (u'). 

And  from  a  pulley  (v')  on" the  same  line  shaft  a  belt  ex- 
tends to  a  wheel  (w'),  on  the  shaft  of  which  there  is  a  pul- 
ley (x')  from  which  extends  another  belt  (y'),  to  a  wheel 
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(z')  on  the  shaft  (a*)  that  carries  the  eccentric  (t'),  to  give 
all  the  reduced  motions  required  for  the  other  parts  of  the 
machinery. 

From  a  wheel  (b')  on  this  shaft  a  belt  (c*)  extends  to  a 
pulley  (d*)  on  the  shaft  (z),  that  rotates  the  cone(o).  And 
another  pulley  (e*)  drives  the  wheel  (f*)  of  the  feed  roller 
(c)  by  the  belt  (g'),  and  on  the  other  end  of  the  axle  of  this 
feed  roller  there  is  a  pulley  (h*)  which  drives  by  a  cross- 
belt  (i*)  the  upper  feed  roller  (c').  If  desired  an  alarm  (^m 
be  connected  with  the  feed  roller  of  the  lower  apron  to  an- 
nounce to  the  attendant  when  each  charge  of  stock  is  ex* 
hausted,  that  the  cones  may  be  shifted.  This  can  be  done 
by  connecting  the  arbor  of  the  feed  roller  (c)  of  the  lower 
feed  apron,  by  a  belt  with  a  wheel  (k*)  provided  with  a  cam 
or  pin  to  lift  at  every  revolution,  the  hammer  {V)  of  a  bell 
(m'),  the  striking  of  which  shall  give  requisite  indication. 

It  will  be  obvious  from  the  foregoing  that  the  hood  may 
be  operated  by  hand  instead  of  by  machinery,  thus  sub- 
stituting the  attention,  skill  and  cost  of  an  operative,  for 
the  positive  regularity  and  cheapness  of  mechanical  move- 
ments, but  such  a  change,  whilst  it  gives  perfect  and  ad* 
vantageous  results,  still  involves  one  of  the  essential  parts 
of  my  invention.  It  may  be  well  to  add  as  a  mere  matter 
of  precaution,  that  the  invention  is  not  limited  to  the  mak* 
ing  of  hat  bodies  but  to  the  making  of  bats  on  formers  of 
any  other  shape  or  configuration,  the  form  of  the  delivery 
aperture  of  the  chamber,  and  the  hood,  and  the  move* 
ments  of  the  latter  being  properly  adapted  to  the  change  of 
form  of  the  mold  or  former  with  the  restrictions  indicated. 

What  I  claim  as  my  invention  and  desire  to  secure  by 
letters  pattent  in  the  machinery  above  described  is,  the  ar- 
rangement of  the  two  feeding  belts,  with  their  planes  in- 
clined to  each  other,  and  passing  around  the  lips  formed 
substantially  as  described,  the  better  to  present  the  fibres 
to  the  action  of  the  rotary  brush  as  described  in  combina- 
tion with  the  rotating  brush  and  tunnel  or  chamber  which 
conducts  the  fibres  to  the  perforated  cone  or  other  former 
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placed  in  front  of  the  aperture  or  mouth  thereof,  substan- 
tially as  herein  described.  I  claim  the  chamber  into  which 
the  fibres  are  thrown  by  the  brush  in  combination  with  the 
perforated  cone  or  other  former  placed  in  front  of  the  de- 
livery a|)erture  thereof,  for  the  purpose  and  in  the  manner 
substantially  as  herein  described,  the  said  chamber  being 
provided  with  an  aperture  below,  and  back  of  the  brush, 
for  the  admission  of  a  current  of  air  to  aid  in  throwing  and 
directing  the  fibres  on  to  the  cone  or  other  former,  as  de- 
scribed. 

I  also  claim  the  employment  of  the  hinged  hood  to  reg- 
ulate the  distribution  of  the  fibres  on  the  perforated  cone 
or  other  former  as  described.  And  I  also  claim  providing  the 
lower  part  or  delivery  aperture  of  the  tunnel  or  chamber 
with  a  hinged  flat  for  the  purpose  of  regulating  the  de- 
livery of  the  fibres  to  increase  the  thickness  of  the  bat  where 
more  strength  is  required  as  herein  described  in  combina- 
tion with  the  hood  as  herein  described.  And  in  the  process 
I  claim  hardening  the  bat  whilst  on  the  perforated  cone  or 
former,  and  preparatory  to  its  removal  therefrom,  by  im- 
mersing it  in  hot  water,  as  herein  described.  I  also  claim 
covering  the  bat  with  felted  or  fulled  cloth  before  it  is  re- 
moved from  the  cone  or  former  as  described.  And  finally 
I  claim  the  employment  in  combination  of  both  of  the  per- 
forated cones,  one  for  making  pressure  on  and  retaining  the 
fibres  of  the  bat  until  hardened,  and  the  other  to  prevent 
the  collapse  of  the  cone  or  former  on  which  the  bat  is 
formed,  substantially  as  herein  described. 

H.  A.  WELLS. 

Witnesses : 

Chs.  M.  Kelleb, 

A.  P.  Bbowne. 
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HENRY  A.  BURR,  OP  NEW  YORK,  N,  Y.,  ASSIGNEE 
OF  ELIZA  WELLS,  ADMINISTRATRIX  OP  H.  A. 
WELLS,  DECEASED, 

Improvement  in  Manufacturing  Hat-Bodies. 

Specification  forming  part  of  Letters  Patent  No.  4472,  dated  April 
25,  1846;  Eeissue  No.  400,  dated  October  7,  1856;  extended 
seyen  years;  Beissne  No.  1086^  dated  December  4,  1860. 

Division  B. 

To  all  whom  it  may  concern  : 

Be  it  known  that  Henry  A.  Wells,  late  of  the  city,  county, 
and  State  of  New  York,  now  deceased,  did,  in  his  life- 
time, invent  certain  new  and  useful  Improvements  in  the 
Process  of  Making  Hat- Bodies  of  Pur,  for  which  said  im- 
provements, in  connection  with  machinery  for  forming  the 
bats,  Letters  Patent  of  the  United  States  were  granted  to 
the  said  Wells,  bearing  date  the  25th  day  of  April,  1846 ; 
and  I  do  hereby  declare  that  the  following  is  a  full,  clear, 
and  exact  description  of  the  principle  or  character  which 
distinguishes  the  said  invention  from  all  other  things  be- 
fore known,  and  of  the  manner  of  working  the  same,  refer- 
ence being  had  to  the  accompanying  drawings,  making 
part  of  this  description,  in  which — 

Figure  1  is  a  plan  of  the  machine ;  Pig.  2  a  longitudinal 
vertical  section,  and  Pig.  3  a  longitudinal  elevation.  The 
other  figures  will  be  described  in  their  appropriate  places. 

The  same  letters  indicate  like  parts  in  all  the  figures. 

Prior  to  the  invention  of  the  said  Henry  A.  Wells  fur 
hat-bodies  were  made  by  what  is  known  as  the  '^  bowing 
process,"  by  which  two  flat  bats  were  separately  formed 
and  then  united  at  the  edges,  and  then  hardened  and 
felted,  and  although  attempts  had  been  made  to  avoid  the  dif- 
culties  presented  by  this  process  such  attempts  were  not 
successful,  so  that  at  the  date  of  the  said  invention  of  the 
said  Wells  the  bowing  process  was  the  only  one  practically 
used  in  the  manufacture  of  fur  hat-bodies. 
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By  the  invention  of  the  said  Henry  A.  Wells  fur  hat- 
bodies  are  made  directly  of  the  required  form  and  in  a 
suitable  condition  for  the  after  process  of  sizing  by  felting ; 
and  the  said  invention  consists  in  effecting  this  result  by 
the  combination  of  two  consecutive  processes,  the  first  of 
which  is  to  form  a  bat  of  fur  fibres  of  the  required  thick- 
ness by  depositing  the  fur  onto  the  surface  of  a  i)erviou8 
cone  or  former  connected  with  an  exhausting  apparatus  to 
exhaust  the  air  from  the  inside  thereof,  that  the  fur  fibres 
so  deposited  may  be  held  thereon  by  the  pressure  of  the 
surrounding  air,  and  the  second  of  which  processes  is  to 
harden  the  bat  of  fur  fibres  so  formed  while  on  the  said 
pervious  cone  or  former  by  partially  felting  the  same  while 
on  such  cone  or  former,  to  give  it  the  required  consistency 
to  admit  of  taking  it  off  in  a  suitable  condition  for  the 
after  and  usual  process  of  sizing  by  felting.  By  means  of 
this  combination  of  processes  fur  hat-bodies  can  be  made 
directly  of  the  form  and  of  any  varying  thickness  required. 

The  following  is  a  description  of  the  means  suitable  for 
applying  the  said  combined  process  to  practice,  although 
other  and  equivalent  means  may  be  employed  for  working 
the  combined  process  invented  by  the  said  Wells. 

Having  thus  pointed  out  the  principle  or  character  of 
the  said  invention  of  the  said  H.  A.  Wells,  the  special 
mode  of  application  will  be  next  described. 

The  first  branch  of  the  said  process  may  be  worked  by 
means  of  a  machine  represented  in  the  accompanying 
drawings,  and  which  is  believed  to  be  the  best  means,  al- 
though other  and  equivalent  means  may  be  employed  for 
the  pnrpose,  and  no  claim  is  herein  made  to  the  machinery 
described,  as  that  is  claimed  in  another  patent. 

In  the  accompany  drawings,  a  represents  a  frame  prop- 
erly adapted  to  the  operative  parts  of  the  machine,  and  h 
the  lower  feed-apron,  on  which  the  stock  or  fur  is  spread 
by  the  attendant,  in  separate  parcels,  each  sufficient  for 
the  formation  of  a  hat  according  to  its  intended  weight. 
This  apron  or  endless  belt  of  cloth,  or  other  suitable  mate- 
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rial,  passes  around  a  roller,  c,  and  a  lip,  d^  the  former  at 
the  back  of  the  machine,  with  its  bearings  in  sliding  boxes 
governed  by  set-screws,  e  e^  for  the  purpose  of  tightening 
this  apron,  and  the  latter  near  to  the  rotating  picking- 
brush,/,  and  so  formed  as  to  present  a  slightly-rounded 
edge  to  the  apron  to  pass  over  where  it  presents  the  fur  to 
the  action  of  the  picking-brush.  Instead  of  this  slightly- 
rounded  edge,  a  small  metallic  roller  may  be  substituted, 
but  when  this  is  done  the  roller  should  be  supported  at 
different  points  between  its  end  journals  by  letting  it  run 
in  a  circular  groove  in  the  lip,  as  represented  in  section  at 
Kg.  4,  where  g  indicates  this  roller.  The  fur,  as  it  is  car- 
ried along  toward  the  lip,  d,  is  gradually  compressed  by  the 
upper  apron,  b\  which  passes  around  a  feed-apron,  c\  and 
a  lip,  d\  in  manner  similar  to  the  under  feed-apron.  The 
roller,  (/,  runs  in  a  frame,  t,  of  which  the  lip,  d\  forms  parts 
hung  on  journals  that  rest  in  standards,  j\  so  that  the  lip, 
d\  can  be  made  to  press  onto  the  fur  between  it  and  the 
under  lip,  d^  and  thus  grip  the  fibres  and  present  them  to 
the  effective  action  of  the  picking-brush  /.  The  under 
plane  of  the  upper  apron,  b\  is  inclined  to  the  upper  plane 
of  the  lower  one,  d,  the  more  effectually  to  present  the 
fibres  in  the  proper  manner  to  the  picking-brush.  The 
roller,  c',  of  the  upper  apron  runs  in  sliding  boxes,  governed 
by  set-screws,  e^  e!^  and  is  placed  forward  of  the  journals  of 
the  frame,  so  that  the  tension  of  the  belt,  e*,  which  commu- 
nicates motion  from  the  lower  roller,  c,  to  the  upper  one, 
c',  may  press  the  upper  lip,  d\  on  the  under  lip,  d;  but 
this  may  be  effected  by  means  of  springs,  weights,  or  other 
well-known  mechanical  devices  for  making  pressure  under 
similar  circumstances. 

The  fibers,  as  they  pass  from  the  feed-aprons,  are  acted 
upon  by  a  brush,  /,  that  rotates  with  great  velocity,  and 
which  is  composed  of  parallel  rows  of  stiff  bristles  project- 
ing from  a  cylinder,  but  which  may  be  differently  con- 
structed and  composed,  if  desired.  As  the  fibres  are  first 
presented  they  are  brushed  and  properly  laid  by  the  down- 
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ward  action  of  the  bmsh,  as  indicated  by  the  arrow^  and 
wlien  liberated  are  carried  down  the  curved  surface,  Z,  of  a 
chamber  or  tunnel,  w,  and  at  the  lower  edge  of  thia  they 
meet  a  current  of  air  that  enters  a  narrow  aperture,  7i,  near 
the  bottom  of  the  chamber  and  extendiug  the  whole  length  of 
the  picking-brush,  which,  being  induced  by  the  rotation  of 
the  picking-brush  and  the  partial  vacuum  in  the  perforated 
cone,  o,  aids  in  carrying  and  giving  direction  to  the  fur- 
bearing  current  toward  the  surface  of  the  perforated  cone  o. 
This  chamber  extends  over  and  under  the  picking-brush  and 
the  forward  part  of  the  lips,  and  turns  on  the  journals  of  the 
brush,  or  is  otherwise  so  arranged  as  to  have  a  slight  mo- 
tion, the  axis  of  which  is  the  same  as  that  of  the  brush. 
Its  bottom  rests  on  a  set-screw,  jt?,  to  regulate  the  delivery 
end  of  the  fur  at  or  near  the  base  of  the  cone.  Its  forward 
end,  in  addition  to  this,  is  provided  with  a  hinged  hood,  y, 
regulated  by  a  cam-lever,  or  other  suitable  means,  to  regu- 
late the  delivery  of  the  fibres  at  and  near  the  base  of  the 
cone.  The  top,  r,  of  this  trunk  is  gradually  elevated,  and 
its  sides  are  contracted  to  make  the  delivery-aperture 
nearly  of  the  form  of  the  cone,  but  narrower  and  higher, 
and  its  upper  part  is  provided  with  a  hood,  «,  so  curved  as 
to  correspond  generally  with  the  curve  of  the  lip  of  the 
cone.  This  hood  is  hinged  to  the  upper  part  of  the  deliv- 
ery-aperture of  the  chamber,  and  is  connected  with  an 
eccentric,  <,  by  means  of  a  cord,  Uy  that  passes  over  a  pul- 
ley, V,  which  cord  is  attached  to  a  bell-crank,  n\  so  that 
each  revolution  of  this  eccentric  carries  the  hood  up  and 
down  to  direct  the  discharge  and  distribute  the  fibres  onto 
the  cone,  a  greater  thickness  being  desirable  in  the  parts 
of  the  bat  which  form  the  brim  than  on  the  tip  and  crown, 
and  when  it  is  desired  still  further  to  diversify  the  distri- 
bution of  the  fibres  other  means  can  be  substituted  for  the 
e(rcentric,  and  the  connection  between  it  and  the  deflector 
is  formed  as  represented  in  section  at  Fig.  6,  where  the 
cam,  ty  acts  on  the  lever,  i\  connected  by  the  cord,  u. 
The  cone,  o,  is  made  in  the  usual  manner,  but  of  thin  sheet 
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metal,  perforated,  that  being  deemed  better  than  wire 
gauze.  Its  lower  edge  fits  in  a  metallic  ring,  Wy  that  runs 
in  an  appropriate  collar  in  the  upper  part  of  a  case,  a:,  and 
its  outer  periphery  is  provided  with  cogs  that  mesh  into 
the  cogs  of  a  pinion,  y,  concealed  in  the  drawings  by  the 
pulley,  ^,  on  a  vertical  shaft,  Zy  by  which  a  slow  rotary  mo- 
tion is  given  to  the  cone  as  the  fibres  are  thrown  onto  it,  to 
distribute  them  equally  all  around  the  cone.  The  case,  x^ 
may  be  made  sufficiently  long  to  receive  two  rings,  to — one 
on  each  side  of  the  pinion,  y — ^by  which  both  are  kept  in 
motion,  and  it  (the  case)  may  be  made  to  swivel  on  a  hol- 
low collar,/',  to  which  its  bottom  is  fitted,  so  that  when 
one  cone  is  covered  it  may  be  turned  aside  by  turning  the 
case  half  a  revolution  and  another  cone  put  onto  the  other 
ring,  that  another  bat  may  be  in  the  process  of  forming, 
while  the  one  already  formed  may  be  prepared  for  the  har- 
dening process  in  the  manner  to  be  hereinafter  described. 

The  case,  x,  communicates,  through  the  hollow  collar,/', 
with  an  exhausting-fan  blower,  g^',  which  consists  of  a  ver- 
tical arbor,  h\  with  oblique  vanes,  i\  so  that  when  rotating 
with  great  velocity  in  the  direction  of  the  arrow,  the  air  is 
exhausted  from  the  case,  a?,  and  the  inside  of  the  perforated 
cone,  o.  When  one  of  the  cones  is  removed  from  one  of  the 
rings  w,  to  be  taken  to  the  hardening  apparatus,  the  aper- 
ture in  the  ring,  w^  must  be  closed  up  with  a  cap-plate,  z^*, 
to  prevent  the  passage  of  air.  Any  other  mode  of  exhaust- 
ing the  case  and  cone  may  be  employed,  but  this  is  deemed 
the  best. 

All  the  operative  parts  may  be  set  in  motion  by  any  of 
the  known  means — such  as  belts — as  fully  represented  in 
the  accompanying  drawings,  in  which  m'  is  a  main  line- 
shaft  overhead,  driven  by  any  first  mover.  From  a  wheel, 
n\  on  it  a  band,  o\  extends  to  a  pulley,  p\  on  the  shaft 
of  the  brush,  which  should  make  about  two  thousand 
revolutions  per  minute,  more  or  less.  From  another 
wheel,  q\  on  this  same  shaft,  a  band,  r\  extends  to  a  pul- 
ley, s\  on  the   shaft  of   which  there  is  a  wheel,  t'\  that 
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drives  the  exhaust-fan,  g\  by  the  belt,  u'\  and  from  a 
pulley,  v\  on  the  same  line-shaft,  a  belt  extends  to  a 
wheel,  w\  on  the  shaft  of  which  there  is  a  pulley,  x\  from 
which  extends  another  belt,  y\  to  a  wheel,  /,  on  the 
shaft,  a',  that  carries  the  eccentric,  <,  to  give  all  the  reduced 
motions  required  for  the  other  parts  of  the  machinery. 
From  a  wheel,  &*,  on  this  shaft  a  belt,  c*,  extends  to  a  pul- 
ley, ef,  on  the  shaft,  ^,  that  rotates  the  cone,  o,  and  another 
pulley,  tf*,  drives  the  wheel,/*,  of  the  feed-roller,  c,  by  the 
belt,  g^,  and  on  the  other  end  of  the  aide  of  this  feed-roller 
there  is  a  pulley,  A*,  which  drives,  by  a  cross-belt,  i*,  the 
upper  feed-roller,  d.  If  desired,  an  alarm  can  be  connected 
with  the  feed-roller  of  the  lower  apron  to  announce  to  the 
attendant  when  each  charge  of  stock  is  exhausted,  that  the 
cones  may  be  shifted.  This  can  be  done  by  connecting  the 
arbor  of  the  feed-roller,  c,  of  the  lower  feed-apron  by  a  belt 
with  a  wheel,  ^,  provided  with  a  cam  or  pin,  to  lift,  at 
every  revolution,  the  hammer,  P,  of  a  bell,  7»',  the  striking 
of  which  shall  give  requisite  indication. 

The  fibres  constituting  the  bat  formed  by  the  deposit  of 
fur  fibres,  whether  by  the  machinery  herein  described,  but 
not  claimed  herein,  or  by  any  equivalent  means — such  as 
the  Fosket  machine — are  only  held  together  by  the  pres- 
sure of  the  surrounding  air,  induced  by  exhausting  the  air 
from  the  inside  of  the  pervious  cone,  and  before  the  bat 
can  be  removed  it  must  be  partially  felted,  termed  ''har- 
dened," to  give  it  the  required  consistency  to  admit  of 
handling;  and  it  will  be  obvious  that  this  partial  felting 
of  the  bat  cannot  be  performed  on  the  cone  by  any  of  the 
known  processes  of  partial  felting  unless  the  fibres  be  held 
to  the  surface  of  the  cone  by  some  means.  The  mode  of 
working  this  branch  of  the  combined  process,  which  was 
adopted  by  the  said  Wells,  is  as  follows,  viz.:  So  soon  as  a 
bat  is  formed  the  attendant  takes  from  a  kettle  of  hot 
water  a  piece  of  cloth,  (felt  cloth  being  best,)  rolled  upon 
a  roller,  and  applies  one  end  of  it  to  the  surface  of  the 
bat,  and  as  the  cone  rotates  the  cloth  winds  from  the  roller 
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onto  the  bat  on  the  cone.  This  only  covers  the  straight  or 
conical  part  of  th(^  bat,  but  not  the  rounded  tip,  which, 
being  generally  the  thinnest  and  most  delicate,  it  is  im- 
portant to  harden.  This  part  of  the  bat  is  covered  by  an- 
other piece  of  cloth,  and  then  a  strong  metallic  cone.  V^ 
Pig.  6,  is  put  over  the  whole  the  more  effectually  to  hold 
the  fibres  of  the  bat  and  to  make  a  slight  pressure  on  them^ 
while  the  whole  is  immersed  in  hot  water  to  harden  ot 
partially  felt  the  bat  by  the  circulation  of  the  hot  water 
through  the  apertures  of  the  two  cones  and  through  the  bat. 
As  the  perforated  cone  o  is  better  when  made  very  thin^ 
the  pressure  of  the  water  when  drawing  it  out  of  the  kettle,, 
after  the  bat  has  been  hardened,  tends  to  collapse  it,  and 
therefore,  to  prevent  this,  another  perforated  metallic 
cone,  V'\  Fig.  7,  may  be  put  inside  (before  the  whole  is 
immersed  in  hot  water)  to  sustain  the  pressure  in  drawing 
the  whole  out  of  the  kettle.  The  relative  situation  of  the 
three  metallic  cones,  the  bat  and  the  covering  of  felt  cloth,  is 
represented  on  an  enlarged  scale  at  Pig.  8,  which  is  a  ver- 
tical section  through  the  whole.  The  inner  cone  may  be 
dispensed  with  if  the  cone  o  be  made  of  sufficient  strength. 
By  this  mode  of  application  of  the  second  branch  of  the 
said  process  the  pressure  of  the  surrounding  air  for  hold- 
ing the  fibres  to  the  surface  of  the  pervious  cone  can  be 
suspended  so  soon  as  the  bat  is  covered,  so  that  the  whole 
can  be  removed  from  the  exhausting  apparatus  to  be  har- 
dened while  another  bat  is  being  formed  on  another  cone. 
Although  the  mode  of  application  of  the  second  branch 
of  the  said  compound  processes  above  described  is  deemed 
the  best,  I  do  not,  however,  wish  to  be  understood  as  limit- 
ing the  claim  of  invention  to  such  mode  of  application,  as 
the  partial  felting  of  the  bat  on  the  pervious  cone  may  be 
effected  by  other  and  equivalent  modes  of  felting,  so  long 
as  the  fibres  constituting  the  bat  are  held  to  the  surface  of 
the  cone  by  suitable  pressure  during  the  partial  felting  or 
hardening. 
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What  I  claim  as  the  invention  of  the  said  Henry  A. 
Wells  is — 

The  combined  process  of  forming  fur  hat-bodies  by  de- 
positing fur  fibres  to  a  suitable  thickness  on  the  surface  of 
a  pervious  former  of  the  required  shape,  and  holding  them 
thereon  by  the  pressure  of  the  surrounding  air  as  they  are 
deposited,  and  then  hardening  or  partially  felting  the  bat 
so  formed,  and  while  it  is  held  by  suitable  pressure  onto  the 
surface  of  the  former  to  give  it  the  required  consistency  to 
admit  of  removing  it  therefrom  in  a  suitable  condition  for 
the  after  process  of  sizing  by  felting,  as  set  forth. 

H.  A,  BURR. 

Witnesses : 

Andrew  Db  Lacy, 
Geo,  H.  Street. 
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HENRY  A.  BURR,  OF  NEW  YORK,  N.  Y.,  ASSIGNEE 
OP  ELIZA  WELLS,  ADMINISTRATRIX  OF  H.  A. 
WELLS,  DECEASED. 

Improvement  in  Machinery  for  Making  Hat-Bodies. 

Specification  forming  part  of  Letters  Patent  No.  4,472,  dated  April 
25,  1846  ;  Keissue  No.  396,  dated  September  30,  1856 ;  ex- 
tended  7  years  ;  Beissue  No.  1^087,  dated  December  4,  1860. 

Division  A.* 

To  all  whom  it  may  concern : 

Be  it  known  that  Henry  A.  Wells,  late  of  the  city,  county 
and  State  of  New  York,  now  deceased,  did,  in  his  lifetime, 
invent  certain  new  and  useful  Improvements  in  Machinery 
for  Making  Hat-Bodies  of  Pur,  for  which  said  improve- 
ments Letters  Patent  of  the  United  States  were  granted  to 
said  Wells,  bearing  date  the  26th  day  of  April,  1846 ;  and 
I  do  hereby  declare  that  the  following  is  a  full,  clear,  and 
exact  description  of  the  principle  and  character  which  dis- 
tinguishes the  said  invention  from  all  other  things  before 
known,  and  of  the  manner  of  making,  constructing,  and 
using  the  same,  reference  being  had  to  the  accompanying 
drawings,  making  part  of  this  description,  in  which — 

Pigure  1  is  a  plan  of  the  machine  ;  Pig.  2,  a  longitudinal 
vertical  section,  and  Pig.  3  a  longitudinal  elevation.  The 
other  figures  will  be  described  in  their  appropriate  places. 

The  same  letters  indicate  like  parts  in  all  the  figures. 

It  has  long  been  essayed  to  make  hat-bodies  by  throwing 
the  fibres  of  fur,  wool,  &c.,  from  a  carding  engine  into  the 
open  air  over  a  perforated  cone,  exhausted  by  a  fan  below, 
to  draw  down  and  hold  the  fibres  thereon  by  the  currents 
of  air  that  rush  from  all  directions  toward  and  through  the 
apertures  of  the  cone,  and  thus  to  form  a  bat  of  fibres  to 
be  aft^^rward  held  together  by  immersion  in  some  glutinous 
composition ;  but  from  various  causes  all  these  attempts 

*The  drawings  in  this  reissue  are  identical  with  those  of  reissue  No. 
1,086,  i>.  251  ante. 
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have  failed.  And  a  patent  was  granted  to  William  Fosket, 
bearing  date  the  23d  day  of  January,  1846,  for  a  machine 
in  which  the  fibres  to  be  formed  into  a  hat-body  are  drawn 
by  suction  tbrougli  a  tube  into  the  lower  part  of  a  cham- 
ber surrounding  a  pervious  cone  or  former,  the  inside  of 
which  is  connected  with  an  exhausting-fan  to  exhaust  the 
air  from  the  inside  thereof  to  induce  currents  in  the  sur- 
rounding air  to  rush  in  all  directions  toward  the  outer  sur- 
face of  the  pervious  former  and  through  the  apertures 
thereof,  and  thus  to  carry  the  fibres  from  the  lower  part  of 
the  surrounding  chamber  toward  and  deposit  and  hold  them 
on  the  outer  surface  of  the  said  former. 

Hat-bodies  are  required  to  be  made  thick  at  and  near  the 
rim,  and  thin  along  the  crown  and  tip,  that  the  required 
strength  may  be  given  where  it  is  required,  without  mak- 
ing the  hat  too  heavy  and  at  too  great  a  cost  of  material. 
This  disposition  of  the  fur  can  be  obtained  by  the  skill  and 
judgment  of  the  workman  by  the  hand  process,  known  un- 
der the  name  of  *' bowing,"  but  cannot  by  the  i)lans  above 
referred  to,  for  the  reason  that  the  fibres  are  only  controlled 
by  the  currents  induced  through  the  apertures  of  the  cnne 
or  other  former  by  exhausting  the  air  from  the  inside  of  it 
instead  of  being  properly  directed  for  distribution  onto  the 
surface  of  the  cone  or  other  former.  When  the  fibres  are 
not  properly  directed,  but  are  drawn  to  the  surface  by  the 
action  of  the  exhaust,  the  force  thus  induced  gradually  de- 
creases as  the  apertures  in  the  cone  are  closed  up  by  the 
accumulation  of  the  fur  deposited  on  the  outer  surface 
thereof,  and  in  consequence  the  required  distribution  can- 
not be  obtained. 

The  mode  of  operation  of  the  said  invention  of  the  said 
Henry  A.  Wells  is  such  that  the  fur  fibres  are  directed  and 
controlled  so  as  to  travel  from  the  picking  or  disintegrat- 
ing brush  toward  the  surface  of  the  pervious  cone  or  other 
former,  that  they  may  be  deposited  thereon  to  the  thick- 
ness required  to  make  a  bat  of  uniform  thickness  all  around, 
and  of  the  required  varying  thickness  from  brim   to  tip, 
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and  this  mode  of  operation  results  from  combining,  with  a 
rotary  picking  or  disintegrating  brush  and  a  pervious  cone 
or  equivalent  former,  connected  with  an  exhausting  appa- 
ratus, suitable  means  for  directing  and  controlling  the  fur- 
bearing  current. 

The  said  mode  of  operation,  invented  by  the  said  Henry 
A.  Wells,  is  embodied  in  the  following  description  of  the 
mode  of  application,  reference  being  had  to  the  accompany- 
ing drawings,  in  which — 

a  is  a  frame  properly  adapted  to  the  operative  parts  of 
the  machine,  and  b  the  lower  feed-apron,  on  which  the 
stock  or  fur  is  spread  by  the  attendant  in  separate  parcels, 
each  sufficient  for  the  formation  of  a  hat,  according  to  its 
intended  weight.  This  apron,  or  endless  belt  of  cloth,  or 
other  suitable  material,  passes  around  a  roller,  c,  and  a  lip, 
d^  the  former  at  the  back  of  the  machine,  with  its  bearings 
in  sliding  boxes,  governed  by  set  screws,  ee^  for  the  pur- 
pose of  tightening  the  apron,  and  the  latter  near  to  the  ro- 
tating brush,  /,  and  so  formed  as  to  present  a  slightly 
rounded  edge  for  the  apron  to  pass  over  where  it  presents 
the  fur  to  the  action  of  the  picker.  Instead  of  this  slightly 
rounded  edge,  a  small  metallic  roller  may  be  substituted, 
but  when  this  is  done,  the  roller  should  be  supported  at 
different  points  between  its  end  journals  by  letting  it  run 
in  a  circular  groove  in  the  lip,  as  represented  in  section  at 
Pig.  4,  where  g  indicates  this  roller.  The  fur,  as  it  is  car- 
ried along  toward  the  lip,  d,  is  gradually  compressed  by 
the  upper  apron,  &',  which  passes  around  a  feed-roller,  c\ 
and  lip,  d\  in  manner  similar  to  the  under  feed  apron.  The 
roller,  c',  runs  in  a  frame,  /,  of  which  the  lip,  d\  forms  a  part, 
hung  on  journals  that  rest  in  standards,  y,  so  that  the  lip,  d\ 
can  be  made  to  press  onto  the  fur  between  it  and  the  under 
lip,  d^  and  thus  grip  the  fibers  and  present  them  to  the  ef- 
fective action  of  the  picker,  f.  The  under  plane  of  the  up- 
per apron,  b\  is  inclined  to  the  upper  plane  of  the  lower 
one,  &,  the  more  effectually  to  present  the  fibres  in  the 
proper  manner  to  the  picker.    The  roller,  c',  of  the  upper 
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apron  runs  in  sliding  boxes,  governed  by  set-screws,  e'  e\ 
and  is  placed  forward  of  the  journals  of  the  frame,  so  that 
the  tension  of  the  belt,  f,  which  communicates  motion  from 
the  lower  roller,  c,  to  the  upper  one,  c\  may  press  the  up- 
I)er  lip,  d\  on  the  under  lip,  eZ,  but  this  may  be  effected  by 
means  of  springs,  weights,  or  other  well-known  mechanical 
devices  for  making  pressure  under  similar  circumstances. 
The  fibres,  as  they  pass  from  the  feed-aprons  are  acted 
upon  by  a  brush,  or  picking  or  disintegrating  brash,  /,  that 
rotates  with  great  velocity,  and  which  is  composed  of  paral- 
lel rows  of  stiff  bristles  projecting  from  a  cylinder,  but 
which  may  be  differently  constructed  and  composed,  if  de- 
sired. As  the  fibres  are  first  presented,  they  are  brushed 
and  properly  laid  by  the  downward  action  of  the  brush,  as 
indicated  by  the  arrow,  and  when  liberated  are  carried 
down  the  curved  surface,  Z,  of  a  chamber  or  tunnel,  77^,  and 
at  the  lower  edge  of  this  they  meet  a  current  of  air,  that 
enters  a  narrow  aperture,  e,  near  the  bottom  of  the  cham- 
ber, and  extending  the  whole  length  of  the  picking  or  dis- 
integrating brush,  which,  being  induced  by  the  rotation  of 
the  picking  or  disintegrating  brush  and  the  partial  vacuum 
in  the  perforated  cone  o,  aids  in  carrying  and  giving  direc- 
tion to  the  fur-bearing  current  toward  the  surface  of  the 
perforated  cone  o.  This  chamber  extends  over  and  under 
the  picking  or  disintegrating  brush  and  the  forward  part  of 
the  lips,  and  turns  on  the  journals  of  the  brush,  or  is  other- 
wise so  armnged  as  to  have  a  slight  motion,  the  axis  of 
which  is  the  same  as  that  of  the  brush.  Its  bottom  rests 
on  a  set-crew,  p,  to  regulate  the  delivery  end  of  the  cham- 
ber relatively  to  the  cone.  Its  forward  end,  in  addition  to 
this,  is  provided  with  a  hinged  deflector,  q,  regulated  by  a 
cam-lever  or  other  suitable  means  to  regulate  the  delivery 
of  the  fibers  at  and  near  the  base  of  the  cone.  The  top,  r,  of 
this  trunk  is  gradually  elevated,  and  its  sides  are  con- 
tracted to  make  the  delivery  aperture  nearly  of  the  form 
of  the  cone,  but  narrower  and  higher,  and  its  upper  part  is 
provided  vrtth  a  deflector,  Sy  so  curved  as  to  correspond 
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generally  with  the  carve  of  the  tip  of  the  cone.  This  de- 
flector is  hinged  to  the  upper  part  of  the  delivery  aperture 
of  the  chamber,  and  is  connected  v^^ith  an  eccentric,  /,  by 
means  of  a  cord,  u,  that  passes  over  a  pulley,  Vj  and  which 
is  attached  to  a  bell-crank,  ^,  so  that  each  revolution  of 
this  eccentric  carries  the  hood  up  and  down  to  direct  the 
discharge  and  distribute  the  fibres  onto  the  cone,  a  greater 
thickness  being  desirable  in  the  parts  of  the  bat  which  form 
the  brim  than  on  the  top  and  crown ;  and  when  it  is  de- 
sired still  further  to  diversify  the  distribution  of  the  fibres, 
other  means  can  be  substituted  for  the  eccentric,  and  the 
connection  between  it  and  the  deflector  is  formed,  as  repre- 
sented in  section  at  Fig.  6,  where  the  cam,  <,  acts  on  the 
lever  t\  connected  by  the  cord  u.  The  cone  o  is  made  in 
the  usual  manner,  but  of  thin  sheet  metal,  perforated,  that 
being  better  than  wire-gauze.  Its  lower  edge  fits  in  a  me- 
tallic  ring,  w.  that  runs  in  an  appropriate  collar  in  the  up- 
per part  of  a  case,  a?,  and  its  outer  periphery  is  provided 
with  cogs  that  mesh  into  the  cogs  of  a  pinion,  j/,  concealed 
in  the  drawings  by  the  pulley,  cT,  on  a  vertical  shaft,  z^  by 
which  a  slow  rotary  motion  is  given  to  the  cone  as  the 
fibres  are  thrown  onto  it,  to  distribute  them  equally  all 
around.  The  case,  x,  may  be  made  sufficiently  long  to  re- 
ceive two  rings,  w — one  on  each  side  of  the  pinion,  y — ^by 
which  both  are  kept  in  motion,  and  it  (the  case)  may  be 
made  to  swivel  on  a  hollow  collar,  /",  to  which  its  bottom 
is  fitted,  so  that  when  a  bat  is  formed  on  one  cone  it  may 
be  turned  aside  by  turning  the  case  half  a  revolution,  and 
another  cone  put  onto  the  other  ring,  that  another  bat  may 
be  in  the  process  of  forming  while  the  one  already  formed 
may  be  prepared  for  the  hardening  process,  in  the  manner 
to  be  hereinafter  described.  The  case,  ar,  communicates 
through  the  hollow  collar,  f,  with  an  exhausting  fan-blower, 
g\  which  consists  of  a  vertical  arbor,  7i\  with  oblique  vanes 
/',  so  that  when  rotating  with  great  velocity  in  the  direc- 
tion of  the  arrow  the  air  is  exhausted  from  the  case  x  and 
the  inside  of  the  perforated  cone  o.  When  one  of  the  cones 
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is  removed  from  one  of  the  rings  w  to  be  taken  to  the  hard- 
ening apparatus,  the  aperture  in  the  ring  w  must  be  closed 
up  with  a  cap-plate,  w*^  to  prevent  the  passage  of  air.  Any 
other  mode  of  exhausting  the  case  and  cone  may  be  em- 
ployed, but  this  is  deemed  the  best. 

All  the  operative  parts  may  be  set  in  motion  by  any  of 
the  known  means — such  as  belts — as  fully  represented  in 
the  accompanying  drawings,  in  which  m^  is  a  main  line- 
shaft  overhead  driven  by  any  first  mover.  From  a  wheel, 
n\  on  it,  a  band,  o\  extends  to  a  pulley,^',  on  the  shaft  of 
the  brush,  which  should  make  about  two  thousand  revolu- 
tions per  minute,  more  or  less.  From  another  wheel,  q\  on 
this  same  shaft,  a  band,  r',  extends  to  a  pulley,  s\  on  the 
shaft  of  which  there  is  a  wheel,  t'\  that  drives  the  exhaust- 
fan  g'  by  the  belt  u'\  and  from  a  pulley,  v\  on  the  same 
line,  shaft,  a  belt  extends  a  wheel,  w\  on  the  shaft  of  which 
there  is  a  pulley,  rr',from  which  extends  another  belt,  y\  to 
a  wheel,  /,  on  the  shaft  a*,  that  carries  the  ec€entric  ^,  to 
give  all  the  reduced  motions  required  for  the  other  parts 
of  the  machinery.  From  a  wheel,  i*,  on  this  shaft  a  belt, 
c*  extends  to  a  pulley,  ^,  on  the  shaft  z  that  rotates  the 
cone  0,  and  another  pulley,  ^,  drives  the  wheel  jT  of  the 
feed-roller  c  by  the  belt  g' ;  and  on  the  other  end  of  the 
axle  of  this  feed-roller  there  is  a  pulley,  7^*,  which  drives, 
by  across  belt,  i*,  the  upper  feed-roller,  c\  If  desired,  an 
alarm  can  be  connected  with  the  feed-roller  of  the  lower 
apron  to  announce  to  the  attendant  when  each  charge  of 
stock  is  exhausted,  that  the  cones  may  be  shifted.  This  can 
be  done  by  connecting  the  arbor  of  the  feed-roller  c  of  the 
lower  feed-apron  by  a  belt  with  a  wheel,  A*,  provided  with 
a  cam  or  pin  to  life  at  every  revolution  the  hammer  ?  of  a 
bell,  7/i*,  the  striking  of  which  shall  give  requisite  indica- 
tion. 

It  will  be  obvious  from  the  foregoing  that  the  upper  de- 
flector, Sj  may  be  operated  or  adjusted  by  hand,  instead  of 
machinery,  thus  substituting  the  attention,  skill,  and  cost 
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of  an  operative  for  the  positive  regularity  and  cheapness  of 
mechanical  movements. 

The  preparation  of  the  formed  bat  for  hardening  is 
effected  by  covering  it  with  pieces  felt  or  fulled  cloth  just 
taken  from  hot  water,  and  this  is  done  in  the  following  man- 
ner— viz :  The  attendant  takes  from  a  kettle  of  hot  water  a 
piece  of  felt  cloth,  rolled  up  on  a  roller,  and  applies  one 
end  of  it  to  the  surface  of  the  bat,  and  as  the  cone  rotates 
the  felt  cloth  winds  from  the  roller  onto  the  bat  on  the  cone. 
Another  piece  of  felt  cloth  is  put  on  the  top,  and  then  a 
strong  perforated  metallic  cone,  k'  (see  Pig.  6),  is  put  over 
the  whole,  the  more  effectually  to  hold  the  fibres  of  the  bat, 
and  to  make  a  slight  pressure  on  them  while  it  is  immersed 
in  hot  water  to  harden.  As  the  perforated  cone  o  is  better 
when  made  very  thin,  the  pressure  of  the  water  when  draw- 
ing it  out  of  the  kettle,  after  the  bat  has  been  hardened, 
tends  to  and  would  collapse  it,  and  therefore,  to  prevent 
this,  another  perforated  metallic  cone,  i'"  (see  Fig.  7),  is  put 
inside  (before  the  whole  is  immersed  in  hot  water)  to  sus- 
tain the  pressure  in  drawing  the  whole  of  the  hardening- 
kettle.  The  rela  tive  situation  of  the  three  cones,  the  bat,  and 
the  covering  of  felt  cloth,  preparatory  to  the  hardening 
process,  is  represented  on  an  enlarged  scale  at  Fig.  8,  which 
is  a  vertical  section  through  the  whole.  The  inner  sustain- 
ing cone  may  be  dispensed  with,  if  desired,  by  making  the 
cone  o  of  greater  thickness  and  strength. 

Having  thus  described  the  mode  of  application  of  the 
said  invention  of  the  said  Henry  A.  Wells,  as  the  same  viras 
successfully  reduced  to  practice  by  him,  I  do  not  wish  to 
be  understood  as  limiting  the  claim  of  my  invention  to  such 
mode  of  application,  as  other  modes  may  be  devised  having 
the  same  mode  of  operation  or  principle,  and  only  differ- 
ing from  it  in  form  or  in  the  substitution  of  equivalent 
means.  Nor  do  I  wish  to  be  understood  as  making  claim 
herein  to  the  combined  process  of  forming  and  of  harden- 
ing hat- bodies  on  pervious  cones  or  other  analogous  formerS) 
preparatory  to  taking  them  off  in  a  suitable  condition  for 
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the  after  process  of  sizing  by  felting,  as  this  is  the  subject 
of  another  patent. 

What  I  claim  as  the  invention  of  the  said  Henry  A. 
Wells,  in  machinery  for  forming  bats  of  fur  fibres,  in  the 
manufacture  of  fur  hat-bodies,  is — 

1.  The  mode  of  operation,  substantially  as  herein  de- 
scribed, of  forming  bats  of  fur  fibres  of  the  required  vary- 
ing thickness  from  brim  to  tip,  which  mode  of  operation 
results  from  the  combination  of  the  rotating  picking  me- 
chanism, or  the  equivalent  thereof,  the  pervious  for mer  and 
its  exhausting  mechanism,  or  the  equivalent  thereof,  and 
the  means  for  directing  the  fur-bearing  current,  or  the  equi- 
valent thereof,  as  set  forth. 

2.  The  combination  of  the  rotating  pickiqg  mechanism, 
or  the  equivalent  thereof,  the  pervious  former  with  its  ex- 
hausting mechanism,  and  the  lower  deflector*  substantially 
as  described,  to  regulate  the  deposit  of  the  fur  fibres  on 
the  lower  part  of  the  former,  as  described. 

3.  The  combination  of  the  rotating  picking  mechanism, 
or  the  equivalent  thereof,  the  pervious  former  with  its  ex- 
hausting mechanism,  and  the  upper  deflector,  substantially 
as  described,  to  regulate  the  deposit  of  the  fur  fibres  on 
the  tip  of  the  pervious  former,  as  set  forth. 

4.  The  combination  of  the  rotating  picking  mechanism, 
the  pervious  former  with  its  exhausting  mechanism,  and 
the  means  described,  or  the  equivalent  thereof,  for  induc- 
ing a  current  of  air  to  aid  in  carrying  and  giving  direction 
to  the  fur  and  insuring  its  proper  deposit  on  the  surface  of 
the  pervious  former  as  required,  as  set  forth. 

H.  A.  BURR. 
Witnesses : 

Andrew  De  Lacy, 
Geo.  H.  Street. 
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SETH  BOYDEN,  OP  NEWARK,  N.  J.,  ASSIGNOR  TO 
SELF  AND  H.  A.  JAQUES,  OF  SAME  PLACE. 

Letters  Patent  No.  26,811.     Dated  Jannaiy  10,  1800. 

Machine  for  forming  Hat-Bodies. 

The  schedule  referred  to  in  theee  Letters  Patent,  and  mftVing  part 

of  the  same. 

To  aU  whom  it  may  concern : 

Be  it  known  that  I,  Seth  Boyden,  of  Newark,  in  the 
County  of  Essex,  and  State  of  New  Jersey,  have  invented 
a  new  and  useful  improvement  in  machinery  for  forming 
hat  bodies,  and  I  do  hereby  declare  that  the  following  is  a 
full,  clear,  and  exact  description  of  the  same,  reference 
being  had  to  the  annexed  drawings  making  a  part  of  this 
specification,  in  which. 

Pig.  1,  is  a  side  sectional  view  of  my  invention,  taken  in 
the  line  yy^  Fig.  3. 

Fig.  2,  a  transverse  vertical  section  of  ditto,  taken  in  the 
line  xx^  Fig.  1. 

Fig.  3,  a  plan  or  top  view  of  ditto. 

Similar  letters  of  reference  indicate  corresponding  parts 
in  the  several  figures. 

This  invention  relates  to  an  improved  mode  of  directing 
or  guiding  the  fur  to  the  cone,  as  hereinafter  fully  shown 
and  described,  whereby  trunks  and  all  other  comparatively 
complicated  appliances  hitherto  used  for  the  purpose  are 
dispensed  with,  and  an  exceedingly  simple  and  efficient 
device  substituted  therefor. 

The  invention  consists  in  placing  directly  in  front  of  the 
picker  a  plate  so  bent  or  curved  that  it«  surface  will  have  a 
certain  relative  position  with  the  axis  of  the  picker  and 
the  surface  of  the  cone,  and  give  such  a  direction  to  the 
fur,  as  the  latter  is  thrown  on  it  by  the  rapid  motion  of  the 
picker,  that  the  fur  will  be  drawn  properly  on  the  cone  by 
the  exhaust  or  suction  within  it. 

To  enable  those  skilled  in  the  art  to  fully  understand  and 
construct  mv  invention  I  will  proceed  to  describe  it : 


-^■'g^S//. 


i^  'A'^^'*^ 
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A  represents  a  rectangular  frame,  and  B  is  a  perforated 
cone  placed  on  a  shaft,  C,  fitted  vertically  in  the  frame,  and 
arranged  with  a  suitable  exhaust  fan,  D  is  a  picker  fitted 
between  suitable  uprights,  aa,  on  the  frame  and  having  in 
front  of  it  an  endless  feed  apron,  E,  over  the  inner  part  of 
which  a  roller,  6,  is  placed.  The  perforated  cone  with  an 
exhaust  fan  below  it,  the  picker,  D,  and  feed  apron,  E,  are 
old  devices,  in  common  use  and  therefore  do  not  require  a 
minute  description. 

At  the  inner  or  back  parts  of  the  uprights,  aa,  there  is 
a  curved  plate,  F,  and  below  the  picker  there  is  a  concave, 
G,  the  plate  and  concave  are  connected  together.  The  plate 
F,  is  parallel  with  and  directly  back  of  the  picker  D,  and 
in  close  proximity  to  it,  and  said  plate  is  curved  so  as  to 
have  its  highest  point  at  the  center,  as  shown  clearly  in 
Fig.  2.  The  plate  gradually  curves  downward  and  outward 
at  each  side  of  its  center  with  a  slightly  concave  form  as 
shown  in  the  figure  just  alluded  to.  This  plate,  F,  besides 
the  longitudinal  curvature  above  described,  is  curved  trans- 
versely corresponding  with  the  surface  of  the  cone  B,  as 
follows : 

The  highest  and  central  part  of  the  plate  F,  has  its  sur- 
face in  line  or  in  a  plane  which  bisects  longitudinally  the 
axis  of  the  picker,  D,  and  strikes  the  apex  of  the  cone ; 
and  the  surface  of  said  plate,  F,  at  each  side  of  its  center 
and  highest  point  is  formed  of  portions  of  planes  which 
bisect  longitudinally  the  axis  of  the  picker  and  points  on 
the  cone  extending  down  to  its  base.  This  gives  what  may 
be  termed  a  compound  curvature  to  the  plate,  one  being 
longitudinal  and  the  other  transverse. 

The  position  of  the  planes  above  described  is  shown  by 
the  red  dotted  lines  in  Fig.  1.  It  will  be  seen  by  referring 
to  this  figure  that  they  all  extend  from  the  axis  of  the 
picker  and  strike  the  cone  at  points  extending  from  its  apex 
to  its  base. 

The  picker,  D,  although  of  usual  construction  is  rotated 
in  a  reverse  direction  to  those  in  ordinary  machines.    The 
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arrow  indicates  the  direction  of  its  moyement.  The  fur 
from  which  the  hat  bodies  are  formed  is  placed  on  the 
apron  E,  which  conveys  it  as  usual  to  the  picker,  D.  The 
picker  by  its  rapid  rotation  conveys  the  fur  around  on  the 
plate,  P,  which,  in  consequence  of  being  curved  as  de- 
scribed, causes  the  fur  to  be  projected  towards  the  cone,  B, 
in  a  series  of  planes  extending  from  its  apex  to  the  base, 
the  exhaust  or  suction  within  the  cone  drawing  the  fur  on 
it  after  the  proper  direction  has  been  given  the  fur  by  the 
plate,  F,  the  velocity  of  the  picker  being  suflSciently  great 
to  project  the  fur  within  the  influence  of  the  exhaust  of  the 
cone.  The  concave  G,  permits  any  fur  tiiat  might  escape 
down  between  the  plate  P,  and  picker  to  be  brought  up  by 
the  latter  and  again  projected  on  the  plate  P.  This  pecu- 
liar curvature  of  the  plate,  P,  not  only  gives  the  proper  di- 
rection to  the  fur  so  that  the  latter  may  properly  cover  the 
cone  but,  it  also  directs  the  fur  to  the  cone  in  proper  quan- 
tity, for  instance,  the  central  and  highest  part  of  plate,  P, 
is  comparatively  a  short  curve  and  directs  a  small  quantity 
of  fur  to  the  upper  part  of  the  cone  where  but  a  small  por- 
tion is  required ;  but  it  will  be  seen  that  the  lower  part  of 
the  plate,  P,  has  a  double  curved  surface  to  supply  the 
cone,  one  at  each  side  of  its  center,  so  that  the  cone  will  be 
properly  fed  or  supplied,  the  supply  gradually  increasing 
from  the  top  to  the  bottom  of  the  cone. 

1  would  remark  that  although  the  surface  of  the  plate, 
F,  has  been  described  as  being  in  planes  extending  from 
the  apex  to  the  base  of  the  cone  and  all  bisecting  the  axis 
of  the  picker,  still  a  slight  departure  is  made  from  this 
rule,  and  that  is,  the  plate,  P,  is  slightly  elevated  at  its 
outer  edges  or  towards  the  cone  from  the  positions  above 
stated  in  order  to  compensate  for  gravity,  the  latter  serving 
to  counteract  in  a  measure  the  power  of  the  exhaust  and 
that  of  the  picker  and  give  a  downward  movement  to  the 
fur.  By  slightly  elevating  the  direction  of  the  fur  above 
its  otherwise  proper  path,  due  provision  is  made  for  such  a 
contingency. 
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I  do  not  claim  the  cone,  nor  the  picker,  neither  do  I  claim 
the  feed  apron  bnt, 

I  do  claim  as  new  and  desire  to  secure  by  Letters  Patent 
The  iur  director  or  plate  F,  curved  or  bent  substantially 
as  shown,  and  arranged  in  relation  with  the  cone  B,  and 
picker  D,  to  operate  substantially  as  and  for  the  purpose 
set  forth. 

SETH  BOYDEN. 
Witnesses : 

J.  W.  Coombs, 
R.  S.  Spencer. 

Messrs.  C.  M.  Keller^  George  Oifford  and  B,  W.  Stough* 
tarty  for  the  complainant. 

First.  The  defense  set  up  in  the  answer  in  this  case  as- 
sumes that  the  Wells  patent  for  machinery  No.  1087, 
sboald  be  limited  in  construction  to  the  particular  form  of 
mechanism  described  by  him,  interposed  between  the 
picker  and  conical  former  to  direct  and  distribute  the  fur ; 
and  the  denial  of  infringement  is  predicated  on  this  as- 
sumption. 

Second.  The  learned  judge,  in  the  court  below,  seems 
also  to  have  fallen  into  the  error  of  assuming  that  the 
Wells  patent  should  be  limited  to  a  particular  form  of  de- 
vice intermediate  between  the  picker  and  conical  former, 
to  direct  and  distribute  the  fur. 

Third.  In  behalf  of  the  appellant  it  is  respectfully  ad* 
mitted,  that  the  Wells  patent,  No.  1087,  should  not  be  so 
construed  as  to  be  limited  to  the  particular  form  of  me- 
chanism interposed  between  the  jdcker  and  former  to  guide 
and  direct  the  fur. 

Wells  being  the  first  inventor  of  a  practicnl  machine, 
consisting  of  a  combination  of  three  classes  of  mechanism, 
one  for  disintegrating  and  throwing  the  fur,  another  for 
guiding  and  directing  the  fur,  and  the  third  for  receiving 
and  holding  the  fur  on  a  former,  the  law  is  settled,  that 
his  patent  may  cover  not  only  the  particular  form  of  me- 
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chanism  which  he  described,  but  also  any  equivalent  of 
any  of  those  devices. 

McCormick  v.  Seymour,  2  Blatchf.  246;  O'Reilly  v, 
Mor^e,  15  How.  62  [5  Am.  &  Eng.  483] ;  Curt.  Pat.,  sec. 
223,  2d  ed.  ;  Tatham  v.  Leroy,  2  Blatchf.  485;  Morgan  v. 
Seaward,  Web.  Pat.  Cas.  170  [2  Am.  &  Eng.  113]. 

Fourth.  The  invention  of  Wells  is  of  such  a  character  and 
adjudications  of  this  court  have  been  snch,  that  the  law  is 
settled  that  the  reissued  patent,  No.  1087,  is  no  broader 
than  it  ought  to  be,  and  that  it  ought  to  cover  any  device 
placed  between  the  picker  and  the  cone,  performing  the 
office  of  the  Wells  mechanism  in  guiding  and  directing  the 
fur,  as  equivalent  of  the  mechanism  described  by  Wells, 

Winans  «.  Denmead,  15  How.  330  [6  Am.  &  Eng.  107] ; 
Ha  worth  v.  Hardcastle,  Web.  Pat.  Cas.  484  [2  Am.  &  Eng. 
19] ;  O'Reilly  v.  Morse,  15  How.  119  [5  Am.  &  Eng.  4S3] ; 
McClurg  ?3.  Kingsland,  1  How.  202  [4  Am.  &  Eng.  382] ; 
Neilson  v.  Hartford,  Web.  Pat.  Cas.  331  [3  Am.  &  Eng. 
231]  ;  Eng.  Ex.  ;  The  Telegraph  case,  15  How.  114  to  118 
[6  Am.  &  Eng.  483] ;  Walton  v.  Potter,  Web.  Pat.  Cas. 
687  [3  Am.  &  Eng.  318]  ;  Hnddart  v.  Grimshaw,  Web.  Pat. 
Cas.  95  [1  Am.  &  Eng.  128]  ;  Russell  7).  Cowley,  Web.  Pat. 
Cas.  463  ;  Morgan  v.  Seaward,  Web.  Pat.  Cas.  170  [2  Am. 
&Eng.  113]. 

Fifth.  Instead  of  Wells  patent,  No.  1087,  for  machinery, 
being  too  broad,  the  invention  which  he  actually  made 
would  have  justified  an  original  patent  much  broader. 

O'Reilly  v.  Morse,  15  How.  133  [5  Am.  &  Eng.  483]. 

Sixth.  The  original  patent  of  Wells  sets  forth  the  inven- 
tion which  is  claimed  in  the  reissue  No.  1087,  and  fully 
justifies  and  sustains  that  reissue. 

Seventh.  A  combination  of  the  trunk,  former  and  picker, 
being  claimed  in  the  original  patent  of  Wells,  irrespective 
of  other  parts,  was  perhaps  sufficient  to  cover  the  mode  of 
operation  of  that  combination,  and  the  use  of  any  equiva- 
lents for  either  of  those  parts.  But  after  the  direction 
given  by  this  court  in  the  case  of  Winans  t?.  Denmead,  15 
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How.  341  [6  Am.  &  Eng.  107],  it  became  not  only  prudent 
and  proper  for  the  owners  of  the  patent,  but  their  duty  to 
have  it  so  reissued  as  to  expressly  cover  the  mode  of  ope- 
ration of  the  combination. 

Eighth.  To  defeat  a  patent  for  a  combination  by  proof  of 
a  similar  prior  combination  of  analogous  parts,  it  must  ap- 
pear that  such  prior  combination  was  useful. 

Poote  V.  Silsby,  2  Blatchf.  275 ;  Law,  Am.  Dig.  184,  note 
42;  Howe  v.  Underwood,  1  Pish.  160,  before  Judge 
Sprague. 

Ninth.  A  mere  description  in  an  English  patent  is  not 
sufficient  evidence  without  additional  proof,  to  raise  a  pre- 
sumption that  the  thing  described  or  attempted  to  be,  will 
successfully  operate  or  is  useful. 

Corning  v.  Burden,  16  How,  270  [6  Am.  &  Eng.  69]  ; 
Patent  Act  of  1836. 

Tenth.  A  prior  invention  to  defeat  a  patent  must  have 
been  completed  and  reduced  to  practice,  or  fully  described 
in  a  previous  patent  or  publication. 

Bedford  v.  Hunt,  1  Mason,  302 ;  Parkhurst  v.  Kinsman, 
1  Blatchf.  488 ;  Gaboon  v.  Ring,  1  Pish.  397  ;  Crandall  v. 
Lippencott,  reported  in  the  26th  volume,  3d  series,  p.  10  of 
the  Pranklin  Journal ;  Reed  v.  Cutter,  1  Story,  590 ;  Wood- 
cock V.  Parker,  1  Gall.  438 ;  Washburn  v,  Gould,  3  Story, 
122 ;  Allen  v.  Blunt,  2  Wood.  &  M.  121 ;  Curt.  Pat.,  sec. 
43 ;  Winans  o.  Denmead,  15  How.  330  [6  Am.  &  Eng.  107] ; 
Many  v.  Jagger,  1  Blatchf.  372 ;  Hind.  Pat.,  Harrisburgh 
ed.  106,  109  and  304 ;  Lund.  Pat.  49,  849  ;  Parker  v.  Hope, 
7  West.  L.  J.  425  ;  Allen  v.  Hunter,  6  McLean,  321 ;  Foote 
V,  Silsby,  2  Blatchf.  266 ;  Sargeant  v.  Larned,  2  Curt.  C.  C. 
349;  Gorham  v.  Mixter,  1  Am.  L.  J.,  N.  S.  543;  Am.  Pin 
Co.  V.  Oakville  Co.,  3  Am.  Law  Reg.  138 ;  Law,  Am.  Dig. 
335,  335,  336,  337 ;  Curt.  Pat.,  sec.  292,  p.  235,  ed.  of  1849 ; 
Phil.  Pat.,  p.  175;  Web.  Pat.  Cas.  719,  note;  Hills  r. 
Evans,  6  Law  Times  Rep.,  90,  decided  by  Lord  Chancellor 
Westbury ;   Howe,  Jr.  %.  Williams,  first  circuit  1863,  2 
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Fish.  895 ;  Parker  v.  Stiles,  5  McLean,  61 ;  Knight  v.  Gab- 
bit,  13  vol.  of  the  Franklin  Jour.,  3d  series,  414. 

Eleventh.  Repeated  decisions  have  been  rendered  by  the 
courts  of  the  country  upon  the  Wells  invention  and  pat- 
ent, touching  the  character  of  the  invention  and  what  he 
had  a  right  to  cover  by  a  patent,  as  well  as  what  was  the 
effect  of  the  patents  and  inventions  alleged  to  have  pre- 
ceded his  invention.  These  decisions  were  prior  to  the  one 
now  appealed  from,  and  in  none  of  them  was  it  held  that  his 
right  was  limited  to  the  form  of  mechanism  which  he  jMir- 
ticalarly  described  for  guiding  and  directing  the  fur. 

The  Wells  invention  and  patent  was  the  subject  of  litiga- 
tion in  the  Eastern  District  of  Pennsylvania  in  1860;  in 
the  District  of  New  Jersej"  several  times  since  that  date ; 
in  the  Southern  District  of  New  York  in  1853,  and  in  the 
District  of  Connecticut  in  1868,  in  all  of  which  the  courts 
expressed  their  opinion  respecting  this  invention  and 
copies  of  such  opinion  have  been  printed  and  are  herewith 
submitted. 

Twelfth.  The  appellees  infringed  by  using  the  combina- 
tion patented,  varied  only  by  the  substitution  of  a  me- 
chanical equivalent  for  one  of  the  elements  of  the  combi- 
nation. 

Thirteenth.  The  question  respecting  infringements  is  not 
whether  the  defendant's  machine  is  like  the  patentee's,  or 
is  different  from  the  patentee's,  because  it  may  be  greatly 
different,  and  the  differences  may  also  be  patentable  and 
patented,  but  the  question  is,  whether  or  not  the  defend- 
ant's machine  contains  the  invention  of  the  patentee. 

Curt.  Pat.,  sec.  224,  2d  ed. 

Fourteenth.  The  fact  that  an  alteration  in  a  machine  is 
patentable  and  patented  as  an  improvement,  does  not  pre- 
vent its  being  a  mechanical  equivalent  and  the  use  of  the 
machine  an  infringement. 

McCormick  v.  Talcott,  20  How.  405  [6  Am.  &  Eng.  410] ; 
Curt.  Pat.,  2d  ed.,  sec.  224;  Law,  Am.  Dig.,  p.  277;  Cre- 
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hore  t).  Norton,  before  Nelson,  J.,  tried  in  the  Southern 
District  of  New  York  in  1863. 

Fifteenth.  The  leai'ned  judge  in  the  court  below  appears 
to  treat  the  Wells  patent  as  demoralized,  because  it  is  a  r^ 
issue,  but  in  his  opinion,  does  not  specify  any  sufficient  cause 
or  reason  why  the  reissued  patent  is  not  good  and  valid. 

Sixteenth.  A  patent  may  be  valid,  and  may  have  been 
so  held  to  be  by  a  court,  without  being  broad  enough  to 
cover  the  whole  invention.  In  such  cases  the  act  of  Con- 
gress tenders  the  patentee  relief,  by  reissuing  to  make  his 
claim  broader. 

Law,  Am.  Dig.,  612,  616  ;  Q-oodyear  ».  Day,  in  the  Dist. 
of  N.  J.,  1  Blatchf.  566 ;  Battin  v.  Taggert,  17  How,  83  [8 
Am..  &  Eng.  243]. 

Seventeenth.  It  is  no  objection  to  a  patent  that  it  has 
been  more  than  once  reissued. 

French  v.  Rogers,  heai;d  by  a  full  bench  and  decided  ini 
the  Eastern  District  of  Pennsylvania  in  1851,  1  Fish,  133.;; 
O'Reilly  %  Morse,  16  How.  112  [5  Am.  &  Eng.  483], 

Eighteenth.  If  the  last  reissued  patent  claimed  undei}-  is; 
adapted  to  the  invention  made  by  the  patentee  anjd!  de- 
scribed in  his  original  patent,  it  is  valid  as  a  reissike^  and! 
it  is  immaterial  how  many  prior  reissues  there  may  have> 
been,  or  what  may  have  been  the  proceedings  of  mistakes^ 
in  applications  for,  or  the  granting  of,  such  prior  reissues; 

Nineteenth.  The  action  of  the  Commissioner  of  Patents 
in  accepting  a  surrender  of  a  patent  and  granting  a  reissue, 
is  conclusive  that  the  prerequisites  to  the  surrender  did  ex- 
ist, unless  fraud  be  sliown. 

Stimpson  v.  W.  R.  R.  Co.,  4  How.  380  [4  Am.  &  Eng. 
398]  ;  P.  &  T.  R.  R.  Co.  v.  Stimpson,  14  Pet.  448  [4  Am.  & 
Eng.  324]  ;  Woodworth  v.  Stone,  3  Story,  749 ;  Allen  v. 
Blunt,  3  Story,  742;  Carver©.  Brain  tree  Mfg.  Co.,  2  Story, 
382  ;  Goodyear  v.  Day,  District  of  New  Jersey,  1  Blatchf. 
566 ;  O'Reilly  v.  Morse,  16  How.  112  [6  Am.  &  Eng.  483]  ; 
Battin  v,  Taggert,  17  How.  84  [6  Am.  &  Eng.  243];  Al- 
len  V.  Blunt,  2  Wood.  &  M.,  138. 
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Messrs.  Oeorge  Harding  and  Courtlandt  Parker^  for  de- 
fendants. 

I.  The  defendants  are  not  estopped  from  denying  the  va- 
lidity, either  of  the  Wells  patent  or  its  reissues. 

1.  The  mere  acceptance  of  a  license  from  the  owner  of  a 
patent,  does  not  per  se  estop  the  licensee  from  denying  its 
validity. 

Co.  Litt.  352  a;  Com.  Dig.  Estoppel,  a  2 ;  Den  v.  Bald- 
win, 1  Zab.  403 ;  Small  v.  Procter,  16  Mass.  499  ;  Curt.  Pat., 
sec.  109  a,  200  b ;  Chanter  v.  Lessee,  4  Mees.  &  W.  295  [2 
Am.  &  Eng.  496] ;  Affirmed  on  Error,  6  Mees.  &  W.  698  [3 
Am.  &  Eng.  41] ;  Mitchel  v.  Barclay,  Law  Dig.  464,  sec. 
39  ;  Wood  worth  v.  Cook,  2  Blatchf.  160. 

2.  Especially  is  it  true  that  accepting  a  license  does  not 
estop  the  licensee  from  disputing  the  patent  where  the  suit 
is  not  brought  to  enforce  the  agreement  itself,  but  where 
the  latter  is  only  used  as  ancillary  to  another  object. 

Carpenter  v.  Buller,  8  Mees.  &  W.  209 ;  Woodworth  v. 
Cook,  2  Blatchf.  151 ;  Neilson  v.  Pothergill,  Web.  Pat. 
Cas.  290  [3  Am.  &  Eng.  146.] 

3.  Whetlier  there  is  an  estoppel  or  not,  depends  on  the 
language  of  the  instrument  itself. 

Hayne  v.  Maltby,  3  T.  R.  438  [1  Am.  &  Eng.  63]  ;  Neil 
son  V,  Fothergill,  Web.  Pat.  Cas.  290  [3  Am.  &  Eng.  146] 
Bowman  v.  Taylor,  2  Ad.  &  E.  288  [2  Am.  &  Eng.  60] 
Palmer  v.  Elkins,  2  Ld.  Raym.  1553 ;  Doe,  d.  Pritchard,  v 
Dodd,  2  N.  &  Mann.  838 ;  Stroughill  v.  Buck,  14  Q.  B.  (N 
S)  781 ;  Young  v.  Raincock,  7  C.  B.  310  (62  K  CI.) ;  Jarm 
Conv.  366 ;  Gaunt  v.  Wainman,  3  Scott,  413. 

4.  No  words  exist  in  the  license  in  question  in  this  cause 
or  the  renewal  thereof,  which  work  any  estoppel  against 
denying  the  validity  of  the  Wells  Patent. 

A  fortiori  nothing  estops  us  against  impugning  the  law- 
fulness of  the  reissues  which  form  the  Joundation  of  the 
case  of  the  complainant. 

Potter  V.  Holland,  Law,  Dig.  625 ;  McBumey  v.  Gk)od- 
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year,  11  Cash.  671 ;  Woodworth  v.  Stone,  3  Story,  760 ; 
Woodworth  v.  Cook,  2  Blatchf .  160. 

II.  There  is  no  forfeiture  or  legal  abrogation  of  the  li- 
cense authorizing  our  use  of  the  Wells  machine. 

The  forfeiture  is  alleged  to  have  arisen : 

1.  By  the  alleged  construction  of  Burr  machines  by  the 
defendants,  additional  to  the  two  authorized,  and  the  use 
of  them  in  making  hat  bodies  for  sale. 

By  the  license,  the  forfeiture  may  arise  *4n  case  of  the 
use  of  the  said  machines  for  manufacturing  hat  bodies  for 
other  persons,  or  for  sale  in  an  unfinished  state." 

Making  more  machines  or  using  more  machines  in  the 
licensed  way,  is  no  cause  of  forfeiture.  Clauses  of  forfeit- 
ure are  construed  strictly. 

Adams,  Ej.,  175,  198,  B,nd7iot€S  ;  4  Kent,  Com.,  128,  129  ; 
Woodworth  v.  Curtis,  2  Wood.  &  M.  626. 
But  we  did  not,in  fact,make  or  use  more  machines  than  two. 

2.  The  second  alleged  cause  of  forfeiture  is  the  use  of  the 
Boy  den  machines  for  manufacture  for  the  trade.  This  is 
no  cause  of  forfeiture  of  the  license  agreements,  whether 
they  infringe  or  not. 

The  breach  complained  of  must  come  within  the  very  let- 
ter of  the  covenant,  or  the  lease  will  not  be  forfeited. 

Adams,  Ej.,  176,  198,  and  notes^  and  cases  there  cited ; 
4  Kent,  Com.,  128,  129,  and  cases  there  cited  ;  Southard  v. 
C.  R.  R.  Co.,  2  Dutch.  13 ;  Lynde  v.  Hough,  27  Barb.  416. 

Especially  is  there  no  forfeiture  if  defendants,  in  good 
faith,  supi)osed  there  was  no  infringement. 

Doe,  ex  dem.,  Mitchinson,  v.  Carter,  8  T.  R.  57;  Schuy- 
ler ?).  Corliss,  7  Johns.  631 ;  Doe,  d.  Pitt,  v.  Hogg,  4  Dowl. 
&  Ry.  226. 

3.  A  court  of  equity  will  declare  no  forfeiture.  If  it  can 
compensate,  it  will  relieve.  When  it  cannot  compensate, 
it  will  stand  neutral. 

3  White  &  Tubor  Eq.  Cas.,  ed.  1K)9,  p.  67;  Mich.  Bk. 
V,  Mammond,  1  Doug.  (Mich.)  527 ;  Livingston  v.  Tomp- 
kins, 4  Johns.  Ch.  416. 
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Wherever  the  stipulation  is  for  the  purpose  of  enforcing 
an  act,  court  will  simply  enforce  the  act.  There  will  be  no 
forfeiture.    Cases  above  cited. 

Mr.  Justice  Grier  delivered  the  opinion  of  the  court. 

The  complainant  is  assignee  of  a  patent  granted  to  Henry 
A.  Wells  on  the  26th  of  April,  1846,  for  an  *' improvement 
in  the  machinery  for  making  hat  bodies,  and  in  the  pro- 
cess of  their  manufacture.' ' 

This  patent  was  surrendered  by  the  owners  in  1858,  and 
reissued  in  two  separate  and  distinct  patents^  one  for  the 
improved  machine  and  the  other  for  the  process.  In  1860 
these  patents  were  extended  for  a  term  of  seven  years,  and 
afterwards,  in  December,  1860,  they  were  again  surrendered 
and  reissued,  with  what  were  alleged  to  be  amended  speci- 
fications. 

The  bill  charges  that  by  a  contract  under  seal,  made  be- 
tween the  owners  of  this  patient  and  the  parties  represent- 
ing the  present  respondents,  on  the  7th  of  November,  1848, 
they  were  authorized  to- ^^  use  either  one  or  two  machines 
constructed  according  to  said  patenty  with  all  improve- 
mentSy^^  etc.,  for  all  time  to  come,  to  be  used  in  the  city  of 
Newark,  and  there  only,  and  by  one  manufacturing  con- 
cern, and  to  be  used  only  for  hats  manufactured  by  them, 
and  not  in  manufacturing  hat-bodies  for  any  other  persons, 
or  for  sale  in  an  unfinished  state.  For  this  the  licensees 
were  to  pay  $500  a  year,  in  quarterly  instalments,  so  long 
as  they  continued  to  use  the  machines ;  and  in  case  the 
machines  wei'e  used  contrary  to  the  terms  of  the  license,  or 
the  payments  not  made  within  thirty  days  after  they  be- 
came due,  "  this  contract  shall  cease  and  become  void,  and 
shall  be  thereby  absolutely  canceled. "  The  bill  then  charges 
that  the  respondents  have  no  right  or  title  to  use  the  said  two 
machines,  or  any  other  machines,  under  said  agreement, 
because  thev  have  become  void  and  canceled,  and  annulled 
by  the  acts  of  the  parties  ;  that  complainant  has  given  no- 
tice to  respondents  that  he  considers  the  agreements  an- 
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nailed,  and  has  ever  since  refused  to  accept  the  paymeut 
under  them. 

The  breaches  of  the  agreement  charged  on  the  respond* 
ents  are,  that  they  have  constructed,  without  authority, 
two  machines  in  addition  to  the  two  so  furnished  by  the 
complainant,  one  of  which  he  had  replaced  by  a  new  one 
with  which  they  were  manufacturing  hat-bodies,  which 
they  sell  in  an  unfinished  state,  in  violalion  of  their  license. 
It  is  charged,  also,  that  the  respondents  have  four  other 
machines,  differing  in  some  of  the  details  of  their  construc- 
tion, on  which  they  manufacture  hat-bodies  for  sale,  and 
thus  compete  with  the  complainant. 

The  respondents,  in  their  answer,  do  not  deny  the  valid- 
ity of  the  letters  patent  originally  granted  to  Wells,  and 
which  they  are  licensed  to  use.  They  deny  that  they  have 
used  more  than  two  machines,  or  sold  hatbodies  made  on 
them,  or  in  any  wise  broken  the  covenant  of  the  deed  of 
license.  They  aver  that  the  quarterly  payments  were  regu- 
larly made,  up  to  the  1st  of  January,  1861,  and  until  con^- 
plainant  refused  to  receive  them,  and  that  they  are  always 
ready  to  pay  the  annuity  according  to  the  letter  of  their 
contract. 

The  evidence  in  the  case  fully  supports  these  allegations 
of  the  answer,  and  shows  that  the  complainant  has  no  just 
ground  of  complaint  on  account  of  any  breach  of  this  con- 
tract. It  contains  no  covenant  that  the  respondents  should 
use  no  other  machines. 

Besides  the  two  machines  under  this  license,  the  respond- 
ents use  machines  invented  by  Seth  Boyden  and  patented 
by  him  in  January,  1860,  Since  this  machine  of  Boyden 
was  put  in  operation,  Wells  surrendered  his  patent  a  sec- 
ond time,  and  had  it  reissued  with  what  is  called  an 
amended  specification. 

The  bill  assumes  that  the  complainant  has  a  right,  not 
only  to  declare  his  contract  or  license  to  be  annulled,  but 
also  to  insist  that  the  respondent  is,  nevertheless,  estopped 
thereby,  not  only  from  using  any  other  machine,  but  from 
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denying  that  the  Boyden  machine  infringes  the  Wells  pat- 
ent. What  principle  of  law  or  equity  can  be  invoked  by 
complainant  to  justify  this  demand  of  his  bill,  has  not  been 
explained,  and  the  learned  counsel  very  properly  omitted 
any  attempt  to  defend  it. 

It  needs  no  further  remark. 

(a)  The  next  and  great  question  of  the  case  is,  whether 
the  Boyden  machine  infringes  the  patent  originally  granted 
to  Wells  for  his  invention,  and  if  not,  whether  his  assign- 
ees, by  the  use  or  abuse  of  the  right  to  surrender  and  re- 
issue their  patent,  can  so  expand  it  as  to  cover  by  ex  post 
facto  operation,  all  subsequent  inventions. 

The  patent  to  Henry  A.  Wells,  dated  26th  of  April,  1846, 
purports  to  be  for  "a  new  and  useful  improvement  in  the 
machine  for  making  hat-bodies."  His  specification  recites 
that  "it  had  long  been  essayed  to  make  hat-bodies  by 
throwing  the  fibers  of  wool,  &c.,  by  a  brush  or  picker  on  a 
perforated  cone  exhausted  by  a  fan  below,  to  carry  and 
hold  the  fibers  thereon ;  that  all  these  contrivances  were 
defective."  He  alleges  that  he  has  improved  this  machine 
so  as  to  remove  all  the  objections,  as  proved  by  the  test  of 
experiment.  "My  improvement,"  he  says,  "consists  in 
feeding  the  fur  between  two  endless  belts,  &c-,  which  pre- 
sent it  to  the  action  of  the  rotating  brush,  which,  moving 
at  a  great  velocity,  throws  it  into  a  chamber  or  tunnel, 
which  is  gradually  changed  in  form  towards  the  outlet, 
where  it  assumes  the  shape  nearly  corresponding  to  a  ver- 
tical section  passing  through  the  axis  of  the  cone,  this  cas- 
ing being  provided  with  an  aperture,  immediately  under 
the  brush,  through  which  a  current  of  air  enters,"  &c.  The 
aperture  of  the  chamber  or  tunnel  is  provided  with  a  bon- 
net or  hood  hinged  thereto,  and  at  the  bottom  with  a  hinged 
flap. 

Besides  the  machine  thus  described,  he  includes  a  claim 
also  for  a  process  which  consists  in  covering  the  bat  before 
it  is  removed  with  felted  fulled  cloth,  &c.     As  our  present 

(a)  Wallace,  page  566'  begins  opinion  liere. 
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concern  is  with  the  machine,  we  need  not  describe  the  pro- 
cess more  particularly. 

The  patentee  very  properly  does  not  claim  to  have  first 
invented  the  art  of  making  hats  on  exhausted  cones,  bnt 
to  have  improved  the  machinery  or  devices  used  for  this 
purpose,  in  important  particulars.  After  properly  describ- 
ing the  several  devices,  the  combination  of  which  composes 
his  improved  machine,  he  limits  his  claim  in  exact  confor- 
mity with  such  description.  He  says :  ''  What  I  claim  as 
my  invention,  and  desire  to  secure  by  letters  patent,  in  the 
machinery  above  described,  is  the  arrangement  of  the  two 
feeding  belts  with  their  planes  inclined,  &c.,  substantially 
as  described,  in  combination  with  the  rotating  brush  and 
tunnel  placed  in  front  of  the  aperture  or  mouth  thereof, 
substantially  as  described.  I  claim  the  chamber  into  which 
the  fibers  are  thrown  bv  the  brush  in  combination  with  the 
perforated  cone,  &c.  I  also  claim  the  employment  of  the 
hinged  hood  and  providing  the  lower  flap,  for  the  purpose 
of  regulating  the  delivery  to  increase  the  thickness  of  the 
bat,  in  combination  with  the  hood." 

This  patent  was  (6)  surrendered  in  September,  1866,  by 
the  assignee,  and  separate  patents  taken  for  the  machine 
and  the  process,  (c)  This  specification  describes  the  ma- 
chine much  as  before,  premising  that,  in  1846,  William 
Fosket  had  obtained  a  patent  for  a  machine  in  which  the 
fibres  to  be  formed  into  a  hat-body  are  drawn  by  suction 
through  a  tube  into  the  lower  part  of  a  chamber  surround- 
ing a  pervious  cone,  the  inside  of  which  is  connected  with 
an  exhausting  fan  ;  but  that  hat-bodies  are  required  to  be 
made  thick  at  or  near  the  rim,  and  thin  along  the  crown, 
that  the  required  strength  may  be  given  without  making 
the  hat  too  heavy.  The  specification  thus  continues: 
'*  The  said  Tnode  of  operation  invented  by  said  Henry  A. 

(6)  Wallace,  page  667,  inserts  •'  first." 

(c)  Wallace,  page  667,  substitutes  for  "This  Specification."  "  The  same 
operation  of  surrender  and  reissue  was  repeated  in  1860.  The  specifica- 
tion of  the  machine  patent  of  1860  (No.  1087)." 
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Wells  is  embodied  in  the  following  descriptiony  "  &c,,  and 
the  claim  is  modified  to  suit  this  abstraction.  ^^What  is 
claimed  hei-ein  as  the  invention  of  said  Wells  is  forming 
bats  of  fur  fibres  by  throwing  the  fur  in  properly  regulated 
quantities,  substantially  as  herein  described.^'* 

Here  we  have  the  first  experiment  in  the  art  of  expansion 
by  an  equivocal  claim,  which  may  be  construed  a  claim  for 
the  result  or  product  of  the  machine,  or  for  its  principle 
or  mode  of  operation.  By  this  construction  another  in- 
ventor may  be  frightened  from  the  course.  But  when  chal- 
lenged in  a  court  of  justice  as  too  broad,  the  words,  "sub- 
stantially as  herein  described,"  may  be  resorted  to  as  qual- 
ifying this  claim  of  a  function,  result,  or  principle,  and 
arguing  that,  as  the  specification  described  a  machine,  it 
meant  nothing  more. 

Let  us  consider  what  was  the  original  invention  of  Wells, 
as  described  and  claimed  by  himself,  without  regard  to  this 
ingenious  attempt  by  the  assignee  to  expand  it  into  an  ab- 
straction. 

It  is  not  within  the  category  of  those  inventions  which 
consist  in  a  new  application  of  certain  natural  forces  to 
produce  a  certain  result  to  which  they  had  never  before 
been  applied,  and  which,  when  once  pointed  out,  required 
no  invention  to  construct  devices  for  its  application.  Such 
inventions  partake  of  the  nature  of  discoveries,  either  found 
out  by  experiment  or  the  result  of  a  happy  thought,  which, 
when  once  expressed,  is  plain  to  all  intelligent  persons, 
who  could  point  out  at  once  many  devices  for  making  it 
eflfectual.  Anyone  can  perceive  the  difference  of  such  a 
case  from  the  invention  of  a  labor  saving  machine,  which 
is  a  mere  combination  of  certain  mechanical  devices  to  pro- 
duce a  desired  manufacture  in  a  cheaper  or  better  manner. 
The  case  of  McClurg  v.  Kingsland,  1  How.  202  [4  Am.  & 
Eng.  382],  will  serve  to  elucidate  this  peculiar  sort  of  inven- 
tions. 

A  workman  in  a  foundry  observed,  in  pumping  water  into 
a  bucket,  that  the  water  entering  at  a  tangent  to  the  circle 


Dee^  1863.]  BDRS  v.  DUBTEK  S89 

Ofifcoioii  ef  the  QQort 

of  the  bucket,  acquired  a  circular  motion^  diminishing  when 
it  approached  the  center,  where  bits  of  straw  and  other 
lighter  materials  would  be  concentrated.  In  casting  iron 
rolls,  the  metal  required  to  have  this  rotary  motion  for  the 
same  purpose.  This  effect  had  previously  been  produced 
by  stirring  the  liquid  metal.  The  thought  all  at  once  struck 
the  mind  of  this  observer,  that  the  application  of  this  prin- 
ciple or  law  of  nature  might  be  beneficially  made  to  the 
casting  of  rolls  by  merely  introducing  the  metal  atthebot* 
tom  of  the  mold  at  a  tangent.  The  thought  being  once 
suggested,  it  required  no  skill  or  invention  to  devise  a  plan 
for  the  application  of  the  principle.  Tliis,  though  classed 
as  an  invention,  partook  more  of  the  nature  of  a  discovery. 
In  that  case  the  court  say,  ^' We  find  the  invention  consists 
solely  in  the  angular  direction  given  to  the  tube  through 
which  the  metal  is  conducted  into  the  cylinder  in  which  the 
roll  is  cast.  Every  part  of  the  machinery  is  old  ;  the  roll 
itself  is  no  part  of  the  invention."  And  yet,  it  was  a  pat- 
entable invention  or  discovery,  though  it  came  not  within 
the  description  of  the  statute,  as  ''a  machine,  manufacture, 
or  composition  of  matter." 

It  is  plain  that  the  invention  of  Weils  had  nothing  of  the 
nature  of  a  discovery,  or  the  new  application  of  some 
power  of  nature  to  the  perfection  of  an  art  or  the  operation 
of  a  machine,  such  as  the  application  of  the  electro-gal- 
vanic fluid  to  the  art  of  telegraphic  writing.  It  was  simply 
a  concrete  machine,  an  improvement  on  other  known  ma* 
chines,  and  nothing  more.  Wells  was  not  the  first  to  dis- 
cover that  bats  of  fur  could  be  made  on  perforated  cones 
by  means  of  a  vacuum  or  exhausted  chamber.  The  patent 
to  Williams,, in  1833,  was  the  first  great  step  towards  ap- 
plying these  natural  forces  to  labor  saving  machinery  in  the 
art  of  hatmaking.  He  was  the  first  to  use  the  power  of 
atmospheric  pressure  to  deposit  fur  or  fibrous  materials  on 
any  surface.  He  used  a  carding  machine  to  disintegrate 
the  fur  or  fibres  ;  a  revolving  fan  to  throw  them  on  the  cones ; 
the  hollow,  perforated  cones  or  formers  connected  with  de- 
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vices  for  exhausting  them  ;  and  the  use  of  a  hollow  per- 
forated cone  to  place  over  the  bat,  to  retain  it  in  position 
wheu  removed  from  the  exhaust.  His  drawing  exhibited, 
as  a  substitute  for  a  trunk  or  conductor,  a  roof  without 
side  or  bottom,  in  the  shape  of  a  pliable  deflector. 

Without  particularly  noticing  the  patent  of  Robertson, 
in  1838,  or  of  Hezekiah  Miller,  in  1839,  we  may  mention 
that  of  Fosket.  It  is  dated  in  January,  1846.  He  used  a 
bow  string  moved  by  machinery,  in  place  of  the  rotating 
picker  used  by  others.  He  used  what  be  describes  as  a 
''suitable  passage  or  tube  which  leads  from  the  vicinity  to 
what  may  be  termed  the  forming  or  wind  chamber."  We 
refer  to  these  previous  inventions,  not  to  show  that  Wells' 
improvement  was  not  new  or  useful,  but  to  show  the  state 
of  the  art,  in  order  to  properly  appreciate  the  nature  and 
extent  of  the  invention  of  Wells. 

The  Patent  Act  grants  a  monoply  ''  to  any  one  who  may 
have  discovered  or  invented  any  new  and  useful  art, 
machine,  manufacture,  or  composition  of  matter." 

That  the  invention  of  Wells  comes  within  the  category 
of  a  "mac^/Ti^,"  cannot  be  disputed.  The  law  requires  that 
the  specitication  "should  set  forth  the  principle  and  the 
several  modes  in  which  he  has  contemplated  the  application 
of  that  principle  or  character,  by  which  it  may  be  distin- 
guished from  other  inventions,  and  shall  particularly  i)oint 
out  the  part,  improvement,  or  combination  which  he  claims 
as  his  own  invention  or  discovery."  We  find  here  no 
authority  to  grant  a  patent  for  a  "principle"  or  a  "mode 
of  operation,"  or  an  idea  or  any  other  abstraction.  A 
machine  is  a  concrete  thing,  consisting  of  parts,  or  of  cer- 
tain devices  and  combination  of  devices.  The  principle  of 
a  machine  is  properly  defined  to  be  "its  mode  of  operation," 
or  that  peculiar  combination  of  devices  which  distinguishes 
it  from  other  machines.  A  machine  is  not  a  principle  or  an 
idea.  The  use  of  ill  defined  abstract  phraseology  is  the  fre- 
quent source  of  error.  It  requires  no  great  ingenuity  to 
mystify  a  subject  by  the  use  of  abstract  terms  of  indefinite 
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or  equivocal  meaning.  Because  the  law  requires  a  patentee 
to  explain  the  mode  of  operation  of  his  peculiar  machine, 
which  distinguishes  it  from  others,  it  does  not  authorize  a 
patent  for  a  ''  mode  of  operation  as  exhibited  in  a  machine." 
Much  less  can  any  inference  be  drawn  from  the  statute,  that 
an  inventor  who  has  made  an  improvement  in  a  machine, 
and  thus  effects  the  desired  result  in  a  better  or  cheaper 
manner  than  before,  can  include  all  previous  inventions, 
and  have  a  claim  to  the  whole  art,  discovery,  or  machine 
which  he  has  improved.  All  others  have  an  equal  right  to 
make  improved  machines,  provided  they  do  not  embody 
the  same  or  substantially  the  same  devices  or  combination 
of  devices,  which  constitute  the  peculiar  characteristic  of 
the  previous  invention. 

The  original  patent  of  Wells  has  been  more  than  once 
decided  by  the  courts  to  be  a  valid  patent.  The  specifica- 
tion states  clearly  and  correctly  what  the  invention  is ; 
what  the  patentee  claims  as  his  peculiar  improvement  on 
former  machines ;  what  are  the  devices,  or  peculiar  combi- 
nation of  them,  which  make  it  to  differ,  and  the  modes  in 
which  they  operate  to  produce  the  required  result.  He 
claims  all  he  had  a  right  to  claim  as  new,  and  no  more. 
There  is  no  error  from  "inadvertences,  accident,  or  mis- 
take." 

The  aim  and  object  of  both  the  Wells  and  Boyden  patent 
was  to  construct  an  automatic  machine  which  would  dis- 
tribute the  fur  on  the  cones  so  that  the  bat  might  be  thicker 
on  certain  portions  than  on  others.  This  was  the  defect  of 
former  machines,  which  each  proposed  to  remedy.  Fosket, 
though  he  used  a  spout  or  tunnel,  so  constructed  it  that 
the  crown  of  the  hat  was  thicker  where  it  ought  to  have 
been  thinner. 

The  great  and  peculiar  characteristic  of  the  Wells  inven- 
tion is  a  tunnel  or  chamber,  constructed  as  described.  In- 
stead of  the  picker,  he  used  a  rotating  brush  to  distribute 
the  fur  from  the  feed  aprons,  and  throw  it  forward  into  the 
chamber  which  conducted  it  to  the  cones.     The  hinged 
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hood  and  flap  were  devices  to  distribnte  the  material  in 
unequal  quantities,  to  accomplish  the  object  of  making  the 
bat  thicker  in  one  part  than  another.  This  machine,  al* 
though  an  improvement  on  its  predecessors,  was  not  auto- 
matic, although  it  professed  to  be  such.  It  would  not  dis- 
tribute the  fur  in  proper  proportions  without  the  assistance 
of  a  skillful  operator.  But,  finally,  Messrs.  Burr  &  Ttiy- 
lor,  after  much  expense  and  labor  devised  a  plan  of  making 
this  chamber  or  trunk  of  thin  sheet  metal,  regulated  by  a 
movable  top,  so  that  the  dei>osit  of  the  fibres  could  be  reg- 
ulated by  adapting  the  form  of  the  delivery  aperture  to 
any  size  required. 

Now,  the  machine  of  Bbyden  has  not  one  of  the  peculiar 
devices,  or  combination  of  devices,  of  the  Wells  machine, 
nor  any  substantial  identity  with  it,  unless  by  substantial 
identity  is  meant  every  machine  which  produces  the  same 
effect.  These  abstract  phrases,  ^^substantial  identity,^^ 
'^  equivalenty^  ^^mode  of  operatioriy'^^  &c.,  are  often  used 
in  such  a  vague  and  equivocal  manner,  that  they  mystify 
and  lead  many  to  absurd  conclusions,  who  will  not  distin- 
guish between  things  that  differ.  That  two  machines  pro- 
duce the  same  effect,  will  not  justify  the  assertion  that  they 
are  substantially  the  same,  or  that  the  devices  used  by  one 
are,  therefore,  mere  equivalent  for  those  of  the  other. 
There  is  nothing  in  the  Wells  machine  or  it«  devices  which 
suggests  the  peculiar  device  em  ployed  by  Boyden.  His  ma- 
chine has  no  tunnel,  no  cap,  no  flap,  nor  any  equivalent 
therefor,  nor  does  it  incorporate  in  its  structure  the  sub- 
stance of  the  first  inyention.  There  is  nothing  to  be  found 
in  the  specification  of  Wells  which  would  ever  suggest  the 
peculiar  device  of  the  Boyden  machine.  As  an  improve- 
ment, it  has  more  claim  to  originality  than  that  of  Wells, 
It  is  thus  correctly  described :  ''This  invention  relates  to 
an  improved  mode  of  directing  and  guiding  the  fur,  as  here- 
inafter fully  shown  and  described,  whereby  trunks  and  all 
other  comparatively  complicated  appliances  hitherto  used 
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for  the  pnri)Ose  are  dispensed  with,  and  an  exceedingly 
simple  and  efficient  device  substituted  therefor. 

'*  The  invention  consists  in  placing  directly  in  front  of 
the  picker  a  plate  so  bent  or  curved  that  its  surface  will 
have  a  certain  relative  position  with  the  axes  of  the  picker 
and  the  surface  of  the  cone,  and  give  such  a  direction  to 
the  fur,  as  the  latter  is  thrown  on  it  by  the  rapid  motion  of 
the  picker,  that  the  fur  will  be  drawn  properly  on  the  cone 
by  the  exhaust  or  suction  within  it." 

Now,  "an  infringement  involves  substantial  identity, 
whether  that  identity  be  described  by  the  terms,  *same 
principle,  same  'modtus  operandi^^  or  any  other.  It  is  a 
cop}'  of  the  thing  described  in  the  specification  of  the  pat- 
entee, either  without  variation,  or  with  such  variations  as 
are  consistent  with  its  being  in  substance  the  same  thing. 
If  the  invention  of  the  patentee  be  a  machine,  it  will  be 
infringed  by  a  machine  which  incorporates  in  its  structure 
and  operation  the  substance  of  the  invention ;  that  is,  by 
an  arrangement  of  mechanism  which  performs  the  same 
service  or  produces  the  same  effect  in  the  same  way,  or  sub- 
stantially the  same  way."     See  Cur.  Pat.,  322. 

No  one  who  reads  the  two  specifications,  or  inspects  the 
two  machines,  can  aver  that  they  contain  the  same  combi- 
nation of  mechanical  devices,  or  substantially  the  same,  to 
produce  the  desired  effect.  Not  one  of  the  devices  or  its 
equivalent,  used  in  the  one  is  to  be  found  in  the  other,  nor 
is  its  mode  of  operation  the  same.  The  argument  used  to 
show  infringement  assumes  that  every  combination  of  de- 
vices in  a  machine  which  is  used  to  produce  the  same  effect, 
is  necessarily  an  equivalent  for  any  other  combination  used 
for  the  same  purpose.  This  is  a  flagrant  abuse  of  the  term 
*' equivalent."  Without  attempting  to  define  this  abstract 
term  by  other  abstract  terms,  we  may  give  examples  which 
will  best  show  its  application  to  machines,  as,  where  a  simple 
lever  is  used  in  one,  and  the  other  substitutes  a  cam,  or 
toggle  joint,  or  wedge  for  a  cam,  and  many  other  cases  where 
one  mechanical  power  is  substituted  for  another  in  a  ma- 
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chine.  In  the  case  of  McCormick  v.  Talcottj  20  How.  405 
[6  Am.  &  Eng.  410],  we  have  said :  *'  If  the  invention  claimed 
be  itself  but  an  improvement  on  a  known  machine  by  a  mere 
change  of  form  or  combination  of  parts,  the  patentee  can- 
not treat  another  as  an  infringer  who  has  improved  the 
original  machine  by  use  of  a  diiferent  form,  or  combination 
performing  the  same  function.  The  inventor  of  the  first 
improvement  cannot  invoke  the  doctrine  of  equivalents  to 
suppress  all  other  improvements  which  are  not  colorable 
invasions  of  the  first." 

But  it  has  been  argued,  that  though  not  a  colorable  inva- 
sion of  the  patentee's  claim,  it  is  an  evasion  of  his  patent, 
which  is  equally  injurious.  If  so,  it  is  ^^  damnum  abseque 
injuria.'*'^  Every  man  has  a  right  to  make  an  improve- 
ment in  a  machine,  and  evade  a  previous  patent,  provided 
he  does  not  invade  the  rights  of  the  patentee. 

Now,  we  are  of  opinion  that  the  invention  of  Wells  was 
a  machine  which  was  an  improvement  on  the  machines  pre- 
viously known.  It  is  not  founded  on  any  new  discovery 
of  the  application  of  any  element  or  power  of  nature  to 
produce  an  effect.  He  was  not  the  first  to  devise  the  appli- 
cation of  a  vacuum  to  cones  for  the  purpose  of  forming  and 
compressing  bats  for  hat-bodies,  nor  the  first  to  discover 
that  such  bats  should  be  made  of  unequal  thickness,  nor  of 
pickers  to  distribute  the  fur  from  the  carding  apparatus. 
He  has  improved  this  machinery  by  his  peculiar  devices  of 
brush,  trunk,  cap,  flap,  &c.,  combined  in  a  machine  which 
failed  to  be  automatic  till  further  improved.  We  are  of 
opinion,  also,  that  the  specification  of  Wells  correctly  set 
forth  the  peculiar  combination  of  devices  in  the  machine 
he  invented,  that,  as  required  by  the  statute,  he  truly  and 
correctly  stated  the  principle  or  mode  of  operation  of  his 
machine,  and  the  functions  performed  by  its  several  de- 
vices. There  was  no  mistake  in  his  specification  by  inad- 
vertency or  accident.  He  had  a  valid  patent  claiming  his 
whole  invention — no  more,  no  less. 

But  as  the  respondents  are  charged  in  the  bill  with  in- 
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fringement  of  a  reissued  patent,  dated  3d  December,  1860, 
and  since  the  patent  granted  to  Boyden,  we  must  give  it 
more  special  attention.  It  is  true,  we  might  dispose  of  it 
by  saying,  that  as  the  machine  of  Boyden  is  not  an  in- 
fringement of  the  original  invention  of  Wells,  it  cannot  in- 
frin<?e  the  reissued  patent  if  it  be  for  the  same  invention, 
and  if  the  reissued  patent  be  not  for  the  same  invention,  it 
is  void. 

Without  affirming  or  denying  the  charge  of  respondents, 
that  this  reissued  patent  is  fraudulent  as  well  as  void,  it 
will  be  proper  more  particularly  to  notice  its  history  and 
contents. 

The  patent  to  Boyden  was  issued  on  the  10th  of  Janu- 
ary, 1860.  The  complainants  were  invited  to  examine  it. 
They  did  so,  accompanied  by  their  counsel  and  other  ex- 
perts. After  this,  the  complainants  surrendered  their  valid 
patent,  or  rather  its  reissue  of  1856,  and  have  another  re- 
issue, which  is  now  contended  to  have  been  made  so  elastic 
or  expanded  that  it  may  be  used  to  suppress  all  other  in- 
ventions which  have  been  or  may  be  made  to  effect  the  same 
purpose.  The  application  for  this  reissue,  as  sworn  to  by  one 
of  the  assignees,  contains  the  following  suggestion  :  ''That 
the  aforesaid  patent  is  not  fully  available  to  him^  as  as- 
signee; that  said  error  has  arisen  from  inadvertence,  ac- 
cident, or  mistake,"  &c. 

3.  Previous  to  the  Patent  Act  of  1836,  which  established 
a  Board  or  Bureau  composed  of  competent  examiners,  pat- 
ents had  frequently  been  adjudged  invalid  from  the  insuf- 
ficiency of  the  specification ;  usually  because,  by  inadver- 
tency, accident  or  mistake,  the  patentee  had  not  suffi- 
ciently separated  the  old  from  the  new,  and  had  claimed 
more  than  he  was  entitled  to.  Pew  inventors,  or  even 
learned  lawyers,  were  capable  of  correctly  and  clearly 
setting  forth  in  a  specification  the  proper  limits  of  the 
just  claim  of  the  invention.  The  13th  section  was  in- 
tended to  remedy  this  evil,  by  permitting  the  patentee  to 
surrender  his  defective  patent,  and  have  it  renewed  in 
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proper  form,  '*  whenever  it  9haU  he  inoperative  or  invalid, 
by  reason  of  a  defective  or  insufficient  description  or  spe- 
cification^ or  by  reason  of  the  patentee  claiming  in  his  spe- 
cification as  his  own  invention  more  than  he  had  a  right  to 
claim  as  new,  if  the  error  has  arisen  by  inadvertency,  acci- 
dent, or  mistake,"  &c. 

Since  the  date  of  this  act,  not  only  the  Patent  Office,  but 
the  bar  can  furnish  gentlemen  fully  competent  to  the  task 
of  drawing  up  proper  specifications,  and  but  little  liable  to 
commit  blunders  from  inadvertency.  Specifications  now 
seldom  issue  from  the  Patent  Office  to  which  such  an  im- 
putation can  be  made.  Nevertheless,  this  privilege  of  sur- 
render and  reissue  is  resorted  to  more  frequently  than  ever. 
Formerly,  when  in  course  of  investigation  in  a  court  of 
justice  it  was  discovered  that  a  patent  was  invalid  for  any 
of  the  reasons  mentioned  in  the  act,  it  was  resorted  to  for 
protection.  Now^  after  a  intent  has  been  declared  to  be 
valid,  the  specification  without  defect,  and  the  claim  for 
nothing  more  than  the  invention,  after  it  has  undergone 
examination  for  many  years,  and  courts  and  juries  have 
decided  that  the  patent  is  not  invalid,  through  inadver- 
tency, accident  or  mistake,  the  assignees  come  forward  and 
make  oath,  that  the  inventor's  original  patent  is  '*  unavail- 
able" for  some  purpose  unnecessary  to  be  divulged.  In 
the  present  case  the  purpose  is  transparent.  The  specifica- 
tion of  this  reissued  patent,  instead  of  describing  first  the 
machine  and  the  several  devices  which  exhibit  its  peculiar 
mode  of  operation  in  order  to  produce  the  desired  eflFect, 
and  stating  what  the  patentee  claims  as  his  peculiar  inven- 
tion, commences  by  describing  ''a  mode  of  operation^ ^  as 
the  thing  intended  to  be  patented,  and  uses  these  words: 
"The  said  mode  of  operation,  invented  by  the  said  Henry 
A.  Wells,  is  embodied  in  the  following  description  of  the 
mode  of  application."  The  claim  is  for  the  "mode  of  ope- 
ration, substantially  as  herein  described." 

We  have  no  leisure  for  a  further  development  of  this 
novel  form  of  patent,  or  how,  by  the  use  of  general  and 
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abstract  terms,  the  speeiflcation  is  made  so  elastic  that 
it  may  be  construed  to  claim  only  the  machine,  or  so  ex- 
panded as  to  ineliide  all  previous  or  future  inventions  for 
the  same  purpose. 

Morse  was  certainly  the  first  who  successfully  applied 
the  element  of  electro-magnetism  to  telegraphing.  By  the 
eighth  claim  of  his  reissued  j^tent  he  claimed  ^^  not  the 
specific  machine  described,  bat  the  use  of  the  motive  power 
of  the  galvanic  current  however  developed  for  printing 
signs  or  letters  at  a  distance,'  being  a  new  application  of 
that  power  of  which  he  was  the  first  discoverer." 

On  which  this  court  remark  (see  O'  Reilly  vi  Morse,  16 
•How.  112):  '^  It  is  impossible  to  misunderstand  the  extent 
of  this  claim,  if  it  be  maintained,  it  matters  not  by  what 
process  or  machinery  the  result  is  accomplished.  Another 
may  possibly  discover  a  mode  of  writing  or  printing  at  a 
distance  bj^^  means  of  the  electric  or  galvanic  current,  with- 
out using  any  part  of  the  process  or  combination  set  fbrth 
in  plaintiffs  specification.  Yet  if  it  is  covered  by  this 
patent,  the  inventor  could  not  use  it,  nor  the  public  have 
the  benefit  of  it,  &c.  The  court  is  of  opinion  it  is  too 
broad  and  not  warranted  by  law.'' 

In  this  case  we  have  an  attempt  to  convert  an  improved 
machine  into  an  abstraction,  a  principle  or  mode  of  opera- 
tion, or  a  still  more  vague  and  indefinite  entity  often  re-^ 
sorted  to  in  argument,  an  ''  zdea."  Those  who  use  the  latter 
term  seem  to  have  no  fixed  idea  of  what  they  mean  by  it. 
But  it  may  be  used  as  successfully  to  mystify  a  plain  mat- 
ter as  the  words  used  in  the  specification. 

The  Patent  Bureau  in  this  country  is  composed  of  men 
of  scientific  attainments,  who  examine  the  merits*  of  every 
claimant  of  a  patent,  and  decide  whether,  in  their  opinion, 
it  attempts  to  claim  a  monopoly  of  things  before  known  or 
invented.  They  are  not  expected,  as  formerly,  to  grant  a 
patent  without  inquiring,  to  every  applicant  who  is  ready 
to  pay  the  fees.  Such  a  course  of  conduct  would  be  highly 
injurious  to  the  public,  by  furnishing  means  to  impose  on 
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the  public  by  false  pretences,  and  with  threats  of  expen- 
sive and  ruinous  litigation. 

The  reissue  of  valid  patents  (d)  with  expanded  or  equiv- 
ocal claims,  where  the  original  was  clearly  neither  '*  inope- 
rative nor  invalid,'^  and  whose  specification  is  neither  "de- 
fective or  insnflScient,"  is  a  great  abuse  of  the  privilege 
granted  by  the  statute,  and  productive  of  great  injury  to 
the  public.  The  privilege  was  not  given  to  the  patentee  or 
his  assignee  in  order  that  the  patent  may  be  rendered  more 
elastic  or  expansive,  and  therefore  more  ^^available^^  for 
the  suppression  of  all  other  inventions. 

We  concur,  therefore,  in  the  decision  of  the  circuit 
court,  that  the  machine  of  Boy  den  is  not  an  infringement 
of  the  invention  of  Wells;  and  if  it  be  an  infringement 
of  the  reissued  patent,  that  patent  is  void. 

The  bill  claims,  also,  for  an  infringement  of  his  reissued 
patent  for  his  process.  This  has  not  been  much  insisted  on. 
The  respondents  contend  that  it  is  void,  being  for  the  same 
invention  patented  to  Ponsford,  in  England,  in  1839,  and 
known  to  Wells,  who  was  at  the  time  in  England.  This 
allegation  we  find  to  be  fully  supported  by  the  evidence, 
and  decide  accordingly. 

TTie  decree  of  the  circuit  court  is  affirmed^  with  costs. 

Pf  otes  s 

1.  Equivocal  and  obscure  claims  constmed. 

Corning  v.  Burden,  15  How.  252.     [6  Am.  &  Eng.  69.] 
Merrill  v.  Yeomans,  94  U.  S.  568. 
Result  claims  construed : 

Case  V.  Brown,  2  Wall,  230.     [p.  SQOposL] 
Mitchell  V.  Tilghman,  19  Wall.  891. 
Fuller  V.  Yentzer,  94  U.  S.  288. 


id)  Wallace,  page  577,  substitutes  *'  The  surrender  of  valid  patents  and 
the  grrmiting  of  reissued  patents  thereon.^' 
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2.  A  principle  is  not  patentabla 

See  O'Beillj  v.  Morse,  15  How.  62.     [5  Am.  &  Eng,  488, 
nota] 
A  ^'mode  of  operation  "  is  not  patentabla 

Case  V.  Brown,  2  Wall.  280.     [p.  860 post] 

Hartshorn  v.  Saginaw  Barrel  Co.,  119  U.  S.  664,  and  see 

Dryfoos  v.  Wiese,  124  U.  S.  82. 


&  Principle  of  a  machine  defined. 

Le  Boj  V.  Tatbam,  22  How.  132.     [7  Am.  &  Eng.  20.] 


5.  Improver  is  limited  to  his  improvement 

McCormick  v.  Talcott,  20  How.  402.     [6  Am.  &  Eng.  410.] 


6.  '* Accident,  inadvertence  or  mistake'*  held  properly  corrected  by^ 

reissua 
Grant  v.  Baymond,  6  Pet  218.     [4  Am.  &  Eng.  245.] 
Battin  v.  Taggert,  17  How.  74.     [6  Aul  &  Eng.  243.] 
Morey  v.  Lockwood,  8  WalL  230. 
Eames  v.  Andrews,  122  U.  S.  40. 


'^Accident,  inadvertence  or  mistake"  not  fonnd. 
Newton  t;.  Forst  &  Bradley,  119  U.  S.  873. 
Matthews  v.  Iron  Clad  Mnfg.  Co.,  124  U.  S.  847. 
Yale  Lock  Mnfg.  Co.  t;.  James,  125  U.  S.  881. 


Error  in  judgment  is  not  "  inadvertence,  accident  or  mistaka'' 
Mannfactaring  Co.  v.  Ladd,  102  U.  S.  408. 
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Note9.t|ad  l^JtaHona, 

Mistake  apparent  oa  face  of  patent^mnalf  be.  re]38qad  witbonft. 
d^lay. 
MiUer  v.  Brass  Co.,  104  U.  S.  350. 
James  v.  Campbell,  104  17.  S.  856. 
Matthews  u  Boston  Machine  Co.,  105  U.  S,  54 
Johnson  v.  Bailrofid,  105  U.  S.  580. 
Gage  V.  Herring,  107  TJ.  S.  640. 
Clements  v.  Odorless  Ca,  109  U.  S.  641. 
Wollensak  v.  Beiher,  115  U.  S.  96. 


Mistake  of  solicitor  no  excnse  fbr  dela^  in  reissuing : 
Hartshorn  v.  Saginaw  Barrel  Ca,  119  U.  S.  664 
Ives  V.  Sargent,  119  U.  S.  652. 


8.  Identity  that  constitntes  infringement 
Sewall  V.  Jones,  91  U.  S.  171. 
Fuller  V.  Yentzer,  94  U.  S.  288. 
Werner  v.  King,  96  U.  S.  21& 
Signal  Ca  v.  Signal  Co.,  114  U.  S.  87. 


10.  Beissne  where  adverse  rights  have  accrued  between  the  dates 

of  the  original  and  reissue. 
Grant  v.  Bajmond,  6  Pei  218.     [4  Am.  &,  Eng.  245.] 
Stimpson  v.  Bailroad  Co.,  4  How.  880,     [4  Am.  &  Eng. 

898.] 
Battin  v.  Taggert,  17  How.  74  [6  Am.  &  Eng.  243.] 
James  t;.  Campbell,  104  U.  S.  856. 
Clements  v.  Odorless  Co.,  109  U.  S.  641. 
Lumber  Co.  v.  Bogers,  112  U.  S.  659. 


)9dteB  tod  Cltatldift. 

Coon  V.  Wilflon,  118  U.  S.  268. 

fe^Wn  t.  Ifevis,  lid  tr.  S.  287. 

White  V.  Dnnhar,  119  U.  S.  47. 

Newton  v,  Furst  &  Bradldj  Mntg.  Co.,  119  XT.  8.  878. 

Pttrker  &  tVbipple  t?.  tale  Clock  do.,  128  U.  S.  87. 

Flower  r.  City  ot  Detatoit,  127  tJ.  8.  668. 


11.  Jijsit  1882,  eea  8;  Act  183«^  see.  1«;  Aet  1887^  «6a  « 

8;  Act  1870,  see.  58;  R  8.<,  mo.  4916. 


12.  E^anded  reissue  claims  condemned. 

Case  V.  ferown,  i  Wall.  820.     [p.8i56  jjo**.^ 
Carlton  v.  Bokee,  17  WaU.  46(3. 
Anfg.  Co.  r.  Ladd,  102  U.  S.  408. 
Ifiller  V.  Brass  Co ,  101. It.  S.  350. 
James  v.  Campbell,  104  U.  8.  856. 


Patent  in  suit  t 

No.  4472.  Wells,  tL  A  April  2fe,  '184&.  Machinery  for 
Making  Hat-Bodies.  Reissue  No.  896,  Sepi  SO,  1856  a. 
Reissue  Noi^  1086  and  1087,  Dec.  4,  1860  h.  Reissue 
No.  2042,  May  19,  1868  c.* 

Otheb  Suits  on  Same  PairEUT  : 

Burr  V.  Cowperthwaite,  1858.     4  Blatoh.  165  a. 
Burr  V.  Dftryee,  1862.     2  Fish.  275  6. 
Wells  V.  Jacqbes,  1871.     5  IFibL  136  c. 
Wells  V.  Tates,  1872.    6  Fisb.  89;  2  0.  G.  690 1^. 

*  The  letter  a,  &,  or  c  following  the  patent  is  repeated  after  the  titfe  cH 
the  case  to  indicate  tbat  the  suit  was  on  that  particxllar  patent. 
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Wells  V.  Hagaman,  1872.     20  Leg.  Inst  405  c. 

Wells  V.  Gill,  1878.     6  Fish.  574;  5  O.  G.  864;  4  O.  G.  669 c 
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Brett  17.  Quintard,  1882.     20  Blatch.  820;  10  Fed.  Bep.  471  e. 
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Cited  t 
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Goodyear  r.  Providence  Rubber  Co.,  Nov.,  1864     2  Cliff.  874 ;  2 

Fish.  499. 
Whitely  v.  Swayne,  Feb.,  1865.     4  Fish.  117. 
Cahart  v.  Austin,  May,  1865.     2  Cliff.  528  ;  2  Fish.  548. 
Hale  t;.  Stimpson,  Oct,  1865.     2  Fish.  565. 
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Hoffheins  v.  Brandt,  July,  1867.     8  Fish.  218. 
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Taylor  v.  Garretson,  Oct,  1871.     9  Blatch.  164 ;  5  Fish.  116. 
WeUs  V.  Gill,  Not.,  1872.     6  Fish.  89 ;  2  O.  G.  590. 
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Burke  r.  Partridge,  June,  1878.     58  N.  H.  Rep.  349;    10  Re- 
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In  GoMiassioNEB's  Decisions  in: 
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-2  Abb.  Pat  Law,  1886,  pp.  42,  111,  115, 118,  189. 

OartiB  on  Pats ,  4th  ed,  §§  242,  269,  281. 

Merwin  on  Pat  Inv't,  1883,  42, 239. 

l^Blker  on  Pata,  1888,  pp.  156, 16Q,  250, 255,  257,  268. 
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HENRY  A,  BURR,  COMPLAINANT  AND  APPEL- 
LANT, V.  PETER  S.  DURYEE,  HENRY  A.  JAQOES 
AND  HENRY  W.  DURYEE.* 

1  WalL  G70.«82.    Dec  Term,  1868. 

[Bk.  17,  L.  ed.  660.] 

AigiMd  Fflbrvaty  11-18, 1864    DmhM  MmxAl  28, 1864 

Particular  patent  construed. 

Beisstied  letters  patent,  No.  1030,  A  B.  Taylor,  Angost  21,  1860. 
Machinery  for  making  Hat  Bodies,  if  constrned  broadly,  is  void, 
if  limited  in  view  of  original  No.  14,476  of  March  18,  1856,  in 
order  to  save  it,  is  not  infringed  by  Boyden's  machine  con- 
stmcted  ondrr  letters  patent  No.  26,811,  S.  Boyden,  January 
10,  1860.    Machine  for  forming  Hat-Bodies.     (p.  887. ) 

Appeal  from  the  Circuit  Court  of  the  United  States  for 
tile  District  of  New  Jersey. 

The  bill  of  complaint  in  this  case  presents  the  following, 
iinmely : 

1.  That  Alva  R  Taylor  is  tiie  original  and  first  isT^entor 
of  an  improyement  in  madiiiiery  for  making  hat-bodies ; 
and  that  letters  patent,  therefore,  were  granted,  bearing 
data  March  18,  1866. 

2.  The  assignment  of  said  patent  to  complainants,  Octo- 
ber 31,  1859. 

3.  The  reissue  of  the  said  xmtent  to  complainant  on  the 
amended  specification,  which  reissue  was  granted  August 
31,  1860. 

4  That  the  said  inrention  was  put  into  public  use. 

5.  Charges  that  the  respondents,  from  the  date  of  the 
said  reissue,  and  ever  since,  have  infringed  the  said  patent. 

6.  Prays  an  injunction  and  account :  record,  37-40. 
The  resiKmdents  in  their  answ^  present  the  following, 

namely : 

*aee  Explanation  of  Notes,  page  IIL 
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1.  They  admit  the  grant  of  the  original  letters  patent  to 
Alva  B.  Taylor. 

2.  Call  for  proof  of  the  title  in  complainant. 

3.  Admit  the  reissue  of  the  said  letters  patent  to  com- 
plainant. 

4.  They  deny  that  errors  were  incorporated  in  the  said 
original  patent,  by  reason  of  which  they  were  inoperative 
to  secure  to  the  owners  the  benefit  of  the  invention,  and 
charged  that  the  surrender  and  reissue  were  without  any 
sufficient  legal  reason. 

6.  They  charge  that  the  reissued  letters  patent  are  not 
for  the  same  invention  as  the  original,  and  therefore  null 
and  void. 

6.  They  charge  that  the  claim  of  the  reissued  letters  pat- 
ent is  not  such  a  one  as  the  patentee  is  legally  entitled  to, 
and  by  reason  thereof  the  said  reissued  letters  patent  are 
void. 

7.  They  charge  that  the  claim  of  the  said  reissue  does 
not  set  forth  a  patentable  subject  matter,  and  is  therefore 
void. 

8.  They  charge  that  the  claim  in  the  said  reissue  is 
broader  than  the  invention  and,  therefore,  void. 

9.  They  charge  that  the  specification  of  the  said  reissue 
falsely  sets  forth  that  if  the  cover  be  larger  than  the  bat,  it 
is  not  necessary  that  it  should  be  perforated,  and  that  by 
reason  of  such  false  statement  the  said  reissue  is  null  and 
void. 

10.  They  deny  that  the  said  invention,  as  described  and 
claimed  in  the  said  reissue,  is  practically  operative. 

11.  They  deny  that  they  have  constructed  or  used  any 
machines  embodying  substantially  the  same  invention  as 
that  described  and  claimed  in  the  reissue. 

12.  They  aver  that  the  machine  used  by  them  is  secured 
by  letters  patent  of  the  United  States. 

13.  To  show  the  state  of  the  art,  they  pray  to  be  per- 
mitted at  the  hearing  to  refer  to  the  following  patents: 

1st,  of  Thomas  Blanchard,  June  14,  1831. 


•\. 
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2d,  of  William  Fosket,  January  23,  1846,  as  reissued. 

3d,  of  T.  R.  Williams,  April  24,  1840,  and  the  applica- 
tion  therefor. 

4th,  of  H.  A.  Wells  (English),  June  30,  1837. 

5tb,  of  Stephen  Hnrlbut,  June  13,  1831. 

6th,  and  to  the  invention  of  J.  C.  Raake,  of  November 
29,  1861. 

The  following  questions  are  put  at  issue  by  the  bill  and 
answer: 

1.  What  is  the  legal  scope  of  the  claim  of  the  reissued 
X)atent  ? 

2.  Is  the  reissued  patent  for  the  same  invention  as  the 
original  patent  % 

3.  Is  the  claim  of  the  reissue  for  an  invention  not  de- 
scribed in  the  original  patent,  and  does  it  cover  a  subject- 
matter  which  is  not  patentable  ? 

4.  Is  Alva  B.  Taylor,  the  original  and  first  inventor  of 
the  invention,  claimed  in  the  reissued  patent  % 

6.  Is  the  invention,  as  described  in  the  reissued  Taylor 
patent,  practically  operative  ?  Does  the  specification  con- 
tain any  false  suggestion  ? 

6.  Have  the  respondents  infringed  the  i-eissued  patent  ? 

The  court  below  dismissed  the  bill,  with  costs,  from 
which  decision  the  plaintiff  appealed  to  this  court. 

The  specification  and  drawings  referred  to  in  the  opin- 
ion are  as  follows : 
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ALVA  B.  TAYLOR,  OP  NEWARK,  iBT.  J. 

Impbovements  in  Machinery  for  Making  Hat-Bodies. 

LettdTd  Patent  Kb.  14,476,  dttted  Itaixsh  18,  lS56. 

The  ficheddle  inferred  to  ia  these  Letters  Patent  and  mak- 
ing part  of  the  same. 
Reossued  August  21,  1860. 

jTb  all  whom  it  may  concern : 

Be  it  known,  that  I  Alva  B.  l^aylor,  of  Newark,  in  the 
county  of  Essex,  and  State  of  New  Jersey,  have  invented 
tsertain  new  and  nsef  al  fiviptoveinents  in  the  machinery  and 
process  of  manafactaring  hat-bodies,  and  1  do  hereby  ^e^ 
tlare  that  tiie  following  is  a  fall,  clear  and  eicact  descrip- 
tion of  the  same,  ref  eren<;e  being  had  to  the  drawings  which 
are  hereto  annexed,  and  in  which  Fig.  1  represents  a  side 
elevation  of  my  improved  hat-body  machinery.  Pig.  i  is 
an  end  elevation  of  the  i^me ;  Fig.  8  is  a  vertical  section 
thereof ;  Fig.  4  is  a  plan  of  the  fan  <»8e  and  dranght-box, 
tjertain  portions  being  temoved  to  Bhow  the  interior  ar- 
rangement of  the  parts ;  and  Fig.  ^  is  a  plan  of  the  scol- 
loped edge  wheel  and  reciprocating  bar. 

Various  machines  have  be^  constracted  for  manufactur- 
ing hat-bodies  which  operate  npon  the  general  plan  of  £tst 
disseminating  the  ftor  or  other  stock,  ia  a  flocculent  state, 
in  the  air,  and  afterwards  collecting  it  u|pon  the  surface  of 
a  perforated  conical  former,  by  means  of  the  currents  of  air 
induced  by  exhausting  the  air  from  within  the  cone. 

When  flocculent  fur  has  been  collected  upon  a  perforated 
cone  in  the  form  of  a  bat,  it  is  necessary  to  harden  it,  in 
order  to  permit  it  to  be  handled  and  to  fit  it  for  the  subse- 
quent process.  In  manufacturing  hat-bodies  by  hand,  the 
hardening  of  the  bat  is  effected  by  wrapping  it  in  a  moist 
linen  cloth  and  working  it  by  hand.  In  the  manufacture 
by  machinery,  it  is  expedient  to  harden  the  bat  before  it 
is  removed  from  the  perforated  cone  so  that  it  may  be 
handled  without  danger  of  injury.     This  hardening  has 
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beea  effected  by  meane  o(  water  applied  either  in  the^  f or inr 
of  a  showei:  or  jete,  or  in  that  of  a  bath  into  which  the  eonj» 
with  the  bats  upon  them  are  dipped. 

Although  this  method  ef  hardening  is  effected  with  much 
lese  labor  than  the  hand  process,  it  is  attended  with  the 
defect  that  the  bats  are  soaked  with  water ;  and  although 
the  water  is  removed  to  a  considerable  extent  by  squeezing; 
the  bats,  enough,  nevertheless,  renaains  to  cause  the  souis 
ing  and  injury  of  the  bats. 

The  process  of  hardening  by  means  of  water  also  in jnre^ 
the  color  of  the  finer  qualities  of  far ;  moreover  hat-bodies 
hardened  by  the  wet  process  are  not  as  well  fitted  for  tha 
subsequent  operations  required  to  convert  them  into  hats^ 

The  object  of  my  improvements  is  to  harden  the  bat  suf- 
ficiently to  i)ermit  it  to  be  removed  from  the  perforated 
cone  without  the  application  of  water,  and  to,  facilitate  the 
removal  of  the  bat  from  the  cone  without  requiring  the 
latter  to  be  taken  from  its  position  in  the  machine.  These 
improvements  consist  in  a, mechanical  process  of  hardening 
the  bat  before  it  is  removed  from  the  cone,  and  in  facilitate 
ii^  the  removal  of  the  bat  from  the  cone  by  means  of  a  blast  of 
air  forced  through  the  cone.  There  are  also  various  improve- 
ments in  the  arrangement  and  construction  of  the  machinery 
devised  by  me  which  will  hereinafter  more  fully  appear. 

In  the  accompanying  drawings  A,  is  the  frame  of  the 
picker  upon  which  the  picking  cylinder  and  the  feed  mo- 
tion are  mounted,  and  to  which  the  shafts  are  secured,  by 
means  of  which  motion  is  imparted  to  the  various  parts  of 
the  machine.  The  upper  portion,  a,  of  this  picker  frame 
i»  made  separate  from  the  lower,  and  is  attached  to  the 
latter  by  hinges  or  pivots,  so  that  the  end  of  the  upper  por- 
tion of  the  frame  at  which  the  picking  cylinder,  B,  is  situ- 
ated, can  be  raised  or  depressed  to  adjust  the  position  of 
the  picking  cylinder  to  perforated  cones  of  different  dimen- 
sions. This  adjustment  of  the  upper  portion  of  the  picker 
frajne  is  effected  by  turning  a  screw,  5,  which  passes  through 
a.  nut  that  is  made  fast  to  a  cross  bar,  c,  of  the  lower  por- 
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tion  of  the  picker  frame  and  bears  against  a  cross  bar,  c^, 
that  connects  together  the  sides  of  the  upper  portion  of  the 
picker  frame.  The  upper  portion  of  the  frame  is  steadied 
and  guided  as  it  is  raised  or  depressed  by  guide  pins  which 
project  downwards  from  the  upper  cross  bar,  c\  through 
corresponding  holes  in  the  lower  cross  bar,  c.  The  feed 
motion  consists  of  an  endless  band  or  apron,  C,  which  runs 
upon  two  rollers,  dd\  situated  near  the  opposite  extremi- 
ties of  the  upper  portion,  a,  of  the  picker  frame.  One  of 
these  rollers,  dy  has  a  pulley  wheel,  D,  secured  to  its  axle 
to  receive  a  belt  by  which  a  rotary  motion  is  imparted  to 
the  roller  from  the  main  shaft,  E,  at  the  lower  part  of  the 
frame.  The  feed'  apron  conveys  the  stock  to  a  pair  of  feed 
rollers,  ee^  which  are  situated  immediately  in  front  of  the 
picking  cylinder,  B.  Motion  is  imparted  to  the  lower  of 
these  feed  rollers  from  the  shaft  of  the  feed  apron  roller, 
dy  by  means  of  a  belt  which  encircles  a  belt  pulley  secured 
to  the  shaft  and  a  corresponding  one  upon  the  axle  of  the 
feed  roller.  The  upper  roller  is  driven  from  the  lower  by 
means  of  a  pair  of  pinions,  whose  teeth  engage,  and  which 
are  secured  to  the  axles  of  the  resi)ective  feed  rollers.  In 
order  that  the  feed  rollers  may  gripe  the  fur  more  securely, 
the  upper  one  should  be  pressed  towards  the  lower  by 
springs  or  weights,  and  the  barrels  of  the  two  rollers  should 
be  slightly  fluted. 

The  picking  cylinder,  B,  which  revolves  in  close  prox- 
imity with  the  feed  rollers,  has  its  barrel  studded  with 
teeth  which  act  upoh  the  fur  presented  to  them  by  the 
rollers.  It  should  be  driven  at  a  high  speed ;  and  in  the 
machine  represented  in  the  accompanying  drawings,  mo- 
tion is  imparted  to  it  from  the  counter-ahaft,  E',  by  means 
of  a  belt  which  encircles  a  suitable  belt  pulley  secured  to 
the  shaft,  and  a  corresponding  belt  pulley  upon  the  shaft 
of  the  picking  cylinder.  The  counter-shaft,  E',  is  driven 
from  the  main  shaft  by  means  of  cog  wheels  secured  to  the 
respective  shafts.  The  picking  cylinder  revolves  )^  the  di- 
rection indicated  by  the  arrow  placed  beneath  it  Vi  Pig. 
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3,  and  it  is  covered  with  a  cap  or  case,  F,  which  extends 
its  whole  length,  and  acts  as  a  deflecting  plate  to  cause  the 
fur,  which  naturally  tends  to  adhere  to  the  picking  cylinder, 
to  pass  off  from  the  latter  in  the  direction  indicated  by  the  red 
arrows  in  Fig.  1.  It  also  prevents  the  stock  upon  the  feed 
apron  from  passing  accidentally  over  the  upjier  feed  roller. 

The  perforated  cone,  G,  which  receives  the  fur  from  the 
picking  cylinder,  forms  one  of  a  series  of  three  G,  G',  G*, 
which  projects  radially  from  a  pyramidal  draught-box,  H. 
This  draught-box  is  supported  by  a  fur  case,  I,  which  is 
sufficiently  large  to  form  a  firm  base  for  the  draught-box, 
as  well  as  to  contain  the  fan  by  which  the  draught  is  main- 
tained through  the  perforations  of  the  cones.  The  draught- 
box  has  a  collar  plate,  z,  at  its  bottom  which  fits  loosely 
upon  a  corresponding  collar  on  the  top  of  the  fan  case,  I, 
beneath  the  draught-box  in  such  manner  that  the  draught- 
box  with  the  cones  upon  it  can  be  turned  upon  its  axis  to 
bring  each  cone  in  turn  in  the  proper  position  to  receive 
the  flocculent  fur  from  the  picking  cylinder.  In  order  to 
hold  the  draught-box  with  the  cones  upon  it,  stationary 
until  the  proper  quantity  of  fur  is  collected  upon  the  cone 
opposite  the  picker,  one  of  its  corners  is  engaged  with  a 
spring  catch,  g,  which  is  secured  to  the  top  of  the  fur  case. 
The  circular  space  within  the  collar  plates  is  open  so  as  to 
permit  a  free  draught  from  the  interior  of  the  draught-box 
to  the  fan  case  beneath  ;  a  circular  opening  is  also  made  in 
each  face  of  the  draught-box  behind  the  base  of  each  per- 
forated cone,  so  as  to  permit  the  draught  to  be  drawn 
through  the  cone  into  the  draught-box. 

Each  perforated  cone  is  made  fast  by  a  rim  at  its  base, 
to  a  ring  plate,  f,  whose  face  is  sufficiently  broad  to  receive 
perforated  cones  of  the  various  sizes  used  in  the  manufact- 
ure of  hat-bodies  ;  and  the  ring  plate  is  secured  to  a  short 
shaft,  j,  that  projects  radially  outwards  from  the  axis  of 
the  draught-box.  The  inner  journal  of  each  of  these  ra- 
diating shafts  is  supported  in  a  hub,  K,  at  the  center  of  the 
draught-box,  and  the  outer  journal  of  each  shaft  is  sup- 
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ported  by  a  bridge  tree,  m^  which  crosses  the  opening:  iit 
the  face  of  the  d]?aught-box.  The  radiating  shafts  aife  fitted 
with  beveled  wheels,  J,  whose  teeth  engage  with  those  of 
a  corresponding  beveled  wheel,  J',  that  is  secured  to  an 
apright  shaft,  K,  passing  through  the  hub  of  the  draughtr 
box.  This  upright  shaft  extends  upwards  sufficiently  to 
pass  through  and  project  a  short  distance  beyond  the  top 
of  the  draught- box ;  it  also  extends  downwards  into  the 
fan  case  beneath,  where  it  is  fitted  with  a  worm  wheel,  h 
to  which  motion  is  imparted  by  a  worm,  1',  upon  a  hori- 
zontal shafts  E*.  The  fan  M,  by  which  the  draught  is  main* 
tained  is  of  the  screw  variety.  It  is  situated  at  the  mouth, 
of  a  circular  opening  in  a  partition,  L,  which  crosses  the 
fan  case  and  divides  it  into  two  parts,  the  larger  of  which 
communicates  by  the  opening  in  the  collar  plates  with  the 
draught-box  above,  while  the  smaller  communicates  with  an 
air  trunk  situated  beneath  the  floor  of  the  factory  so  that 
the  air  drawn  from  the  perforated  cones  through  the 
draught-box  and  larger  compartments  of  the  fan  case  is 
discharged  into  the  smaller  compartment  from  which  it  es- 
cai>es  through  the  air  trunk.  The  fan  shaft  E'  is  fitted  with 
a  belt  pulley  and  is  driven  from  the  counter  shaft,  E*,.  and 
drives  the  latter.  f 

The  axis  of  the  draught-box  is  inclined,  in  order  that 
when  the  draught-box  is  turned  upon  the  collar  plate  the 
perforated  cones  may  readily  pass  beneath  the  picking  cyl- 
inder ;  the  draught-box  is  also  set  close  to  the  picker  frame 
so  that  the  perforated  cone  upon  which  the  fur  from  the 
picker  is  received,  is  separated  by  no  greater  space  from 
the  latter  than  is  necessary  to  permit  the  perforated  cones 
to  pass  the  picker  frame  when  the  draught-box  is  turned. 
The  inclination  of  the  axis  of  the  draught- box  requires  a 
corresponding  inclination  in  the  upright-shaft,  K,  which  is 
sufficient  to  permit  the  teeth  of  the  worm  wheel  to  work 
freely  in  the  worm  without  requiring  them  to  be  skewed. 

As  has  been  stated,  there  are  three  perforated  cones, 
Ot  G'  G",  upon  the  dmught-box ;  one  of  these  G,  Pigs.  1  and 
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2,  is  in  the  proper  position  to  receive  the  fur  delivered  by 
the  picking  cylinder,  being  opposite  thereto  and  extending 
lengthwise  therewith.  That  portion  of  the  conical  surface 
which  is  nearest  to  the  picking  cylinder  being  slightly 
oblique  thereto  as  shown  in  the  accompanying  dm  wings. 
This  position  of  the  cone  with  reference  to  the  picker  is 
attained  by  setting  the  radiating  shaft,  j,  at  a  suitable  in- 
clination to  the  upright-shaft,  K,  and  the  draught-box  is 
made  pyramidal  form  in  order  to  accommodate  its  sides  to 
the  position  of  the  base  of  the  cone.  Of  the  other  two 
cones,  one,  G*,  is  in  a  proper  position  for  the  hardening  of 
the  coating  of  fur,  or  bat,  which  has  collected  upon  it. 
This  hardening  is  effected  by  the  combined  action  of  pres- 
sure and  motion.  The  pressure  is  imparted  by  means  of  a 
conical  cover,  G",  which  lies  loosely  upon  the  bat,  upon 
which  cover  a  series  of  weighted  rollers,  N,  rest.  A  rapid 
reciprocating  movement  is  imparted  to  the  cover  by  means 
of  a  bar,  O,  which  slides  radially  to  and  fro  across  the  top 
of  the  draught-box.  The  outer  extremity  of  this  recipro- 
cating bar  is  litted  with  an  arm,  n,  that  projects  downwards, 
and  is  received  in  a  ring  groove  which  is  formed  in  a  boss,  o, 
secured  to  the  head  of  the  cover.  The  inner  half  of  the  recip- 
rocating bar  has  two  pins,  r  r',  protruding  from  its  upper  face, 
which  are  acted  upon  alternately  by  the  scalloped  rim  ©f  a 
wheel,  P,  that  is  secured  to  the  upper  end  of  the  upright- 
shaft,  K.  The  reciprocating  bar  is  prevented  from  tuirning 
with  the  scolloped  wheel,  P,  by  a  guide  standard^  q,  in 
which  the  outer  end  of  the  reciprocating  bar  slides,  while 
its  inner  extremity  is  maintained  in  its  proper  position  by 
the  upright  shaft,  K,  which  passes  thrr^ugh  a  slot  in  the 
bar ;  hence  as  the  upright-shaft  and  the  scolloped  wheel 
upon  it  revolve  a  short  and  rapid  or  tremulous  reciprocat- 
ing movement  is  imparted  to  the  reciprocating  bar,  O,  and 
from  it  by  mejms  of  the  arm,  w,  at  its  outer  end  to  the 
cover,  G*,  that  is  bonie  upon  the  bat  by  the  weight  of  the 
rollers,  N. 
In  order  that  the  hardened  bat  may  be  readily  removed 
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from  the  perforated  cone,  a  blast  of  air  is  forced  through  the 
cone  into  the  interior  of  the  bat.  This  blast  of  air  is  ob- 
tained from  the  fan  in  the  fan  case  beneath  in  the  follow- 
ing manner :  The  interior  of  the  draught-box  is  divided  by 
three  radical  partitions,  sSs,  which  extends  inwards  to  the 
central  hub,  k,  into  three  divisions,  one  of  which  corres- 
ponds with  each  perforated  cone.  That  portion  of  each 
radical  partition  which  is  above  the  circular  opening  in  the 
collar  plates,  i,  and  below  the  central  hub,  K,  k,  is  cut 
away  so  as  to  leave  the  cylindrical  space  above  the  circular 
opening  in  the  collar  plates  unobstructed.  A  curved  par- 
tition, t,  projects  upwards  into  this  cylindrical  space  from 
the  fan  case  beneath.  This  curved  partition  is  secured  by 
its  lower  edge  to  the  collar  plate  upon  the  fan  case,  and  it 
is  of  such  height  and  breadth  that  it  closes  the  space  be- 
tween two  of  the  radical  partitions,  s  s,  and  shuts  off  one  di- 
vision of  the  draught-box,and  the  perforated  cone  communi- 
cating therewith  from  the  remaining  two  so  that  the  draught 
passing  to  the  fan  case,  cannot  be  drawn  through  the  per- 
forated cone,  whose  base  is  adjacent  to  the  curved  partition. 
.  That  i)ortion  of  the  top  of  the  fan  case  which  is  imme- 
diately beneath  the  division  of  the  draught-box  from  which 
the  draught  is  shut  off,is  cut  awayso  as  to  form  a  communica- 
tion between  the  divisions  of  the  draught-box  and  the  smaller 
compartment  of  the  fan  case,  into  which  the  fan  discharges 
air,  hence  a  portion  of  the  air  forced  by  the  fan  into  the 
smaller  compartment  of  the  fan  case,  and  tending  to  escape 
therefrom  finds  its  way  upwards  into  the  case  and  passing 
through  the  perforations  thereof  presses  upon  the  interior 
of  the  hat  body,  and  assists  its  disengagement  from  the  cone. 
The  various  parts  of  the  machinerj'^  thus  described  are 
caused  to  move  by  imparting  a  rotary  motion  to  the  main 
shaft,  E,  from  the  prime  mover  of  the  manufactory.  When 
the  machine  is  in  operation  the  feed  apron,  feed  rolls,  pick- 
ing cylinder  and  perforated  cones  move  in  the  directions  re- 
spective!}^ indicated  by  the  arrows  in  the  drawings.  A 
weighed  quantity  of  fur  or  other  stiitable  stock  sufficient 
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to  form  one  hat  body  is  laid  by  the  attendant  upon  the  feed 
apron,  and  is  conveyed  by  it  to  the  feed  rollers  which  pre- 
sent it  to  the  picking  cylinder.  The  latter  in  its  rapid  revo- 
lution picks  the  fur  and  carries  it  round  with  it  until  it  is 
deflected  by  the  casing  of  the  picking  cylinder.  When 
the  fur  leaves  the  cylinder  it  is  drawn  towards  the 
perforated  cone  immediately  opposite.  As  this  cone 
slowly  revolves  the  flocculent  fur  collects  upon  it  until  the 
charge  upon  the  feed  apron  is  exhausted ;  at  this  point  of 
the  operation  the  attendant  stops  the  feed  apron  upon  which 
he  has  meanwhile  been  distributing  a  second  charge,  which 
is  separated  by  a  short  vacant  space  from  the  first  one.  As 
soon  as  the  whole  of  the  fur  is  collected  upon  the  perfor- 
ated con^,  an  attendant  applies  a  cover  to  the  bat,  and  then 
turns  the  draught-box  one-third  round ;  this  movement 
brings  a  second  cone  in  the  proper  position  to  receive  fur 
from  the  picker,  while  the  first  one  with  the  bat  and  cover 
upon  it,  is  brought  to  the  hardening  apparatus,  where  the 
pressure  applied  by  the  cover  combined  with  the  tremulous 
movement  imparted  to  it  induces  a  rapid  filling  of  the  fibres 
of  fur,  and  a  consequent  hardening  of  the  bat.  Thisoper^ 
ation  proceeds  quickly,  that  by  the  time  the  second  cone 
has  received  a  charge  of  fur  upon  it  from  the  picking  cyl- 
inder, the  bat  upon  the  first  one  is  sufficiently  hardened  to 
bear  handling  without  injury.  The  draught-box  is  now 
turned  a  second  third  of  a  revolution  by  which  movement 
the  third  cone  is  presented  to  the  picking  cylinder,  the  sec- 
ond one  passes  to  the  hardening  apparatus,  and  the  first 
with  its  hardened  bat  is  freed  from  the  hardening  appa- 
ratus and  is  in  the  proper  position  for  the  removal  of  the  bat. 
This  operation  is  effected  by  shaking  the  cover  by  hand 
when  the  pressure  of  the  air  within  the  cone  detaches  the 
hardened  bat  so  that  it  may  be  readily  withdrawn  with  the 
cover,  leaving  the  perforated  cone  free  and  ready  to  be  again 
presented  to  the  picking  cylinder.  After  the  hardened  bat 
or  hat  body  is  removed  from  the  machine,  the  hardening 
process  may  be  carried  to  a  greater  extent  by  wrapping  the 
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bat  in  a  damp  linen  cloth  and  working  it  by  hand  in  the 
same  manner  that  bats  are  worked  in  the  manufacture  of 
hat  bodies  by  hand.  The  dimensions  of  the  cover,  G",  with 
respect  to  the  bat  are  not  important,  provided  that  it  may 
be  enough  to  pass  easily  over  it,  as  the  object  of  the  cover 
is  not  to  confine  the  fur,  but  to  impart  pressure  and  mois- 
ture to  it.  If  the  cover  be  of  nearly  the  same  size  as  the 
bat,  it  should  be  perforated  to  permit  the  air  to  press  upon 
the  bat,  but  if  the  cover  be  five  or  six  inches  larger  in  di- 
ameter than  the  bat,  it  is  not  necessary  that  it  should  be 
perforated  as  there  will  then  be  sufficient  space  for  air  to 
pass  inside  of  the  cover.  In  the  manufacture  of  hats  it  is 
customary  to  form  the  top  of  the  cone  of  felt  or  hat  body, 
thinner  than  the  rest,  while  those  parts  of  the  hat  body 
which  are  to  form  the  brim  of  the  hat  and  to  receive  the 
hat  band  should  be  thicker  than  the  rest.  In  order  to  ac- 
complish this  result  the  fur  must  be  unequally  distributed 
over  the  perforated  cone,  a  larger  quantity  being  delivered  to 
those  parts  where  the  hat-body  is  to  be  the  thickest.  I  effect 
the  requisite  distribution  of  the  fur  for  this  purpose  by  vary- 
ing the  feed  to  the  different  portions  of  the  picking  cylinder. 
Prom  the  foregoing  description  it  will  be  perceived  that 
the  perforated  cone  is  directly  opi)08ite  the  picking  cylin- 
der, and  is  retained  in  its  position  while  the  fur  is  collect- 
ing ;  hence  the  fur  which  proceeds  from  any  one  portion 
of  the  picking  cylinder  lodges  upon  a  corresponding  por- 
tion of  the  perforated  cone,  and  if  it  be  necessary  to  increase 
the  thickness  of  the  bat  at  any  particular  part  of  the  perfor- 
ated cone,  the  operation  is  effected  by  distributing  the 
charge  of  fur  upon  the  feed  apron  in  such  manner  that 
there  shall  be  more  fur  delivered  to  that  part  of  the  pick- 
ing cylinder  which  delivers  fur  to  the  part  of  the  perfor- 
ated cone  where  the  bat  is  to  be  made  thickest,  and  on  the 
other  hand  less  fur  is  fed  to  that  part  of  the  picking  cylin- 
der which  delivers  fur  to  the  part  of  the  perforated  cone 
where  the  bat  is  to  be  made  thin,  and  which  is  usually  the 
head  or  tip. 
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As  the  fur  delivered  by  any  part  of  the  picking  cylinder 
is  always  delivered  to  the  same  corresponding  part  of  the 
perforated  cone  opposite  the  cylinder,  it  is  easy  in  my  ma- 
chine to  form  different  parts  of  the  hat  body  of  diflFerent 
qualities.  Thus,  for  example,  an  excellent  and  cheap  hat 
body  can  be  fonned  partly  of  fur  and  partly  of  wool  In 
such  a  body  those  surfaces  which  appear  to  the  eye,  viz: 
the  whole  exterior,  and  the  interior  of  the  brim  should  be 
formed  wholly  of  fur,  while  the  interior  surface  of  the 
crown  and  the  mass  of  the  hat  body  may  be  wool ;  such  a 
hat  body  is  readily  formed  by  my  machinery  by  feeding 
fur  to  that  portion  of  the  picking  cylinder  whence  it  is  de- 
livered to  the  part  of  the  perforated  cone  that  coiTesponds 
with  the  brim  of  the  hat,  while  at  the  same  time  wool  is 
fed  to  the  other  parts  of  the  picking  cylinder.  As  soon  as 
enough  fur  has  been  fed  to  form  the  surface  of  the  interior 
of  the  brim,  wool  alone  is  fed  to  the  picking  cylinder,  and 
this  is  followed  by  a  feed  of  fur  alone,  while  being  collected 
upon  the  perforated  cone  after  the  wool,  coats  it  over  and 
forms  a  fur  surface  to  the  whole  exterior  of  the  bat. 

It  will  be  evident  to  the  skillful  mechanic,  that  various 
changes  may  be  made  in  the  machinery  described  by  me 
without  materially  affecting  the  principle  of  my  invention, 
and  I  reserve  to  myself  the  right  to  make  such  changes  as 
circumstances  may  require. 

What  I  claim  as  my  invention  and  desire  to  secure  by 
Letters  Patent  is  :  The  arrangement  for  hardening  the  hat- 
body  in  a  dry  state,  by  machinery  operating  substantially 
as  herein  set  forth. 

I  also  claim  the  method  of  facilitating  the  removal  of  the 
bat  from  the  perforated  cone  by  means  of  a  blast  of  air 
forced  through  the  cone. 
In  testimony  whereof  I  have  hereunto  subscribed  my  name. 

ALVA  B.  TAYLOR. 

Witnesses : 
E.  Chapin, 
E.  S.  Renwiok. 
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ALVA  B.  TAYLOR,  OP  NEWARK,  N.  J.,  ASSIGNOR 
TO  HENRY  A.  BURR,  OP  NEW  YORK,  N.  Y. 

Improvement  in  Machinery  for  making  Hat-Bodies. 

Specification  forming  Letters  Patent  No.  14,476,  dated  March  IS, 
1856;  Beissue  No.  1030^  dated  August  21,  1860. 

To  all  wham  it  may  concern : 

Be  it  known  that  I,  Alva  B.  Taylor,  of  Newark,  in  the 
county  of  Essex  and  State  of  New  Jersey,  have  invented 
certain  new  and  useful  Improvements  in  the  Machinery  and 
Process  of  Manufacturing  Hat-Bodies ;  and  I  do  hereby 
declare  that  the  following  is  a  full,  clear,  and  exact  de- 
scription thereof,  reference  being  had  to  the  accompanying 
drawings,  making  part  of  this  specification,  in  which — 

Pigure  1  represents  a  side  elevation  of  my  improved  hat- 
body  machinery.  Fig.  2  is  an  end  elevation  of  the  sama 
Pig.  3  is  a  vertical  section  thereof.  Pig.  4  is  a  plan  of  the 
fan-case  and  draft-box,  certain  portions  being  removed  to 
show  the  interior  arrangement  of  the  parts ;  and  Pig.  6  is  a 
plan  of  the  scolloped-edged  wheel  and  reciprocating  bar. 

Various  machines  have  been  constructed  for  manufactur- 
ing hat-bodies  which  operate  upon  the  general  plan  of  first 
disseminating  the  fur  or  other  stock  in  a  flocculent  state  in 
the  air  and  directing  it  upon  the  surface  of  a  perforated 
conical  former,  where  it  is  collected,  and  there  held  by  the 
pressure  of  the  surrounding  air,  induced  by  exhausting  the 
air  from  within  the  cone. 

When  flocculent  fur  has  been  collected  upon  a  perfo- 
rated cone  in  the  form  of  a  bat,  it  is  necessarv  to  harden  it 
in  order  to  permit  it  to  be  handled  and  fit  it  for  the  subse- 
quent processes. 

As  the  flocculent  fibres  in  such  methods  of  forming  hat- 
bodies  is  only  held  on  the  pervious  cone  by  the  pressure  of 
the  surrounding  air,  it  becomes  necessary  to  cause  the 
fibres  to  interlock,  technically  termed  ''hardening,"  before 
the  bat  can  be  safely  removed  from  the  pervious  cone  for 
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the  after  process  of  sizing  by  felting ;  and  it  will  be  obvious 
that  the  process  of  hardening  mast  either  be  performed 
while  the  pressure  of  the  surrounding  air  is  continued  on  the 
bat  to  hold  the  fibres  together,  or  it  must  be  enveloped  by 
some  means  before  the  pressure  of  the  surrounding  air  is 
suspended,  and  in  such  case  the  means  employed  for  hold- 
ing the  fibres  together  on  the  cone  must  be  such  as  wlil 
admit  of  the  application  of  some  suitable  mode  of  harden* 
ing  the  bat. 

My  said  invention,  which  relates  to  the  hardening  of  the 
bot  on  the  pei'vious  cone  on  which  it  is  formed,  and  while 
the  fibres  constituting  the  bat  are  held  to  the  surface  of  the 
cone  by  the  pressure  of  the  surrounding  air,  consists  in 
combining  with  a  perforated  cone  on  which  the  bat  of  fibres 
are  held  by  the  pressure  of  the  surrounding  air,  a  vibrating 
concave  surface  held  by  pressure  so  as  to  act  on  the  convex 
surface  of  the  bat  as  it  is  vibrated,  by  means  of  which  com- 
bination a  large  segment  of  the  bat  along  its  entire  length 
is  acted  upon  at  once  by  the  concave,  surface,  while  by  the 
rotation  every  part  of  the  circumference  is  brought  in  suc- 
cession under  the  hardening  operation  ;  and  my  said  inven- 
tion also  consists  in  facilitating  the  removal  of  the  bat  from 
the  pervious  cone  by  so  combining  the  pervious  cone  witl^ 
the  blower  or  any  equivalent  therefor  that  a  blast  of  air 
can  be  forced  into  the  cone  and  outward  against  the  inside 
of  the  bat. 

In  the  accompanying  drawings,  A  is  the  frame  of  the 
picker,  upon  which  the  picking-cylinder  and  feed-motion 
are  mounted  and  to  which  the  shafts  are  secured,  by  means 
of  which  motion  is  imparted  to  various  parts  of  the  ma- 
chine. The  upper  portion,  a,  of  this  picker-frame  is  made 
separate  from  the  lower,  and  is  attached  to  the  latter  by 
hinges  or  pivots,  so  that  the  end  of  the  upper  portion  of  the 
frame,  at  which  the  picking- cylinder,  B,  is  situated,  can  be 
raised  or  depressed  to  adjust  the  position  of  the  picking* 
cylinder  to  perforated  cones  of  different  dimensions.  This 
adjustment  of  the  upper  portion   of  the  picker-frame  is 
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effected  by  turning  a  screw,  J,  which  passes  through  a  nnt^ 
which  is  made  fast  to  a  cross-bar,  c,  of  the  lower  portion  of 
the  picker-frame,  and  bears  ao^ainst  the  cross-bar,  c\  that 
connects  together  the  sides  of  the  upper  portion  of  the 
picker-frame.  The  upper  portion  of  the  picker-frame  is 
steadied  and  guided  as  it  is  raised  or  depressed  by  guide- 
pins  which  project  downward  from  the  upper  ciross-bar,  c, 
through  corresponding  holes  in  the  lower  cross-bar,  c.  The 
feed-motion  consists  of  an  endless  band  or  apron,  C,  which 
runs  upon  two  rollers,  d  d\  situated  near  the  opposite  ex- 
tremities of  the  upper  portion,  a,  of  the  picker-frame. 
One  of  these  rollers,  d,  has  a  pulley-wheel,  D,  secured  to 
its  axle  to  receive  a  belt,  by  which  a  rotary  motion  is  im- 
parted to  the  roller  from  the  main  shaft,  E,  at  the  lower 
part  ot  the  frame.  The  feed-apron  conveys  the  stock  to  a 
pair  of  feed-rollers,  ee^  which  are  situated  immediately  in 
front  of  the  picking-cylinder,  B.  Motion  is  imparted  to 
the  lower  of  these  feed-rollers  from  the  shaft  of  the  feed- 
apron  roller,  D,  by  means  of  a  belt  which  encircles  a  belt- 
pulley  secured  to  the  shaft  and  a  corresponding  one  upon 
the  axle  of  the  feed-roller.  The  upper  roller  is  driven  from 
the  lower  by  means  of  a  pair  of  pinions  whose  teeth  en- 
gage, and  which  are  secured  to  the  axles  of  the  resi)ective 
feed-rollers.  In  order  that  the  feed-rollers  may  grip  the 
fur  more  securely  the  upper  one  should  be  pressed  toward 
the  lower  by  springs  or  weights,  and  the  barrels  of  the  two 
rollers  should  be  slightly  fluted. 

The  jncking  cylinder,  B,  which  revolves  in  close  prox- 
imity with  the  feed-roller,  has  its  barrel  studded  with  teeth, 
which  act  upon  the  fur  presented  to  them  by  the  rollers. 
It  should  be  driven  at  a  high  speed,  and  in  the  machine  rep- 
resented in  the  accompanying  drawings  motion  is  imparted 
to  it  from  the  counter-shaft,  E',  by  means  of  a  belt,  which 
encircles  a  suitable  belt-pulley  secured  to  the  shaft,  and  a 
corresponding  belt-pulley  upon  the  shaft  of  the  picking- 
cylinder.  The  counter-shaft,  E',  is  driven  from  the  main 
shaft  by  means  of  cog-wheels  secured   to  the  respective 
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shafts.  The  picking-cylinder  revolves  in  the  direction  in- 
dicated by  the  arrow  placed  beneath  it  in  Fig.  3,  and  it  is 
covered  with  a  cap  or  case,  F,  which  extends  its  whole 
length,  and  acts  as  a  deflecting  plate  to  cause  the  fur,  which 
naturally  tends  to  adhere  to  the  picking-cylinder,  to  pass  oflf 
from  the  latter  in  the  direction  indicated  by  the  red  arrow 
in  Fig.  1.  It  also  prevents  the  stock  from  the  feed-apron 
from  passing  accidentally  over  the  upper  feed-roller. 

The  perforated  cone,  G,  which  receives  the  fur  from  the 
picking  cylinder,  forms  one  of  a  series  of  tliree,  G  G*  G', 
which  project  radially  from  a  pyramidal  draft  box,  H. 
The  draft-box  is  supported  by  a  fan  case,  I,  which  is  suffi- 
ciently large  to  form  a  firm  base  for  the  draft  -box,  as  well 
as  to  contain  the  fan  by  which  the  draft  is  maintained 
through  the  perforations  of  the  cones.  The  draft-box  has 
a  collar-plate,  /,  at  its  bottom,  which  fits  loosely  upon  a 
corresponding  collar  on  the  top  of  the  fan-case,  I,  beneath 
the  draft- box,  in  such  manner  that  the  draft-box  with  the 
cones  upon  it  can  be  turned  upon  its  axis  to  bring  each  cone 
in  turn  in  the  proper  position  to  receive  the  flocculent  fur 
from  the  picking-cylinder.  In  order  to  hold  the  draft  box, 
with  the  cones  upon  it,  stationary  until  the  proper  quan- 
tity of  fur  is  collected  upon  the  cone  opposite  the  picker, 
one  of  its  corners  is  engaged  with  a  spring-catch,  g^  which 
is  secured  to  the  top  of  the  fan-case.  The  circular  space 
within  the  collar-plates  is  open  so  as  to  permit  a  free  draft 
from  the  interior  of  the  draft-box  to  the  fan-case  beneath. 
A  circular  opening  is  also  made  in  each  face  of  the  draft- 
box  behind  the  base  of  each  perforated  cone,  so  as  to  per- 
mit the  draft  to  be  drawn  through  the  cone  into  the  draft- 
box. 

Each  perforated  cone  is  made  fast  by  a  rim  at  its  base  to 
a  ring-plate,/,  whose  face  is  sufficiently  broad  to  receive  , 
perforated  cones  of  the  various  sizes  used  in  the  manufac- 
ture of  hat-bodies,  and  the  ring-plate  is  secured  to  a  short 
shaft,/,  that  projects  radially  outward  from  the  axis  of  the 
draft-box.     The  inner  journal  of  each  of  these  radiating 
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shafts  is  sapported  in  a  hub,  Icj  at  the  center  of  the  draft- 
box,  and  the  outer  journal  of  each  shaft  is  supported  by  a 
bridge-tree,  m,  which  crosses  the  opening  in  the  face  of  the 
draft-box.  The  radiating  shafts  are  fitted  with  radiating 
wheels,  J,  whose  teeth  engage  with  a  corresponding  beveled 
wheel,  J',  that  is  secured  to  an  upright  shaft,  K,  passing 
through  the  hub  of  the  draft-box.  This  iipright  shaft  ex- 
tends upward  sufficiently  to  pass  through  and  project  a 
short  distance  beyond  the  top  of  the  draft-box.  It  also  ex- 
tends downward  into  the  fan  case  beneath,  where  it  is  fitted 
with  a  worm-wheel,  7,  to  which  motion  is  imparted  by  a 
worm,  l\  upon  a  horizontal  shaft,  E*. 

The  fan  M,  by  which  the  draft  is  maintained,  is  of  the 
screw  variety.  It  is  situated  at  the  mouth  of  a  circular 
opening  in  a  partition,  L,  which  crosses  the  fan  case  and 
divides  it  into  two  parts,  the  larger  of  which  communicates 
by  the  opening  in  the  collar-plates  with  the  draft-box  above, 
while  the  smaller  communicates  with  an  air-trunk  situated 
beneath  the  fioor  of  the  factorv,  so  that  the  air  drawn  from 
the  perforated  cones  through  the  draft-box  and  larger  com- 
partment of  the  fan-case  is  discharged  into  the  smaller 
compartment,  from  which  it  escapes  through  the  air-trunk. 
The  fan-shaft,  E",  is  fitted  with  a  belt-pulley,  and  is  driven 
from  the  counter-shaft  E,  of  the  picker-fmme  by  means  of 
a  belt  which  passes  over  a  pulley  upon  the  worm-shaft,  E\ 
and  drives  the  latter. 

The  axis  of  the  draft-box  is  inclined,  in  order  that  when 
the  draft-box  is  turned  upon  the  collar-plates  the  perforated 
cones  may  readily  pass  beneath  the  picking-cylinder.  The 
draft-box  is  also  set  close  to  the  picker-frame,  so  that  the 
perforated  cone  upon  which  the  fur  from  the  i)icker  is  re- 
ceived is  separated  by  no  greater  space  from  the  latter  than 
is  necessary  to  permit  the  perforated  cones  to  pass  the 
picker-frame  when  the  draft-box  is  turned.  The  inclina- 
tion of  the  axis  of  the  draft  requires  a  corresponding  in- 
clination in  the  upright  shaft,  K,  which  is  sufficient  to  per- 


Dec.,  1863.]  BURR  t;.  DUSYEB.  SSI 

statement  of  the  oeset 

mit  the  teeth  of  the  worm-wheel  to  work  freely  without  re- 
quiring them  to  be-  skewed. 

As  has  been  stated,  there  are  three  perforated  cones,  G 
G*  G',  upon  the  draft-box.  One  of  these,  G,  Pigs.  1  and  2, 
is  in  the  proper  position  to  receive  the  fur  delivered  by  the 
picking  cylinder,  being  opposite  thereto  and  extending 
lengthwise  therewith,  that  portion  of  the  conical  surface 
which  is  nearest  to  the  picking- cylinder  being  slightly  ob- 
lique thereto,  as  shown  in  the  accompanying  drawings. 
This  position  of  the  cone  with  reference  to  the  picker  is  at- 
tained by  setting  the  radiating  shaft,  y,  at  a  suitable  incli- 
nation to  the  upright  shaft,  K,  and  the  draft-box  is  made 
of  pyramidal  form  in  order  to  accommodate  its  sides  to  the 
position  of  the  base  of  the  cone.  Of  the  other  two  cones, 
one,  G,  is  in  a  proper  position  for  the  hardening  of  the 
coating  of  far  or  bat  which  has  collected  upon  it.  This 
hardening  is  effected  by  the  combined  action  of  pressure 
and  motion.  The  pressure  is  imparted  by  the  surrounding 
air  and  by  means  of  a  conical  cover,  G*,  which  lies  loosely 
upon  the  bat,  upon  which  cover  a  series  of  weighted  rollers, 
N,  rest.  A  rapid  reciprocating  movement  is  imparted  to 
the  cover  by  means  of  a  bar,  O,  which  slides  radially  to  and 
fro  across  the  top  of  the  draft-box.  The  outer  extremity 
of  this  reciprocating  bar  is  fitted  with  an  arm,  n,  that  pro- 
jects downward,  and  is  received  in  a  ring-groove  which  is 
formed  in  a  boss,  o,  secured  to  the  head  of  the  cover.  The 
inner  half  of  the  reciprocating  bar  has  two  pins,  r  r',  pro- 
truding from  its  upper  face,  which  are  acted  upon  alter- 
nately by  the  scalloped  rim  of  a  wheel,  P,  that  is  secured 
to  the  upper  end  of  the  upright  shaft,  K.  The  reciprocat- 
ing bar  is  prevented  from  turning  with  the  scalloped  wheel 
P  by  a  guide-standard,  g,  in  which  the  outer  end  of  the  re- 
ciprocating bar  slides  while  its  inner  extremity  is  main- 
tained in  its  proper  position  by  the  upright  shaft,  K,  which 
passes  through  a  slot  in  the  bar;  hence,  as  the  upright 
shaft  and  the  scalloped  wheel  upon  it  revolve,  a  short  and 
rapid  or  tremulous  reciprocating  movement  is  imparted  to 
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the  reciprocating  bar,  O,  and  from  it,  by  means  of  the  arm 
n  at  its  outer  end,  to  the  cover,  G',  that  is  borne  upon  the 
bat  by  the  weight  of  the  rollers,  N. 

In  order  that  the  hardened  bat  may  be  readily  removed 
from  the  perforated  cone  a  blast  of  air  Is  forced  through 
the  cone  onto  the  interior  of  the  bat.  The  blast  of  air  is 
obtained  from  the  fan  in  the  fan  case  beneath  in  the  follow- 
ing manner:  The  interior  of  the  draft-box  is  divided 
by  three  radial  partitions,  sss^  which  extend  inward  to  the 
central  hub,  A:,  into  three  divisions,  one  of  which  corres- 
ponds with  each  perforated  cone.  That  portion  of  each 
radial  partition  which  is  above  the  circular  opening  in  the 
collar-plates,  f,  and  below  the  central  hnb,  A:,  is  cut  away 
so  as  to  leave  the  cylindrical  space  above  the  circular  open- 
ing in  the  collar-plates  unobstructed.  A  curved  partition, 
tj  projects  upward  into  this  cylindrical  space  from  the  fan- 
case  beneath.  This  curved  partition  is  so  secured  by  its 
lower  edge  to  the  collar-plate  upon  the  fan-case,  and  it  is 
of  such  height  and  breadth,  that  it  closes  the  space  be- 
tween two  of  the  radial  partitions,  s  Sy  and  shuts  off  one 
division  of  the  draft-box  and  the  perforated  cone  commu- 
nicating therewith  from  the  remaining  two,  so  that  the 
draft  passing  to  the  fan-case  cannot  be  drawn  through  the 
perforated  cone  whose  base  is  adjacent  to  the  curved  par- 
tition. That  portion  of  the  top  of  the  fan-case  which  is 
immediately  beneath  the  division  of  the  draft-box  from 
which  the  draft  is  shut  off  is  cut  away,  so  as  to  form  a  com- 
munication between  the  division  of  the  draft- box  and  the 
smaller  compartment  of  the  fan-case,  into  which  the  fan 
discharges  air ;  hence  a  portion  of  the  air  forced  by  the  fan 
into  the  smaller  compartment  of  the  fan-case,  and  intend- 
ing to  escape  therefrom,  finds  its  way  upward  into  the  cone, 
and,  passing  through  the  perforations  thereof,  presses  upon 
the  interior  of  the  hat-body  and  assists  its  disengagement 
from  the  cone. 

The  various  parts  of  the  machinery  thus  described  are 
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caused  to  move  by  imparting  a  rotary  motion  to  the  main 
shaft,  E,  from  the  prime  mover  of  the  manufactory. 

When  the  madj^ine  is  in  operation,  the  feed-apron,  feed- 
rolls,  picking  cylinder,  and  perforated  cones  move  in  the 
directions  respectively  indicated  by  the  arrows  in  tlie  draw- 
ings. A  weighed  quantity  of  fur  or  other  suitable  stock 
sufficient  to  form  one  hat-body  is  laid  by  the  attendant 
upon  the  feed-apron  and  is  conveyed  by  it  to  the  feed- 
rollers,  which  present  it  to  the  picking-cylinder.  The  lat- 
ter in  its  rapid  revolution  picks  the  fur  and  carries  it  round 
with  it  until  it  is  deflected  by  the  casing  of  the  picking- 
cylinder.  When  the  fur  leaves  the  cylinder,  it  is  drawn 
toward  the  perforated  cone  immediately  opposite.  As  this 
cone  slowly  revolves  the  flocculent  fur  collects  upon  it  until 
the  charge  upon  the  feed-apron  is  exhausted.  At  this  point 
of  the  operation  the  attendant  stops  the  feed-apron,  upon 
which  he  has  meanwhile  been  distributing  a  second  charge, 
which  is  separated  by  a  short  vacant  space  from  the  first 
one.  As  soon  as  the  whole  of  the  fur  is  coUect-ed  upon  the 
perforated  cone  an  attendant  applies  a  cover  to  the  bat  and 
then  turns  tlie  draft-box  one-third  round  ;  or  he  can  turn 
it  one-third  round  and  then  apply  the  cover,  the  fibres  of 
the  bat  being  held  to  the  surface  of  the  cone  by  th6  pres- 
sure of  the  air,  which  is  continued  to  be  induced  by  ex- 
hausting the  air  from  the  inside  of  the  cone.  This  move- 
ment brings  a  second  cone  in  the  proper  position  to  receive 
fur  from  the  picker,  while  the  first  one  with  the  bat  and 
cover  upon  it  is  brought  to  the  hardening  apparatus,  where 
the  pressure  applied  by  the  cover,  combined  with  the  trem- 
ulous movement  imparted  to  it,  induces  a  rapid  felting  of 
the  fibres  of  fur  and  the  consequent  hardening  of  the  bat, 
This  oj)eration  proceeds  so  quickly  that  by  the  time  the 
second  cone  has  received  a  charge  of  fur  upon  it  from  the 
picking-cylinder  the  bat  upon  the  first  one  is  sufficiently 
hardened  to  bear  handling  without  injury.  The  draft-box 
is  now  turned  a  second  third  of  a  revolution,  by  which 
movement  the  third  cone  is  presented  to  the  picking-cyl- 
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inder,  the  second  passes  to  the  hardening  apparatus,  and 
the  first,  with  its  hardened  bat,  is  freed  from  the  hardening 
apparatus,  and  is  in  the  proper  position  for  the  removal  of 
the  bat. 

This  operation  is  effected  by  shaking  the  cover  by  hand, 
when  the  pressure  of  the  air  within  the  cone  detaches  the 
hardened  bat  so  that  it  may  readily  be  withdrawn  with  the 
cover,  leaving  the  perforated  cone  free  and  ready  to  be 
again  presented  to  the  picking-cylinder.  After  the  hard- 
ened bat  or  hat-body  is  removed  from  the  machine  the  hard- 
ening process  may  be  carried  to  a  greater  extent  by  wrap- 
ping the  bat  in  a  damp  linen  cloth  and  working  it  by  hand 
in  the  same  manner  that  bats  are  worked  in  the  manufact- 
ure of  hat-bodies  by  hand.  The  dimensions  of  the  cover 
G"  with  respect  to  the  bat  are  not  important,  provided  that 
it  may  be  large  enough  to  pass  easily  over  it,  as  the  object 
of  the  cover  is  not  to  confine  the  fur,  but  to  impart  pres- 
sure and  friction  to  it.  If  the  cover  be  of  nearly  the  same 
size  as  the  bat  it  should  be  perforated,  to  permit  the  air  to 
press  upon  the  bat ;  but  if  the  cover  be  larger  in  diameter 
than  the  bat  it  is  not  necessary  that  it  should  be  perforated, 
as  there  will  then  be  sufficient  space  for  air  to  pass  inside 
of  the  cover. 

In  the  manufacture  of  hats  it  is  customary  to  form  the 
top  or  tip  of  the  hat-body  thinner  than  the  rest,  while  those 
parts  which  are  to  form  the  brim  of  the  hat  and  to  receive 
the  hat-band  should  be  thicker  than  the  rest.  In  order  to 
accomplish  this  result  the  fur  must  be  unequally  distributed 
over  the  perforated  cone,  a  lai^r  quantity  being  delivered 
to  those  parts  where  the  hat-body  is  to  be  thickest.  I  ef- 
fect the  requisite  distribution  of  the  fur  for  this  purpose 
by  varying  the  feed  to  the  different  portions  of  the  picking- 
cylinder. 

From  the  foregoing  it  will  be  seen  that  the  outer  cover, 
by  reason  of  the  form  of  the  inner  surface,  is  made  to  act 
at  any  one  time  upon  the  entire  length  of  the  bat,  from  the 
base  or  rim  to  the  center  of  the  tip  and  over  a  considerable 
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portion  of  its  circumference,  so  that  the  triturating  action 
to  eflfect  the  Iiardening  can  be  applied  with  entire  safety  to 
the  structure  of  the  bat,  while  the  fibres  of  which  it  is  com- 
posed are  held  to  the  surface  of  the  pervious  cone  by  the 
pressure  of  the  surrounding  air. 

It  will  be  evident  to  the  skillful  mechanic  that  various 
changes  may  be  made  in  the  machinery  described  by  me 
without  materially  affecting  the  principle  of  my  invention, 
and  I  reserve  to  myself  the  right  to  make  such  changes  as 
circumstances  may  require. 

What  I  claim  as  my  invention  is — 

1.  The  combination  of  a  vibrating  concave  surface,  sub- 
stantially as  described,  with  an  exhausted  i)ervious  cone  on 
which  the  bat  of  flocculent  fibres  is  held  by  the  pressure  of 
the  surrounding  air,  substantially  as  and  for  the  purpose 
specified. 

2.  Facilitating  the  removal  of  the  bat  from  the  pervious 
cone  on  which  it  is  formed  by  means  of  a  blast  of  air  forced 
into  the  cone,  substantially  as  specified. 

ALVA.  B.  TAYLOR. 
Witnesses : 

Wbc.  H.  Bishop, 
Daniel  Barntjm. 

[This  case  was  argued  at  the  same  term  and  by  the  same 
counsel  as  the  preceding  case,  to  which,  as  will  be  seen,  it 
is  very  nearly  related.] 

Mr,  Justice  Grikr  delivered  the  opinion  of  the  court. 

In  this  case  the  respondents  are  charged  with  infringing  a 
patent  granted  to  Alva  B.  Taylor,  in  1856,  for  **a  certain 
new  and  useful  improvement  in  machinery  for  making  hat 
bodies."  The  claimant  purchased  this  patent.  Previous  to 
this,  Boyden  had  invented  and  obtained  a  patent  for  an 
improvement  in  the  same  machinery.  After  examining 
the  Boyden  machine,  the  assignee  pursued  the  same  course 
which  has  been  commented  on  in  tbe  preceding  case.     He 
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snrrendered  the  patent,  and  had  one  re-issaed  with  its 
specification  so  extended  as  to  include  Boy  den's  inven- 
tion (a).  It  is  not  necessary  to  make  further  remarks  on 
the  art  of  extending  patents.  It  may  be  ranked  "inter 
INGENUAS  ARTES,"  and  may  have  the  claim  of  novelty,  if 
not  of  usefulness. 

In  this  case,  the  invention  of  Taylor  was  the  application 
of  pressure  by  means  of  rollers,  with  a  contrivance  to  give 
them  the  reciprocating  motion  necessary  to  this  process  of 
hardening.  He  was  not  the  inventor  of  the  conical  cover 
used  in  hardening  hat  bodies  formed  on  a  cone,  nor  of  rub- 
bing them  by  a  reciprocating  motion,  but  merely  of  a  cer- 
tain combination  of  devices  to  produce  a  certain  effect. 
Both  the  operation  and  the  result  were  well  known,  and 
the  invention  consisted  only  of  the  devices  combined  to 
I)erform  the  operation  and  produce  the  result.  It  was  open 
to  every  other  person  to  make  any  other  combination  o( 
devices  to  perform  the  operation,  which  was  not  a  mere 
colorable  adoption  of  the  patentee's  combination.  The 
original  specification  of  Taylor  is  drawn  with  sufficient  care 
and  judgment  to  cover  all  the  patentee  knew  he  had  in- 
vented, and  the  whole  machine  as  described  therein. 

A  comparison  of  the  devices  used  in  the  two  machines 
would  be  unintelligible  without  models  or  drawings.  The 
Taylor  patent  is  but  for  a  form,  or  rather  a  combination  of 
known  devices,  to  perform  a  certain  operation  and  produce 
a  certain  desirable  effect.  The  combination  used  by  Boyden 
is  not  a  mere  colorable  or  substantial  adoption  of  the  same 
combination  of  devices.  It  has  as  much  claim  to  origin- 
ality as  that  of  Taylor;  but  it  has  a  vibrating  concave  sur- 
face of  cloth,  pressing  against  the  cone.  Accordingly,  the 
re-issue  patent  to  Taylor,  or  rather  to  Burr,  got  up  after  an 
examination  of  Boyden's  machine,  contained  this  interpo- 
lation in  the  description  of  his  invention,  "^  vibrating 
concave  surface  heldby  pi'esswe^'*'^  etc.,  etc.  ;  and  the  claim 

(a)  Wallace,  page  580,  substitutes  '^  after  the  observations  made  in  the 
preceding  and  principle  case,^'  and  begins  Opinion  here. 
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extended  to  the  **  combination  of  a  vibrating  concave  sur- 
face;" then  follow  the  words,  '^  substantially  as  de- 
scribed^  In  a  contest  with  a  previous  patent,  the  last 
words  can  be  called  in  to  qualify  the  first,  and  narrow  it 
down  to  the  peculiar  combination  of  devices  described; 
while,  in  assaulting  a  new  combination,  for  the  purpose  of 
suppressing  it,  the  claim  may  be  stretched,  to  cover  every 
machine  having  a  '*  concave  vibrating  surface,"  by  calling 
all  the  othe  parts  ''equivalents." 

It  is  plain  that  this  interpolation  of  an  abstract  generali- 
zation, to  render  the  specific  description  of  the  concrete 
machine  more  elastic,  was  suggested  by  an  examination  of 
the  Boyden  machine.  If  the  same  construction  be  given 
to  the  claim  of  Taylor,  as  it  would  necessarily  invoke  in  a 
contest  with  preceding  inventions,  to  save  it  from  the  charge 
of  being  too  broad,  the  Boyden  machine  would  be  properly 
pronounced  as  no  infringement:  on  the  contrary,  such,  a 
construction  of  it  as  would  include  the  Boyden  machine, 
would  make  it  void  for  being  too  broad.  It  matters  little 
on  which  horn  of  this  dilemma  the  case  be  put ;  the  result 
must  necessarily  be  the  same. 

The  decree  of  the  Circuit  Court  iSj  there/ore^  affirmed,, 
with  costs. 

Notet 

See  Bnrr  r.  Dnryee,  1  Wall  581.     p.  224,  ante. 


Patent  In  snlt  t 

No.  14,476,  Taylor,  A.  B.  March  1856.  Machinery  for 
making  Hat  Bodies.  Beissue  Na  1,030,  Angoat  21, 
1860. 
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In  Text-Books  m: 

Merwin  on  Pat  Inv't  1888,  p.  620. 
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HENRY  A.  BURR,  COMPLAINANT  AND  APPET^ 
LANT,  V.  PETER  S.  DURYEE,  HENRY  A.  JAQUBS 
AND  HENRY  W.  DURYEE. 

[Bk.  17,  L.  ed.  661.]    December  Term,  1868. 
Arfirned  February  11-15,  1804.     Decided  March  28,  1864 

Letters  patent  No.  9,484,  L.  E.  Hopkins,  December  21,  1852. 
Improvements  in  Machinery  for  mannf actturing  Hat  Bodies,  held 
not  infringed  by  Boyden's  machine,     (p.  340.) 

Appeal  from  the  Circuit  Conrt  of  the  United  States  for 
the  District  of  New  Jersey. 

The  bill  of  complaint  in  this  case  recites  in  the  usual 
form. 

Ist.  The  grant  ot  letters  patent  to  Lansing  E.  Hopkins 
for  improvement  in  machinery  for  making  hat  bodies,  which 
letters  patent  bear  date  December  21,  1852. 

2d.  That  the  said  letters  patent  by  m^^n^  assignments  had 
become  vested  in  complainant. 

3d.  That  the  said  Hopkins  reduced  the  said  invention  to 
practice. 

4th.  That  ever  since  the  said  patent  has  been  vested  in 
complainants,  respondents  have  infringed  thereon. 

6th.  Prays  an  injunction  and  account.     Record,  52,  66. 

The  answer  of  the  defendants  is  to  the  following  effect 
namely : 

1.  They  admit  the  grant  of  the  letters  patent  recited  in 
the  bill  of  complaint. 

2.  They  demand  proof  of  the  claim  of  title. 

3.  They  aver  that  the  inventions  claimed  in  the  said  patent 
were  not  useful  at  the  time  of  the  grant  of  the  said  letters 
patent ;  that  they  have  not  been  put  in  use  since  the  grant 
of  the  said  letters  patent,  but  that,  on  the  contrary,  the 
attempt  to  put  them  into  use  was  unsuccessful  and  the  in- 
ventions abandoned  and  that,  in  consequence,  the  letters 
patent  are  void. 
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4.  They  deny  that  they  have  infringed  the  said  patent, 
and, 

5.  They  crave  leave  at  the  hearing  to  refer  to  certain  let- 
tens  patent  of  prior  date,  to  show  the  state  of  the  art. 

The  coart  below  dismissed  the  bill,  with  costs,  from  which 
decree  the  plaintiff  appealed  to  this  court. 

[This  case  between  the  same  parties  as  the  two  preceding 
ones,  because  it  involved  similar  questions,  was  argued  at 
the  same  time  by  same  counsel]. 

Mr.  Justice  GtRIER  delivered  the  opinion  of  the  court. 

In  the  argument  of  this  and  the  two  preceding  cases,  the 
counsel  expressed  little  anxiety  or  confidence  in  his  success 
in  reversing  the  decree  in  this  case.  It  will  require,  there- 
fore, but  few  remarks. 

This  bill  charges  the  respondents  with  infringing  a  patent, 
granted  in  1863  to  Lansing  E.  Hopkins,  whicii  became  the 
property  of  the  complainant  in  September,  1860,  after  it 
had  been  defeated  in  a  contest  with  the  Wells  patent.  It 
has  the  negative  merit  of  not  having  been  surrendered  and 
renewed  to  accommodate  to  the  state  of  the  arts  in  1860. 
Although,  as  a  whole,  the  machine  of  Hopkins  may  be  con- 
sidered worthless,  yet  it  is  contended  that  there  are  certain 
combinations  of  devices  claimed  in  it  which  are  valid  claims, 
and  which  the  Boyden  machine,  claimed  by  respondents, 
infringes. 

A  large  museum  of  exhibits,  in  the  shape  of  machines 
and  models,  have  been  presented  to  the  court,  on  the  argu- 
ment of  this  and  the  two  preceding  cases.  They  were  ab- 
solutely necessary  to  give  the  court  a  proper  understand* 
ing  of  the  merits  of  the  controversies.  But  although  after 
a  careful  examination  of  them,  we  have  come  to  a  conclu- 
sion satisfactory  to  our  own  minds,  we  despair  of  being  able 
to  vindicate  it  without  the  use  of  the  same  means.  We, 
therefore,  only  state  the  result,  referring  the  curious,  for 
reasons,  to  those  given  by  Mr.  Treadwell,  a  witness  exam- 
ined in  the  case.     We  do  not  think  that  the  Boyden  ma- 
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chine  infringes  any  combination  of  devices  justly  claimed 
in  the  Hopkins  patent 

The  decree  of  the  Circuit  Court  i*,  therrfore^  affirmed^ 
with  costs. 

Patent  In  snltt 

Na  9,481.    L.  K  Hopkins.    December  21,  1852.    Improve- 
ments  in  Machinery  for  mannfaotnring  Hat- Bodies. 
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WILLIS  HUMISTON,  APPELLANT,  v.  JOHN  STAIN- 
THORP  AND  STEPHEN  SEGUINE.* 

a  WalL,  106-110.    Dea  Term,  1804. 

[Bk.  17,  L.  ed.  905;  2  Whit.  110.] 
Argued  March  8,  1865.     Decided  March  10,  1865. 

Appeal     Final  Decree, 

L  Where  a  decree  was  awarded  complainants  entitling  them  to  a 
permanent  injunction  and  for  an  account  of  gains  and  profits^ 
and  that  the  cause  be  referred  to  a  master  to  take  and  state 
the  amount  and  report  to  the  court,  held  that  it  was  not  a 
iinal  decree  within  the  act  of  Congress  providing  for  appeals 
to  this  court,     (p.  844) 

[Citations  in  the  opinion  of  the  court :] 
The  Palmyra,  10  Wheat.  602.    p.  844. 
Barnard  r.  Gibson,  7  How.  650.    p.  844. 
Crawford  v.  Points,  18  How.  11.    p.  844. 
Craighead  v.  Wilson,  18  How.  190.    p.  845. 
Beebe  v.-RusseU,  19  Bow.  288.    p.  845. 

Appeal  from  the  Circuit  Court  of  the  United  States  for 
the  Northern  District  of  New  York. 

Motion  to  dismiss  the  appeal  for  the  reason  stated  in  the 
opinion. 

This  is  a  suit  on  letters  patent. 

The  bill  of  complaint  prayed  an  injunction  and  an  account 
of  profits. 

The  decree  adjudged — 

1.  That  the  patent  was  valid. 

2.  That  the  complainants  (defendants  in  error)  were  the 
owners  of  it. 

3.  That  the  defendant  (plaintiff  in  error)  had  infringed 
the  first  claim  of  the  patent. 

4.  That  it  be  referred  to  a  master,  to  take  and  state  an  ac- 
count of  the  profits  which  had  accrued  to  the  defendant 
from  making  and  vending  the  device  patented. 

*See  Exphination  of  Notes,  page  IlL 
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6.  That  the  master  report  the  same  to  the  court. 

6.  That  on  the  coming  in  and  confirmation  of  amaster'sre- 
port  the  defendant  pay  the  amount  so  reported  to  the  com- 
plainants. 

7.  That  the  defendant  pay  to  the  complainants  their  costs 
to  be  taxed. 

8.  That  a  permanent  injunction  issue  against  the  defend- 
ant, &c. 

9.  That  all  other  and  further  questions  be  reserved  until 
the  coming  in  and  confirmation  of  the  master's  report. 

Messrs.  Oifford^  Oeorqe  and  J.  H.  Bradley^  for  appellee^ 
in  support  of  the  motion. 

This  is  not  a  final  decree,  but  it  is  merely  an  interlocutory 
decree,  and  an  appeal  lies  only  from  a  final  decree. 

A  final  decree  in«equity  is  one  which  finally  decides  an^ 
disposes  of  the  whole  merits  of  the  case,  and  reserves  no 
questions  or  directions  for  the  future  judgment  of  the  court 
from  which  an  appeal  could  be  taken. 

This  court  will  not  allow  a  case  to  be  divided  up  into  a 
plurality  of  appeals.  The  decisions  are  numerous  and  con- 
clusive. 

The  Palmyra,  10  Wheat.  602 ;  Barnard  v.  Gibson,  7 How. 
660  [5  Am.  &  Eng.  74] ;  Forgay  t?.  Conrad,  6  How.  201 ; 
Perkins  v.  Pourniquet,  6  How.  206 ;  Pulliam  v.  Christian, 
6  How.  209 ;  Craighead  v.  Wilson,  18  How.  199 ;  Crawford 
V.  Points,  13  How.  11 ;  Beebe  v.  Russell,  19  How.  283. 

A  decree  is  understood  to  be  interlocutory  whenever  an 
inquiry  as  to  the  matter  of  law  or  fact  is  directed,  prepar- 
atory to  a  final  decision,  and  we  find  it  stated  in  the  second 
volume  of  Perkins'  Daniells'  Chancery  Practice,  1193,  that 
the  most  usual  ground  for  not  making  a  perfect  decree 
in  the  first  instance,  is  a  necessity  which  frequently  exists 
for  a  reference  to  a  master  of  the  court  to  make  inquiries  or 
take  accounts  or  sell  estates,  and  adjust  other  matters  which 
are  necessary  to  be  disposed  of  before  a  complete  decision 
can  be  come  to  upon  the  subject-matter  of  the  suit. 
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When  a  decree  finally  decides  and  disposes  of  the  whole 
merits  of  the  cause,  and  reserves  no  further  questions  or 
directions  for  the  future  judgment  of  the  court,  so  that  it 
will  not  be  necessary  to  bring  the  cause  again  before  the 
court  for  its  final  decision  it  is  a  final  decree. 

Mr.  Marcus  P.  Norton^  in  opposition  to  the  motion. 

The  principles  which  have  controlled  the  decisions  con- 
cerning appeals,  fully  establish  the  right  of  appeal  from 
the  decree  herein. 

Ray  V.  Law,  3  Cranch,  179;  Whiting  v.  Bank  of  U.  S., 
13  Pet.  6 ;  Porgay  v.  Conrad,  6  How.  201 ;  Barnard  tj.  Gib- 
son, 7  How.  653  [6  Am.  &  Eng.  74]. 

Should  this  court  pursue  a  different  practice,  the  circuit 
courts  should  be  imperatively  interdicted  from  enforcing 
such  decrees  before  an  appeal  can  be  taken. 

Barnard  v.  Gibson,  7  How.  663  [5  Am.  &  Eng.  74]. 

Mr.  Justice  Nelson  delivered  the  opinion  of  the  court  (a). 

This  is  a  motion  to  dismiss  the  cause  for  want  of  juris- 
diction. 

The  suit  is  a  bill  in  equity  by  Stainthorp  and  Seguine 
against  Humiston,  upon  a  patent  for  an  improvement  in 
molding  candles,  against  the  respondent  below  for  an  in- 
fringement, and  such  proceedings  were  had  that  a  decree 
was  rendered  for  the  complainant. 

The  decree  is  that  the  complainants  are  entitled  to  a  per- 
manent injunction  and  for  an  account  of  gains  and  profits ; 
and  that  the  cause  be  referred  to  a  master  to  take  and  state 
the  account  and  report  to  the  court  (6). 

The  decree  is  not  final  within  the  Act  of  Congress  pro- 
viding for  appeals  to  this  court,  according  to  a  long  and 
well  settled  class  of  cases,  some  of  which  we  only  need  refer 
to  in  disposing  of  the  case.  The  Palmyra,  10  Wheat.  602 ; 
Barnard  t>.  Gibson,  7  How.  650 ;  Crawford  v.  Points,  13 

(a)  Wallace,  page  liO,  adds  '^  and  after  stating  the  caae  said,*^  and  omits 
as  far  as  6. 
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How.  11 ;  Craighead  v.  Wilson,  18  How.  199 ;  Beebe  v. 
Russell,  19  How.  283. 
Motion  to  dismiss  for  want  of  jurisdiction  granted. 

Kotet 

1.  What  is  not  a  final  deoree  from  which  an  appeal  will  lie : 

Barnard  v.  Gibson,  7  How.  650  [5  Am.  &  Eng.  74]. 
Coming  v.  Troy  Iron  and  Nail  Factory,  15  How.  451  [6 
Am.  &  Eng.  144]. 


Patent  in  Suitt 

No.  12,492.  Stainthorp,  J.  March  6, 1855.     Candle  Machina 


Othsb  Suits  on  Same  Patent: 

Stainthorp  v.  Elkinton,  1858.     1  Fish.  849. 
Stainthorp  v.  Humiston.  1862.     2  Fish.  811. 
Stainthorp  v.  Humiston,  1864.     4  Fish.  107. 
Thayer  v.  Wales,  1871.     9  Blatch.  170.     6  Fish.  180. 
Thayer  v.  Whales,  1872.     5  Fish.  44& 


c:iteds 

In  Sufbbme  Coobt  nr : 
Grant  v.  Life  Ins.  Co.,  1882.     106  XT.  &  429  ;  Bk.  27  L.  ed  287. 


846  HUMI8T0N  v.  STAINTHORP.  [Sup.  Oi. 

Notes  and  Citations. 

Ih  OtBcuiT  CouBTd  zn: 

Francis  v.  MeUor,  Oct  1871.    5  Fish.  158  ;  I  O.  G.  48  ;  8  Phila. 

R  157. 
Bnmford  Chemical  Works  v.  Hecker,  Jane,  1870.     2  Ban.  A  Aid. 

351 ;  10  O.  G.  289. 
Norton  v.  Hood,  May,  1882.     12  Fed  Bep.  763. 
Avery  v.  Wilson,  June,  1884.     20  Fed.  Bep.  856 ;  18  Beporter  450* 


In  Commisbiunsb's  Decisions  in  : 

Donton,  Young  &  MoFerran,  August,  1876.     10  O.  G.  243. 

* 

In  Text-Books  in: 
Walker  on  Pats.,  1883,  p.  489. 
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Syllabua. 

JOHN  HBCKER  et.  al.,  PLAINTIFFS  IN  ERROR,  v. 

JOHN  FOWLER.* 

2  Wall.  128-184.    I>eo.  Tenm  1864. 

[Bk.  17,  L.  ed.  759 ;  2  Whit.  118.] 

Argued  December  0,  1864     Decided  Jannary  8,  1865. 

DeclarcUion  in  covenant     Eeference  to  referee.     Practice. 

1.  Where  patentee's  declaration  was  in  covenant,  and  set  out  a 

sealed  agreement  on  the  part  of  defendant  to  pay  him  a  cer- 
tain tariff  in  consideration  of  an  ezclosive  right  to  supply  a 
certain  district  with  the  patented  article,  held  that  the  decla- 
ration was  good.     (p.  '850. ) 

2.  The  practice  of  the  Circuit  Court  in  passing  the  order  that  the 

action  should  be  referred,  and  that  the  matters  in  controversy 
should  be  heard  and  determined  by  a  referee,  approved  and 
sustained,     (p.  851.) 

8.  The  reference  of  a  case  to  a  referee  to  hear  and  determine  all 
the  issues  therein,  does  not  require  him  to  report  specially 
what  his  finding  is  upon  the  several  issues  presented,  (p. 
856.) 

4.  Where  after  reference  to  referee,  judgment  pursuant  to  the  or- 
der of  the  court,  and  the  agreement  of  the  parties  was  entered 
by  the  clerk,  it  was  held  valid,     (p.  858. ) 

[Citations  in  the  opinion  of  the  court :] 

The  Alexander  Canal  Co.  v.  Swann,  5  How.  83.    p.  858. 
Y.  &  C.  Railroad  Co.  v.  Myers,  18  How.  246.    p.  853. 
Strother  v.  Hutchinson,  4  Bing.  (N.  C.)  83.    p.  854. 
Ford  V.  Potts,  1  Halst.  888.    p.  854. 
Nesbit  V.  Dallam,  7  Gill  &  J.  494.    p.  854. 
Thornton  v.  Carson,  7  Crauch,  596.    p.  854. 
Carnochan  v,  Christie,  11  Wheat.  446.    p.  855. 
Lutz  V.  Linthicum,  8  Pet.  165.    p.  355. 
Butler  V.  Mayor  of  N.  Y.,  7  Hill,  829.    p.  855. 
Ward  0.  American  Bank,  7  Met.  486.    p.  855. 
Water  Power  Co.  v.  Gray,  6  Met.  181.    p.  855. 
Yates  0.  Russell,  17  Johns.  461.    p.  856. 

*  See  Explanation  of  Notes,  page  IIL 
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Hall  V.  Mister,  1  Salk.  84.    p.  856. 

Bank  of  Monroe  v.  VVidner,  11  Paige,  ch.  629.    pp.  866-^68. 
Green  v.  Patchen,  18  Wend.  298.    p.  866. 
Caldwell,  Arb.  869.    p.  356. 
Feeter  v.  Heath,  11  Wend.  477.    p.  856. 
.Graves  v.  Fisher,  6  Me.  69.    p.  866. 
Miller  v.  Miller,  2  Pick.  670.    p.  366. 
Com.  V.  Pejepscut  Proprietors,  7  Mass.  899.    p.  866. 
2  Tidd  Prac.  9D8.    p.  866. 
Arch.  Prac.  by  Chitty,  621.    p.  866. 
Brown  o.  Cochran,  11  N.  H.  199.    p.  867. 
Hughes  V.  Bywater,  4  Hill,  661.    p.  868. 

In  error  to  the  Circuit  Conrt  of  the  United  States  for  the 
Southern  District  of  New  York. 
The  case  is  stated  by  the  court. 

Mr.  Eli  P,  Norton^  for  plaintiffs  in  error. 
The  referee  appointed  in  this  case  by  order  of  one  of  the 
judges,  pursuant  to  the  agreement  of  the  attorneys,  heard 
the  case,  and  made  the  simple  finding  ^'that  there  is  due 
to  the  above-named  plaintiff,  John  Fowler,  from  the  above- 
named  defendants,  John  Hecker  and  George  V.  Hecker, 
the  sum  of  $9,600,  besides  costs,  all  which  I  do  hereby  re- 
spectfully report  to  the  honorable  court." 

The  attorneys  of  the  defendant  in  error  drew  up  the  form 
of  a  judgment,  and,  without  further  action  of  the  court, 
filed  it  as  a  judgment  of  the  court.  See  N.  Y.  Code,  sec. 
272 ;  Graves  o.  Blanchard,  4  How.  Pr.  300.  The  record, 
therefore,  is  one  of  mixed  proceedings  commenced  before 
a  judicial  oflBcer  of  the  United  States  conducted  by  a  judi- 
cial oflBcer  unknown  to  the  courts  of  the  United  States. 
There  can  be  no  question  as  to  the  irregularity  of  such  pro- 
ceedings. 

Mr.  Horace  Andr&ios^  for  defendant  in  error. 

The  judgment  entered  in  this  case  is  valid. 

Guild  V.  Prontin,  18  How.  135  ;  Kelsey  v.  Forsyth,  21 
How.  85;  Campbell  v.  Boyreau,  21  How.  223;  Bank  of 
Monroe  t.  Widner,  11  Paige,  629;  Green  v.  Patchen,  13 
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Wend.  293  ;  JSx  parte  Wright,  6  Cow.  399  ;  Yates  v.  Ras- 
sell,  17  Johns.  461 ;  Hughes  v.  By  water,  4  Hill,  661 ;  Silm- 
ser  V.  Redfield,  19  Wend.  21. 

Mr.  Justice  Cliffoi^d  delivered  the  opinion  of  the  cotirt. 

This  is  a  writ  of  error  to  the  Circuit  Court  of  the  United 
States  for  the  Southern  District  of  New  York. 

Suit  was  brought  in  this  case  by  the  present  defendant, 
and  judgment  was  rendered  in  his  favor  in  the  court  below. 
Action  was  referred,  under  a  rule  of  court,  by  consent  of 
the  parties,  and  the  judgment  in  the  case  was  rendered 
upon  the  report  of  the  referee,  made  in  pursuance  of  the 
rule  of  reference.  Original  defendants  sued  out  this  writ 
of  error,  and  now  seek  to  reverse  the  judgment  upon  the 
several  grounds  hereinafter  mentioned.  Errors  assigned  a  t 
the  argument  were  in  substance  and  effect  as  follows : 

1.  That  the  declaration  and  the  matters  therein  contained 
are  not  sufficient  in  law  to  enable  the  plaintiff  to  maintain 
the  action. 

2.  That  the  Circuit  Court  erred  in  passing  the  order  that 
the  action  should  be  referred,  and  that  the  matters  in  con- 
troversy should  be  heard  and  determined  by  a  referee. 

3.  That  the  action  of  the  referee  was  erroneous,  because 
he  did  not  determine  all  or  any  of  the  issues  involved  in 
the  pleadings. 

4.  That  the  judgment  set  forth  in  the  transcript  is  in- 
valid, and  not  such  a  one  as  can  be  enforced  in  the  Circuit 
Court  of  the  United  States. 

1.  First  objection  was  not  much  pressed  at  the  argument, 
and  is  entirely  without  merit,  as  will  be  obvious  from  a 
brief  examination  of  the  record.  Plaintiff  was  assignor 
aud  patentee  of  a  certain  invention,  described  as  a  new  and 
useful  improvement  in  the  preparation  of  flour  for  the  mak- 
ing of  bread ;  and  the  substance  of  the  declaration  was  that 
the  defendants,  in  consideration  that  the  plaintiff  had 
granted  to  them  the  exclusive  right  to  supply  a  certain  dis- 
trict with  such  prepared  flour,  and  to  manufacture  and  vend 
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therein  the  patented  ingredients  used  in  the  preparation  of 
the  same,  promised  to  accoant  with  and  pay  over  to  the 
plaintiff  a  certain  tariff  for  every  barrel  of  flour  so  sup- 
plied, and  for  the  patented  ingredients,  when  manufactured 
and  sold  separately,  to  be  used  in  its  preparation.  Agree- 
ment was  in  writing  and  under  seal ;  and  the  action  was 
covenant  broken,  to  recover  damages  for  the  neglect  and 
refusal  to  accoant  and  pay  the  tariff  according  to  the  terms 
of  the  contract.  Pending  the  suit,  the  defendants  appeared 
and  pleaded  to  the  merits.  They  made  no  objection  to  the 
declaration,  and  if  they  had,  it  must  have  been  overruled, 
as  it  is  in  all  aspects  sufficient  and  well  drawn. 

2.  Substance  of  the  second  objection  is,  that  the  Circuit 
Court  erred  in  allowing  the  reference.  Defence,  among 
other  things,  was  that  the  plaintiff  agreed  to  maintain  the 
validity  of  the  patent  at  his  own  expense  during  the  i)eriod 
the  defendants  should  be  engaged  in  the  business,  and  that 
he  neglected  and  refused  so  to  do,  and  that  the  patent  was 
invalid  and  worthless.  Replication  of  the  plaintiff  reaf- 
firmed the  facts  set  forth  in  the  declaration,  and  tendered 
an  issue  to  the  country,  which  was  duly  joined  by  the  de- 
fendants. Pleadings  being  closed,  the  parties  agreed  in 
writing  to  refer  the  cause  to  a  referee,  *'  to  hear  and  deter- 
mine the  same  and  all  the  issues  therein,  with  the  same 
powers  as  the  court ;  and  that  an  order  be  entered  making 
such  reference,  and  that  the  report  of  the  referee  have  the 
same  force  and  effect  as  a  judgment  of  the  oourt.^' 

Following  that  agreement  is  the  order  of  the  court  allow- 
ing the  reference,  which  is  the  subject  of  complaint.  Re- 
cital of  the  record  is,  that  on  reading  and  filing  the  agree- 
ment "the  court  ordered  that  the  cause  be  referred"  to  the 
referee  therein  named,  to  hear  and  determine  all  issues 
therein  with  the  fullest  powers  ordinarily  given  to  referees, 
and  that  on  filing  the  report  of  the  said  referee  with  the 
clerk  of  the  court,  judgment  be  entered  in  conformity  there- 
with the  same  as  if  said  cause  had  been  heard  before  the 
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court,  and  the  attorneys  of  the  parties  annexed  their  con- 
sent in  writing  to  the  order. 

Intention  of  the  court  and  of  the  parties  was  to  refer  the 
action;  and  the  requirement  of  the  referee  was  that  he 
should  hear  and  determine  the  matters  in  controversy,  and 
make  his  report  to  the  court  in  which  the  action  was  pend- 
ing. Defendants  insist  that  such  a  reference  of  a  pending 
suit  in  the  Circuit  Court  of  the  United  States  is  invalid,  be- 
cause such  courts  have  no  power  to  authorize  such  a  pro- 
ceeding. Such  is  the  substance  of  the  several  propositions 
submitted  by  the  defendants  on  this  branch  of  the  case. 
They  admit  that  the  State  courts  have  such  powers,  but  in- 
sist that  the  power  is  derived  from  statute,  and  that  the 
circuit  courts  cannot  exercise  it,  because  there  is  no  Act  of 
Congress  which  confers  any  such  authority. 

Where  the  United  States  are  plaintiflfs,  or  an  alien  is  a 
party,  or  the  suit  is  between  a  citizen  of  the  State  where 
the  suit  is  brought  and  a  citizen  of  another  St.ate,  the  Cir- 
cuit Courts  of  the  United  States  have  original  cognizance, 
concurrent  with  the  courts  of  the  several  States,  of  all  suits 
of  a  civil  nature  at  common  law  or  in  equity,  where  the 
matter  in  dispute  exceeds,  exclusive  of  costs,  the  sum  or 
value  of  $500.  Record  shows  that  the  plaintiff  was  an  alien, 
and  that  the  defendants  were  citizens  of  the  State  where 
the  suit  was  brought.  Amount  in  dispute  exceeds  the  sum 
or  value  of  $600 ;  and  inasmuch  as  the  suit  was  of  a  civil 
nature,  at  common  law,  the  jurisdiction  of  the  court  was 
clear,  beyond  cavil  (a). 

Scope  of  the  objection,  however,  does  not  directly  in- 
volve the  question  of  jurisdiction,  but  has  respect  to  the 
mode  of  trial  as  substituting  the  report  of  a  referee  for  the 
verdict  of  a  jury.  Circuit  Courts,  as  well  as  all  other  Federal 
Courts,  have  authority  to  make  and  establish  all  necessary 
rules  for  the  orderly  conducting  business  in  the  said  courts, 
provided  such  rules  are  not  repugnant  to  the  laws  of  the 

(a)  Wallace,  pa^e  128,  adds  ''Judiciary  Act,"  Sept.  24, 1789,  ch.  20  (1 
Stat.  78). 
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United  States.  Practice  of  referring  pending  actions  is 
coeval  with  the  organization  of  onr  judicial  system,  and  the 
defendants  do  not  venture  the  suggestion  that  the  practice 
is  repugnant  to  any  act  of  Congress.  On  the  contrary,  this 
court  held,  in  the  case  of  The  Alexander  Canal  Co.  7>. 
Swann,  5  How.  89,  that  a  trial  by  arbitrators,  appointed  by 
the  court,  with  the  consent  of  both  parties,  was  one  of  the 
modes  of  prosecuting  a  suit  to  judgment  as  well  established 
and  as  fully  warranted  by  law  as  a  trial  by  jury  and,  in 
the  judgment  of  this  court,  there  can  be  no  doubt  of  the 
correctness  of  that  proposition. 

Doubts  were,  nevertheless,  entertained  whether  a  bill  of 
exceptions  would  lie  to  the  ruling  of  the  Circuit  Court  in 
overruling  the  objections  filed  by  the  losing  party  to  the 
acceptance  of  the  report  or  award  of  a  referee  appointed 
under  a  rule  of  court.     Y.  and  C.  Railroad  Co.  v.  Myers, 
18  How.  246.    Opinion  of  the  court  in  that  case  shows  that 
the  action,  at  the  time  of  the  reference,  was  pending  in  the 
Circuit  Court  of  the  United  States  for  the  District  of  Maine. 
Myers  brought  the  suit,  and  the  parties,  before  trial,  agreed; 
to  refer  the  action  to  three  persons,  to  be  appointed  by  the- 
court.    Presiding  justice  named  three  persons  as  referees,, 
and  the  rule  issued  by  the  clerk  provided  that  their  report,, 
or  the  report  of  a  majority  of  them,  "was  to  be  made  to- 
the  court  as  soon  as  may  be,  and  that  judgment  thereoni 
was  to  be  final,  and  execution  to  issue  accordingly."  Sub- 
sequently, one  of  the  persons  so  appointed  was,  with  the^ 
leave  of  the  court,  authorized  by  the  parties  to  sit  alone, 
and  he  made  a  report  awarding  damages  to  the  plaintiff 

Corporation  defendants,  when  the  report  was  made,  sub- 
mitted written  objections  to  the  acceptance  of  the  same, 
and  examined  the  referee  in  support  of  the  objections. 
Question  presented  was,  whether  the  report  should  be  ac- 
cepted or  rejected  ;  but  the  circuit  judge  overruled  the  ob- 
jections, accepted  the  report,  and  rendered  judgment  for 
the  plaintiff  for  the  amount  reported  by  the  referee.  De- 
fendants excepted  to  the  rulings  of  the  court,  and  sued  out 
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a  writ  of  error  to  reverse  the  judgment.  Preliminary  ob- 
jection  in  this  court  was  that  the  bill  of  exceptions  would 
not  lie,  because  the  proceedings,  as  it  was  insisted,  had 
been  irregular  ;  but  this  court  held  otherwise,  and  decided 
the  cause  upon  the  merits.  Conclusion  of  the  court  was 
that  the  equity  of  the  statute,  allowing  a  bill  of  exceptions 
in  courts  of  common  law,  embraces  all  such  judgments  or 
opinions  of  the  court  arising  in  the  course  of  a  cause  as  are 
the  subjects  of  revision  by  an  appellate  court,  and  which 
do  not  otherwise  appear  on  the  record.  Strotherz?.  Hutch- 
inson, 4  Bing.  (N.  C.)  83 ;  Ford  v.  Potts,  1  Halst.  388  ;  Nes- 
bitt  V.  Dallam,  7  Gill.  &  J.  494. 

Surbordinat^  tribunal,  say  the  court,  must  ascertain  the 
facts  upon  which  the  judgment  or  opinion  excepted  to  is 
founded,  which  undoubtedly  is  correct  for  the  reason  there 
given,  that  this  court  cannot  determine,  in  cases  at  common 
law  the  weight  or  effect  of  evidence,  nor  decide  mixed  ques- 
tions of  law  and  fact.  Allusion  is  then  made  to  the  fact, 
that  appellate  courts  in  other  jurisdictions  are  accustomed 
to  revise  such  judgments  and  opinions,  and  the  court  say, 
"  Upon  principle  we  can  see  no  objection  to  the  introduction 
of  the  same  practice  into  the  courts  of  the  United  States,  un- 
der the  limitations  we  have  indicated."  Taken  as  a  whole, 
that  case  is  decisive  of  the  question  under  consideration. 
But  it  is  a  mistake  to  suppose  that  the  practice  referred  to 
was  first  sanctioned  in  this  court  by  the  opinion  in  that 
case.  Ample  authority  for  it  is  to  be  found  in  a  decision 
of  this  court,  pronounced  more  than  forty  years  before  the 
question  in  that  case  was  argued.  Reference  is  made  to 
the  case  of  Thornton  v.  Carson,  7  Cranch.  696,  in  which  the 
opinion  was  given  by  Chief  Justice  Marshall.  Statement 
of  the  case  shows  that  two  pending  actions  were  referred 
by  consent  under  a  rule  of  court.  Arbitrators  made  an 
award.  Eflfect  of  the  award  was  that  the  defendant  was  to 
pay  to  the  plain tiflf  (Carson)  the  amount  of  the  bonds  in 
suit,  unless  by  a  certain  day  he  made  a  conveyance  to  the 
plaintiff  of  the  property  described  in  the  award ;  in  which 
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latter  event  he  was  to  receive  from  the  plaintiff  a  transfer 
of  certain  shares  in  a  mining  company,  and  to  be  discharged 
from  the  payment  of  the  money,  an  entry  to  that  effect  to 
be  made  in  the  suits.  Defendant  failed  to  perform  the  act 
which  would  entitle  him  to  such  an  entry  in  the  case,  and 
consequently  became  liable  to  pay  the  sums  awarded  by 
the  referee.  Oral  objections  were  made  to  the  acceptance 
of  the  award,  but  the  court  overruled  the  objections,  and 
rendered  judgment  for  the  plaintiff  on  the  award  for  the 
amount  of  the  money  awarded,  None  of  the  evidence  in- 
troduced when  the  award  was  accepted  appeared  in  the 
record,  and  no  bill  of  exceptions  was  tendered  to  the  ruling 
of  the  court,  but  the  defendant  removed  the  cause  into  this 
court  by  a  writ  of  error.  Under  those  circumstances,  this 
court  refused  to  revise  the  rulings  of  the  Circuit  Court,  but 
in  disposing  of  the  case,  the  court  say,  if  he,  the  original 
plaintiff,  failed  to  do  that  which  warranted  the  court  in  en- 
tering judgment  on  the  award,  it  was  the  duty  of  the  com- 
plaining party  to  have  shown  that  fact  as  a  cause  against 
entering  judgment,  and  to  have  spread  all  the  facts  upon 
the  record,  which  would  enable  this  court  to  decide  whether 
the  court  below  acted  correctly  or  not.  Vaiious  other  ob- 
jections were  also  taken  to  the  proceedings,  but  they  were  all 
overruled,  and  the  judgment  was  affirmed.  Similar  views 
have  been  expressed  by  this  court  on  other  occasions,  but 
it  is  not  thought  necessary  to  do  more  than  to  refer  to  the 
other  cases,  as  those  already  examined  are  believed  to  be 
decisive.  Carnochan  v.  Christie,  11  Wheat.  446 ;  Lutz  v, 
Linthicum,  8  Pet.  176;  Butler  i?.  Mayor  of  K  Y.,  7  Hill. 
329 ;  Ward  v.  American  Bank,  7  Met.  486 ;  Water  Power 
Co.  V.  Gray,  6  Met.  174. 

Practice  of  referring  pending  actions  under  a  rule  of 
court,  by  consent  of  parties,  was  well  known  at  common 
law,  and  the  report  of  the  referees  appointed,  when  regu- 
larly made  to  the  court,  pursuant  to  the  rule  of  reference, 
and  duly  accepted,  is  now  universally  regarded  in  the  State 
courts  as  the  proper  foundation  of  judgment.     Yates  v. 
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Russell,  17  Johns.  468 ;  Hall  v.  Mister,  Salk.  84 ;  Bank  of 
Monroe  v.  Widner,  11  Paige,  Ch.  633 ;  Green  v,  Patchea, 
13  Wend  295 ;  Caldwell,  Arb.  359 ;  Feeter  v.  Heath,  11 
Wend.  482 ;  Graves  v.  Fisher,  5  Me.  70 ;  Miller  v.  Miller, 
2  Pick.  670 ;  Com.  v.  Pejepscut  Proprietors,  7  Mass.  417. 

3.  Third  objection  h,  that  the  action  of  the  referee  was 
erroneous,  because  he  did  not  determine  all  of  the  issues 
between  the  parties.  Evidently  the  objection  is  founded 
in  a  mistaken  view  of  the  duty  of  the  refei'ee  as  pre- 
scribed in  the  rule  of  reference.  He  was  not  required, 
either  by  the  agreement  of  the  parties  or  by  the  order  of 
the  court,  to  report  specially  what  his  finding  was  upon  the 
several  issues  presented  in  the  pleadings.  His  duty  was  to 
determine  all  the  issues,  and  to  report  the  result  of  his  find- 
ing. Referee  reported  that,  having  heard  and  examined  the 
matters  in  controversy  in  the  cause,  and  having  examined 
on  oath  the  several  witnesses  produced,  there  was  due  to 
the  plaintiff  the  sum  of  $9,600,  besides  the  costs  of  suit. 
Presumption  is,  that  he  did  determine  all  the  issues,  and 
inasmuch  as  there  was  no  evidence  to  the  contrary,  the  con- 
clusion must  be  to  the  same  effect. 

4.  Fourth  objection  is,  that  the  judgment  is  invalid  and 
cannot  be  enforced.  Defect  suggested  is,  that  the  judg- 
ment was  rendered  by  the  clerk  and  not  by  the  court ;  but 
the  record,  when  properly  understood,  does  not  sustain  the 
objection.  Judgments  are  always  entered  by  the  clerk 
under  the  authority  of  the  court.  Prevailing  party  is  en- 
titled to  judgment,  and  it  is  not  the  practice  in  the  circuit 
courts  to  require  a  rule  for  judgment  to  be  entered  in  any 
case,  as  is  the  practice  of  some  of  the  courts  in  the  parent 
country.  2  Tidd,  Prac.  903;  Arch,  Prac.  by  Chitty,  621. 
Entry  of  judgment  in  term  time  is  never  made  except  by 
leave  of  court ;  but  the  motion  need  not  be  in  writing,  and 
the  order  of  the  court  is  seldom  or  never  entered  in  the 
minutes.  When  the  term  closes,  judgments  are  entered  by 
the  clerk  under  the  general  order  without  motion  ;  and  yet 
no  one  ever  doubted  that  a  judgment  entered  under  such 
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circnmstances  was  the  act  of  the  court  and  not  of  the  clerk. 
Reference  of  a  pending  action  is  ordinarily  perfected  in 
term  time  by  an  entry  made  under  the  case  by  the  clerk,  at 
the  request  of  the  parties,  that  it  is  *^  referred,'^  and  with  the 
addition  of  nothing  else  except  the  names  of  the  referees ; 
or  it  may  be  done,  as  it  was  in  this  case,  by  a  written  agree- 
ment, signed  by  the  i)arties  or  their  attorneys  and  filed  in  the 
case.  When  that  is  done  a  rule  is  then  issued,  or  the  order  of 
the  court  may  be  entered  in  the  minutes,  as  was  done  in  this 
record.  Duty  of  the  referee  is  to  to  notify  and  hear  the 
parties,  and  then  to  determine  the  controversy,  and  make  a 
report  or  award  to  the  court  in  which  the  action  is  pending, 
and  from  which  the  rule  was  issued.  Judgment,  however, 
cannot  in  general  be  entered  in  conformity  to  the  report  or 
award  until  it  is  accepted  or  confirmed  by  the  court.  Brown 
V,  Cochran,  11  N.  H.  200.  Reason  for  the  rule  is,  that 
whenever  it  is  presented,  and  before  it  is  accepted,  the  party 
against  whom  it  is  made  may  object  to  its  acceptance ;  but 
if  required  by  the  court,  he  must  reduce  his  objections  to 
writing,  and  file  them  in  the  case.  Hearing  is  then  had, 
and  after  the  hearing  the  court  may  accept  or  reject  the  re- 
port ;  or,  if  either  party  desires  it,  the  report  may,  for  good 
cause  shown,  be  recommitted.  Such  a  report  of  referees 
is,  in  many  respects,  a  substitute  for  the  verdict  of  a  jury. 
Where  there  is  no  agreement  to  that  effect,  no  judgment 
can  be  entered  on  such  a  report  until  the  same  has  been  ac- 
cepted. Present  case,  however,  must  be  determined  upon 
the  peculiar  circumstances  disclosed  in  the  record.  Parties 
agreed  that  the  report  of  the  referee  should  have  the  same 
force  and  effect  as  a  judgment  of  the  court ;  and  the  court 
ordered,  by  consent  of  parties,  that  on  filing  the  report  wirh 
the  clerk  of  the  court,  judgment  should  be  entered  in  con- 
formity therewith,  the  same  ag  if  the  cause  had  been  tried 
before  the  court.  Referee  accordingly  made  the  report  and 
filed  it  as  required,  and  thereupon  the  clerk  entered  the 
judgment  pursuant  to  the  order  of  the  court  and  the  agree- 
ment of  the  parties.     Proceedings  of  the  referee  were  cor- 
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rect,  and  the  losing  party  made  no  objections  to  the  report. 
Hughes  V.  By  water,  4  Hill,  551.  Judgment  having  been 
entered  without  objection,  and  pursuant  to  the  order  of 
the  court  and  the  agreement  of  the  parties,  it  is  not  pos- 
sible to  hold  that  there  is  any  error  in  the  record.  Bank  of 
Monroe  v.  Widner,  11  Paige,  633. 

Theory  of  the  objection  is  unfounded  in  fact  and  upon 
that  ground  it  is  overruled. 

The  judgment  of  the  Circuit  Court  iSj  ther^ore^  affirmed^ 
with  costs. 

Patent  in  Suitt 

No.  Fowler,  John.     Preparation  for  Mannfactoing  Flour. 
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JARVIS  CASE,  PLAINTIFF  IN  ERROR,  v.  GEORGE 

W.  BROWN.* 

a  WalL  820-328.    Dec.  Term,  1864. 

[Bk.  17,  L.  ed.  817 ;  2  Whit.  122.] 
Argaed  January  17,  1865.     Decided  Jannaiy  31,  1865. 

Particular  patent  construed.     Combination,     Infringement,     Ex- 
panded reissue. 

1.  Where  the  expanded  reissued  letters  patent  No.  623,  J.  Case, 

November  16,  1858,  Seed  Planter,  made  to  cover  defendants' 
improvement,  and  claiming  '^  any  mode  of  combining  "  the  va- 
rious mechanical  devices  in  the  improved  machine  for  produc- 
ing the  same  result  or  effect,  was  construed  and  limited  by 
the  court  below  in  its  charge  to  the  particular  devices  and 
combination  of  parts  claimed  in  the  original  patent  No.  12,- 
231 ,  January  16, 1835,  the  construction  was  sustained,  (p.  382.) 

2.  Where  the  patent  was  construed  to  be  for  a  combination  of  thef 

particular  devices  and  parts  of  the  improved  machine  claimed, 
a  charge  that  the  whole  combination  must  be  used  in  order  to 
constitute  an  infringement  was  sustained,     (p.  383. ) 

3.  Expanded  reissue  claims  condemned  (Burr  v.  Duryee,  1  WalL 

535,  p.  224,  ante^  affirmed  and  applied,     (p.  383.) 

[Citations  in  opinion  of  the  court :] 

Burr  w.  Duryee,  1  Wall.  586;  224  ante.      p.  883. 

McCormick  v.  Talcott,  20  How.  405  [6  Am.  &  £ng.  410.]     p.  888. 

In  error  to  the  Circuit  Court  of  the  United  States  for  the 
Northern  District  of  Illinois. 

This  action  was  commenced  in  the  court  below  by  the 
plaintiff  in  error,  to  recover  damages  for  the  infringement  of 
a  patent.  The  trial  resulted  in  a  verdict  and  judgment  for 
thedefendant,and  the  plaintiff  brought  the  case  to  this  court 

The  following  are  the  patents  referred  to  in  the  opinion 
of  the  court. 

The  case  is  sufficiently  stated  by  the  court. 

*See  Explanation  of  Notes,  page  IIL 
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JARVIS  case,  op  SPRINGFIELD,  OHIO. 
Impbovement  in  Seed-Planteks. 

Specificatioii  forming  part  of  Letters  Patent  Na   12,281|  dated 

January  16,  1855. 

IZb  all  whom  it  map  concern : 

Be  it  known  that  I,  Jarvis  Case,  of  Springfield,  in  the 
county  of  Clarke  and  State  of  Ohio,  have  invented  an  im- 
provement  in  corn-planters ;  and  I  do  hereby  declare  that 
the  following  is  a  full,  clear,  and  exact  description  of  the 
construction  and  operation  of  the  same,  reference  being  had 
to  the  annexed  drawings,  making  a  part  of  this  specifica- 
tion, in  which — 

Fig.  1  is  a  longitudinal  vertical  section,  the  plane  of  sec- 
tion being  through  the  center.  Fig.  2  is  a  plan  or  top  view 
of  the  same. 

,  Similar  letters  of  reference  indicate  corresponding  parts 
in  the  two  figures. 

The  nature  of  my  invention  consists  in  constructing  a  new 
and  useful  improvement  in  corn-planters,  as  follows :  First, 
the  manner  in  which  I  construct  and  arrange  the  rocker, 
arms,  hh^  and  H,  weighted  lever,  thumb-lever,  and  the 
elastic  wire  for  a  vibratory  motion,  for  the  purpose  of  drop- 
ping an  accurate  number  of  grains  every  time  alike ;  sec- 
ond, in  the  construction  and  arrangement  of  the  angular 
en t  off  plate  and  brush,  acting  in  combination  with  each 
other  for  the  purpose  hereinafter  set  forth. 

To  enable  others  skilled  in  the  art  to  make  and  use  my  in- 
vention, I  will  proceed  to  describe  its  construction  and 
operation. 

A  is  the  beam  of  the  machine. 

B  is  the  hopper,  which  is  supported  above  the  beam,  A, 
by  uprights,  a  a. 

C  is  the  ground-wheel,  which  is  attached  to  beam  A,  as 
shown  in  dotted  lines,  Fig.  1. 

D  is  the  conveyer- spout. 
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E  is  the  plow,  which  is  formed  with  a  hollow  or  open 
space,  dy  in  the  back  part.  The  object  of  said  hollow  is  to 
receive  the  lower  end  of  the  conveyer- spout.  Said  plow  is 
also  provided  with  wings  or  projections,  e  e  (there  being  but 
one  shown  in  Fig.  1,)  which  extend  back  a  sufficient  dis- 
tance to  prevent  the  soil  from  filling  the  furrow  behind  the 
plow  before  the  grain  has  dropped  to  the  bottom  of  the 
furrow. 

P  F  are  the  handles.  - 

G  is  the  rocker,  which  has  its  bearings  in  the  handles,  F  F. 
Said  rocker  is  provided  with  a  weighted  lever,  g.  It  is  also 
provided  with  arms,  h  A,  and  H. 

X  is  the  thumb-lever,  which  has  its  fulcrum  at  y,  and  is 
operated  by  the  thumb  while  planting  in  check- rows. 

I  is  the  reciprocating  slide,  which  is  provided  with  an 
aperture,  i,  and  is  connected  to  arm  H,  by  means  of  con- 
necting rod  J,  and  slides  in  suitable  ways,  K,  Fig.  1. 

L  is  a  lever  which  has  its  fulcrum  at  Z,  and  is  connected 
to  slide  lUy  by  means  of  connecting-rod  o. 

O  is  a  lever  which  has  its  fulcrum  at  P,  one  end  of  which 
is  connected  to  arm  //,  by  means  of  rod  r.  The  other  end 
passes  down  close  by  the  side  of  the  wheel  C^  as  seen  in 
dotted  lines.  Fig.  2. 

S  is  an  elastic  wire,  which  passes  under  arms  h  A,  and 
has  its  ends  firmly  fixed  in  handles,  F  F. 

t  is  the  cut-off  plate,  which  is  made  of  leather  or  its 
equivalent,  it  being  impossible  to  construct  a  cut-off  plate 
in  the  form  shown  in  Fig.  2  of  wood  or  metal  that  will  pro- 
duce the  desired  effect,  from  the  fact  that  the  grains  of  com 
often  project  a  little  above  the  top  of  the  slide,  I,  at  the 
time  that  the  aperture,  /,  is  passing  under  the  cut-off  plate, 
t.  Therefore,  if  said  cut-off  plates  were  made  of  any  in- 
elastic substance,  the  grains  of  corn  would  either  be  crushed 
or  the  motion  of  the  slide  would  be  arrested.  The  use  of 
leather  or  its  equivalent  for  the  construction  of  the  cutoff 
plates  entirely  obviates  this  difficulty  by  its  elastic  quali- 
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ties,  which  allow  it  to  rise  and  let  the  com  pass  under  it 
without  being  crushed  or  injured. 

t^  is  a  brush-stock,  which  is  secured  at  each  end  by  means 
of  screws,  as  seen  in  Pig.  2.  Said  brush-stock  is  hollowed 
out  on  the  under  side,  as  seen  in  Fig.  1. 

V  is  the  brush,  which  is  composed  of  bristles  or  any  other 
suitable  material,  and  passes  through  the  brush-stock,  and 
projects  down  or  nearly  down  to  the  cut-ofif  plate  and  di- 
rectly over  the  angle  in  said  plate,  as  seen  in  the  drawings. 
The  object  of  said  brush  is  to  aid  the  cut-ofif  plate  by  brush- 
ing all  superfluous  grains  from  aperture  i,  before  said  cam 
comes  in  contact  with  the  cut-oflf  plate.  It  will  also  be 
seen  that  the  grains  of  corn  lying  partially  within  and  par- 
tially above  the  aperture,  on  being  carried  forward  in  con- 
tact with  the  brush,  are  pressed  snugly  into  the  aperture, 
or  at  least  as  many  of  them  as  said  aperture  will  contain, 
thus  causing  an  equal  number  of  grains,  or  nearly  so,  to  be 
discharged  at  each  operation. 

W  is  a  bar  of  iron  passing  across  the  under  side  of  the 
beam,  and  is  secured  firmly  to  it.  The  ends  of  said  bar 
project  out  on  either  side  of  the  beam,  and  are  bent  down- 
ward and  serve  as  sights  for  checking.  This  bar,  for  con- 
venience, I  call  the  "indicator.'*  This  bar  also  serves  to 
prevent  the  beam  from  splitting,  likewise  to  prevent  the 
wings  of  the  plow  from  wearing  or  pressing  into  the  beam. 

Operation :  Mark  your  ground  one  way,  as  desired  ;  the 
machine  marks,  drops,  and  covers  the  other  way.  Give  a 
quick  downward  motion  on  the  lever,  relieving  it  instantly 
for  its  self -backward  motion.  This  places  a  hill  on  the 
lower  slide,  m.  Then  moving  forward  and  giving  the  same 
motion  to  the  lever  every  time  the  indicator  comes  to  the 
furrow,  the  com  drops  from  the  lower  slide,  m,  the  instant 
you  operate  the  lever,  the  discharge  from  the  hopper  fall- 
ing through  the  spout  while  the  machine  moves  between 
the  furrows.  The  indicator,  being  from  three  to  four  feet 
forward  of  the  operator,  allows  him  to  watch  it,  also  to 
keep  a  proper  distance  from  the  row  previously  planted, 
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BO  that  the  operator  can  do  his  dropping  and  driving  with 
perfect  ease.  The  self-backward  motion  of  the  slide,  I, 
when  left  unencumbered  by  the  thumb  of  the  operator,  has 
a  vibratory  motion.  The  vibratory  motion  is  obtained  by 
the  wire  passing  through  the  handles  close  to  and  between 
arms  h  h  and  H,  in  such  a  manner  that  when  I  bear  down 
on  the  thumb-lever  the  weighted  lever  turns  the  rocker 
back  and  arms  ?i  h  press  down  on  the  elastic  wire,  so  that 
when  the  thumb-lever  is  relieved  the  wire  and  the  weight  of 
the  weighted  lever  throw  the  rocker  forward,  and  arm  H, 
presses  upward  on  the  wire  and  again  throws  the  rocker 
back,  and  so  on,  which  causes  the  vibratory  motion.  The 
advantages  of  agitating  the  slide  are  obvious,  as  an  aper- 
ture passing  through  under  the  corn  (of  different  shapes 
and  sizes)  with  a  regular  motion  agitating  the  corn  above 
the  aperture  could  not  fill  as  readily  as  with  a  quick  back- 
ward and  forward  motion  of  the  aperture  as  it  agitates  the 
com  in  the  aperture  as  well  as  above  the  aperture.  The 
weighted  lever,  ffy  is  connected  to  the  rocker,  projecting 
forward  sufficiently  to  give  the  desired  result  when  the 
thumb-lever  is  pressed  down  by  the  operator.  The  weighted 
lever,  which  is  attached  to  rocker  G  is  raised  up  while 
the  wire  is  pressed  down,  being  relieved  suddenly.  Both 
operating  at  the  same  time  gives  a  vibratory  motion  to  slide 
I.  This  is  scarcely  peiceivable  in  the  model ;  but  in  a 
working  machine  it  vibrates  nearly  all  the  time  the  ma- 
chine is  passing  between  the  furrows.  The  quantity  of 
grain  to  pass  from  the  hopper  can  be  regulated  by  chang- 
ing slides  I  with  larger  or  smaller  apertures  in  them,  also 
by  the  number  of  pins  in  the  side  of  wheel  C.  This  ma- 
chine, when  drilling,  leaves  the  grain  in  almost  any  position 
the  operator  may  4esire.  If  you  wish  your  com  in  hills, 
attach  lever  0  to  arm  h.  Let  the  lower  slide  work  as  when 
checking.  If  you  wish  it  drilled  or  scattered  along  in  the 
furrow,  raise  the  lower  slide  by  placing  the  lever  forward 
out  of  reach  of  slide,  I,  and  fasten  it  there  in  any  conve- 
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nient  manner.  This  leaves  the  /on^ain  to  pass  through  the 
spout  unobstructed,  as  in  other  drills. 

The  cut-off  plate,  t,  was  the  most  difficult  point  in  the 
machine  to  bring  to  perfection,  although  simple  when  dis- 
covered, the  motion  of  the  slide  forward  and  back  being  al- 
most simultaneous,  it  is  found  by  experiment.  Merely 
passing  the  aperture,  i,  even  twice  its  size,  in  the  opening 
will  not  discharge  all  the  grain  before  the  backward  mo- 
tion. If  not  discharged  every  time,  there  would  not  an 
even  number  of  grains  fall.  This  would  not  do  for  the 
farmer,  as  the  machine  must  do  the  work  as  perfect  as  by 
hand-dropping.  This  I  have  accomplished  by  placing  an 
angular  cut-off  plate  over  the  opening  in  the  hopper  to  the 
spouts,  this  opening  being  some  two  inches  long  the  plate 
capping  all  except  what  the  brush  caps.  This  allows  the 
aperture  in  slide  I  to  pass  the  brush  one  inch  and  a  half. 
This  gives  the  grain  time  to  discharge,  the  brush  giving 
strict  measure  with  the  assistance  of  the  angular  plate  of 
leather,  the  vibratory  motion  of  the  slide  I  always  filling 
the  aperture. 

What  I  claim,  and  desire  to  secure  by  Letters  Patent  of 
the  United  States,  is — 

1.  The  agitation  of  the  seed^slide  I  by  means  of  rocker 
G,  wire  S,  and  levers  g  and  X,  for  the  pnipose  of  filling 
the  seed-hole  with  a  uniform  amount  of  seed,  as  set  forth. 

2.  The  elastic  cut- off  plate  ^,  in  combination  with  brush 
Vj  arranged  and  constructed  in  the  manner  and  for  the  pur- 
pose herein  described. 

JARVIS  CASE.    [L.  8.] 
Witnesses : 
Alokzo  Brooks, 

O.    C.   WlLLSON. 
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JARVIS  CASE,  OF  BLOOMINGTON,  ILLINOIS. 

Impkovement  in  Seed-Planters. 

Specification  forming  part  of  Letters  Patent  No.  12,231,  dated 
January  16,  1855;  Beissae  No.  633^  dated  November  16, 
1858. 

To  all  whom  it  may  concern : 

Be  it  known  that  I,  Jarvis  Case,  formerly  of  Springfield, 
in  the  State  of  Ohio,  but  now  residing  at  Bloomington,  in 
the  county  of  McLean  and  State  of  Illinois,  have  invented 
certain  new  and  useful  Improvement  in  Machines  for 
Planting  Com ;  and  I  do  hereby  declare  the  following  to 
be  a  full,  clear,  and  exact  description  of  the  construction 
and  operation  of  the  same,  reference  being  had  to  the  ac- 
companying drawings,  making  a  part  of  this  specification, 
in  which — 

Figure  1  represents  a  central  longitudinal  section  through 
the  machine,  and  Fig.  2  represents  a  top  plan. 

Similar  letters  of  reference,  where  they  occur  in  the  sep- 
arate figures,  denote  like  parts  of  the  machine  in  both. 

I  am  aware  that  attempts  have  been  made  to  drop  com 
by  the  turning  of  the  wheels  that  carry  or  help  to  sustain 
the  machine.  This  I  deem  an  impracticable  mode,  because 
of  the  uneven,  rough  character  of  the  ground  over  which 
the  machine  must  travel,  and  it  is  found  impossible  to 
plant  corn  in  check-rows  where  the  dropping  depends  upon 
the  action  of  the  machine  itself.  To  any  such  machines  as 
depend  upon  themselves  for  the  dropping  of  the  grains  I 
lay  no  claim  whatever,  as  my  invention  makes  it  impera- 
tive upon  the  operator  to  work  the  seed-slides,  and  when- 
ever or  wherever  this  dropinng  by  the  rotatiou  of  the 
wheels,  or  by  any  power  derived  from  their  rotation,  is 
pursued,  I  should  lay  no  claim  to  it  as  my  invention.  It 
is  also  well  known  that  unless  some  compensation  for 
the  forward  motion  of  the  machine  be  provided  for 
there  will  be  irregular  dropping  of  the  grains,  because 
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daring  the  time  that  the  grains  are  dropping  from  the  hop- 
per to  the  ground  the  machine  will  have  advanced  some 
distance,  and  the  corn  will  not,  of  course,  drop  immediately 
from  the  place  where  it  starts  to  the  ground,  but  be  drib- 
bled along,  and  thus  entirely  break  up  the  check-rows, 
which  are  so  important  in  the  after  cultivation  of  the  corn. 

Finding  these  two  evils  to  exist  in  all  corn-planting  ma- 
chines which  are  drawn  along  over  the  ground  when  plant- 
ing, I,  after  much  time  and  expense,  succeeded  in  avoiding 
them,  and  I  doit  by,  first,  operating  the  seed-slides  through 
the  attendant  or  rider  on  the  machine,  or  walking  after  it, 
and  not  by  the  motion  or  rotation  of  the  wheel  or  wheels  ; 
and,  secondly,  in  connection  with  such  operation  of  the 
seed-slides,  the  double  dropping — that  is  to  say,  the  plac- 
ing of  one  seed-slide  near  the  hopper  and  the  other  near 
the  ground— so  that  the  seed  or  grains  shall  drop  first  onto 
or  into  one  slide,  and  from  thence  to  the  lower  one,  where 
it  remains  until  opened  by  the  operator,  and  from  this 
lower  slide  to  the  furrow,  the  distance  here  being  so  slight 
the  grains  will  fall  with  great  accuracy  in  the  exact  spot 
desired. 

Hand  corn-planters — that  is,  planters  carried  in  the  hands 
of  the  operator — have  been  made  with  two  valves  ;  but  in 
these  there  is  no  forward  motion  at  the  time  of  dropping, 
as  the  operator,  when  he  drops  the  grains,  stops.  The  dif- 
ficulty that  arises  in  machines  that  are  continually  advanced 
or  drawn  over  the  ground  is  not  therefore  incident  to  such 
machines  as  are  carried  by  the  operator,  tliere  being  no  for- 
ward motion  at  the  time  of  dropping. 

It  is  a  condition  of  my  machine  that  the  ground  to  be 
planted  should  be  furrowed  out  one  way.  When  this  is 
done  the  machine  itself  makes  the  other  marks  that  to- 
gethf^r  form  the  check-rows,  and  the  great  value  in  plant- 
ing in  check-rows  arises  from  the  facility  with  which  they 
are  cross-plowed  when  cultivating  the  com. 

The  nature  of  my  invention  consists  in  planting  com  in 
check^rows,  or  ground  previously  furrowed  in  one  direc- 
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tion,  by  a  machine  hav^ing  a  continuous  progressive  motion 
over  the  ground  in  contradistinction  from  an  intermittent 
motion,  as  in  hand-machines,  by  means  of  two  valves, 
which  are  worked  at  the  proper  time  by  the  operator  or  at- 
tendant, so  as  to  insure  correct  dropping,  and  to  compen- 
sate for  the  forward  motion  of  the  machine. 

To  enable  those  skilled  in  the  art  to  make  and  use  my 
invention,  I  will  proceed  to  describe  the  same  with  refer- 
ence to  the  drawings. 

A  represents  a  stock  or  frame  supported  toward  its  rear 
by  a  wheel,  B.  The  forward  portion  of  the  frame  carries 
a  plow,  C,  for  opening  out  the  furrows  into  which  the  com 
is  to  be  dropped. 

D  D  are  handles  attached  to  the  frame,  by  which  the 
operator  may  guide  and  control  the  machine. 

E  is  a  seed-box  or  hoppcfr,  with  its  bottom,  F,  inclined, 
so  as  to  throw  the  seed  forward  to  the  exit.  Underneath 
this  bottom,  F,  there  is  a  second  bottom,  a,  with  a  space 
between  them  sufficient  for  the  seed-slide,  c,  to  move  in, 
and  which  seed-slide  is  furnished  with  suitable  holes,  «, 
for  receiving  a  proper  charge  of  grain  and  carrying  it  to  the 
seed- tube,  6,  through  which  it  drops  by  what  I  term 
''double  droppings,"  as  will  be  hereafter  described. 

/is  VL  cut-off  plate  made  of  leather  or  some  other  suitably 
elastic  material,  so  as  not  to  break  the  grains  that  may  pro- 
trude from  the  cells,  6,  in  the  seed-slide,  or  allow  them  to 
jam  and  choke  up  the  machine. 

i  is  a  brush  for  sweeping  back  any  excess  of  grain  over 
the  regular  charge  that  may  lie  on  the  slide  or  its  seed- 
cells. 

m  is  a  lever  pivoted  at  ti,  the  long  arm  of  said  lever  pro- 
jecting up  far  enough  to  be  struck  by  the  seed-slide,  c, 
when  it  is  run  forward  by  the  operator.  The  short  arm  of 
this  lever,  m,  is  connected  by  a  cord  or  rod,  o,  to  a  slide,  r, 
that  works  over  an  opening  in  the  lower  end  of  the  seed- 
tube,  G.  To  the  seed-slide,  c,  is  connected  one  end  of  a  rod, 
^,  the  other  end  thereof  being  attached  to  a  bell-crank 
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lever,  <,  that  is  fastened  to  a  rock-shaft,  u^  and  to  which  a 
drop-weight,  v^  may  be  also  attached,  to  aid  in  restoring 
the  rock-shaft  after  the  operator  has  tamed  it  by  hand. 

I  is  a  hand-lever  pivoted  to  the  handle  D  at  «?,  and  one 
arm,  x^  thereof  lying  close  to  said  handle,  so  that  the  ope- 
rator may  grasp  and  work  it  with  facility.  The  other  arm, 
y,  of  said  lever  is  in  contact  with  the  poise,  t?,  so  that  by 
pressing  down  the  arm,  Xj  the  shaft,  %  shall  be  rocked  and 
the  seed-slide  moved  forward,  aa  shown  by  the  red  lines. 
An  elastic  wire,  2,  is  placed  near  to  and  parallel  with  the 
rock-shaft,  u,  against  which  a  projection,  3,  on  said  shaft 
comes  when  the  seed-slide  is  shot  forward,  and  the  recoil 
of  this  wire  returns  or  aids  to  return  said  slide  for  the  next 
operation. 

My  machine  is  mainly  designed  for  planting  in  check- 
rows :  but  for  those  who  desire  to  drill  in  the  grain  I  have 
added  a  lever,  J,  pivoted  at  4,  and  its  lower  end  projecting 
downward,  so  as  to  be  struck  by  the  series  of  studs  or  pins, 
5,  in  the  wheel,  B,  and  thus  vibrated.  The  upper  end  of 
this  lever  is  connected  to  the  projection,  3,  on  the  rock- shaft 
by  a  link,  6,  and  by  this  arrangement  the  seed-slide  may 
be  operated  from  the  wheel,  B,  and  without  the  assistance 
of  the  operator;  but  this  arrangement  cannot  drop  for 
check-rows  ;  it  can  only  drill  in  the  grain.  When  either 
of  these  plans  are  pursued  the  other  one  is  disconnected! 
by  simply  loosening  the  cord  or  link. 

The  operation  of  check-row  planting,  which  I  most  espe- 
cially claim,  is  carried  out  as  follows :  The  ground  having 
been  previously  laid  off  in  one  direction,  the  operator,  with 
the  lever,  I,  in  his  hand,  watches  until  the  indicator,  7,  is  im- 
mediately over  the  furrow,  which  is  the  point  where  the 
grains  are  to  be  dropped.  He  then  throws  down  said  lever, 
I,  which  effects  two  operations,  viz :  it  carries  the  charge 
of  grain  out  of  the  seed-box  and  drops  it  into  the  tube,  G, 
and  it  raises  the  slide,  r,  to  let  out  the  previously-dropped 
charge.  Thus  the  same  operation  that  plants  one  charge 
puts  the  next  succeeding  charge  in  close  proximity  to  the 
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groand,  so  that  it  has  but  a  few  inches  to  fall  when  the 
slide,  r,  isi  opened.  By  this  means  and  by  using  the  lever, 
I,  by  hand,  I  can  plant  in  check-rows  perfectly — a  thing 
which  I  believe  was  never  done  previous  to  my  doing  it, 
and  which  I  allege  cannot  be  done  in  any  other  way  than 
to  cause  the  operator  or  attendant  to  work  the  seed-slides 
at  the  proper  times — meaning  that  no  slide  or  slides  worked 
by  the  machine  itself  can  by  any  possibility  effect  it  in  a 
sufficiently  perfect  manner. 

Having  thus  fully  described  the  nature  and  object  of  my 
invention,  what  I  claim  therein  as  new,  and  desire  to  secure 
by  Letters  Patent,  is — 

In  combination  with  a  corn-planting  machine  that  is  con- 
stantly moved  over  the  ground  and  drops  the  grain  inter- 
mittently, the  so  combining  of  two  slides — one  of  which  is 
at  or  near  the  seed-hopper,  and  the  other  at  or  near  the 
ground — or  their  equivalents,  with  a  lever  as  that  the  ope- 
rator or  attendant  on  the  machine  can  open  said  slides  at 
the  proper  time  to  deposit  the  seed  and  prepare  a  new 
charge  by  the  double  dropping  herein  specified. 

JARVIS  CASE. 

Witnesses : 

A.  B.  Stoughton, 
Thos.  H.  Upperman. 


GEORGE  W.  BROWN,  OF  GALESBURG,  ILLINOIS. 

Improvement  in  Seed-Planters. 

Specification  forming  part  of  Letters  Patent  No.  12^811^  dated 

May  8,  1855. 

To  all  whom  it  may  concern : 

Be  it  known  that  I,  George  W.  Brown,  of  Galesburg,  in 
the  county  of  Knox  and  State  of  Illinois,  have  invented 
certain  new  and  useful  Improvements  in  Seed-Planters; 
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and  I  do  hereby  declare  the  following  to  be  a  full,  clear, 
and  exact  description  of  the  same,  reference  being  had  to 
the  accompanying  drawings,  making  a  part  thereof,  in 
which — 

Pig.  1  represents  a  perspective  view.  Pig.  2  represents 
a  top  view  of  the  front  part  of  the  machine,  with  the  covers 
of  the  seed-hoppers  removed  to  show  the  interior.  Pig.  3 
represents  a  vertical  section  taken  through  the  red  line, 
X  re,  of  Pig.  2,  and  l^g.  4,  represents  one  of  the  runners  de- 
tached. 

Similar  letters  in  the  several  figures  denote  like  parts. 

A  A  represent  runner-shaped  pieces  curved  up  in  front 
and  shod  with  iron,  a.  These  pieces  are  sharp  in  front,  so 
as  to  divide  the  earth  and  form  a  furrow,  and  thev  widen 
out  at  their  rear  ends  and  are  at  said  ends  hollow,  so  as  to 
serve  as  a  shoe  or  tube  for  conveying  the  seed  to  the  ground. 
On  top  of  these  runners  are  arranged  the  seed-hoppers,  C 
C,  which  have  an  opening,  c,  in  their  bottoms,  as  seen  in 
t'ig.  2.  Underneath  these  openings,  c,  is  a  plate,  d,  (Shown 
partially  in  dotted  lines  on  the  left  of  Pig.  2  and  in  full  on 
the  right-hand  side  of  said  figure).  These  two  plates,  rf, 
are  connected  together  by  a  transverse  rod,  ^,  to  which  a 
lever,  D,  is  connected,  said  lever  projecting  upward  con- 
venient to  the  operator's  seat  or  stand,  E,  so  that  he  may 
vibrate  said  lever  when  the  marker,  P,  comes  opposite 
the  hill  or  row  previously  planted. 

In  each  of  the  open  rear  ends  of  the  runners,  A,  is  pivoted 
a  valve,/".  Pig.  3,  which  are  connected  at  their  upper  ends 
to  the  plates,  d,  and  as  these  plates,  rf,  are  partially  rotated 
by  the  vibration  of  the  rod,  e,  the  valves,/",  also  vibrate  on 
their  center  of  motion,  so  that  the  charge  of  seed  that  is  let 
down  from  the  hopper  through  the  plate,  d,  is  stopped  by 
the  valves,/,  and  held  until  they  vibrate  again.  When 
this  is  done  the  previous  charge  drops  to  the  ground.  Thus 
by  every  vibration  of  the  plates,  d,  and  valves,/,  one  charge 
is  dropped  into  the  opening  through  the  rear  of  the  run- 
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ners  and  caaght  and  held,  and  the  Drevioas  charge  is  drop- 
ped to  the  ground. 

This  machine  does  not  drop  the  seed  automatically.  On 
the  contrary,  it  is  operated  by  an  attendant  riding  on  the 
machine,  who  guides  the  dropping  by  the  pointer,  F. 

The  hoppers  and  operator's  seat,  being  mounted  on  the  ^ 

runners,  form  the  front  of  the  machine. 

To  the  sides  of  the  hoppers,  at  g^  are  hinged  two  outside 
supporting  pieces,  G  Q-,  and  to  the  inside  of  the  hoppers 
two  other  supporting  pieces,  H  H,  which  several  pieces  are 
connected  together  at  their  extreme  rear  ends  by  the  cross-  iH 

piece,  I.    The  supporting  and  covering  wheels,  J  J,  are  i 

hung  in  these  pieces,  G  H,  and  a  driver's  seat,  K,  is  ar- 
ranged on  this  rear  part  of  the  machine. 

The  inside  supiK)rting-pieces,.  H  H,  have  cam- wedges,  h  A, 
Fig.  2,  (a  separate  side  view  of  one  of  them  being  seen  in  ^ 

Fig.  5),  which  are  made  adjustable  on  said  pieces,  H,  by 
means  of  pins  or  bolts  passing  through  the  holes  1,  2,  3, 
which  makes  the  depth  at  which  the  runners  enter  the 
ground,  and  consequently  the  depth  at  which  the  seed  are 
planted,  adjustable  at  pleasure  by  slipping  said  wedges 
farther  forward  under  the  cross-beam,  L,  or  slipping  it 
farther  back,  which  operations  would  respectively  raise 
or  lower  the  front  part  of  the  machine,  and  the  runners  * 

with  it. 

At  each  side  of  the  machine,  underneath  the  pieces,  G, 
are  stops,  i,  (one  only  being  seen  in  Fig.  1),  upon  which 
said  pieces,  G,  rest,  and  by  which  and  the  cam-wedges  un- 
der the  cross-beam,  L,  the  driver,  by  shifting  his  position  '^ 
on  his  seat  forward  or  back,  may  cause  his  weight  to  add 
to  the  raising  or  holding  down  of  the  front  part  of  the  ma-  ^ 
chine,  as  may  be  required.  When  the  com  is  deposited  in 
the  ground  the  wheels,  J  J,  roll  immediately  over  the  fur- 
rows and  cover  up  the  seed,  pressing  the  earth  at  the  same 
time  firmly  over  them. 

M  is  a  cross-bar  extending  across  fl*om  point  to  point  of  ^ 

the  runners,  A,  and  to  this  and  the  fr^me  in  rear  of  it,  is 
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fastened  the  tongae,  N,  for  guiding  the  machine,  O  being 
the  double  and  P  the  whiffle-trees  to  which  the  horses  are 
attached. 

Fig.  4  represents  more  fully  the  shape  of  the  runners 
and  the  mode  of  shoeing  them  with  iron.  They  are  wedge- 
shaped  from  front  to  rear,  so  as  to  freely  open  and  spread 
the  furrow  and  afford  width  behind  for  the  opening  and 
valve,  /,  as  seen  in  Fig.  3. 

Having  thus  fully  described  the  nature  of  my  invention, 
what  I  claim  therein  as  new,  and  desire  to  secure  by  Let- 
ters Patent,  is — 

In  combination  with  the  hoppers  and  their  semi-rotating 
plates,  d,  the  runners.  A,  with  their  valves,/,  and  their 
adjustment,  by  means  of  the  levers  and  cams  and  the  dri- 
ver's weight,  for  the  purpose  of  carrying  and  dropping 
seeds  by  each  vibration  of  the  lever,  D,  and  to  regulate  the 
depth  of  the  planting,  as  described. 

GEORGE  W.  BROWN. 

Witnesses : 
Isaac  Delano, 
Jabez  Eastes. 

Messrs.  OooJcins^  Thomas  &  Roberts^  and  J.  0.  Felton^ 
for  plaintiff  in  error. 

And,  first,  we  insist  that  the  claim  is  not  for  a  technical 
combination  of  the  several  parts  or  elements  whose  ar- 
rangement produces  the  described  result, 

Mr.  Case's  machine  has  tested,  by  its  result,  a  distinct 
mechanical  individuality,  in  which  the  individuality  of  the 
several  parts  composing  it  is  merged  and  swallowed  up, 
and  if  this  be  so,  the  patent  by  which  Mr.  Case's  invention 
is  protected,  should  be  construed  by  the  liberal  rule  of  the 
patent  law,  which  provides  that  the  principle  and  idea  of 
the  invention  having  been  once  demonstrated  in  some  form 
shall  be  protected  against  infringement  under  any  form 
that  practical  ingenuity  may  compel  it  to  assume. 

If  this  be  true,  then  the  error  of  the  court  in  deciding  our 
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patent  to  be  for  a  combination,  was  fatal  to  any  just  con- 
struction of  it,  or  to  its  intelligent  application  to  the  ques- 
tions to  be  investi/2:ated  on  the  trial. 

In  the  case  of  Winans  v.  Denmead,  15  How.  330  [6  Am.  & 
Eng.  107],  the  courts  says :  ''  While  it  is  undoubtedly  true 
that  the  patentee  may  so  restrict  his  claim  as  to  cover  less 
than  what  he  invented,  or  may  limit  it  to  one  particular 
form  of  machine,  excluding  all  other  forms,  yet  such  an 
interpretation  should  not  be  put  upon  his  claim  if  it  can 
fairly  be  construed  otherwise  ;"  and  the  court  further  says : 
^'It  is  generally  true  when  a  patentee  describes  a  machine 
and  then  claims  it  as  described,  that  he  is  understood  to  in*. 
tend  to  claim,  and  does  by  law  actually  cover,  not  only  the 
precise  forms  he  has  described,  but  all  other  forms  which  em- 
body his  invention ;  it  being  a  familiar  rule  that  to  copy 
the  principle  or  mode  of  operation  described  is  an  infringe- 
ment, although  such  copy  should  be  totally  unlike  the 
original  inform  and  proportions.^^ 

This  view  is  fully  sustained  by  the  cases  of  Wilber  v. 
Beecher,  2  Blatch.  132,  and  Blanchard  v.  Beers,  2  Blatch. 
411. 

Messrs.  Goodwin^  Lamed  &  Ooodwin  for  drfendani 
in  error. 

It  was  in  the  light  of  these  rules  that  the  learned  judge  be- 
low made  his  construction  of  the  plaintiff's  patent,  and 
correctly  submitted  the  question  as  to  its  novelty  and  as 
to  whether  the  defendant  used  the  combination  patented 
by  the  plaintiff  to  the  jury. 

This  instruction  of  the  court  is  founded  upon  principles 
so  familiar  in  the  patent  law,  as  scarcely  to  require  author- 
ity to  sustain  it.  Prouty  v.  Ruggles,  16  Pet.  341  [4  Am.  & 
Eng.  351] ;  Caryer  v.  Hyde,  16  Pet.  518  [4  Am.  &  Eng. 
367] ;  Stimpson  t>.  B.  &  S.  R.  R.  Co.,  10  How.  343  [5  Am. 
&  Eng.  129J ;  Brooks  v.  Piske,  15  How.  215  [6  Am  &  Eng. 
15] ;  Vance  v.  Campbell,  1  Black,  427  [7  Am.  &  Eng. 
117] ;  Gray  %.  James,  Pet.  C.  C.  R.  401 ;  Barrett  o.  Hall,  1 
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Mason,  474  ;  Brooks  v.  Bicknell,  4  McL.  73  ;  Aiken  v.  Bemis, 
3  W.  &  M.  353  ;  McCormick  v.  Talcott,  20  How.  405. 

In  Blanchard  v.  Sprague,  3  Sumn.  535,  Judge  Story  is 
authority  that  a  patent  will  not  be  valid  which  is  .simply 
for  a  principle  or  function  detached  from  machinery  ;  "it 
is  the  particular  machine  constituted  in  the  way  pointed 
out  for  the  accomplishment  of  a  particular  end  or  object," 
whicli  the  law  protects  by  a  patent — not  "  the  operation  in 
the  abstract^  whereby  the  infinite  variety  of  forms  described 
in  general  terms  in  this  article  may  be  turned  or  wrought, 
which  is  the  very  language  of  the  specification.'' 

In  Eames  t?.  Godfrey,  it  was  decided  that  **  where  a  pat- 
ent is  for  a  combination  of  distinct  and  designated  parts, 
it  is  not  infringed  by  a  combination  which  varies  from  that 
patented  in  the  omission  of  one  of  the  operative  parts,  and 
the  substitution  therefor  of  another  part  substantially  dif- 
ferent in  its  construction  and  operation,  but  serving  the 
same  pui-pose." 

In  Turrill  v.  Railroad,  1  Wall.  491  [p.  202  ante],  it  was 
held  that  Ca wood's  claim  was  not  for  any  kind  of  mov- 
able press-block  combined  and  operating  in  any  way  with 
any  kind  of  fixed  block,  to  accomplish  any  purpose, 
or  effect  any  kind  of  result,  but  that  the  invention  was  of 
such  a  movable  press-block  as  is  described  with  such  other 
fixed  block  as  is  described ;  arranged  as  described ;  com- 
bined and  operating  in  the  particular  way  described  for  the 
special  purpose  of  effecting  the  described  result. 

In  Burr  v.  Duryee,  1  Wall.  531  [p.  324  ante]  (the  Hat- 
Body  case),  the  court  repudiated  the  idea  that  the  plain- 
tiff's patent  can  be  made  by  construction  to  cover  every 
mode  and  all  machinery  for  effecting  the  same  result  by 
*'one  muscular  motion,"  as  the  idea  or  mode  of  apera- 
tion  of  the  machine. 

Mr.  Justice  Grier  delivered  the  opinion  of  the  court : 
Whether  defendant's  patented  machine  infringed  the  pre- 
vious patent  of  plaintiff,  was  a  question  of  fact  which  has 
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been  decided  by  the  jury.  This  court,  is  therefore,  not  re- 
quired to  judge  of  the  correctness  of  the  verdict,  if  the 
jury  were  properly  instructed  as  to  the  construction  of  the 
patents  and  the  questions  of  law  arising  thereon. 

For  the  purpose  of  this  inquiry,  it  will  not  be  necessary 
to  describe  the  machines  in  question,  or  that  the  peculiar 
modes  of  operation  which,  if  we  attempted  without  the  aid 
of  models,  would  be  a  task  both  difficult  and  unprofitable. 

Both  plaintiff  and  defendant  appear  to  be  independent 
inventors,  and  have  obtained  patents  for  "A  new  and  use- 
ful improvement  in  seed  planters."  The  plaintiff's  patent 
is  dated  on  16th  day  of  January,  1855.  The  defendant's 
on  the  8th  of  May  of  the  same  year.  The  plaintiff's  orig- 
inal patent  limited  his  claim  very  properly  to  the  particu- 
lar devices  and  combination  of  parts  which  constituted  his 
improved  machine.  But  as  this  claim  was  not  broad  enough 
to  cover  the  improvement  described  in  defendant's  patent, 
plaintiff  surrendered  his  and  had  it  re-issued  with  a  more 
expanded  claim^  on  the  16th  of  November,  1858.  It  is  for 
the  infringement  on  re-issned  patent  that  the  action  is 
brought. 

(a)  The  error  alleged  is  the  refusal  of  the  court  to  give 
certain  instructions,  the  substance  of  which,  when  extri- 
cated from  the  mass  of  verbiage  with  which  it  is  encum- 
bered, seems  to  be  ''That  the  plaintiff  had  a  right  to  claim 
any  mode  of  combining"  the  various  mechanical  devices, 
in  the  improved  machine,  which  would  produce  the  same 
effect  or  result,  as  mere  equivalents  for  those  described  in 
his  patent.  The  court  refused  to  give  this  instruction  to 
the  jury  ;  but  on  the  contrary,  instructed  them  (6)  as  fol- 
lows : 

'*  In  order  to  constitute  an  infringement,  the  whole  combi- 
nation must  be  used,  because  he  claims  not  the  various  parts, 
but  the  whole  combination  together.     The  plaintiff  cannot 

(a)  WaHace,  page  827,  begins  Opinion  here. 

(6)  Wallace,  page  327,  inserts  **in  the  language  quoted  in  the  repor- 
ter's statement." 
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claim  what  is  called  *' double  dropping  of  com" — that  is  a 
result  or  an  ^ect.  He  can  only  claim  the  double  dropping 
by  the  particular  mode  which  he  has  devised.  Anyone  can 
produce  the  same  results  by  other  and  different  modes,  and 
still  not  violate  a  claim  of  the  plaintiff.  In  order  to  con- 
stitute a  violation,  there  must  be  a  use  of  the  same  method, 
substantially,  as  that  adopted  by  the  plaintiff — a  mere 
change  of  form  for  example,  in  the  lever  and  its  mode  of 
operation,  the  adoption  of  some  equivalent  suggested  by 
mere  mechanical  skill,  would  not  prevent  it  from  being  an 
infringement ;  otherwise,  if  the  change  were  one  of  sub- 
stance and  requiring  the  exercise  of  "  inventive  power  "  (c). 

This  is  a  correct  exposition  of  the  law,  and  if  it  produced 
a  verdict  in  favor  of  defendant,  the  plaintiff  has  no  right 
to  complain  {d). 

We  have  had  occasion  to  remark,  in  a  late  case,  Burr  v. 
Duryee,  1  Wall.  536  [p.  224  ante] ;  see  also  McCormick  t. 
Talcott,  20  How.  405  ;  [6  Am.  &  Eng.  410]  ;  on  this  new  art  of 
expanding  patents  for  machines  into  patents  for  "a  mode 
of  operation,''  a  function,  a  principle,  an  effect  or  result,  so 
that  by  an  equivocal  use  of  the  term  "equivalent,"  a  pat- 
entee of  an  improved  machine  may  suppress  all  future  (e) 
improvements.  Burr  ^?. Duryee,  1  Wall. 535  [p.  224  ante]]  see 
also  McCormick  v.  Talcott,  20  How.  405  [6  Am.  &  Eng.  410]. 

It  is  not  necessary  again  to  expose  the  fallacy  of  such 
arguments  (/),  though  we  cannot  hinder  their  repetition. 

Let  the  judgment  he  affi/rmed^  with  costs. 

(c)  WaUace,  page  828,  substitutes  for  ''  This  "  ''  The  instruction  there 
quoted." 

(d)  Wanace,  page  828,  inserts, ''  The  plaintiff's  original  patent  Hmited 
his  claim,  very  properly,  to  the  particular  devices  and  combination  of  parts 
which  constituted  bis  improved  machine.  But  as  this  claim  was  not 
broad  enough  to  cover  the  improvement  described  in  defendant's  patent, 
the  plaintiff  surrendered  his,  and  had  it  reissued  with  a  more  expanded 
claim.  It  is  for  the  infringement  of  this  reissued  patent  that  the 
action  is  brought." 

(6)  Wallace,  page  828,  substitutes  "  further  "  for  "  future." 
(/)  WaUace,  page  828i  inserts  *^  by  which  these  attempts  are  to  be  sup- 
ported." 


884  CASE  V.  BROWN.  [Sup.  Ct. 

Notes  and  Citations 

Patent  in  ^uitt 

No.  12,231.   Case,  J.     Jannary  16,  1855.     Reissue  No.  683, 
November  16,  1858.     Seed  Planter. 


Othib  Suits  on  Saice  Patent  : 
Case  V.  Brown,  1862.     1  Biss.  382  ;  2  Fish.  268. 


Potest 

1.  Expanded  reissue  claima 

See  Burr  v.  Duryee,  1  Wall.  535  [p.  224  ante]. 

Hopkias,  etc.,  Mfg.  Co.  v,  Corbiu,  103  U.  S.  786. 

Miller  v.  Brass  Ca,  104  U.  S.  350. 

Mathews  v,  Boston  Machine  Co.,  105  U.  S.  54. 

Moffitt  V.  Rogers,  106  TJ.  S.  423. 

Gage  V.  Herring,  107  U.  S.  640. 

Clements  v.  Odorless  Co.,  109  U.  S.  641. 

McMurray  v.  Mallory,  111  U.  S.  97. 

Turner  &.  Seymour  Mfg.  Co.  v,  Dover,  111  T7.  S.  819. 

WoUensak  v.  Reiher,  115  U.  S.  96. 

White  V.  Dunbar,  119  U.  S.  47. 

Ives  V.  Sargent,  119  U.  S.  652. 

Worden  v.  Searls,  121  U.  S.  14. 


Reissue  limited  in  order  to  be  sustained. 
Swain  Mfg.  Co.  v.  Ladd,  102  U.  S.  40& 
James  v.  Campbell,  104  XT.  S.  356. 
Gosling  V.  Roberts,  106  U.  S.  39. 
Cochrane  v.  Anilin,  etc.,  Ill  U.  S.  293. 


Dec,,  1864.]  CASE  v.  BROWN.  885 

Kotes  and  Citations. 

Brown  v.  Davis,  116  TJ.  S.  287. 

See  also  Wing  v.  Anthony,  106  U.  S.  142. 

Hoffheins  v.  BusseU,  107  U.  S.  182. 

Gardner  v.  Herz,  118  U.  S.  180. 

Crawford  v.  Heysinger,  128  U.  S.  589. 

Matthews  v.  Iron  Glad  Mfg.  Co.,  124  U.  S.  847. 


2.  The  whole  combination  mnst  be  used  in  order  to  constitute  an 
infringement. 
Pronty  v.  Buggies,  16  Pet.  886  [4  Am.  &  Eng.  351]. 
Stimpson  v.  Baibroad  Co.,  10 How.  320  [5  Am.  &  Eng.  129]. 
Silsby  V.  Foote,  20  How.  878  [6  Am.  &  Eng.  892]. 
Eames  v.  Godfrey,  1  Wall.  78  [p.  158  anU]. 
Gonld  V.  Bees,  15  Wall.  187. 
Garratt  v.  Seibert,  BL  21,  L.  ed.  956. 
Dunbar  v.  Myers,  94  TJ.  S.  187. 
Shumaoher  v.  Cornell,  96  U.  S.  549. 
Water  Meter  Co.  t;.  Desper,  101  U.  S.  882. 
Wicke  V.  Ostrum,  103  U.  S.  461. 
Gage  V,  Herring,  107  U.  S.  640. 
Bowell  V.  Lindsay,  118  U.  S.  97. 
Blake  v.  City  of  San  Francisco,  118  TJ.  S.  679. 


8.  Expanded  reissue  claims  condemned. 

Burr  V.  Duryee,  1  WalL  581  [p.  224  ante]. 
Carlton  v.  Bokee,  17  Wall.  468. 
Swain  Mfg.  Co.  v.  Ladd,  102  U.  S.  408. 
Miller  v.  Brass  Co.,  104  U.  S.  850. 
James  v.  Campbell,  104  TJ.  S.  856. 


I 


886  CASE  V.  BROWN.  [Sup.  Ct 

Notes  and  Citations. 
Cited  t 

In  Suprehb  Coubt  in  : 
Gill  V.  WeUs,  1874     22  Wall  1  ;  BL  22  L.  ed.  600. 


In  Cibodit  Coubts  in  : 

Grompton  v.  Belknap  Mills,  May,  1860.     8  Fisk  586. 
Seymour  v.  Osborne,  May,  1860.     8  Fish.  555. 
Coffin  V.  Ogden,  Norember,  1860.     7  Blatch.  61  ;  3  Fish.  640. 
Taylor  v.  Garretson,  September,  1871.     0  Blatch.  156  ;  5  Fish.  116. 
American  Ballast  Log  Co.  v,  Barnes,  December,  1881.     4  Hughes, 
278 ;  0  Fed.  Bep.  465  ;  21  O.  G.  1020. 


In  Commissionbb's  Dsoisions  in  : 

Demming,  March,  1884.     26  O.  G.  1207. 
Holt,  April,  1884.     20  O.  G.  171. 
Paige,  Aug.  1887.    40  O.  G.  807. 


In  Text-Books  in: 


2  Abb.  Pat.  Law,  1886,  p    225. 
Curtis  on  Pats.,  4th  ed.,  §  242. 
Merwin  on  Pat  Inv't,  1883,  p.  78. 
Walker  on  Pats.,  1883,  pp.  252,  264 


Dec,  1864.]  CASE  t;.  BROWN.  387 


388  BOWMAN  v.  READ.  [Sup.  Ct 

Syllabus. 

FRANCIS   H.   BOWMAN  ET  AL..   PLAINTIFFS  IN 

ERROR,  V,  CALVIN  D.  READ.* 

a  Wall.,  591-aCMS.    I>ec  Term,  1804. 

[Bk.  17,  L.  ed.  812;  2  Whit.  129.] 
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Assignment  of  pending  application.     Amendments  to  applicaUon 

subsequent  to  assignment. 

1.  Where  there  was  a  contract  to  give  notes  for  an  inyention  when 

patented,  consisting  of  four  improTements,  the  assignment 
transferring  the  whole  title  and  entire  control  of  the  pending 
application  contains  the  four  improvements  and  the  patent 
as  amended  by  assignee's  solicitor  issued  for  one  improve- 
ment only,  and  subsequent  to  the  date  of  the  falling  due  of 
the  notes,  four  reissued  patents  for  the  improvements  were 
granted  thereon,  held  that  assignee  was  bound  by  the  letter 
and  spirit  of  his  contract  to  execute  his  notes,     (p.  401.) 

2.  Held  that  A  and  B.  who  had  promised  with  assignee  to  give 

their  joint  and  several  notes  on  the  issuance  of  the  patent 
to  the  inventor,  had  made  a  joint  promise  with  assignee. 
Doubted  whether  A.  and  B.  could  be  regarded  as  sureties, 
(p.  401.) 

8.  A  surety  may  stand  upon  the  very  terms  of  his  contract,  but  is 
as  much  bound  by  its  true  intent  and  meaning  as  the  principal 
(p.  401.) 

4.  Where  a  contract  relating  to  a  certain  invention,  was  made  prior 
to  the  grant  of  the  patent,  held  that  its  terms  were  based 
upon  the  undetermined  action  of  the  Patent  Office,  and  that 
it  must  be  assumed  that  the  parties  not  only  knew,  but  con- 
tracted in  view  of  the  probability  that  the  specification  might 
be  amended  or  withdrawn,     (p.  402.) 

[Citations  in  opinion  of  the  conrl :] 

Bonar  v.  McDonuld,  1  Enor.  I..  &  E.  8,  p.  401. 
Mc Williams  v.  Mason,  5  Duer,  276,  p.  401. 
Whitcher  v.  Hall,  6  Barn.  &  C.  269,  p.  401. 

*See  Explanation  of  Notes,  page  IIL 
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Bonser  o.  Cox,  4  Beav.  880,  p.  401. 
•  Glyn  V.  Hertell,  8  Taunt.  208,  p.  401. 
Barclay  v,  Lucas,  1  Term,  291,  p.  402. 
Miller  v.  Stewart,  9  Wheat.  703,  p.  402. 
Shaw  V.  Cooper,  7  Pet.  815  [4  Am.  &  Eng.  286],  p.  402. 
Grant  v.  Raymond,  6  Pet.  244  [4  Am.  &  Eng.  246],  p.  402. 
Stanley  v.  Whipple,  2  McLean,  35,  p.  402. 

In  error  to  the  Circuit  Court  of  the  United  States  for  the 
Northern  District  of  Illinois. 

This  was  a  special  action  in  assumpsit^  brought  in  the 
Circuit  Court  of  the  United  States,  for  the  Northern  Dis- 
trict of  Illinois,  by  Calvin  D.  Read,  against  the  present 
plaintiffs  in  error,  based  on  an  alleged  breach  of  a  special 
contract  to  execute  to  said  Read  their  two  joint  and  several 
notes  for  $1,500  each,  payable  at  a  specified  time. 

Read  and  Whitaker  being  the  joint  inventors  of  four  valua- 
ble improvements  to  reaping  and  mowing  machines.  On  the 
11th  day  of  March,  1857,  Read  executed  to  Whitalier  an 
assignment  of  the  said  inventions,  and  the  right  to  a  pat- 
ent for  the  same,  reciting  that  it  was  an  invented  improve- 
ment to  reaping  and  mowing  machines,  *'For  which  the 
said  Read,  in  company  with  the  said  Whitaker,  have  ap- 
plied for  letters  patent  of  the  United  States,"  that  Whit- 
aker had  paid  for  the  same  the  sum  of  $4,500.  The  said 
assignment,  in  order  to  clearly  identify  what  these  inven- 
tions were,  particularly  specified  them  to  be  ''AH  of  said 
inventions  as  fully  set  forth  and  described  in  the  specifica- 
tion which  I  (said  Read),  in  company  with  the  said  John 
T.  Whitaker,  have  prepared  and  executed  and  filed  with 
the  Commissioner  of  Patents  at  Washington  preparatory 
to  the  obtaining  letters  patent  therefor;"  and  to  leave  no 
doubt  as  to  this  point,  the  papers  not  being  present,  but  in 
Washington,  they  were  in  the  assignment  further  referred 
to  as  follows :  '*  All  of  which  said  claims  for  improvements 
and  invention,  are  the  same  used  by  Lloyd  and  Whitaker 
&  Co.,  in  the  manufacture  of  reapers  and  mowers  in  St. 
Charles,  Kane  county,  aforesaid,  on  reapers  and  mowers 
manufactured  by  them  during  the  years  1856  and  1857." 
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On  the  same  March  11th,  1867,  Whitaker,  in  connection 
with  Bowman  and  Lloyd,  entered  into  an  agreement 
with  Head  referring  to  said  assignment,  and  making  it  a 
part  of  said  agreement,  by  which  it  appeared  that  Whit- 
aker had  paid  Bead  $1,500  of  the  purchase  money, 
and  by  that  instrument  agreed  to  pay  Bread  the  re- 
maining sum  of  $3,000,  as  follows:  $1,500  on  the  first 
day  of  January,  1859,  and  $1,500  on  the  first  day  of  Janu- 
ary, 1860,  with  interest  at  ten  per  cent,  per  annum,  and  by 
which  John  Lloyd  and  Francis  H.  Bowman  agreed  further, 
in  connection  with  said  Whitaker,  that  "As  soon  as  the 
patent  for  the  improvement  to  grain  reapers  and  grass 
mowers  aforesaid  is  obtained  by  the  said  Read  and  Whit- 
aker, to  execute  unto  the  said  Bead  their  own  joint  and 
several  notes  for  said  amounts  payable  as  aforesaid,  with 
interest  as  aforesaid.'' 

The  case  also  shows  that  the  dd  damnum  of  the  declara- 
tion is  $4,000,  and  the  judgment  entered  is  $4,253.53  dam- 
ages, and  $51.07  costs. 

The  plaintiflE  proved  a  patent  issued  August  11,  1867,  to 
Bead  and  Whitaker  which  contained  only  one  of  the  four 
claims  of  the  invention  referred  to  in  said  agreement  and 
assignment  and,  subsequently,  four  other  patents  dated 
February  7,  1860,  purporting  to  be  reissues  upon  the  pat- 
ent of  August  11,  1857,  and  which  reissued  patents  did 
contain  the  said  four  inventions. 

By  both  the  plaintiflfs  and  defendant's  evidence  the 
specifications  themselves,  as  they  were  sworn  to  by  Bead 
and  Whitaker,  December  27,  1856,  and  filed  in  the  Patent 
Office  at  Washington,  May  18,  1857,  contained  the  four 
claims  of  invention  referred  to  in  the  agreement  and  as- 
signment. It  appeared  also  that  P.  Hanna,  the  attorney 
of  Bead  and  Whitaker,  on  the  25th  of  July,  1857,  with- 
drew three  of  their  said  claims,  by  virtue  of  the  power  and 
appointment  contained  in  their  original  petition  of  date, 
December  27,  1866,  and  on  the  11th  of  August,  1857,  ac- 
cepted a  patent  for  one  only  of  said  claims  as  specified  in 
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the  specifications  as  amended  by  Mr.  Hanna.  The  defend- 
ants, Bowman  and  Lloyd,  f nrther  showed,  that  on  the  12th 
of  February,  1869,  they  notified  Calvin  D.  Kead,  the  plain- 
tiff, that  they  considered  the  contract  for  giving  the  notes 
rescinded  and  at  an  end,  because,  although  reasonable  time 
had  elapsed,  the  patent  for  the  improvement  and  inven- 
tions referred  to  in  their  agreement  had  not  been  procured. 
Tt  also  appeared  that  Bowman  and  Lloyd  were  manufac- 
turers of  reapers  at  St.  Charles,  Illinois,  and  that  Whita- 
ker  was  interested  with  them  from  March  11,  1867,  when 
Read  left,  until  about  February,  1859,  and  that  they  were 
using  these  four  inventions  at  the  time  of  the  agreement, 
and  up  to  the  time  when  said  notice  was  given,  and  that 
then  the  said  use  ended. 

The  jury,  under  the  charge  of  the  court,  found  their  ver- 
dict for  the  sum  of  $3,000  damages,  with  interest  from  Sep- 
tember 1st,  1867,  for  which  sum,  viz. :  $4,262.53  and  $51.07 
costs,  judgment  was  entered  for  the  plaintiff. 

The  defendants  (plaintiff's  in  error)  now  move  for  a  new- 
trial  on  the  bill  of  exceptions  taken,  based  upon  the  judge's 
actual  instructions  to  the  jury,  and  the  refusal  to  give  the* 
instructions  requested  by  the  defendants,  and  they  make* 
the  following  points : 

Messrs.  Goodwin^  Larned  &  Ooodwin^  and  E^.  €i  Gav-^ 
rington^  for  plaintiffs  in  error : 

1.  Bowman  and  Lloyd  were  liable  to  Read  bb  sureties. 
Whitaker  is  the  principal  debtor,  and  Bowman  and  Lloyd 
contracted  simply  to  become  guarantors  of  the  payment  of 
the  debt  of  Whitaker. 

The  contract  recites  that  the  debt  for  which  they  agree 
to  become  liable  is  for  the  price  of  certain  inventions  pur- 
chased by  Whitaker  of  Read,  and  no  new  consideration  to 
Bowman  and  Lloyd.  Where  the  contract  is  to  pay  the 
debt  of  another  without  any  new  consideration  to  the  party 
so  contracting,  the  obligation  is  to  be  construed  as  one  of 
suretyship. 
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1  Pars.  Cont.,  book  3,  ch.  8,  p.  498. 

2.  The  obligation  of  Bowman  and  Lloyd,  the  sureties  on 
the  contract,  was  not  absolute,  but  contingent  upon  the 
condition  precedent  that  a  patent  for  the  specified  improve- 
ments should  first  have  been  entered  ;  and  the  issue  of  such 
patent  for  such  improvements  was  indispensable  to  their 
liability.  If  no  patent  ever  issued,  although  Whitaker 
was  still  liable  to  Read  for  the  sum  agreed,  Bowman  and 
Lloyd  could  not  be  called  upon  to  bt3Come  sureties  for  its 
payment, 

3.  The  issue  of  the  patent  for  the  specified  improvements 
being  a  condition  precedent  to  the  liability  of  Bowman 
and  Lloyd,  such  condition  must  have  been  performed 
within  a  reasonable  time,  and  at  least  prior  to  the  time 
when  the  debt,  for  which  they  thus  contingently  bound 
themselves  to  become  liable,  became  due ;  and  no  obtain- 
ing of  a  patent  subsequent  to  such  time  would  have  been 
sufficient. 

4.  It  was  the  right  of  Bowman  and  Lloyd,  at  any  time 
after  the  debt  of  Whitaker  had  become  due  from  him  to 
Bead,  if  no  patent  had  been  issued  for  the  si)ecified  inven- 
tions, to  give  the  notice  to  Bead  set  out  in  the  bill  of  ex- 
ceptions, and  no  issue  of  a  patent  subsequently  to  such 
notice  could  make  them  liable. 

6.  The  issue  of  a  patent  for  all  the  improvements  speci- 
fied was  necessary,  in  order  to  hold  Bowman  and  Lloyd, 
and  the  patent  of  the  11th  of  August,  1857,  offered  in 
evidence,  being  for  only  one  of  the  four  specified  inven- 
tions, is  not  a  performance  of  the  condition  precedent,  and 
is  not  sufficient  to  make  Bowman  and  Lloyd  liable. 

6.  From  the  date  of  the  contract  to  its  maturity,  the  con- 
dition precedent  to  Bowman  and  Lloyd's  liability  remained 
unperformed,  and  in  consequence  Bowman  and  Lloyd  were 
discharged.  The  reissue  of  a  patent  takes  effect  to  vest 
the  monopoly  in  the  improvements  described  in  such  re- 
issued patent,  only  from  the  date  of  snch  reissue ;  but  the 
liability  of  Bowman  and  Lloyd  to  Bead  was  expressly  con- 
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tingent  npon  such  monopoly  of  all  said  inventions  being 
vested  by  a  patent  in  Whitaker  prior  to  the  time  when 
their  obligation  to  pay  such  debt  should  take  effect. 
Moffitt  V.  Garr,  1  Black,  273  [p.  Ill  arUe]. 

7.  There  was  no  evidence  properly  before  the  jnry  of  the 
issue  of  any  patent  bat  that  of  Angnst  11, 1847.  The  decla- 
tion  alleges  the  issue  of  no  other  patent,  and  there  is  no 
averment  as  to  any  surrender  of  such  patent  under  the  sim- 
ple allegation  of  the  issue  of  a  patent,  August  11, 1867.  It 
was  not  competent  to  prove  the  surrender  of  such  patent 
and  the  reissue  of  the  four  patents  of  February  7th,  1860. 
This  evidence  was  duly  objected  to,  and  its  admission  was 
error. 

1  Chit.  PL,  257,  268,  323,  326. 

8.  The  court  erred  in  instructing  the  jury  that  "Bow- 
man and  Lloyd  were  bound  by  the  contract  in  the  same 
manner  precisely  that  Whitaker  himself  was  bound."  The 
obligations  of  Whitaker  and  of  Bowman  and  Lloyd  are  not 
identical.  Whitaker  is  bound  as  principal ;  Bowman  and 
Lloyd  as  sureties.  Whitaker  is  bound  to  pay  the  agreed 
price  to  Bead,  whether  any  patent  issued  or  not ;  Bowman 
and  Lloyd  are  only  conditionally  liable. 

9.  The  true  construction  of  this  last  clause  of  the  con- 
tract, as  we  contend,  is  to  regard  such  clause  as  containing 
solely  the  contract  of  Bowman  and  Lloyd  in  the  same  man- 
ner as  if  the  foregoing  part  of  the  contract  had  been  signed 
by  Whitaker,  with  the  clause  omitted  and  then  the 
clause  indorsed  upon  the  contract  or  written  beneath  it 
and  signed  by  Bowman  and  Lloyd  only. 

10.  If,  however,  the  last  clause  can  properly  be  construed 
as  having  any  application  to  Whitaker,  it  is,  so  far  as  he  is 
concerned,  an  agreement  to  become  a  party  with  Bowman 
and  Lloyd  to  a  joint  and  several  note,  which  note,  as  to 
Whitaker,  would  be  simply  a  further  evidence  of  a  debt 
which  he  was  already  bound  by  his  contract  to  pay,  and  in 
such  view  of  the  clause,  Whitaker' s  obligation  to  give  such 
note  would  not  be  absolute,  but  would  be  conditional  upon 
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the  same  condition  as  the  obligation  of  Bowman  and  Lloyd 
to  give  it.  The  note  was  to  be  joint  and  several,  and  he 
could  only  be  bound  to  give  such  note  when  Bowman  and 
Llovd  were  bound. 

It  was  error  to  instruct  the  jury  that  the  true  con- 
struction of  this  last  clause  was,  that  "Whitaker  was 
bound  by  this  clause  whenever  the  contingency  contem- 
plated actually  occurred ;  and  when,  therefore,  the  letters 
patent  were  issued  upon  the  specifications,  whether  as  they 
originally  stood  or  as  modified,  Whitaker  was  bound  to 
execute  the  notes,  and  that  this  determines  the  obligation 
of  Bowman  and  Lloyd." 

11.  The  court  erred  in  instructing  the  jury  that,  as  *'By 
the  agreement  between  Read  and  Whitaker  it  was  under- 
stood between  them  that  the  specifications  might  be  altered, 
modified,  or  changed  by  Mr.  Hanna;  therefore  Bowman 
and  Lloyd  were  bound  by  such  changes  and  modifica- 
tions." 

12.  The  principles  of  law  applicable  to  this  case,  that  the 
undertaking  of  a  surety  is  to  receive  a  strict  interpretation, 
and  not  to  be  extended  by  implication ;  that  he  is  bound  to 
the  extent  and  in  the  manner  and  under  the  circumstances 
pointed  out  in  his  obligation,  and  no  further ;  that  it  is  not 
suflScient  that  he  may  sustain  no  injury  by  a  change  in  the 
contract,  or  that  it  may  be  for  his  benefit ;  that  he  has  a 
right  to  stand  upon  the  very  terms  of  his  contract,  and  if 
he  does  not  assent  to  any  variation  of  it,  and  a  variation  is 
made,  he  is  discharged,  are  so  well  settled  as  hardly  to  re- 
quire a  reference  to  cases. 

Miller  v.  Stewart,  9  Wheat.  680,  and  cases  cited ;  Leg- 
gett  V.  Humphrey,  21  How.  75,  76 ;  McWilliams  v.  Mason, 
6  Duer,  276 ;  U.  S.  v.  Tillotson,  1  Paine,  C.  C.  305. 

And  it  is  well  settled,  that  an  engagement  upon  sufficient 
consideration  for  the  performance  of  an  act  by  a  third  per- 
son is  binding,  although  such  performance  depends  entirely 
on  the  will  of  such  third  person. 
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Chit.  Cont.,  4th  ed.,  p.  62,  and  cases  cited ;  Lloyd  v. 
Crispe,  6  Tkunt.  249  ;  9  Bingham,  68. 

13.  The  judgment  rendered  exceeds  the  ad  damnum  in 
the  declaration.    This  is  error. 

Messrs.  S.  B.  Oookins  and  Roberts^  for  dtfendant  in 
error: 

Throagh  inadvertance  in  the  pleader  the  ad  damnum  in 
the  declaration  was  not  made  high  enoogh.  The  excess  of 
the  verdict  and  jadgment,  1262.68,  has  been  remitted  in 
this  court,  in  conformity  to  the  precedent  established  in 
the  case  of  The  Bank  of  Kentucky  v.  Ashley,  2  Pet.  327 ; 
in  accordance  with  which,  and  with  the  rule  laid  down,  in  1 
Tidd,  Pr.  715,  if  the  plaintiff  in  error,  after  notice  of  the 
remittitur  goes  on  and  fails,  he  will  be  liable  for  costs. 
Due  notice  has  been  given. 

The  condition  in  the  contract  sued  on,  was  intended  to 
cover  a  patent  for  one  claim  only. 

The  patent  of  August  11  did  cover  the  whole  invention, 
the  four  claims  and  all. 

It  was  admitted  by  the  defendant  below  on  the  trial,  as 
stated  in  His  Honoi'^s  instructions  to  the  jury,  that  the  four 
reissues  of  February  7,  1860,  covered  all  the  improvements 
and  claims  that  were  contained  in  the  original  specifica- 
tions. It  is  a  familiar  principle,  that  a  reissue  can  cover 
only  what  was  originally  patented  ;  the  reissue  secured  in 
form  what  was  before  secured  in  fact. 

Stanley  v.  Whipple,  2  McLean,  36 ;  Smith  v.  Pearce,  2 
McL.  176 ;  Woodworth  v.  Hall,  1  Wood.  &  M.  248,  267 ; 
Grant  ©.  Raymond,  6  Pet.  220  [4  Am.  &  Eng.  245]  ;  Shaw 
V.  Cooper,  7  Pet.  292,  316  [4  Am.  &  Eng.  286]. 

It  was  argtied  in  the  court  below  that  Bowman  and  Lloyd 
were  sureties,  and  that  they  conld.be  held  liable  only  upon 
a  strict  compliance  with  the  condition. 

If  they  were  sureties,  that  makes  no  difference ;  for  sure- 
ties are  as  much  bound  by  the  true  intent  of  instruments 
as  principals. 
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Roth  V.  Miller,  16  Serg.  &  R.  100. 

It  is  only  when  the  creditor  and  the  principal  have  col- 
luded to  deceive  or  defraud  the  surety,  by  inveigling  him 
into  the  undertaking,  or  have  done  some  act  to  his  preju- 
dice after  the  contract  was  entered  into,  that  the  surety  can 
complain. 

Carson  v.  Hill,  1  McMullan,  76 ;  State  Bank  v.  Kerr,  Id. 
I'i9 ;  Mc Williams  v.  Mason,  6  Duer.  276,  and  cases  there 
cited ;  Miller  v.  Stewart,  9  Wheat.  680. 

Had  not  the  pleader,  in  drafting  the  declaration,  alleged 
t  he  issuance  of  the  patent,  I  should  have  insisted  that  there 
was  no  precedent  condition  to  be  performed  by  Read ;  for 
I  believe  the  law  is,  that  if  a  promise  is  made  to  pay  a  cer- 
tain sum  of  money  at  a  certain  time,  with  a  condition  an- 
nexed which  may  never  be  performed,  the  promise  is  not 
dependent,  but  absolute. 

Stevens  v.  Blunt,  7  Mass.  240 ;  Harlow  v.  Boswell,  15 
111.  66 ;  McCarty  v.  Howell,  24  111.  341. 

Finally,  it  appears  that  substantial  justice,  the  only  le- 
gitimate aim  of  all  litigation,  has  been  done.  I  think  the 
instruction  complained  of  was  clearly  right ;  but  whether 
right  or  wrong,  if  the  verdict  is  right,  upon  the  evidence, 
it  ought  not  to  be  set  aside. 

Harris  v.  Doe,  4  Blackf.  369 ;  Gillett  v.  Sweat,  1  Gilm. 
476 ;  Greenup  v.  Stoker,  3  GHlm.  202. 

Mr.  Justice  Clifford  delivered  the  opinion  of  the  court. 

This  is  a  writ  of  error  to  the  Circuit  Court  of  the  United 
States  for  the  Northern  District  of  Illinois.  The  principal 
question  in  the  case  arises  upon  the  exceptions  of  the  de- 
fendants to  the  instructions  given  by  the  court  to  the  jury. 
Other  exceptions  were  taken  by  the  defendants  to  the  rul- 
ings of  the  court,  and  to  refusal  of  the  court  to  instruct  the 
jury  as  requested  ;  but  the  whole  substance  of  the  contro- 
versy between  the  parties,  and  of  the  errors  assigned  in  the 
record,  is  involved  in  the  exceptions  to  the  instructions  of 
the  court.     Defendant  in  error  and  the  first  named  plain- 
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tiff  were  inventors  of  a  certain  improvement  in  reaping  and 
mowing  machines,  and  were  joint  owners  of  the  improve- 
ment. They  applied  to  the  Patent  Office  for  letters  patent, 
and  employed  a  patent  solicitor  to  prosecute  their  claim 
before  the  commissioner.  Application  was  filed  on  the  18th 
day  of  May,  1867,  and  it  is  conceded  that  the  specifications 
accompanying  the  same  contained  a  description  of  the  en- 
tire improvement.  Pending  the  application,  and  before 
the  letters  patent  were  granted,  Whitaker,  the  principal 
defendant  in  the  court  below,  agreed  with  his  associate  in- 
ventor to  purchase  of  him,  for  the  sum  of  $4,500,  all  the 
right,  title  and  interest  which  the  latter  had  or  might  have 
in  and  to  the  invention,  in  consequence  of  the  letters  patent 
granted  or  to  be  granted  therefor ;  and  in  consideration  of 
that  sum  the  plaintiff  in  the  court  below,  who  was  the  other 
inventor,  assigned  and  set  over  to  the  party  first  named  the 
full  and  exclusive  right  to  all  of  the  invention,  as  set  forth 
and  described  in  the  specifications  ;  and  the  contract  was 
that  the  assignee  should  have  and  hold  the  invention  to 
him  and  his  assigns,  as  fully  as  the  same  would  have  been 
enjoyed  by  the  assignor  if  the  assignment  and  sale  had  not 
been  made.  Introductory  part  of  the  instrument  described 
the  invention  as  an  improvement  in  reaping  and  mowing 
machines,  for  which  the  inventors  had  applied  for  letters 
patent.  Assignor  also,  by  the  same  instrument,  ^4n  con- 
sideration aforesaid,  and  also  of  one  dollar"  to  him  paid, 
assigned  and  set  over  to  the  same  assignee,  all  right,  title 
and  interest  in  and  to  three  certain  claims  to  inventions, 
described  as  made  by  the  same  inventors,  and  for  which 
the  specifications  had  not  been  fully  prepared.  Suit  was 
brought  in  this  case,  by  the  assignor  in  that  instrument,  to 
recover  the  sum  of  $8,000  as  the  unpaid  balance  of  the  con- 
sideration for  the  title  and  interest  of  the  invention  as  con- 
veyed. 

Declaration  was  an  assumpsit^  and  was  founded  upon  a 
contemporaneous  written  agreement,  signed  by  the  assignee 
in  that  assignment,  and  the  other  two  defendants.     Agree- 
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ment  declared  on  refers  to  the  instrument  of  assignment, 
describes  the  subject-matter  assigned  as  improvements  *^  to 
grain  reapers  and  grass  mowers^  belt  tightener,"  &c.,  speci- 
fies the  entire  consideration,  states  that  the  balance  anpaid 
is  $3,000,  and  that  the  same  is  to  be  paid  in  two  annual  in- 
stalments, with  interest  at  ten  per  cent,  per  annum,  and 
concludes  with  what  is  the  material  clause  in  the  contro* 
versy.  Substance  of  the  clause  is  that  the  defendants 
agreed  to  execute  to  the  assignor  of  the  invention  their 
joint  and  several  notes  '^  for  said  amgunts,  payable  as  afore^ 
said,  with  interest,  as  aforesaid,"  as  soon  as  the  patent  for 
the  improvement  in  the  grain  reaper  and  grass  mower  afore- 
said is  obtained  by  the  said  inventors.  Material  allegations 
of  the  declaration  are,  that  the  letters  patent  described  in 
the  agreement  were,  on  the  11th  day  of  August,  1867,  duly 
obtained,  and  that  the  defendants,  after  due  notice  thereof, 
neglected  and  refused  to  give  to  the  plaintiff  their  joint  and 
several  notes  as  they  had  agreed  to  do.  Plea  was  non  as- 
sumpsit, and  the  verdict  and  judgment  were  for  the  plain- 
tiff. 

I.  Principal  defense  is,  that  by  the  true  construction  of 
the  agreement,  no  right  of  action  against  the  last  two  de- 
fendants was  to  accrue  to  the  plaintiff,  unless  letters  patent 
for  all  the  improvements  specified  in  the  assignment  were 
obtained  within  a  reasonable  time,  and  that  inafimuch  as 
the  patent  of  the  11th  of  August,  1867,  waa  for  one  onlj/  of 
the  four  specified  improvements,  the  plaintiff,  as  against 
those  defendants,  is  not  entitled  to  recover.  Reference 
must  be  made  to  the  circumstances  under  which  the  con- 
tract was  made,  as  affording  the  means  of  applying  the 
language  employed  in  the  instrument  to  the  subject-matter 
of  the  agreement.  Parties  agreed  that  there  were  four  im- 
provements, but  they  all  related  to  grain  reapers  and  grass 
mowers,  as  the  machines  are  called  in  the  written  contract. 
Specifications  of  the  patent  of  the  11th  of  August,  1867, 
embraced  all  of  the  improvements  described  in  the  assign- 
ment,  but  the  claim  of  the  patent  limited  the  invention  to 
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the  tubular  finger  bar,  therein  described,  which  is  by  far 
the  most  important  feature  of  the  entire  improvement,  and 
really  constitutes  the  principal  merit  of  the  invention. 
Description  of  the  improvement  in  the  assignment  is 
that  it  is  an  improvement  in  reaping  and  mowing  ma- 
chinesn  and  there  can  be  no  doubt  that  it  was  regarded 
by  the  parties  as  constituting  the  principal  matter  of  the 
assignment  and  transfer.  But  the  other  improvements  are 
embraced  in  the  assignment,  and  cannot  be  separated  from 
the  consideration  specified  in  the  instrument.  Two  of  the 
claims  are  described  as  the  subjects  of  one  application, 
and  the  other,  as  an  invention  for  a  belt  ^^  tightener,"  ope- 
rated by  a  right  and  left  hand  screw.  They  were  four  in 
all,  and  in  point  of  fact  were  all  described  in  the  original 
specification,  and  are  the  same  as  those  described  in  the  re- 
issued patents  set  forth  in  the  record. 

First  one,  as  before  stated,  consists  of  an  improvement 
in  the  construction  of  the  finger  bar  in  reaping  and  mowing 
machines,  substituting  a  rolled  tubular  finger  bar  in  the 
place  of  the  solid  bar  previously  used. 

Second  one  consists  of  an  improvement  in  the  arrange- 
ment and  combination  of  the  raker's  seat  with  a  support- 
ing wheel,  and  the  frame  and  finger  bar  of  the  machine. 

Third  one  consists  of  an  improvement  in  the  mode  of 
mounting  the  driving  wheel,  and  of  driving  the  pulley  that 
communicates  motion  to  the  belt  and  reel  pulley. 

Fourth  one  consists  of  an  improvement  for  tightening  the 
belt  which  draws  the  reel  for  the  purpose  of  gathering  the 
grain  into  the  sickle. 

Obviously  the  improvements  are  but  jmrts  of  the  same 
invention,  and  the  evidence  shows  that  the  parties  to  the 
assignment  had  invented  them  all  before  the  date  of  that 
instrument.  Precise  date  of  the  invention  does  not  appear; 
but  it  does  api)ear  that  all  of  the  parties  to  the  written 
agreement  were  partners  in  1866,  and  that  the  partnership 
used  the  improvement  in  the  manufacture  of  machines. 
When  the  plaintiff  assigned  his  interest  in  the  invention  to 
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the  first  named  defendant  he  retired  from  the  firm,  and  the 
other  partners  continued  the  business,  using  all  four  of  the 
improvements.  Express  reference  is  made,  both  in  the  as- 
signment and  in  the  agreement,  to  the  pendency  of  the  ap- 
plication for  a  patent,  in  respect  to  the  principal  improve- 
ment, and  in  the  latter,  both  to  the  pending  specifications 
and  to  those  which  were  "not  fully  made."  Such  refer- 
ence to  the  specifications  and  pending  proceedings  render 
it  allowable  to  examine  those  documents  in  connection  with 
the  assignment  and  agreement,  as  means  of  ascertaining 
the  true  intent  and  meaning  of  the  parties. 

Pending  application  for  the  patent  was  dated  the  27th 
day  of  December.  1856,  and  was  signed  by  both  of  the  in- 
ventors. Authority  was  therein  conferred  upon  their  so- 
licitor to  alter  or  modify  the  drawings,  specifications  and 
claims  thereunto  attached,  in  such  manner  as  circumstances 
might  require,  or  to  withdraw  the  application  altogether 
should  it  be  deemed  advisable,  and  in  that  event  to  receive 
and  receipt  for  such  sums  of  money  as  should  be  returnable 
under  the  Act  of  Congress  in  that  case  made  and  provided. 

Pursuant  to  the  authority  conferred  by  both  the  invent- 
ors, he  amended  the  specifications  and  received  the  patent 
described.  Effect  of  the  assignment  was  not  only  to  trans- 
fer the  whole  title  of  the  several  improvements  to  the  as- 
signee, but  also  to  confer  upon  him  the  entire  control  of  the 
pending  application  for  lettei*s  patent.  He  could  cancel  the 
authority  of  the  solicitor,  or  he  could  suffer  it  to  remain 
without  restriction  or  limitation.  Plaintiff  reserved  no  con- 
trol in  the  matter,  and  it  does  not  appear  that  he  ever  at- 
tempted to  interfere  in  the  premises.  Purchase  of  the  as- 
signee was  an  absolute  one,  and  he  was  bound  to  pay  the 
consideration  at  all  events.  Plainly  the  other  defendants 
were  not  parties  to  the  assignment,  nor  were  they  parties 
to  the  promise  of  the  assignee  to  pay  the  consideration,  as 
therein  specified  and  repeated  in  the  introductory  part  of 
the  written  agreement. 

Their  promise  is  contained  in  the  last  clause  of  the  in- 
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strument,  and  it  is  conditional ;  but  it  is  a  mistake  to  sap- 
pose  that  it  is  not  a  joint  one  with  the  assignee.  Neither 
the  assignee  nor  the  other  two  defendants  promised  to  give 
their  notes  for  the  consideration,  excepting  on  the  happen- 
ing of  the  condition  therein  specified.  Legal  effect  of  the 
promise  by  all  three  was,  that  they  wonld  give  their  joint 
and  seversd  notes  for  the  two  unpaid  instalments,  **  paya- 
ble as  aforesaid,  with  interest  aforesaid,''  as  soon  as  the 
patent  for  the  improvement  in  the  grain  reaper  and  grass 
mower  aforesaid  was  obtained  by  the  inventor.  Obligation 
to  perform  was  made  dependent  upon  the  future  and  unde- 
termined action  of  the  patent  officer.  Applicants  for  pat- 
ents may,  by  law  and  the  usages  of  the  bureau,  amend 
their  specifications,  and  do  everything  authorized  to  be 
done  by  the  patent  solicitor  in  this  case.  Assignee  knew 
what  authority  he  and  his  associate  inventor  had  conferred 
upon  the  solicitor,  and  it  must  be  understood  that  the  other 
defendants  also  knew  what  was  the  law  upon  the  subject 
and  the  general  usage  of  the  Patent  Office.  Insti-uctions 
of  the  court,  therefore,  were  right,  that  when  the  letters 
patent  were  issued,  the  assignee  was  bound,  by  the  letter 
and  spirit  of  his  contract,  to  execute  his  notes.  Defendants 
are  right  in  supposing  that  a  surety  may  stand  upon  the 
very  terms  of  his  contract ;  that  he  will  be  discharged  if 
any  alteration  is  made  in  his  agreement,  without  his  knowl- 
edge or  consent,  which  prejudices  him,  or  which  amounts 
to  the  substitution  of  a  new  agreement  for  the  one  he  exe- 
cuted. Bonar  v.  McDonald,  1  Eng.  L.  &  E.  8 ;  Mc Wil- 
liams V.  Mason,  6  Duer.  276 ;  Whitcher  v.  Hall,  5  Bam.  & 
C.  269 :  Bonser  v.  Cox,  4  Beav.  380 ;  Glyn  v.  Hertel,  8 
Taunt,  208. 

But  sureties  are  as  much  bound  by  the  true  intent  and 
meaning  of  their  contracts  which  they  voluntarily  subscribe 
as  principals.  They  are  bound  in  the  manner,  to  the  ex- 
tent, and  under  the  circumstances  as  they  existed  when  the 
contract  was  executed.  Roth  v.  Miller,  16  Serg.  &  R.  100. 
Strong  doubts  are  entertained  whether  any  one  of  the  de- 
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fendants  can  be  regarded  as  a  snrety,  but  it  is  unnecessary 
to  decide  that  question  at  the  present  tima  Terms  of  the 
contract,  or  that  part  of  it  under  consideration,  were  based 
on  the  undetermined  action  of  the  Patent  Office,  and  in 
consideration  of  that  fact  it  must  be  assumed  that  the  par- 
ties  not  only  knew  that  the  specifications  might  be  amended 
or  withdrawn,  but  that  they  contracted  in  view  of  the 
probability  that  such  changes  might  be  made.  Barclay  d. 
Lucas,  1  Term,  291,  n./  Miller  v.  Stewart,  9  Wheat.  708 ; 
4  Stat,  at  Large,  122. 

Patentees,  also,  are  clothed  with  the  power,  whenever  the 
patent  granted  shall  be  inoperative  or  invalid  by  reason 
of  a  defective  or  insufficient  description  or  specification,  if 
the  error  arose  from  inadvertency,  accident  or  mistake, 
to  surrender  the  same ;  and  thereupon  the  Commissioner  of 
Patents,  upon  the  payment  of  the  duty,  is  authorized  to 
cause  a  new  patent  to  issue.  Re-issue  must  be  for  the  same 
invention,  and  in  judgment  of  law  it  is  only  a  continuation 
of  the  original  patent ;  and  consequently,  the  rights  of  the 
patentee,  except  as  to  prior  infringements,  are  to  be  ascer- 
tained by  the  law  under  which  the  original  application  was 
made.  Shaw  u.  Cooi)er,  7  Pet.  316  [4  Am.  &  Eng.  286] ; 
Grant  «.  Raymond,  6  Pet.  244  [4  Am.  &  Eng.  245]  ;  Stanley 
«.  Whipple,  2  McLean,  85. 

Original  patent  in  this  case  was  surrendered,  and  on  the 
7th  of  February,  1880,  four  distinct  re-issues  were  granted. 
Prior  patent,  as  already  explained,  embraced  all  those  im- 
provement  in  its  specifications,  but  the  claim  was  restricted 
to  the  principle  improvement.  Object  of  the  surrender  was 
to  correct  that  j)art  of  the  specification  known  as  the  claim, 
and  it  is  admitted  by  the  defendants  that  the  re-issues  cover 
all  the  improvements  specified  in  the  assignment,  and  no 
more  than  what  was  embraced  in  the  original  specifications. 
Under  the  circumstances,  we  are  of  the  opinion  that  the  in- 
struction of  the  court,  that  the  declaration  is  sufficient,  was 
correct.  Considering  the  state  of  the  record,  we  have  not 
thought  it  necessary  to  reproduce  the  instructions  of  the 
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court,  but  have  preferred  to  state  our  views  of  the  law 
applicable  to  the  case,  and  only  wish  to  add  that  the  in- 
structions of  the  court  were  in  all  substantial  respects 
correct. 

The  decree  qf  the  Circuit  Qourt^  tJierefore^  is  afflrmed^ 
with  costs. 

Pfotet 

4.  Amendments  to  original  application. 

See  Godtrey  v.  Eames,  1  Wall  817,  p.  174  ante  note  L 
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THE  SUFFOLK  MANUFACTURING  CO.,  PLAINTIFF 
IN  ERROR,  V.  ISAAC  HAYPEN.* 

8  WaU.,  815^8ao.    I>ec.  Term,  186S. 

[Bk.  18,  L.  ed.  76;  2  Whit.  140.] 

Argaed  January  2,  1866.     Decided  Jannary  22,  1866. 

Affirming  Hayden  v.  Sa£Folk  Mnfg.  Co.,  4  Fish.  86. 

Failure  to  claim  matter  described,  Tux)  applicatione  pending 
at  same  time.  Measure  of  dam^ee  in  absence  of  license  fee. 
Recovery  of  damages.     Bight  to  continue  use. 

1.  Held  that  the  improvement  claimed  in  letters  patent  No.  18,742, 

L  Hayden,  December  1,  1857,  Long  Trunk  for  cleaning  Cot- 
ton, was  not  abandoned  by  describing  but  failing  to  claim  it 
in  his  prior  patent  No.  16,883,  March  17,  1857,  Cotton  clean- 
ing Machinery,  as  an  application  for  the  latter  patent  was  pend- 
ing before  the  Patent  Office  at  the  time  of  the  grant  of  the 
prior  patent     (p.  435.) 

2.  Of  two  patents  to  the  same  inventor  for  the  same  invention  the 

last  is  void.     (p.  436.) 

5.  Letters  patent  No.  29,971,  L  Hayden,  September  11,  1860,  Cot- 

ton Cleaner,  is  not  for  the  same  invention  as  his  patent  No. 
18,742,  December  1,  1857,  Long  Trunk  for  cleaning  Cot- 
ton, (p.  436.) 
4.  In  the  absence  of  an  established  patent  or  license  fee,  to  estab- 
lish the  measure  of  damages  a  charge  to  the  jury  to  consider 
evidence  of  the  utility  and  advantage  of  the  invention  over 
the  old  modes  or  devices  that  had  been  in  use  for  working 
out  a  similar  result,  was  sustained,     (p.  437.) 

6.  Damages  are  to  be  estimated  for  the  period  of  the  infringement 

and  not  for  the  whole  term  of  the  patent     (p.  438.) 
6.  A  recovery  of  damages  for  the  period  of  infringement  does  not 
vest  the  infringer  with  a  right  to  continue  the  use.     (p.  438.) 

*See  Explanation  of  Notes,  page  III. 
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In  error  to  the  Circuit  Court  of  the  United  States  for  the 
District  of  Massachusetts. 

The  defendant  in  error,  who  was  plaintiff  in  the  court  be- 
low, declared  in  his  first  count  on  letters  patent,  which  are 
designated  in  the  bill  of  exceptions  as  patent  B  ;  and  in  his 
second  count  oif  letters  patent,  designated  in  the  bill  of  ex- 
ceptions as  patent  C. 

At  the  trial,  patent  C  was  withdrawn  from  the  case  and 
the  verdict  was  rendered  on  patent  B  only. 

The  first  question  which  arises  on  the  bill  of  exception 
respects  the  validity  of  patent  B. 

The  material  facts  are  that,  on  the  11th  day  of  December, 
1804,  the  plaintiff,  being  the  original  and  first  inventor  of 
new  and  useful  improvements  in  cotton  cleaners,  made  ap- 
plication to  the  Commissioner  for  letters  patent  therefor 
designated  in  the  bill  exceptions  in  patent  A. 

The  nature  of  these  improvements  may  be  characterized 
as  consisting  in  certain  described  changes  made  by  Hayden 
in  the  interior  arrangements  of  an  elongated  trunk  for 
cleaning  cotton. 

While  this  application  for  patent  A  was  still  pending, 
Hayden  made  another  improvement,  in  the  form  of  the 
trunk. 

Hayden  claimed  this  new  improvement  both  separately 
and  in  combination  with  his  application  for  patent  A.  On 
November  1, 1855,  he  filed  his  application  for  letters  patents, 
and  on  the  17th  day  of  March,  1857,  letters  patent  for  pat- 
ent '*A"  were  issued  to  him,  in  the  specification  whereof 
he  claims  the  improvement  in  the  form  of  the  trunk,  botli 
separately,  and  in  combination  with  his  other  improve- 
ments ;  but  he  makes  no  claim  in  this  specification  to  bis 
improvement4S  in  the  interior  arrangements  of  the  trunk, 
because  an  application  for  letters  patent  for  those  interior 
arrangements  had  been  pending  before  the  Commissioner 
ever  since  the  11th  of  December,  1864. 

Hayden  was  not  in  any  default  whatever  in  reference  to 
the  delay  of  the  Commissioner  to  act  on  his  first  applica- 
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tioti  for  x>&teiit  A.  On  tlie  16th  of  Jane,  1857,  Hay  den 
made  another  application  for  letters  patent  for  what  the 
judge  at  the  trial,  at  the  request  of  the  defendant,  ruled  to 
be  the  same  improvements  previously  applied  for  on  the 
11th  of  December,  1854 ;  and  upon  this  second  application, 
the  letters  patent  (B)  were  granted  December  1st,  1857,  being 
the  same  declared  on  in  the  first  count  of  the  declaration, 
and  on  which  the  verdict  for  the  plaintiff  was  found. 

At  the  trial  the  defendants'  counsel  requested  the  judge 
to  rule  that  patent  ^^B"  is  inoi)erative  and  void,  because 
the  improvements  in  the  intei-ior  arrangement  of  the  trunk, 
which  are  described  and  claimed  in  parent  "B,"  being  also 
described  and  not  claimed  in  patent  *'A,"  by  the  legal 
operation  of  i>atent  ''A,"  were  surrendered  to  the  public 
use. 

The  judge  refused  so  to  rule,  and  this  refusal  raises  the 
first  question. 

The  patents  referred  to  are  as  follows : 

ISAAC  HAYDEN  OF  LAWRENCE,  MASS. 
Letters  Patent  No.  16,888.     Dated  March  17,  1857.. 

Cottoic-Clbanino  Maohinery. 

The  Bchedtde  referred  to  in  these  Letters  Patent  and  making  partr 

of  the  same. 

To  all  whom  it  map  concern : 

Be  it  known  that  I,  Isaac  Hayden,  of  Lawrence,  in  the 
county  of  Essex,  and  State  of  Massachusetts,  have  invented 
a  new  and  useful  apparatus  to  be  applied  to  machines  for 
cleaning  and  separating  wool,  cotton,  far  and  other  fibrous 
substances,  and  I  do  hereby  declare  that  the  same  is  de- 
scribed and  represented  in  the  following  specifications  and 
drawings : 

To  enable  others  skilled  in  the  art  to  make  and  use  my  in- 
vention, I  will  proceed  to  describe  its  construction,  use  and 
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operation,  referring  to  the  drawings  in  which  the  same  let- 
ters indicate  like  parts  in  each  of  the  figures.  Fig.  1,  is  a 
plan  of  my  invention,  with  one-half  of  the  top  removed  to 
show  the  screen. 

Fig.  2,  is  a  sectional  elevation  representing  Fig.  1,  cut 
through  the  line,  A  B. 

The  design  and  object  of  my  apparatus,  when  applied  to 
machines  for  cleaning  cotton  and  other  fibrous  substances 
is,  to  make  the  machine  clean  the  cotton,  more  perfectly  by 
blowing  or  drawing  it,  when  separated  into  very  small 
flakes,  or  loose  open  locks,  through  a  long  trunk,  provided 
with  numerous  cross  partitions  on  its  bottom  ;  these  par- 
titions and  the  spaces  between  them  being  covered  with  a 
wove  wire  screen  or  net,  with  open  meshes  large  enough  to 
allow  the  blast  of  air  blown  through  the  trunk  to  circulate 
freely  through  them,  but  so  small  that  only  the  short  fibres 
of  cotton  will  be  blown  through,  while  the  dirt,  dust,  sand 
and  other  refuse  matter  mixed  with  the  cotton,  which  are 
heavier  than  the  cotton,  will  fall  through  the  meshes  in  the 
wove  wire  screen,  and  remain  between  the  partitions  until 
they  are  removed,  while  the  cotton  is  blown  through  the 
trunk  over  the  screen  after  precipitating  all  extraneous 
matter,  which  was  mixed  with  it,  through  the  screen,  it 
passes  out  of  the  trunk  into  the  receptacle  or  devices  pre- 
pared to  receive  it ;  being  far  better  cleaned  than  it  has  ever 
been  done  before  by  any  machine  heretofore  known. 

The  area  of  the  trunk  above  the  screen  may  be  increased 
by  making  it  larger  towards  its  rear,  and  by  gradually  in- 
creasing its  height  or  width,  or  both,  so  that  the  blast  of 
air,  which  conveys  the  materials  through  the  trunk  will 
move  gradually  slower,  so  as  to  allow  the  light  and  fine,  or 
such  portions  of  the  materials  as  are  intended  to  be  sep- 
arated, time  to  be  precipitated  and  fall  through  the  screen 
before  the  current  of  air  which  holds  them  in  suspension 
escapes  from  or  passes  out  of  the  trunk.  Some  portion  of 
the  trunk  may  be  covered  with  sheet  metal,  or  other  baths. 


^•» 


J.  Maydeji, 
Co  item  ficJcer 

/b/ejr/edJfar/t'esr 


Dec.,  1865.]  SUFFOLK  MNFG.  00.  v.  HAYDEN.  411 

Statement  of  the  case. 

supplied  with  cold  water,  so  as  to  cool  the  upper  stralnm  of 
air,  to  make  it  heavier  and  to  induce  it  to  descend  into  the 
lower  part  of  the  trunk,  between  the  partitions  where  there 
will  be  less  motion  than  above  the  screen  so  as  to  precipi- 
tate or  allow  the  substances  held  in  suspension  time  to  fall 
and  deposit  themselves  in  the  spaces  under  the  screen. 

The  partitions  in  the  trunk  may  be  made  wider,  so  as  to 
make  the  spaces  between  them  gradually  deeper  towards 
the  rear  end  of  the  trunk,  so  that  there  will  be  less  motion 
under  the  screen  at  that  end,  so  as  to  allow  the  finer  or 
finest  portions  of  the  materials  held  in  suspension  time  to 
precipitate  and  deposit  themselves. 

In  order  to  prevent  the  fibres  of  cotton  or  other  sub- 
stances blown  through  the  trunk  from  catching  and  hang- 
ing in  the  scores  in  the  wove  wire  screen,  formed  by  the 
weft  in  crossing  the  warp  or  at  the  junction  of  the  warp 
and  weft.  I  fill  these  scores  with  melted  metal,  varnish, 
or  some  kind  of  cement,  so  as  to  allow  the  fibres  of  the 
substance  cleaned,  or  operated  upon,  to  pass  freely  over 
the  screen  and  save  them  from  being  caught  in  the  scores  as 
they  wonld  most  certainly  be  if  the  scores  were  not  filled 
with  some  material  to  prevent  them. 

In  the  above  mentioned  drawings,  a  a  are  the  sides  of  a 
long  trunk  connected  together  by  a  series  of  cross  i)arti- 
tions,  €  6*,  about  one-half  the  width  of  the  sides,  placed 
about  six  inches  apart,  with  their  lower  edges  even  with 
the  lower  edges  of  the  sides  as  represented  in  Fig.  2.  There 
is  a  rebate,  a'  a\  on  the  inside  of  both  edges  of  the  sides, 
a  a,  to  which  the  top  and  bottom  of  trunk  is  fitted,  the 
bottom  pieces,  f  f,  are  made  just  wide  enough  to  fill  the 
spaces  between  the  partitions  c  c,  as  represented  in  Fig.  2 
and  are  secured  in  their  places  by  the  buttons,  g  g,  fastened 
to  the  sides  a  a.  .  The  top,  h  A,  may  be  made  in  sections 
and  fitted  to  the  rebates,  a'  a\  and  fastened  down  by  the 
buttons  a"  a*,  which  are  fastened  to  the  sides  as  represented. 
The  wove  wire  screen,  b  ft,  is  made  of  wire  about  number 


412  SUFFOLK  MNFG.  CO.  v,  HATDEN.      [Sup.  Ct. 

statement  of  the  case. 

twenty-two,  woven  so  that  the  center  of  the  wires  are  about 
one-eighth  of  an  inch  apart  in  each  direction ;  and  to  pre- 
vent the  fibres  of  cotton  or  other  substances  from  catching 
nnd  hanging  in  the  scores  in  the  wove  wire,  formed  by  the 
weft  crossing  the  warp,  or  at  the  junction  of  the  warp  and 
weft  I  fill  them  with  melted  metal  by  dipping  the  wove  wire 
into  melted  metal,  either  tin  or  a  composition  of  tin  and 
lead,  or  instead  of  dipping  the  wove  wire  into  molten  metal, 
it  may  be  covered  with  a  varnish  made  by  dissolving  gum 
shellac  in  alcohol,  and  applying  it  with  a  brush  upon  one 
or  both  sides  (if  only  one  side,  the  top  should  be  vamisbed 
and  the  wire  placed  in  a  horizontal  position,  when  it  is  var- 
nished and  allowed  to  remain  in  that  position  until  it  is 
dry  ;  it  should  be  brushed  cross-wise  in  applying  the  first 
coat  of  varnish,  and  when  that  is  dry  the  second  coat  should 
be  applied  by  brushing  it  length-wise  so  as  to  fill  the  scores 
in  each  direction.  Instead  of  the  varnish  or  melted  metal 
mentioned,  any  other  kind  of  varnish  or  cement,  which  will 
answer  the  purpose,  may  be  used  to  fill  the  scores,  or  in- 
stead of  the  wove  wire  a  screen  made  of  twine  might  be  pre- 
pared with  varnish  so  as  to  answer  the  purpose,  if  for  any 
cause  it  should  be  preferred.  This  screen  of  wove  wire  is 
fastened  to  the  top  of  the  partitions,  c  c,  so  as  to  entirely 
cover  the  space  between  the  sides,  a  a,  and  some  smooth 
cleats,  Jc  A:,  should  be  fastened  to  the  sides  over  the  screen 
to  fill  the  corners  formed  by  the  screen  and  the  sides,  a  a, 
so  as  to  prevent  the  fibres  from  catching  and  hanging  in 
the  corners. 

If  it  is  found  necessary  or  desirable  some  deflecting  cleats^ 
e  e^  may  be  fastened  on  the  top  of  the  screen  and  on  the 
under  side  of  the  top  of  the  trunk,  as  represented  at  Fig. 
2,  to  deflect  the  blast  as  it  passes  through  the  trunk.  The 
rear  end  or  part  of  the  trunk  is  made  wider  and  higher  as 
represented  in  the  drawings,  so  as  to  increase  its  area  and 
reduce  the  blast,  by  allowing  it  to  expand,  so  that  it  will 
move  slower  and  allow  the  light  and  fine,  or  such  portions 
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of  the  materials  as  are  intended  to  be  separated,  time  to 
precipitate  and  pass  through  the  screen  before  the  air  which 
holds  them  in  suspense  passes  out  of  the  trunk. 

The  partitions,  c  c,  are  lAade  wider  towards  the  rear  end 
of  the  trunk,  so  as  to  make  the  spaces  between  them  deeper 
so  that  there  will  be  less  motion  to  theair  under  the  screen, 
where  they  are  deeper,  to  allow  the  substances  in  suspen- 
sion time  to  precipitate,  and  deposit  themselves  between 
the  partitions.  The  curved  form  of  the  wire  in  the  screen 
presents  a  very  different  surface  to  the  following  current  of 
air  from  that  presented  by  perforated  sheet  metal ;  besides 
there  is  far  more  open  space  in  a  given  area,  than  if  per- 
forated metal  or  other  substances  were  used,  affording 
greater  facility  for  the  sand,  dirt  or  other  substances  in- 
tended to  be  separated,  to  pass  through  the  screen. 

In  cleaning  cotton,  the  fibre  which  is  long  enough  to  reach 
across  more  than  two  spaces  or  meshes  in  the  screen  is  carried 
forward  over  it,  but  that  which  is  shorter  than  two  meshes 
is  carried  through  the  screen,  and  deposited  in  the  spaces 
between  the  partitions.  This  apparatus  separates  the  dust 
from  the  cotton  so  perfectly  and  completely,  that  there  is 
ffir  less  dust  evolved  from  it  (the  cotton)  in  passing  it 
through  the  subsequent  processes  of  manufacture.  Besides 
the  goods  manufactured  from  cotton  cleaned  in  this  appar- 
atus present  an  appearance  so  much  superior  to  others,  as 
to  incr^ise  their  market  value  from  five  to  eight  per  cent. , 
and  at  the  same  time  the  cotton  is  worked  with  far  less  loss 
in  waste  than  heretofore,  so  that  it  enables  the  manufac- 
turer to  make  goods  of  a  given  quality  out  of  a  far  cheaper 
and  inferior  quality  of  raw  material  than  he  could  do  with- 
out it.  And  in  addition  to  the  advantages  already  enum- 
erated, the  cards  working  cotton  cleaned  in  this  apparatus 
will  not  require  more  than  two-thirds  as  much  grinding  as 
others ;  so  that  one-third  of  the  labor  and  expense  of  grind- 
ing the  cards  is  saved,  and  one-third  or  more  of  the  wear 
and  tear  of  the  card  clothing,  also. 

I  contemplate  that  this  apparatus  may  be  used  in  work- 
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ing  wool,  and  in  separating  the  hair  from  the  fur,  for  mak- 
ing hats,  by  graduating  the  blast  so  as  to  allow  the  hair  to 
fall  through  the  screen  while  the  fine  fur  would  be  carried 
over  it.  And  it  is  believed  it  can  also  be  used  to  great  ad- 
vantage in  machines  for  cleaning  and  dressing  feathers,  hair 
and  other  fibrous  substances. 

In  using  this  apparatus  it  is  intended  to  apply  it  to  such 
machines  for  beating,  picking,  scutching  and  opening  cot- 
ton, wool,  fur  and  other  fibrous  substances  as  can  be  made 
to  produce  either  a  blast  or  suction,  with  or  without  the 
aid  of  a  fan  to  assist  in  passing  the  substances  to  be  oper- 
ated upon  through  the  machine  or  apparatus.  The  wire 
used  for  making  the  screen  and  the  meshes  formed  in  it, 
may  be  made  of  such  dimensiims  as  will  adapt  it  the  pur- 
poses for  which  it  is  intended  to  be  used. 

And,  the  trunk  may  be  made  air  tight,  or  as  nearly  so  as 
may  be  necessary  for  the  purpose  for  which  it  is  to  be  used. 

I  believe  my  invention  may  be  advantageously  used  in 
the  manufacture  of  lamp-black,  zinc- white,  and  in  collect- 
ing the  products  of  sublimation  of  some  other  substances. 

I  believe  I  have  described  the  construction,  operation  and 
use  of  the  apparatus  which  I  have  invented  so  as  to  enable 
any  person  skilled  in  the  art  to  make  and  use  the  same ; 
also  some  of  the  several  uses  to  which  it  may  be  applied. 
I  will  now  specify  what  I  desire  to  secure  by  Letters  Patent. 

1st.  I  claim  increasing  the  area  of  the  trunk  above  the 
screen  or  making  it  larger  towards  its  rear  end  by  increas- 
ing its  height  or  width,  or  both,  as  may  be  desirable,  so 
that  the  blast  of  air  which  conveys  the  materials  into,  or 
through  the  trunk  will  move  gradually  slower,  so  as  to 
allow  the  light  and  fine,  or  such  portions  as  are  intended 
to  be  separated  time  to  be  precipitated  and  pass  through 
the  screen  before  the  air  which  holds  them  in  suspension, 
escapes  from  or  passes  out  of  the  trunk. 

2d.  And  in  combination  with  a  trunk  made  gradually 
larger  towards  its  rear  end  as  above  claimed,  1  claim  a 
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screen  of  woven  wire  or  twine,  arranged  upon  a  series  of 
partitions,  substantially  as  described  for  the  purposes  set 
forth. 

ISAAC  HAYDEN, 
Witnesses : 
John  S.  Hollinoshxad, 
Samuel  Gbubb, 
J.  Dennis,  Jb. 


ISAAC  HAYDEN,  OF  LAWRENCE,  MASS. 
Letters  Patent,  No.  18,742,  dated  December  1,  1857. 

Long  Trunk  for  Cleaning  Cotton. 

The  Bchednle  referred  to  in  these  Letters  Patent  and  making  part 

of  the  same. 

To  all  whcym,  it  may  concern : 

Be  it  known  that  I,  Isaac  Hayden,  of  Lawrence,  in  the 
county  of  Essex,  and  State  of  Massachusetts,  have  'in- 
vented a  new  and  useful  improvement  in  elongated  trunks 
for  cleaning  cotton  and  other  fibrous  substances,  and  for 
separating  hair  from  fur,  and  I  do  hereby  declare  that  the 
same  is  described  and  represented  in  the  following  specifi- 
cation and  drawings : 

To  enable  others  skilled  in  the  art  to  make  and  use  my 
improvement,  I  will  proceed  to  describe  its  construction 
and  use,  referring  to  the  drawings  in  which  the  same  let- 
ters indicate  like  parts  in  each  of  the  figures. 

Figure  1,  is  a  plan  of  an  elongated  trunk,  with  my  im- 
provements, the  top  casing  being  omitted. 

Figure  2,  is  a  sectional  elevation  of  the  same  through 
the  line  A,  B,  of  Fig.  1,  the  top  casing  being  supplied  as 
shown. 

The  nature  of  my  invention  and  improvement  in  elon- 
gated trunks  for  cleaning  cotton  and  other  purposes,  con- 
sists in  covering  the  bottom,  or  partitions  on  the  bottom 
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fill  all  the  soores  in  each  direction  with  varnish.  Instead 
of  the  varnish  mentioned,  some  other  kind  of  varnish  or 
cement  which  will  answer  the  purpose  may  be  used.  The 
partitions,  c,  c,  may  be  placed  about  six  inches  apart,  and 
if  necessary  or  desirable  some  deflecting  cleats,  e^  e^  may 
be  fastened  on  the  screen  over  each  alternate  partition ; 
and  there  may  also  be  some  deflecting  -cleats  fastened  to 
the  under  side  of  the  top,  midway  between  the  deflecting 
cleats  on  the  screen,  so  as  to  give  the  blast  blown  through 
trunk  a  serpentine  or  undulating  motion. 

A  trunk  with  my  improvements  may  be  applied  to  such 
machines  for  beating,  picking,  scutching,  and  opening  cot- 
ton, wool,  fur,  and  other  fibrous  substances  as  can  be  made 
to  produce  either  a  blast  or  suction,  with  or  without  the  aid 
of  a  fan,  to  assist  in  passing  the  substances  operated  on 
through  the  trunk  over  the  screen.  When  cotton  or  other 
fibrous  substances  are  blown  over  the  screen  the  fibres 
which  are  too  short  to  reach  across  two  meshes  in  the 
screen,  jmss  through  it  and  remain  in  the  spaces,  d^  d^  be- 
tween the  partitions,  c,  c,  while  the  longer  fibre  is  blown 
over  it,  and  passes  out  of  the  trunk.  As  the  cotton  is 
blown  through  the  trunk  it  is  separated  into  small  flakes, 
most  of  the  sand,  dirt,  dust,  pieces  of  leaves  and  other  re- 
fuse matter  heavier  than  the  cotton,  is  precipitated  from 
it,  and  passes  through  the  screen  remaining  in  the  spaces 
between  the  partitions,  where  there  is  comparatively  little 
motion  to  the  air  and  all  the  substances  above  mentioned, 
deposit  themselves  on  the  bottom  of  the  trunk  between  the 
partitions,  where  they  remain  until  they  are  removed  by 
taking  out  the  bottom.  This  screen  separates  the  dust 
from  the  cotton  so  perfectly  and  completely,  that  there  is 
far  less  dust  evolved  from  it  (the  cotton)  in  passing  through 
the  subsequent  processes  of  its  manufacture.  Besides  the 
goods  manufactured  from  cotton  cleaned  in  this  apparatus 
present  an  appearance  so  much  superior  to  others  as  to  in- 
crease their  market  value  from  five  to  eight  i)er  cent. ;  and 
at  the  same  time  the  cotton  is  worked  with  far  less  loss  in 
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waste  than  if  it  was  manufactared  without  this  apparatas. 
And,  farther,  it  enables  the  manufacturer  to  make  goods 
of  a  given  quality  out  of  a  far  cheaper  and  inferior  quality 
of  raw  material,  than  he  could  do  without  it. 

And  in  addition  to  these  advantages,  the  cards  working 
cotton  cleaned  in  this  apparatus  will  not  require  more  than 
two-thirds  as  much  grinding  as  others,  so  that  one-third  of 
the  expense  and  labor  of  grinding  the  cards  is  saved ;  and 
also  one- third  or  more  of  the  wear  and  tear  of  the  card 
clothing.  The  wire  or  twine  used  in  making  the  screen  and 
the  meshes  formed  in  it  may  be  of  such  dimensions  as  will 
adapt  it  to  the  purposes  for  which  it  is  intended  to  be  used. 

I  contemplate  that  a  trunk  with  my  improvements  may 
be  used  to  great  advantage  in  separating  hair  from  fur,  to 
make  hats ;  by  graduating  the  blast  so  as  to  allow  the  hair 
to  fall  through  the  screen,  while  the  fine  fur  is  carried  over 
over  it,  and  that  it  can  also  be  used  in  machines  for  clean- 
ing and  dressing  feathers. 

This  apparatus  not  only  separates  the  dirt,  dust  and  re- 
fuse matter  heavier  than  the  cotton,  but  it  also  separates 
the  short  staple  from  the  long.  The  short  staple  or  fibres 
pass  through  the  screen,  while  the  long  staple  or  fibres  are 
blown  over  it. 

I  believe  I  have  described  and  represented  the  construc- 
tion and  use  of  the  improvement  which  I  have  invented,  so 
as  to  enable  any  person  skilled  in  the  art  to  make  and  use 
it ;  alsd  some  of  the  uses  to  which  it  may  be  applied.  I 
will  now  specify  what  I  desire  to  secure  by  Letters  Patent, 
to  wit : 

I  claim  covering  the  partitions  of  an  elongated  trunk  or 
box,  for  cleaning  cotton  and  other  fibrous  substances  with 
metal  or  cement,  the  whole  combined  in  the  manner  and 
for  the  purposes  set  forth  in  the  foregoing  specification. 

ISAAC  HAYDEN. 

Witnesses : 

Gideon  Wilkins, 
Robert  Cross. 
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ISAAC  HAYDEN,  OP  LAWRENCE,  MASS. 
Letters  Patent,  No.  20,971.     Dated  September  11,  1860. 

Cotton  Cleaner. 

The  schedule  referred  to  in  these  Letters  Patent,  and  making  part 

of  the  same. 

To  all  whom  it  may  concern : 

Be  it  known  that  I,  Isaac  Hayden,  of  Lawrence,  in  the 
coanty  of  Essex,  and  State  of  Massachusetts,  have  in- 
vented certain  new  and  useful  improvements  in  apparatus, 
or  machinery  for  cleaning  cotton  and  other  fibrous  sub- 
stances, and  I  do  hereby  declare  that  the  same  is  described 
and  represented  in  the  following  specifications  and  draw- 
ings: 

In  describing  my  improvements  in  machinery  or  appa- 
ratus for  cleaning  cotton  and  other  substances :  I  purpose, 
first  to  state  briefly  what  was  used  previous  to  the  date  of 
my  invention,  to  wit : 

Machines  have  long  been  in  nse  for  cleaning  and  opening 
cotton,  consisting  of  an  endless  band  carried  by  two  rotat- 
ing cylinders,  and  arranged  to  supply  the  cotton  to  a  pair 
of  fluted  rollers,  which  rollers  feed  the  cotton  to  a  beater  or 
scutcher,  made  to  turn  with  great  velocity  to  open  the 
cotton  and  blow  it  into  a  trunk  about  three  feet  wide  and 
one  foot  deep,  and  from  twenty  to  sixty  or  one  hundred 
feet  in  length,  which  trunk  was  divided  near  the  middle, 
horizontally  by  a  grate  of  wooden  bars  placed  cross-wise ; 
which  bars  were  about  three-quarters  of  an  inch  in  diameter, 
with  spaces  between  them  about  one-fourth  of  an  inch  in 
width.  The  cotton  being  blown  over  this  grating  as  it  is 
opened  by  the  scutcher,  by  the  blast  of  the  scutcher,  and 
to  check  the  blast  under  the  grating  there  were  vertical 
partitions  placed  cross-wise  about  four  feet  apart. 

This  grating  was  found  very  defective  for  the  following 
reasons,  to  wit :  The  spaces  between  the  bars  being  about 
three  feet  long,  and  one-fourth  of  an  inch  wide,  the  long 
pfanie  of  the  cotton  passed  between  the  bars,  with  the 
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short,  in  locks  of  considerable  size,  so  that  much  good  cot- 
ton passed  through  the  bars  as  waste,  and  a  still  greater  de- 
fect was  *  *  *  *  the  partitions  under  the  bars  of  grat- 
ing were  so  far  apart  that,  the  blast  under  the  the  grating 
was  so  near,  as  strong  as  it  was  above  the  grate  that  nearly 
all  the  fine  sand,  and  dirt,  and  dust,  and  refuse  matter 
that  passed  down  through  the  grate,  was  carried  up 
through  it  back  again  and  so  carried  forward  out  of  the 
trunk,  with  the  cotton  ;  and  although  the  cotton  was 
opened  and  the  fine  sand,  dust,  and  dirt,  and  refuse  mat- 
ter were  released,  so  as  to  be  readily  separated  from  the 
cotton ;  this  grating  of  wooden  bars  failed  t(\  effect  the 
separation  as  the  sand,  dust,  dirt,  and  refuse  matter  did 
not  remain  in  the  trunk  in  any  considerable  quantity,  but 
was  carried  out  by  the  blast  with  the  cotton. 

As  this  grate  of  bars  failed  almost  entirely  to  seperate 
the  sand,  dirt,  dust,  and  refuse  matter  from  the  cotton  : 
perforated  metal  plate  was  tried  as  a  substitute :  that  is, 
sheet  zinc  was  perforated  with  holes  about  one-half  an  inch 
wide  and  about  two  inches  long,  with  partitions  placed 
vertically  cross- wise  under  the  perforated  zinc,  about  four 
feet  apart.  This  proved  no  better  than  the  grate  of  wooden 
bars,  besides  the  area  of  the  surface  occupied  by  the 
wooden  bars  and  zinc  plate  was  three  times  as  large  as  the 
perforations,  or  openings  in  the  grate ;  which,  was  one 
cause  of  the  failure  of  these  devices.  Another  cause  was, 
the  openings  were  too  large,  that  is,  they  were  much  longer 
than  the  length  of  the  staple  of  cotton  ;  and  the  third  cause 
of  its  failure  was  the  partitions  were  so  far  apart,  that  they 
did  not  arrest  the  current  of  air,  or  blast  of  air  under  the 
grate,  or  perforated  metal  so  as  to  retain  the  sand,  dirt, 
dust,  and  refuse  matter  that  passed  down,  so  as  to  prevent 
it,  from  being  carried  up  back  again,  and  out  of  the  trunk 
with  the  cotton. 

The  object  and  design  of  my  improvement  is  to  remedy 
the  defects  above  mentioned,  and  pointed  out  by  using  in- 
stead of  the  wooden  bars  or  perforated  metal  plate  a  reticu- 
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lated  screen  of  woven  wire,  or  twine  with  meshes  so  small 
that  the  staple  or  fibre  of  cotton  long  enough  to  be  of  any 
valae  in  making  yarn  will  reach  across  two  of  said  meshes 
or  openings,  and,  therefore,  remain  above  the  screen,  while 
that  portion  or  some  of  that  portion  of  the  fibre  which  is 
too  short  to  reach  across  two  of  the  meshes  or  openings 
falls  through  the  screen,  with  the  fine  sand,  dirt,  dust,  and 
refuse  matter  heavier  than  the  cotton,  and  to  break  the 
blast  or  current  of  air  under  the  screen,  so  effectually,  that 
it  will  not  carry  much  of  the  fine  sand,  dirt,  dust,  and 
short  fibre  up  back  again  through  the  screen,  so  as  to  be 
carried  out  of  the  trunk  with  the  cotton.  I  place  the  ver- 
tical partitions  across  the  trunk,  under  the  screen  so  near 
together  as  to  stop  or  prevent  any  or  sufficient  blast  or  cur- 
rent under  the  screen  to  bring  much  of  the  matter  up  back 
through  the  screen  again,  but  retain  what  passes  through 
the  screen,  or  most  of  it  in  the  small  cells  formed  under 
the  screen  by  placing  the  partitions  but  a  little  distance 
apart. 

Another,  very  important  advantage,  gained  by  the  use  of 
the  wire  screen  is  that  the  wire  occupies  less  than  one- 
fourth  the  area  of  the  space  covered  by  the  screen,  there- 
fore, it  leaves  more  than  three-fourths  of  the  area  in  open 
meshes  or  spaces  between  the  wires,  so  that  the  dirt,  dust, 
and  refuse  matter,  has  three  times  as  much  area  or  open 
space  in  the  screen  of  woven  wire  to  fall  through  and  be 
separated  from  the  cotton  as  it  had  when  blown  over  the 
grate  of  wooden  bars  or  the  x>^rforated  zinc  plate ;  conse- 
quently there  is  as  much  dirt,  dust,  etc.,  separated  or 
screened  from  the  cotton  in  passing  one  foot  over  the 
screen,  as  there  would  be  in  passing  over  four  feet  of  the 
grate  of  bars  or  perforated  zinc.  The  nature  of  my  inven- 
tion and  improvements  in  machinery  or  apparatus  for 
cleaning  cotton  and  other  substances,  consists  in  dividing 
the  trunk  used  for  that  purpose  centrally  and  horizontally 
by  a  reticulated  screen  of  woven  wire  or  twine  with  cells 
or  compartments  under  said  screen  formed  so  small,  by 
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vertical  partitions  placed  cross-wise  of  the  trunk ;  so  near 
together  as  to  break  the  blast  or  current  of  air  or  so  far 
prevent  any  current  or  blast  from  being  formed  under  said 
screen,  that  will  carry  much  of  the  dust,  dirt,  or  refuse 
matter  which  falls  through  the  screen  up  back  again 
through  said  screen,  but  retain  such  dirt,  dusr,  and  refuse 
matter  in  the  cells  under  the  screen,  until  it  is  removed  by 
opening  the  bottom  of  the  trunk. 

To  enable  others  skilled  in  the  art  of  making  and  using 
machinery  for  working  cotton  and  other  fibrous  substances, 
I  will  proceed  to  describe  the  construction  and  operation 
of  the  improvements  I  have  invented,  referring  to  the  ac- 
companying drawings  in  which  the  same  letters  of  refer- 
ence indicate  like  parts  in  each  of  the  Figures.  Fig.  1  is 
a  plan  or  top  view  of  a  trunk  with  my  improvements  ;  the 
top  of  the  trunk  is  omitted  to  show  the  screen.  Fig.  2  is  a 
sectional  elevation  through  the  line  A,  B,  of  Fig.  1,  with 
the  top  shown  in  place.  Fig.  3  is  an  elevation  of  a  ma- 
chine, such  as  are  in  common  use  for  picking  cotton, 
drawn  on  a  scale  of  three-fourths  of  an  inch  to  the  foot. 
Fig.  4  is  a  cross  section  of  a  trunk,  with  the  wire  screen  on 
a  scale  six  inches  to  the  foot.  Fig.  6  is  a  portion  of  a 
screen,  drawn  full  size. 

In  the  above  mentioned  drawings,  a  strong  frame  is  rep- 
resented at  c,  provided  with  a  beater  or  scutcher,  arranged 
to  turn  in  proper  boxes,  mounted  on  the  frame,  c,  which 
beater  is  covered  by  a  semi-circular  case,  D,  on  the  top, 
the  ends  of  which  case  may  have  openings  near  the  center 
to  admit  air  to  the  beater  ;  there  is  a  case  under  the  beater 
as  shown  by  the  dotted  line,  E,  extending  to  the  end  of  the 
trunk  which  convevs  the  cotton  awav  from  the  machine. 

To  supply  the  cotton  to  the  beater  the  frame,  F,  is  con- 
nected to  the  frame,  C,  as  shown  in  the  drawing,  and  pro- 
vided with  two  cylindrical  rollers,  one  of  which  is  shown 
at  G,  which  rollers  carry  an  endless  band  or  apron  on 
which  the  cotton  is  spread,  and  as  the  top  of  the  aproo 
moves  forward  toward  the  rollers,  H,  these  rollers  take  it 
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between  them,  as  they  are  rotated  and  deliver  it  to  the 
beater  which  knocks  or  beats  it  in  small  locks  as  the  beater 
is  turned  rapidly  in  the  direction  indicated  by  the  arrow 
and  blows  or  delivers  the  locks  of  cotton  into  the  trunk 
attached  to  the  rear  of  the  machine.  There  is  an  open 
space  between  the  rollers,  H,  and  the  end  of  the  bottom 
case,  E,  through  which  space  the  heavy  seeds  are  knocked 
when  struck  by  the  beater  and  separated  from  the  cotton  ; 
and  the  air  also  rushes  or  is  drawn  in  through  this  open 
space  and  is  blown  or  forced  by  the  beater  through  the 
trank,  carrying  the  cotton  with  it.  The  beater  may  be 
turned  by  a  pulley  and  band,  and  the  rollers,  G  &  H,  by 
gearing ;  and  float  boards  may  be  applied  to  the  arms  of 
the  beater  to  increase  the  blast  through  the  trunk,  if  neces- 
sary. As  the  feeding  apron,  rollers,  and  beater  are  all  well 
known  and  have  long  been  used ;  a  further  description  is 
deemed  unnecessary,  and  I  will  now  proceed  to  describe 
the  trunk  connected  to  the  rear  of  the  machine  with  my 
improvements. 

This  trunk  consists  of  two  sides,  a,  a,  which  may  be 
l^laced  about  thirty  inches  apart,  and  connected  together 
by  partitions,  c,  c,  placed  about  five  inches  apart  and  made 
to  extend  from  the  lower  edge  of  the  sides  up  to  the  middle. 
The  bottom  of  this  trunk  is  closed  by  small  doors,  /,/,  held 
in  place  by  the  buttons,  g^  g^  so  that  the  partitions,  with 
their  buttons,  form  a  series  of  small  cells  or  compartments, 
d^  rf,  in  the  lower  half  of  the  trunk,  which  cells  are  covered 
by  a  screen,  J,  of  woven  wire  or  twine  extending  across  the 
trunk  from  side  to  side,  and  supported  by  the  tops  of  the 
partition,  c,  c.  The  screen,  J,  may  be  secured  to  the  sides, 
a,  a,  bj^  cleats,  e\  e\  so  as  to  hold  it  in  place  on  the  tops 
of  the  partitions.  The  upper  edges  of  the  sides,  a,  a,  are 
l^rovided  with  a  rebate,  j^  y,  to  receive  the  edges  of  the  top, 
A,  7^,  which  may  be  made  in  sections,  so  as  to  be  easily  and 
readily  removed  and  replaced  and  it  is  held  down  by  the 
buttons,  ?,  /. 

If  it  is  desirable  to  agitate  the  blast  of  air,  which  carries 
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the  cotton  throngh  the  trank,  some  deflecting  cleats,  e^  e^ 
may  be  fastened  alternately  on  the  top  of  the  screen  over 
the  partition  and  to  the  underside  of  the  top  as  shown  in 
the  drawings.  I  have  found  in  practice  that  these  trunks 
work  well  when  the  height  of  the  space  above  the  screen 
was  six  inches  and  the  cell  six  inches  deep  under  the 
screen,  and  that  wire  about  number  twenty,  woven  so  as  to 
make  about  twenty-five  or  thirty  meshes  or  openings  in  a 
square  inch  of  surface.  These  screens  should  be  made  of 
smooth  wire,  and  to  prevent  the  fibres  of  cotton  or  other 
substances  from  catching  and  hanging  in  the  scores  in  the 
woven  wire  formed  by  the  weft  crossing  the  warp  or  at  the 
junction  of  the  warp  and  weft,  I  fill  them  with  a  varnish, 
made  by  dissolving  gum  shellac  in  alcohol,  and  applying 
it  with  a  brush  upon  one  or  both  sides  of  the  woven  wire, 
if  only  one  side  the  top  is  varnished  ;  the  wires  should  be 
placed  in  an  horizontal  position,  when  it  is  varnished  and 
allowed  to  remain  in  that  position  until  it  is  dry  ;  it  should 
be  brushed  cross-wise  in  applying  the  first  coat  of  varnish 
and  when  that  is  dry,  the  second  coat  should  be  applied  by 
brushing  it  lengthwise,  so  as  to  fill  the  scores  in  each  di- 
rection. I  contemplate  that  there  are  some  other  kinds  of 
varnish,  that  will  answer  the  purpose  to  fill  the  scores  and 
prevent  the  cotton  or  substance  blown  over  the  screen 
from  catching  or  hanging  with  scores  above  mentioned. 
The  rear  end  of  the  trunk  may  be  arranged  to  deliver  the 
cotton  into  a  room  provided  with  screens  to  retain  the  cot- 
ton and  let  the  air  escape ;  or  it  may  be  so  arranged  as  to 
deliver  the  cotton  to  a  rotary  screen  to  form  a  lap,  if  pre- 
ferred. 

In  carding,  drawing,  i-oving,  and  spinning  most  cotton 
there  is  a  great  deal  of  staple,  so  short,  that  it  files  off  or 
falls  from  the  longer  staple  in  the  processes  mentioned,  so 
that  it  has  to  be  frequently  gathered  up  or  wiped  from  the 
machine  to  prevent  it  from  obstructing  the  proper  opera- 
tion of  the  machinery.  Now  I  have  found  that  in  blow- 
ing cotton  through  the  trunk  over  the  woven  screen  that  a 
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large  portion  of  the  fibre,  that  is  too  short  to  reach  across 
two  of  the  meshes,  falls  through  the  screen  and  remains 
below  it  to  be  removed  with  the  waste ;  while  the  fibre  that 
is  long  enough  to  reach  across  more  than  two  meshes  is 
blown  through  the  trunk  over  the  screen.  This  shows  that 
my  improvements  effect  what  has  never  been  done  before 
nor  ever  attempted,  that  I  know  of,  that  is,  a  separation  of 
the  short  fibres  of  cotton  from  the  long  before  carding  the 
cotton,  which  is  a  great  advantage,  as  it  saves  a  great  deal 
of  labor  in  the  subsequent  processes,  which  would  other- 
wise be  required  to  gather  up  the  short  fibre  when  it  is 
thrown  or  falls  oflf  so  as  to  prevent  it  from  accumulating 
and  gathering  on  the  machinery  and  from  being  drawn  into 
the  work,  so  as  to  derange  it. 

Besides  the  woven  screen  separates  so  much  more  of  the 
fine  dust  and  dirt  from  the  cotton,  that  there  is  far  less  in 
the  carding-room  than  there  would  be  if  the  wooden  rods 
or  perforated  zinc  were  used  ;  and,  further,  since  the  wire 
screen  has  been  in  use,  it  is  found  that  it  separates  so 
much  more  of  the  dirt  and  sand  from  the  cotton  than  anv- 
thing  previously  used,  that  the  cards  will  run  nearly  twice 
as  long  without  grinding  as  they  did  before,  and  that  fully 
one-third  of  the  labor  of  grinding  the  card  is  saved,  with 
the  expense  of  grinding  materials,  and  also  one-third  of  the 
wear  and  tear  of  the  card  clothing. 

Lastly,  goods  made  from  cotton,  cleaned  with  the  im- 
proved screen  and  cells,  present  an  appearance  so  much 
superior  to  others,  as  to  increase  their  value  from  five  to 
eight  per  cent.,  and,  at  the  same  time,  the  cotton  is  worked 
with  far  less  loss  in  waste  than  heretofore,  so  that  in  ena- 
bles the  manufacturer,  to  make  goods  of  a  given  quality, 
out  of  a  far  cheaper  and  inferior  quality  of  raw  material 
than  he  could  do  without  my  improvements.  I  believe  I 
have  described  and  represented  the  improvements  in  ma- 
chinery or  apparatus  for  cleaning  cotton  and  other  sub- 
stances, which  I  have  invented,  so  as  to  enable  any  person 
skilled  in  making  and  working  cotton  machinery  to  make, 
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use,  and  operate  said  improvements.  I  will  now  i^te 
what  i  desire  to  secure  by  Letters  Patent,  to  wit :  what  I 
olaiift  as  my  invention  and  improvement  in  a  trunk  for 
cleaning  cotton  and  other  substances,  is  dividing  it  hori- 
zontally or  centrally,  with  a  screen  of  woven  wire  or  twine, 
Tvith  cells  or  compartments  under  said  screen,  so  small  as 
to  prevent  or  break  the  current  of  air  under  said  screen, 
substantially  as  described,  in  combination  with  a  machine, 
substantially,  such  as  is  described  in  this  specification  or 
its  equivalent  for  opening  the  cotton,  and  blowing  it 
through  said  trunk  over  the  screen,  substantially  as  de- 
scribed. In  testimony,  that  the  foregoing  is  a  proper  spe- 
cification of  my  improvements  in  apparatus  for  cleaning 
cotton,  etc.,  I  have  signed  my  name. 

ISAAC  HAYDEN. 

Witnesses : 

J.  Dennis,  Jr., 
J.  F.  Callan. 

There  was  also  a  question  which  is  fully  stated  in  the 
opinion  of  the  court. 

Messrs.  C,  Gushing  and  C.  Braume^  for  the  plairUiff  in 
error. 

The  result  of  the  comparison  of  the  patents  A  and  B,  is 
submitted  to  be  that  the  subject  matter  of  patent  B  is  de- 
scribed, but  not  claimed,  in  patent  A. 

This  being  so,  we  submit  that,  by  operation  of  patent  A, 
said  subject-matter  was  surrendered  to  public  use  (saving 
the  right  of  reissue),  and  that  the  subsequent  and  indepen- 
dent patent  B,  taken  for  said  subject-matter  is  void ;  and 
for  the  following  reasons : 

1.  The  right  so  to  take  a  subsequent,  independent  patent 
gives  a  patentee  the  right  to  extend  his  term  of  protection 
unlawfully. 

2.  The  right  to  take  a  subsequent,  independent  patent,  is 
incompatible  with  the  statute  rights  of  assignees. 


Dec,  1865.]  SUFFOLK  MNFG.  CO.  v.  HAYDBN.  483 

ArgnmeDt  of  oounaeL 

Suppose  the  original  patent  containing  two  features  de- 
scribed and  but  one  claimed,  passes  to  an  assignee. 

The  assignee  bas  a  statute  right  to  reissue  that  patent  and 
cover  both  features. 

Act  of  1836,  sec.  13;  Woodworth  i).  Stone,  3  Story,  750, 
McBumey  ».  Goodyear,  11  Cush.  669. 

Now,  if  the  assignor  had  also  a  statute  right  to  secujre 
the  second  one  of  those  two  features  by  a  subsequent  patent, 
there  are  two  parties  entitled  to  separate  patents  for  the 
same  thing. 

3.  The  right  so  to  take  a  subsequent,  independent  patent, 
is  in  derogati(m  of  the  right  of  the  public  acquired  by  the 
grant  of  the  first  patent,  to  practice  the  invention  as  there 
described. 

4.  The  right  so  to  take  a  subsequent,  independent  patent, 
is  excluded  by  the  language  of  the  Acts  of  Congress  giving 
to  the  commissioner  the  power  to  grant  original  patents. 
Act  of  1836,  sec.  6. 

He  is  not  bound  to  describe  any  more  than  is  necessar}^ 
to  make,  construct  and  use  the  invention.  He  may  take 
his  patent  for  as  little  as  he  pleases,  and  may  describe, 
model  and  draw  no  more  than  is  necessary  to  make,  con- 
struct and  use  that  little. 

But  of  that  which  he  does  so  describe  and  mod^l  and 
draw,  he  must  particularly  specify  what  he  claims  as  new. 

The  purpose  is  twofold :  1.  That  when  the  term  has  ex- 
pired, and  the  invention  has  become  public  property,  the 
public  may  have,  at  the  Patent  Office,  the  knowledge  of 
the  best  way  of  practicing  the  invention ;  and  2.  That  dur- 
ing the  term,  the  public  may  know  just  what  the  patented 
claims  and  what  they  are  prohibited  from  using. 

Parker  v.  Stiles,  5  McLean,  65  ;  Brooks  d.  Jenkins,  3  Mc- 
Lean, 441 ;  Evans  z?.  Eaton,  3  Wash.  453 ;  S.  C.  7  Wheat. 
434  [4  Am.  &  Eng.  105.] 

When  the  patentee  states  what  part  of  the  thing  described 
he  does  claim,  it  is  saying,  in  effect,  that  he  does  not  claim 
the  remainder. 
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He  makes  a  yolantaiy  communication  to  the  public  of 
certain  things,  and  by  declaring  that  he  claims  as  his  own 
only  some  of  them,  he  enrrenders  to  public  ase  the  re- 
mainder, except  as  he  may  be  relieved  by  the  law  of  re- 
issue. 

Battin  v.  Taggert,  2  Wall.,  Jr.  101 ;  S.  C.  17  How.  74  :6 
Am.  &  Bug.  242] ;  Smith  v.  Ely,  5  McLean,  87 ;  Odiorne  v. 
A.  N.  Factory.  2  Mason,  31 ;  Morris  v.  Huntington,  1  Paine, 
349 ;  Dixon  v.  Moyer,  4  Wash.  73 ;  Jjangdon  v.  DeGroot, 
1  Paine,  207. 

5.  The  right  so  to  take  a  subsequent  independent  patent, 
is  implicitly  denied  by  the  provisions  relating  to  reissues. 

6.  The  right  so  to  take  a  subsequent  independent  patent, 
makes  the  law  of  reissue  nugatory. 

That  law  is  expressly  made  for  the  purpose  of  making 
his  patent  operative  to  secure  to  him  the  whole  of  that 
which  was  really  new  with  him  in  the  thing  modeled,  drawn 
and  described  ;  and  where  a  statute  prescribes  a  peculiar 
remedy,  that  alone  can  be  resorted  to. 

2  Saund.  PI.  &  Ev.,  1012,  and  cases  cited ;  Gregory  e. 
Des  Anges,  3  Bing.  (N.  C.)  85  ;  Albon  v.  Fyke,  4  M.  &  G. 
431  ;  Newton  ».  Holford,  6  Q.  B.  (N.  S.)  926. 

Mr.  B.  Courtis,  /or  dtfendant  in  error. 

Mr.  Justice  Nelson  delivered  the  opinion  of  the  coort. 

(a)  This  is  a  writ  of  error  to  the  Circuit  Conrt  of  the 
United  States  for  the  District  of  Massachusetts,  held  by 
the  district  judge. 

The  suit  is  brought  npon  a  patent  granted  to  Hayden, 
the  plaintiff  below,  on  the  1st  of  December,  1857,  for  an 
improvement  in  long  trunks  for  cleaning  cotton,  which  con- 
sists "  In  covering  the  bottom  or  partitions  on  the  bottom, 
with  woven  screen  which  has  the  scores  formed  by  the  warp 
crossing  the  weft,  or  at  the  junction  of  the  warp  and  weft 

(a)  Wallace,  page  818,  aubatitutes  for  from  "(a)  to  (6)"  "The  first 
point  of  the  plaintiff  in  error  is,  that  the  descriptlen,  in  the  pat«nt  of 
March,"  and  begins  opinion  here. 
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filled  with  metal  or  some  kind  of  cemeut  so  as  to  prevent 
the  fibres  of  cotton  or  other  materials  being  passed  over 
the  screen,  from  catching  and  hanging  in  said  scores.'' 

On  the  trial  the  plninriflf  produced  and  proved  the  patent 
and  gave  evidence  tending  to  prove  an  infringement,  and 
rested. 

The  defendants,  in  the  coarse  of  their  defense,  gave  in 
evidence  another  patent  to  the  plaintiff,  dated  17th  March, 
1857,  for  a  prior  improvement  in  the  long  trunk,  enlarging 
one  end  of  the  same ;  and  in  the  specification,  a  descrip- 
tion was  given  (&)  of  the  improvement  patented  the  Decem- 
ber following,  and  on  which  the  present  suit  is  brought ; 
but  in  which  elder  patent  the  improvement  was  not  claimed; 
and  insisted  that  this  description  and  the  omission  to  claim 
in  the  (c)  earlier  patent,  operated  as  an  abandonment  or 
dedication  of  it  to  the  public,  and  that  for  this  reason  the 
subsequent  patent  of  1st  December  was  void.  But  the 
answer  to  this  ground  of  defense  is,  that  it  appeared  that 
Hay  den,  the  patentee,  had  pending  before  the  Commis- 
sioner of  Patents  an  application  for  this  same  improvement 
at  the  time  he  described  it  in  the  specification  of  the  17th 
March,  which  was,  doubtless,  the  reason  for  not  claiming 
it  in  this  patent.  The  description  in  no  sense  affected  this 
application  thus  pending  before  the  Commissioner ;  and, 
while  it  remained  before  him,  repelled  any  inference  of 
abandonment  or  dedication  from  the  omission  to  again 
claim  it. 

This  original  application  before  the  Commissioner  for  a 
patent,  among  other  things,  for  an  improvement  in  the 
screen  of  the  long  trunk,  not  having  been  acted  upon  by 
that  oflBcer,  a  new  application  was  made  by  Hayden,  sepa- 
rately, for  this  improvement,  and  which  resulted  in  the 
patent  of  1st  December,  1857,  on  which  the  present  suit 
is  brought. 

We  do  not  i)erceive  any  objection  to  this  proceeding.  It 
simplified  the  application,  and  disembarrassed  it  from  its 

(c)  Wallace,  page  818,  substitutes  for  ^^  in  the  "  *'  it  on  such.'' 
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connection  with  other  improreraents  claimed  ;  &nd,  doubt- 
less, hastened  the  granting  of  the  patent.  The  office,  how- 
ever, subsequently  acted  upon  this  original  applicaticHi  and, 
on  the  11th  September,  1860,  granted  a  patent  to  the  plain- 
tiff and,  as  is  alleged,  for  the  same  improvement  embraced 
in  the  patent  of  the  lat  December,  1867,  the  one  in  ques- 
tion. And  it  is  insisted  that,  for  this  reason,  this  prior 
patent  for  the  same  iraproTement  is  void.  This  is,  ob- 
vionsly,  a  misapprehension.     The  last^  not  the  first,  is  void. 

We  may  add,  im  looking  at  the  patent  of  11th  Septem- 
ber, 1860,  it  does  not  appear  that  it  was  granted  for  the 
same  improvement.  It  is  a  patent  for  a  combination  of  this 
improvement  with  other  devices. 

As  to  the  question  of  damages :  it  appeared  that  nosalea 
bad  been  made  of  the  patent  right  by  the  plaintiff,  or  li- 
censes for  the  use  of  it,  so  as  to  establish  a  patentor  license 
fee  as  a  criterion  by  which  to  ascertain  the  measure  of  dam- 
ages ;  and  the  court  below  permitted  evidence  after  objec- 
tion, as  to  the  uses  and  advantages  of  this  improvement 
over  the  previous  method  of  cleaning  cotton ;  and  an  ex- 
pert testified  that  "the  resnlts  were:  a  more  thorough 
cleaning  of  the  cotton  ;  the  saving  of  all  the  good  fibres ; 
less  damage  of  the  staple,  the  freeing  of  the  room  frcnn  dust 
and  machinery  from  dust,  dirt  and  sand,  the  keeping  of 
the  machinery  in  better  order  at  less  cost,  and  dispensing 
with  one  grinder  of  the  cards  in  consequence  of  the  dimi- 
nution of  dirt  and  sand  ;  expelling  fine  dnst  and  dirt  not 
before  got  out ;  less  breakage  of  the  yarns,"  &c. 

There  was,  also,  evidence  of  the  amount  of  cotton  that 
had  been  cleaned  at  the  defendants'  mills  by  the  plaintiff's 
improvement,  within  the  period  for  which  the  damages 
were  claimed. 

Tlie  court  below,  in  its  charge  to  the  jury,  stated  the  rule 
as  prescribed  by  the  statute,  which  is  the  actual  damages 
that  the  plaintiff  has  sustained  from  the  infringement,  and 
among  other  things  observed  :  "  Then  you  will  look  at  the 
value  of  the  thing  used,  and  asoertain  that  value  by  all  the 
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evidence  as  to  its  character,  operatioa  aod  effect.  You  will 
take  into  view  the  value  of  that  which  the  defendants  hav^ 
used,  belonging  to  the  plaintiff,  to  aid  you  in  forming  the 
judgment  of  the  actual  damage  the  plaintiff  has  sustainyed." 

It  is  supposed  by  the  counsel  for  the  defendants  that  the 
court,  in  the  above  instructions  {d\  gave  a  latitude  to  the 
jury  in  the  estimate  of  damages  beyond  that  of  the  use  or 
value  of  the  improvements  embraced  in  the  patent  in  ques- 
tion ;  that  they  might  take  into  consideration  the  improve- 
ments on  the  patent  ol  the  17th  March,  1857,  for'  widening 
one  end  of  the  trunk.  But  it  is  quite  apparent  that  the 
court  was  speaking  all  the  time  with  reference  to  the  im- 
provement in  the  patent  in  suit,  and  the  only  one  in  con- 
testation. It  is  also  urged  that  the  valu^  of  the  improve- 
ment waa  not  a  proper  subject  for  the  consideration  of  the 
jury  in  estimating  the  damages.  This  may  be  admitted. 
But  looking  at  the  term,  value,  iu  the  connection  in  which 
it  was  used,  it  is  quite  clear  that  it  had  reference  only  to 
the  utility  and  advantages  or  value  of  the  use  of  the  im- 
provement over  the  old  mode  of  cleaiiing  cotton ;  not  the 
value  of  the  patent  itself. 

This  question  of  damages,  under  the  rule  given  in  the 
statute,  is  always  attended  with  difficulty  and  embarrass- 
ment both  to  the  court  and  jury.  There  being  no  estab- 
lished patent  or  license  fee  in  the  case,  in  order  to  ge/;  at  a 
fair  measure  of  damages,,  or  even  an  approximation  to  it, 
general  evidence  must  necessarily  be  resorted  to.  And  what 
evidence  could  be  more  appropriate  and  pertinent  than  that 
of  the  utility  and  advantage  of  the  invention  over  the  old 
modes  or  devices  that  had  been  used  for  working  out  simi- 
lar results?  With  a  knowledge  of  these  benefits  to  the 
persons  who  have  used  the  invention,  and  the  extent  of  the 
use  by  the  infringer,  a  jury  will  be  in  possession  of  mate- 
rial and  controlling  facts  that  may  enable  them,  in  the  ex- 
ercise of  a  sound  judgment,  to  ascertain  the  damages,  or, 

(d)  Wallace,  page  819,  inserts  **  quoted  on  preceding  pages." 
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in  other  words,  the  loss  to  the  patentee  or  owner,  by  the 
piracy,  instead  of  the  parchaae  of  the  ase  of  the  invention. 

It  is  proper  to  say,  as  was  said  in  the  court  below,  that 
the  jury,  in  ascertaining  the  damages  upon  this  evidence, 
ia  not  to  estimate  them  for  the  whole  tei-m  of  the  patent, 
bat  only  for  the  period  of  the  infringement.  A  recovery 
does  not  vest  the  infringer  with  the  right  to  continue  the 
use,  as  the  consequence  of  it  may  be  an  lujanction  restrain- 
ing the  defendant  from  the  further  use  of  it. 

TheJtidgTftejit  <:f  tJie  court  below  affirmed, 

Koteai 

1.  Failure  to  claim  as  an  abaDdonment. 

Battin  v.  Taggert,  17  How.  74  [6  A.m.  &,  Eng.  248]. 

Bridge  Ca  v.  Fhceuix  Iron  Works,  95  V.  S.  274 

Miller  V.  Brass  Ca,  104  IT.  R  350. 

Matthews  v.  Boston  Machine  Ca,  105  U.  S.  54 

Eames  v.  Andrews,  122  U.  S.  40. 

Parker  &  Whipple  v.  Yale  Clock  Co.,  123  U.  S,  87. 

Hoekina  v.  Fisher,  125  U.  S.  217. 


2.  Of  two  patents  to  the  same  invetttor  the  latter  is  void. 
Corn  Planter  Patent,  23  Wall.  181 ;  and  see 
James  v.  CampbeU,  104  U.  S.  839. 


4.  Ifoasnre  of  damages  in  the  absence  of  lioense  fee. 
Philp  «.  Nock,  17  WaU.  460. 
Root  V.  Kanway,  105  U.  a  189. 
United  States  w.  McKeever,  23  0.  G.  1580. 
Yale  Lock  Mnfg.  Co.  v.  Sai^ent,  117  V,  S.  586. 


Dec.,  1865.]  SUFFOLK  MNFG.  00.  v.  HAYDEK 


439 


Notes  and  OitationB, 


6.  Beoovery  of  damages,  in  respect  to  right  to  oontinae  use. 
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D.  P.  HOLLOWAY,  COMMISSIONER  OP  PATENTS  u. 
ANDREW  WHITELEY,  PLAINTIFF  IN  ERROR,* 

4  WaU.,  62S2-535.    I>eo.  Term,  1806. 

[Bk.  18,  L.  ed.  836 ;  2  Whit.  146.1 
Argaed  Deoember  18,  1866.     Decided  Jannarj  8,  1867. 

Filing  of  application.     Mandamus.     Commiaaioner.     Who  may  re- 

issue. 

L  Where  applicant  for  reissue  had  filed  his  application  with  the 

Acting  Commissioner  and  had  paid  the  requisite  fees,  heUHhat 

he  had  done  all  in  his  power  to  make  the  application  effectual, 

and  that  it  was  properly  before  the  Commissioner,  otherwise  a 
a  mandamus  would  lie  to  compel  the  Commissioner  to  receive 

it     (p.  449.) 

2.  Under  Act  1836,  sec.  13,  and  Act  1837,  sec.  8,  the  Commissioner 
of  Patents  having  examined  and  refused  an  application  for  re- 
issue, on  the  ground  that  applicant  was  not  the  proper  party, 
a  mandamus  will  not  lie  to  compel  him  to  re-examine  the  ap- 
plication,    (p.  440.) 

8.  The  principles  of  law  relating  to  the  remedy  by  mandamus 
stated.  It  cannot  be  made  to  perform  the  functions  of  a  writ 
of  error,     (p.  450.) 

4  Doubted  whether  grantee  of  an  exclusive  sectional  interest 
and  not  of  the  entire  patent  may  surrender  and  reissue  it  in 
view  of  Act  1836,  sec  18.     (p.  451.) 

In  error  to  the  Supreme  Court  of  the  District  of  Co- 
Inmbia. 
The  case  is  stated  in  the  opinion  of  the  court. 

Mr.  Elisha  Foote^  for  plaintiff  in  error. 

First.  The  Commissioner  of  Patents  decided  correctly, 
that  the  defendant  in  error  was  not  entitled  to  a  reissue  of 
the  patent. 

Second.  If  his  decision  was  erroneous,  a  mandamus  does 

*  See  Explanation  of  Notes,  page  III. 
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not  lie  to  correct  it.  The  commissioner  has  already  doae  what 
the  writ  commanded  him  to  do.  Any  further  action  such 
as  sending  the  case  to  an  examiner,  would  hare  been  useless 
and  absurd. 

Third.  An  important  question  arising  in  the  case  is, 
whether  the  13th  section  of  the  Patent  Act  of  1836,  authoriz- 
ing a  patentee  and  his  assigns  in  certain  cases  to  reissne  a 
patent,  applies  to  the  assignee  of  a  sectional  interest  only. 

Upon  a  reisane,  the  original  patent  must  be  surrendered. 

A  surrender  of  the  patent  to  the  Commissioner,  in  judg- 
ment of  law,  extingniahes  the  patent. 

Moffitt  V.  Garr,  1  Black,  273  [p.  Ill  ante]. 

Has  the  grantee  of  an  exclusive  territorial  interest  In  a 
patent,  a  legal  right  to  apply  for  a  reissue  of  that  patent  ? 

Messrs.  Samuel  F.  Fisher  and  J.  J.  CooTnbs,  /or  defend- 
ant in  error. 

1.  Has  the  Supreme  Conrt  of  the  District  of  Colambia 
jurisdiction  and  power  to  grant  and  enforce  a  "writ  of 
mandamus,''''  commanding  the  Commissioner  of  Patents  to 
do  an  act  enjoined  by  law  V 

Kendall  v.  United  States,  12  Pet.  524,  is  the  leading  and 
decisive  authority  upon  this  question. 

In  its  decision,  the  court  said :  "  Congress  has  entire  con- 
trol over  the  District  (of  Columbia)  for  every  purpose  of 
government ;  and  it  is  reasonable  to  suppose  that,  in  organ- 
izing a  Judicial  Department  here,  all  judicial  power  neces- 
sary for  the  purposes  of  government  would  be  vested  in 
the  courts  of  justice.  The  Circuit  Court  here  is  the  highest 
court  of  original  jurisdiction  ;  and  if  the  power  to  issue  a 
■nw.n3.amus  in  a  case  like  the  present  exists  anywhere,  it  if 
vested  in  that  court. 

Runkel  t.  Winemiller,  4  Har.  &  McH.  448;  ffriliitli  r 
Cochran,  5  Binn.  103 ;  U.  S.  c.  Lawrence,  3  Dall.  42 ;  Com- 
monwealth c.  Jndges  of  Conrt,  etc.,  3  Binn.  273  ;  Marbury 
V.  Madison,  1  Cranch,  137 ;  Mclntire  ».  Wood,  7  Ciaiich, 
603  ;  McClung  n.  Sillimau,  6  Wheat.  698. 
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D.  P.  HOLLOWAT,  COMMISSIONER  OF  PATENTS  v. 
ANDREW  WHITELEY,  PLAINTIFF  IN  ERROR.* 

4  WftU..  oaa-BSS.    Deo.  T«rm,  ISOa. 

[Bk.  18,  L.  ed.  835;  2  Whit.  14fi.l 

Argued  Draember  18,  1866.     Decided  JanaEiry  S,  1867. 

Filing  of  appUoaiion.     MandanatB.     Comnuwiofiw.     Who  may  re- 

1.  Where  applicant  for  reiaane  had  filed  hia  application  with  the 

Acting  Commissioner  and  bad  paid  the  requisite  tees,  Aeld  that 
he  had  done  all  in  bis  power  to  make  the  application  efieotaal, 
and  that  it  was  properly  before  the  Commissioner,  otherwise  a 
s  mandamiia  wonld  lie  to  oompel  the  CommisBioner  to  receive 
it     (^448.) 

2.  ITader  Act  1836,  aeo.  13,  and  Act  1837,  sec.  8,  the  Commissioner 

of  Patents  having  examined  and  refused  an  application  for  re- 
tsane,  on  the  ground  that  applicant  waa  not  the  proper  party, 
a  mandamua  will  not  lie  to  oompel  him  to  re-examine  the  ap- 
plication,    (p.  449.) 

8.  The  principles  of  law  relating  to  the  remedy  by  ntandamut 
stated.  It  cannot  be  made  to  perform  the  functions  of  a  writ 
of  error,     (p.  450.) 

4.  Ikmbted  whether  grantee  of  an  exdosive  sectional  interest 
and  not  of  the  entire  patent  may  surrender  and  reissue  it  in 
view  of  Act  1836,  sec.  18.     (p.  451.) 

In  error  to  the  Supreme  Court  of  the  District  of  Co- 
Inmbia. 
The  ca^e  is  stated  in  the  opinion  of  the  conrt. 

Mr.  Slieha  S'oote,  for  plaintiff  in  error. 

First.  The  Commissioner  of  Patents  decided  correctly, 
that  the  defendant  in  error  was  not  entitled  to  a  reissae  of 
the  patent. 

Second.  If  his  decision  was  erroneous,  a  mandamus  does 
*  See  Explanation  of  Notes,  page  III. 
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not  lie  to  correct  it.  The  commissi 
the  writ  commanded  him  to  do. 
as  sending  the  case  to  an  examin  \ 
and  absnrd. 

Third.  An  important  question  i 
whether  the  13th  section  of  the  Pj 
ing  a  patentee  and  his  assigns  in 
patent,  applies  to  the  assignee  o: 
Upon  a  reissue,  the  original  ps  i 
A  surrender  of  the  patent  to  tl  i 
ment  of  law,  extinguishes  the  ps  i 
Moffltt  V.  Garr,  1  Black,  273  [j 
Has  the  grantee  of  an  exclusi\!  i 
patent,  a  legal  right  to  apply  for 

Messrs.  Samuel  F,  Fisher  anc 
ant  in  error, 

1.  Has  the  Supreme  Court  of  I 
jurisdiction  and  power  to  grant 
mandaraus^^'*  commanding  the  C 
do  an  act  enjoined  by  law  ?" 

Kendall  t).  United  States,  12  Yi 
decisive  authority  upon  this  que« 

In  its  decision,  the  court  said : 
trol  over  the  District  (of  Columl; 
government ;  and  it  is  reasonable 
izing  a  Judicial  Department  here, 
sary  for  the  purposes  of  governn 
the  courts  of  justice.  The  Circu  i 
court  of  original  jurisdiction  ;  aui 
mandamus  in  a  case  like  the  preei 
vested  in  that  court. 

Runkel  t?.  Winemiller,  4  Har. 
Cochran,  5  Binn.  103 ;  U.  S.  v.  l£\ 
monwealth  v.  Judges  of  Court,  el 
V,  Madison,  1  Cranch,  137 ;  Mclm 
503 ;  McClung  v.  Silliman,  6  Wh^ 
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Decatur  v.  Pauldisg,  14  Pet.  615.  In  thi«  case,  Ch.  J. 
Taney,  in  delivering  the  opinion  of  the  court  eaid :  "In  the 
case  of  Kendall  v.  U.  8.,  12  Pet.  524,  it  was  decided  in  this 
court  that  the  Circuit  Court  for  Washington  county  in  the 
District  of  Columbia  has  the  power  to  issue  a  Tnamdamtcs 
to  an  oflEioer  of  the  Federal  Goverment,  commandiixg  him  to 
do  a  ministerial  act  *  *  *  *  The  doctnnes,  which  this 
court  now  holds  in  relation  to  the  Executive  Department  of 
the  Government,  are  the  same  that  were  distinctly  an- 
nounced in  the  case  of  Kendall  v.  U.  S.'^ 

The  Act  of  Congress  of  3d  March,  1868,  which  estab- 
lished the  Supreme  Court  of  the  District  of  Columbia,  in 
section  8d,  says  ;  "  The  Supreme  Court  organized  by  this 
act  shall  possess  the  same  powers  and  exercise  the  same 
jurisdiction  as  is  possessed  and  exercised  by  the  Circuit 
Court  of  the  District  of  Columbia,"  etc.     12  Stat.  762. 

2.  Is  the  Commissioner  of  Patents  commanded  by  law  to 
examine  or  caused  to  be  examined  a  proper  and  lawful  ap- 
plication for  a  reissue,  and  does  '*the  writ  of  Tnandamus*^ 
lie  to  enforce  that  command  % 

The  13th  section  of  Act  of  1886,  which  established  the 
reissue,  the  8th  section  of  Act  of  1837,  and  the  7th  section 
of  Act  of  1836,  most  unequivocally  command  the  Commis- 
sioner to  make,  etc.,  an  examination. 

The  "  writ  of  mandamus  "  lies  to  enforce  that  command. 

Mr.  Tapping,  in  his  treatise  on  Mandamus^  says :  ^^  For- 
merly the  received  idea  was,  that  a  ma/adximits  would  lie 
only  to  command  the  performance  of  a  ministerial  duty ; 
but  modem  cases  have  gone  much  further,  and  it  is  now 
the  constant  practice  to  grant  the  writ  to  command  the  per- 
formance, by  any  inferior  jurisdiction  or  officer,  of  any 
public  duty  for  which  there  is  no  specific  remedy.  The 
duty  must  be  a  public  one,  though  the  value  to  the  public 
is  not  scrupulously  weighed.  When  one  is  to  act  accord- 
ing to  his  discretion  and  he  will  not  act  or  even  consider  the 
matter,  the  court  of  B.  R.  will,  by  mandamiis^  command 
him  to  put  himself  in  motion  to  do  it.^' 
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Pp.  64-66,  and  cases  there  cited. 

In  firupport  of  these  positions,  see,  also,  Rex  tj.  Bishop  of 
Litchfield,  7  Mod.  218 ;  Rex  x.  Justices  of  Kent,  14  East, 
896 ;  Rex^.  Justices  of  North  Riding,  2B.  &C.  291 ;  GrifHtli 
X.  Cochran,  6  Binn.  103. 

8.  Chief  Justice  Marshall  decided  in  1832  (four  years  be- 
fore the  passage  of  the  reissue  law  now  in  force)  that  a  pat- 
entee, irrespective  of  any  statutory  provisions,  was,  of 
natural  right  entitled  to  surrender  a  defective  patent  and 
obtain  a  new  patent,  with  the  corrections  necessary  to  fully 
protect  the  invention. 

Grant  v.  Raymond,  6  Pet.  218-249  [4  Am.  ft  Eng.  245] ; 
Morris  t.  Huntington,  1  Paine,  848;  Shaw  r?.  Cooper,  7  Pet. 
292  [4  Am.  ft  Eng.  286]. 

The  18th  section  of  Act  of  1886,  which  first  established 
the  reissue,  as  now  granted,  provides :  "And  in  case  of  his 
(the  patentee's)  death,  or  any  assignment  by  him,  made  of 
thi  original  patent,  a  similar  right  shall  vest  in  his  execu- 
tors, administrators  or  assigns." 

Does  not  this  statute  unequivocally  grant  unto  any  as- 
signee, the  same  right  to  a  reissue  that  it  grants  to  the 
patentee  ? 

The  11th  section  of  the  same  act  provides:  that  "Every 
patent  shall  be  assignable  in  law,  either  as  to  the  whole  in- 
terest or  any  undivided  part  thereof,  by  any  instrument  in 
writing;  which  assignment,  and  also  every  grant  and  con- 
veyance of  the  exclusive  right,  etc.,  within  and  throughout 
any  specified  part  or  portion,  etc.,  shall  be  recorded,"  etc. 

In  order  to  sustain  his  construction,  the  Honourable  Com- 
missioner of  Patents,  devotes  the  major  part  of  his  "rea- 
sons," or  "return"  to  a  criticism  upon  the  terms  "as- 
signee" and  "grantee,"  "assignment"  and  "grant,"  and 
contends  at  great  length  that  these  terms  are  not  used  in- 
terchangeably in  the  patent  law.  In  reply  to  this  argu- 
ment, we  cite  from  "Curtis  on  Patents,"  sec.  196:  "our 
statute  seems  to  assume  and  proceed  upon  the  clear  distinc- 
tion that  every  grant  which  embraces  the  exclusive  right 
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nnder  a  patent,  either  as  to  a  part  or  the  whole,  is  an  as- 
signment ;  and  it  requires  such  grants  to  be  recorded.  The 
test  to  be  applied,  therefore,  is  whether  tlie  instrument 
vests  in  the  grantee  the  exclusive  right,  either  for  the  whole 
conntrj  or  for  a  particular  district,  of  making  and  using 
the  thing  patented,  and  of  granting  that  right  to  others. 
If  it  do^  so  it  is  an  assignment," 

See  Gayler  ».  Wilder,  10  How.  477  [5  Am.  &  Eng.  188]  ; 
Brooks  V.  Byam,  2  Story,  525 ;  Suydam  v.  ©ay,  2  Blatchf .  20. 

Other  objections  to  the  commissioner's  Constmction  are, 
that  it  is  clearly  against  the  policy  and  intent  of  onr  whole 
patent  system. 

1st.  Because  such  construction  practically  renders  null 
and  void  the  very  statute  authorizing  the  reissues. 

3d.  Because  such  a  construction  practically  renders  null 
and  void  the  very  statute  authorizing  the  subdivision  of 
patent  rights,  and  imposes  impolitic  restraints  upon  their 
alienation. 

It  is  admitted  that  a  patentee,  after  assigning  an  exclu- 
sive sectional  interest,  can  obtain  a  reissue  without  the  con- 
sent of  that  assignee,  and  without  affecting  his  rights ;  if 
the  patentee  possess  such  right  of  reissue  in  his  section, 
why  should  not  his  assignee,  who  holds  a  deed  for  "all  his 
right,  title  and  interest,"  possess  the  same  right  in  his 
section ! 

Mr.  Justice  Swatne  delivered  the  opinion  of  the  court. 

This  case  was  brought  here  by  a  writ  of  error  to  the  Su- 
preme Court  of  the  District  of  Columbia. 

On  the  4th  of  September,  1856,  a  patent  was  issued  to 
Jonathan  Haines  for  an  improvement  in  mowing  machines. 

On  the  22d  of  November,  1856,  Haines  sold  and  assigned 
to  Ball,  Aultman  &  Co.,  an  exclusive  right  to  the  inven- 
tion and  patent,  within  the  limits  of  the  State  of  Ohio. 

On  the  13th  of  April,  1858,  upon  the  surrender  of  the 
original  patent  by  Haines,  and  upon  iiis  applicaiion,  with- 
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oat  the  assent  of  Ball,  Aultman  &  Co.,  a  reissue  of  the  pat- 
ent was  granted  to  him. 

On  the  15th  of  January,  1860,  Jonathan  Haines  sold  and 
assigned  to  his  brother,  Ansel  Haines,  one  undivided  third 
I)art  of  his  interest  in  the  patent. 

On  the  26th  of  January,  1860,  Jonathan  and  Ansel  Haines 
sold  and  granted  to  Isaac  and  Win.  C.  Hawley  the  exclu^ 
sive  right  to  the  invention  and  {patent  in  certain  counties  in 
the  State  of  Illinois. 

On  the  10th  of  April,  1863,  Ansel  Haines  reassigned  to 
Jonathan  Haines  all  his  interest  in  th«  patent. 

On  the  17th  of  April,  1863,  Jonathan  Haines  sold  and  as- 
signed all  his  interest  in  the  patent  to  Andrew  Whiteley, 
the  defendant  in  error.  Haines,  at  the  same  time,  deliv- 
ered the  i^atent  to  Whitely,  in  order  that  he  might  sur- 
render it  and  procure  another  reissue. 

Ball,  Anltman  &  Co.  were  applied  to,  but  declined  to 
concur.  It  does  not  appear  that  the  Hawleys  were  advised 
upon  the  subject. 

On  the  25th  of  January,  1868,  Whiteley  filed  his  applica- 
tion for  a  reissue  in  the  Patent  0£Eice.  in  conformity  with 
the  provisions  of  the  13th  section  of  the  act  of  1836. 

The  Commissioner  of  Patents  declined  to  entertain  the 
application,  upon  the  ground  that  the  applicant  was  only 
the  grantee  of  an  exclnsive  sectional  interest,  and  not  of 
the  entire  patent.  He  also  declined  to  allow  an  appeal  to 
be  taken  from  this  decision.  An  application  was  thereupon 
made  to  the  Snpreme  Court  of  the  District  of  Columbia  for 
a  writ  of  mandamics.  That  court  awarded  a  peremptory 
writ,  commanding  the  Commissioner  "to  refer  said  appli- 
cation to  the  proper  examiner,  or  otherwise  examine  or 
cause  the  same  to  be  examined  according  to  law."  This 
writ  of  error  is  prosecuted  to  reverse  that  order.  Did  the 
court  err  in  making  it } 

The  13th  section  of  the  act  of  1836  declares  that,  under 
the  circumstances  therein  stated,  "It  shall  be  lawful  for  the 
Commissioner,  upon  the  surrender  to  him  of  such  patent. 
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*  *  *  *  to  canse  a  new  patent  to  be  issued  to  the 
said  inventor,  for  the  same  invention,  for  the  residue  of  the 
period  then  unexpired,  for  which  the  original  patent  was 
granted,  in  a<^cordance  with  the  patentee's  corrected  des- 
cription  and  specifications ;  and  in  case  of  his  death  or  any 
assignment  by  him  made  of  the  original  patent,  a  similar 
right  shall  vest  in  his  executors,  administrators  or  assigns/' 

The  7th  section  of  this  act  provides  that,  on  the  filing  of 
any  application  for  a  patent  and  the  payment  of  the  duty 
reqnired,  ^^  The  Commissioner  shall  make,  or  cause  to  be 
made,  an  examination  of  the  alleged  new  invention  or  dis- 
covery," etc. 

The  8th  section  of  the  act  of  1837  provides,  in  regard  to 
applications  for  the  reissue  of  patents,  and  the  decisions  of 
the  Commissioner,  that  '^In  all  snch  cases  the  applicant,  if 
dissatisfied  with  such  decision,  shall  have  the  same  reme- 
dies, and  be  entitled  to  the  benefit  of  the  same  privileges 
and  proceedings  as  are  provided  by  law  in  case  of  original 
applications  for  patents." 

This  renders  it  necessary  to  recur  to  the  act  of  1836,  and 
to  consider  carefully  its  provisions  touching  the  applica- 
tions to  which  it  relates. 

Both  acts  should  be  liberally  construed  to  meet  the  wise 
and  beneficent  object  of  the  Legislature.  Patentees  are  a 
meritorious  class,  and  all  the  aid  and  protection  which  the 
law  allows,  this  court  will  cherfully  give  them. 

If  the  Commissioner  should  hold  that  a  party  applying 
originally  for  a  patent  '•was  not  the  original  and  first  in- 
ventor" and  should  decide  against  him  upon  that  ground, 
the  applicant  could  undoubtedly  take  an  appeal  from  his 
decision.  The  Commissioner,  having  reached  this  conclu- 
sion, would  be  under  no  obligation  to  go  further  and  exam- 
ine any  other  question  arising  in  the  case,  and  it  would  not 
be  necessary  to  the  right  of  api)eal  that  he  should  do  so. 

Here  an  assignee  applied  for  the  reissue  of  a  patent.  It 
was  clearly  competent  for  the  Commissioner,  and  it  was 
his  dut}',  to  decide  whether  the  applicant  was  an  assignee 
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at  all ;  and,  if  so,  whether  he  was  an  assignee  with  such  an 
interest  as  entitled  him  to  a  reissne  within  the  meaning  of 
the  statutory  provision  upon  the  subject.  The  latter  ques- 
tion is  an  importsint  one.  It  is  as  yet  unsettled,  and  awaits 
an  authoritative  determination. 

The  Commissioner  says,  in  his  answer  to  ihe  rule,  that 
he  could  not  examine  the  application,  because  none  had 
been  filed  in  the  Patent  Office. 

This  position  is  untenable.  It  is  averred  in  the  petition, 
and  not  denied  in  the  answer — and,  therefore,  as  in  other 
like  cases  of  pleading,  to  be  taken  as  conceded — that  the 
application  was  filed  with  the  acting  Commissioner.  It  is 
also  admitted,  in  the  answer,  that  the  requisite  amoant  of 
fees  had  been  paid  by  the  relator,  but  it  is  added,  that  it 
had  not  been  placed  to  the  credit  of  the  office,  and  was  in 
the  hands  of  the  chief  clerk,  subject  to  the  relator's  order. 

The  relator  had  done  all  in  his  power  to  make  his  appli- 
cation effectual,  and  had  a  right  to  consider  it  properly  be- 
fore the  Commissioner. 

It  was  so.  If  it  was  not,  a  mandamus  would  clearly  lie 
to  compel  the  Commissioner  to  receive  it.  It  was  his  first 
duty  to  receive  the  application  whatever  he  might  do  sub- 
sequently. Without  this  initial  step  there  could  be  no  ex- 
amination and,  indeed,  no  rightful  knowledge  of  the  sub- 
ject on  his  part.  Examination  and  the  exercise  of  judg- 
ment, with  their  proper  fruit,  were  to  follow,  and  they  did 
follow. 

The  Commissioner  found  the  question,  whether  the  as- 
signee was  such  a  one  as  the  law  entitled  to  h  reissne,  lying 
at  the  threshold  of  his  duties.  It  required  an  answer  })e- 
fore  he  could  proceed  further.  His  decision  was  against 
the  apellant.  His  examination  of  the  subject  was  thorough, 
and  his  conclusion  is  supi)orted  by  an  able  and  elaborate 
argument.  It  was  made  a  part  of  his  reply  to  the  rule,  and 
i9  found  in  the  record. 

From  this  decision,  whether  right  or  wrong,  the  relator 
had  a  right,  under  the  statute,  to  appeal. 
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If  the  mandamus  had  ordered  the  Commissioner  to  al- 
low the  appeal,  we  should  have  held  the  order  under  which 
it  was  issued  to  be  correct.  But  the  order  was  that  he 
should  proceed  to  examine  the  application.  That  he  had 
already  done.  The  preliminary  question  which  he  decided 
was  as  much  within  the  scope  of  his  aathority  as  any  other 
which  conld  arise.  Having  resolved  it  in  the  negative, 
there  was  no  necessity  for  him  to  look  further  into  the  case. 
Entertaining  such  views,  it  would  have  been  idle  to  do  so. 
The  question  was  vital  to  the  application,  and  its  resolu- 
tion was  fatal,  so  far  as  he  was  concerned.  Only  a  reversal 
by  the  tribunal  of  appeal  cotild  revive  it,  and  cast  npon 
him  the  duty  of  further  examination. 

The  principles  of  law  relating  to  the  remedy  by  manda- 
miis  are  well  settled. 

It  lies  where  there  is  a  refusal  to  perform  a  ministerial 
act  involving  no  exercise  of  judgment  or  discretion. 

It  lies,  also,  where  the  exercise  of  judgment  and  discre- 
tion are  involved  and  the  officer  refuses  to  decide,  provided 
that,  if  he  decided,  the  aggrieved  party  could  have  his  de- 
cision reviewed  by  another  tribanal. 

It  is  applicable  only  in  these  two  classes  of  cases.  It 
cannot  be  made  to  perform  the  functions  of  a  writ  of  error. 

In  Deciitur  t.  Paulding,  14  Pet.  fil6,  refening  to  an  act 
of  Congress  under  which  the  relator  in  that  case  claimed  a 
penaion  which  had  been  refused  her  by  the  Secretary  of  the 
Navy,  this  court  said  :  "  If  a  suit  should  come  before  this 
court  which  involved  the  constrnction  of  any  of  these  laws, 
the  court  certainly  would  not  be  bound  to  adopt  the  con- 
struction given  by  any  head  of  a  department ;  and  if  they 
supposed  his  decision  to  be  wrong,  they  would  of  course 
so  pronounce  their  judgment.  But  their  constrnction  of  a 
law  must  be  given  in  a  case  in  which  they  have  jurisdiction, 
and  in  which  it  is  their  duty  to  interpret  the  act  of  Con- 
gress in  order  to  ascertain  the  rights  of  the  parties  in  the 
cause  before  them.  The  court  could  not  entertain  an  ap- 
peal from  the  decision  of  one  of  the  secreUiries,  nor  reverse 
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fais  judgment  in  any  case  where  the  law  authori^ea  him  to 
exercise  discretion  or  judgment ;  nor  can  it  by  rriandamus 
act  directly  upon  the  officer,  and  gaide  or  control  his  judg- 
ment or  discretion  in  the  matters  committed  to  his  care  in 
the  ordinary  discharge  of  his  official  duties.  *  *  *  The 
interference  of  courts  with  the  performance  of  the  ordinary 
duties  of  the  Executive  Department  of  the  Government 
would  be  productive  of  nothing  but  mischief,  and  we  are 
quite  satisfied  that  suK^h  a  power  was  never  intended  to  be 
given  to  them." 

This  case,  as  presented  to  the  court  below,  was  within 
neither  of  the  categories  above  mentioned.  The  court, 
therefore,  erred  in  making  the  order  to  which  the  Commis- 
sioner objected. 

The  main  question  passed  upon  by  the  Commissioner, 
and  which  was  supposed  to  underlie  this  case,  is  not  before 
us  for  consideration.  If  it  were,  as  at  present  advised,  we 
are  not  prepared  to  say  that  the  decision  of  the  Commis- 
sioner was  not  correct. 

The  onier  of  the  cowrt  beZow,  awarding  the  mandamus, 
is  reversed,  with  costs ;  and  it  is  ordered  by  this  court 
that  the  application  of  the  relator  be*  by  thai  courts  over- 
ruled and  dismissed. 

Notetit 

2.  Act  1832,  sec.  8 ;  Act  1836,  see.  13;  Act  1837^  sec.  5  & 

8;  Act  1870,  sec.  53;  B.  S.  sec  4916. 


When  Tnandanvus  will  lie  agaiost  OommisBioner  of  Patents. 
Butterworth  v.  Hoe,  112  U.  8.  60. 
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4M  PACKET  COMPANY  v.  SICKLES.        [Sup.  Ct. 

THE  WASHINGTON,  ALEXANDRIA  AND  GEORGE- 
TOWN STEAM  PACKET  COMPANY,  PLAINTIFF  IN 
ERROR  V.  FREDERICK  E.  SICKLES  ET  AL.* 

6  Wall.,  B8CMW9.    D«o.  Term,  isae. 

[Bk.  18,  L.  ed.  660;  2  WLit.,  165.] 

Argned  January  29,  1867.     Decided  Febniary  26,  1867. 

Contract.  Evidetice.  Vt^dicl  and  judgment  as  an  estoj^xl.  Secret 
deliberaliona  of  jury.     Evidence.     Record  of  former  suit. 

1.  Wbere  the  record  of  a  preriooa  trial,  produced  io  rader  to  eon- 

clada  defendaots  from  denying  the  existence  of  a  certain  con- 
tract, failed  to  ahow  whether  it  rested  in  parol  or  in  writing, 
and  plaintifis  introduced  extrinsic  evidence  to  prove  its  iden- 
tity with  the  contract  in  this  case,  AeU  that  whether  or  not 
the  contract  as  proved  on  the  former  trial  rested  in  parol  or 
writing  was  material,  and  that  it  was  competent  for  defend- 
ants to  disprove  the  evidence  and  show  that  it  rested  in  parol, 
so  as  to  let  in  the  defense  of  thestatnteof  frauds  (in  force  in 
theDistriotofColnmbia,andreliedonbydefendant8).  (p.  464) 

2.  The  rule  stated  in  respect  to  the  conclnsiveness  of  the  verdict 

and  judgment  in  a  former  trial  between  the  same  parties  when 
used  in  pleading  as  a  technical  estoppel     (p  465. ) 

8.  Where  the  declaration  in  a  former  suit  was  in  four  counts,  to 
which  the  general  issue  was  pleaded  and  a  general  verdict 
was  for  the  plaintiffs  ;  and  the  first  and  fourth  oounteset  out 
two  different  special  contracts  to  the  same  subject  matter,  and 
the  judgment  was  pleaded  in  estoppel  in  respect  to  one  of 
the  oontracts,  plaintiffs  having  failed  to  prove  aliunde  and  to 
show  by  the  record  that  the  matter  of  the  particular  contract 
was  necessarily  found  by  the  jury,  heid  that  defendants  were 
not  estopped,     (p.  465.) 

4.  The  secret  deliberations  of  the  jury,  <v  grounds  of  their  proceed- 
ings while  engaged  in  making  np  their  verdict,  are  not  com. 
peteot  or  admissible  evidenoe  of  the  issues  or  findings,  their 
evidence  should  be  confined  to  the  points  in  controversy  on 
*  See  Explaoatktn  of  Notes,  [lage  III. 
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the  former  trial,  to  the  teetimoay  gmn  bj  the  parties  and  to 
the  qnestiona  sobmitted  to  tbo  jary  for  their  considsration, 
aod  then  the  record  fomishes  tha  only  proper  proof  of  the 
Terdict     (p.  406.) 

5.  Where  the  record  of  a  former  tri^  ia  admitted  as  evidence  to 

coDclude  a  party  from  agitating  the  same  matters  in  a  second 
suit,  when  the  extriosic  proof  of  the  identity  of  the  canse  of 
action  is  snch  that  the  eonrt  iii(wt  submit  the  qneeticai  to  the 
jory  as  a  matter  of  fact,  any  other  matter  in  support  <»■  de- 
fense of  the  action,  as  the  case  may  be,  ehould  be  submitted 
on  the  trial  under  proper  iostroctions.     (p.  467. ) 

6.  Where  the  contract  was  to  pay  tor  the  right  to  use  &a  invention, 

on  a  certain  boat,  so  much  a  year  dnring  the  term  of  the 
patent,  which  had  twelve  years  yet  to  run  "if  the  said  boat 
should  last  so  long,"  held  that  it  was  a  contract  not  to  be  per- 
formed within  s  year,  sabject  to  a  defeasance  by  the  ba^^n- 
ing  of  a  certain  event,  which  nught  or  might  not  occur  within 
that  time  and  not  being  ia  writing  was  void  within  that  clause 
of  the  statute  of  frauds  which  provides  that  "  no  snit  shall  be 
tHTonght  to  charge  any  person  upon  any  agreement  that  was 
not  to  be  performed  within  one  year,  unless  there  was  some 
memorandum  or  note  in  writing  of  the  agreement     (p.  460.) 

In  error  to  the  Sapreioe  Court  of  the  iDlatrict  of  Columbia. 
The  case  is  stated  by  the  coart. 

Messrs.  J.  M.  Carlitle  and  Walter  D.  Davidge,  for 
plaintiff  in  error  : 

It  ia  insisted  that  the  plaintifif  below  vraired  the  alleged 
estoppel  by  their  manner  of  pleading;  that  they  took 
issoe  upon  the  point  or  qoestioa  of  fact,  and  thus  set  the 
matter  at  large. 

Estoppels  are  not  Favored  in  the  law,  and  he  who  would 
rely  apoQ  one,  must,  at  his  peril,  set  it  up  in  his  pleading, 
if  he  have  opportunity,  and  adhere  to  it  strictly. 

Feversham  v.  Emerson,  11  Exch,  (Hurlst.  &  b.),  386. 

The  law  as  to  estoppel  is  well  settled.  The  rule  is,  that 
an  estoppel  is  as  a  plea,  a  bar,  as  eTidence  conclusive. 
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2  Sm.  Lead.  Css.  436. 

An  averment  of  an  estoppel  is,  in  its  nature*  a  refusal  to 
litigate  the  fact,  a  denial  of  the  right  of  the  defendant  to 
call  in  question  the  fact. 

Maule,  J.,  in  Matthews  v.  Osborne,  13  C.  B.  4 ;  J.  Scott, 
919,  943 ;  1  Chit.  PL  603. 

This  rule  has  been  extended  to  cases  of  pleas  concluding 
to  the  country,  and  it  is  held  that  the  plaintiff,  by  joining 
in  the  issue  of  the  fact  tendered,  sets  the  matter  at  large. 

Peversham  v.  Emerson,  supra;  Matthews  v.  Osborne, 
supra;  Sanderson  v.  CoUmann,  4  Man.  &  Gr.  290;  Bow- 
man &  Rostran,  4  Ev.  &  Mann.  667 ;  2  Adol.  &  EIL  295, 
Tiotes  [2  Am.  &  Eng.  77]  ;  Magrath  v.  Hardy,  6  Scott^ 
627. 

Upon  the  same  principle,  if  the  matter  of  estoppel  be  set 
out  in  the  declaration,  and  the  defendant  interpose  a  plea 
denying  the  truth  of  the  fact,  and  the  plaintiff  join  issue 
upon  such  plea,  he  sets  the  matter  at  large.  He  must,  in 
such  case,  demur  or  possibly  re-assert  the  estoppel  in  a  rep- 
lication. The  same  rule  applies  to  a  defendant  joining  in 
an  issue. 

Beckett  v.  Bradley,  7  Man.  &  Gr.  994 ;  Bowman  v.  Tay- 
lor, 2  Adol.  &  Ell.  278  [2  Am.  &  Eng.  60]  ;  S.  P.  Hill  v. 
Manchester  Water  Works,  2  B.  &  Adol.  664 ;  Wilson  v. 
Butler,  4  Bing.  (N.  C.)  748 ;  Howard  v.  Mitchell,  14  Mass. 
241 ;  Chew  v.  Moffat,  6  Munf.  120 ;  Magrath  v.  Hardy,  4 
Bing.  (N.  C.)  752 ;  6  Scott,  627 ;  Young  v.  Raincock,  7  0. 
B.,  Man.,  Gr.  &  Scott,  810 ;  P.  W.  &  B.  E.  E.  Co.  v.  How- 
ard, 13  How.  307. 

Admitting,  arguToenti  gratia^  that  the  estoppel  was  not 
waived  by  the  plaintiffs  joining  issue  on  the  promise  or 
undertaking,  instead  of  relying  upon  the  estoppel  averred 
in  the  declaration,  the  court  manifestly  erred  in  excluding 
the  testimony. 

Because  the  fact  that  the  only  evidence  offered  at  the 
trial  alleged  to  be  an  estoppel  was  alleged  to  be  mere  parol 
evidence,  was  a  fact  proper  for  the  consideration  of  the 
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jury,  in  weighing  the  evidence  offered  by  the  plaintiffs  to 
show  what  the  prior  jury  found.  The  recollection  of  cer- 
tain jurors,  especially  when  contradicted  by  that  of  Coch- 
ran, one  of  them,  surely  did  not  conclude  the  last  juiy, 
who  were  to  find  what  was  controverted  and  found  at  the 
previous  trial. 

Because  the  estoppel  relied  on  was  not  an  estoppel  of 
record  in  the  strict  legal  sense,  but  was  to  be  applied  by 
the  jury  to  the  subject-matter  by  parol  evidence.  See  this 
case  (Steam  Packet  Co.  9.  Sickles),  ^  How.  333. 

As  the  case  was  tried,  the  court  assumed  the  absolute 
truth  of  the  evidence  offered  by  the  plaintiffs,  and  set  out 
in  the  first  bill  of  exceptions,  and  refused  to  submit  that 
evidence  to  the  jury,  or  to  allow  the  defendants  to  offer 
any  evidence  based  on  the  hypothesis  that  the  estoppel 
might  not  be  found  as  claimed. 

We  claim  that  if,  in  fact,  the  prior  jury  found  only  a 
parol  contract,  we  are  not  estopped  from  denying  its  valid- 
ity in  law  in  the  present  case.  We  are  estopped  only  from 
denying  the  particular  points  of  {act  found,  to  wit :  a  parol 
promise. 

Hughes  V.  Alexander,  4  Duer,  488;  Carter  v.  James, 
cited  below ;  Richardson  v.  Boston,  19  How.  263. 

We  claim  that  the  contract,  being  in  parol  merely,  was 
void  in  law ;  it  was  not  to  be  performed  within  one  year. 

Taking  it  for  granted,  for  the  present,  that  it  was  void, 
we  cite  the  following  cases  to  show  how  far  the  courts  go 
in  searching  out  the  particular  points  of  fact  decided  by 
the  prior  jury,  and  in  holding  such  points  to  be  aside  and 
different  from  the  one  at  issue  in  the  case  on  trial. 

Carter  9.  James,  13  Mees.  &  W.  137;  Burlen  9.  Shanon, 
14  Gray,  433 ;  Savyer  v.  Woodbury,  7  Gray,  499. 

Was  the  alleged  contract,  if  merely  parol,  void!  The 
English  Statute  of  29  Car.  II.,  ch.  3,  is  in  force  here. 

The  patent  of  the  plaintiffs  was  dated  May  30,  1842,  and 
was  to  continue  14  years  (act  Congress,  July  4,  1836,  sec* 
5),  that  is,  until  May  20,  1856. 
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The  agceemeut  was  not  to  pay  so  long  as  the  boat  should 
last.  If  tliat  had  been  the  agreement,  then  it  might,  by 
possibility,  have  been  fully  performed  within  one  year. 
But  the  agreement  was  to  pay  for  twelve  years,  though  it 
was  provided  that  such  payment  for  that  period  might  be 
excused  and  dispensed  with,  if  the  boat  should  previously 
cease  to  exist. 

The  fact  that  further  performance  may  be  thus  dispensed 
with  will  not  take  the  case  out  of  the  statute. 

Hill  7).  Hooper,  1  Gray,  131 ;  Browne  Stat.  Frauds,  282 ; 
Boydell  v.  Drummond,  11  East,  142 ;  Birch  v.  Earl  of  Liv- 
erpool, 9  B.  &  C.  390 ;  Robey  v.  Tucker,  3  Exch.  632  ;  Pen- 
treguinea  Coal  Co.,  8  Jur.  706 ;  Dobson  v.  CoUis^  1  Hurlst. 
&  Nev.  81  ;  37  Eng.  Law  &  E.  499 ;  Tiemey  v.  Marshall,  7 
Irish  C.  L.  Rep.  908 ;  Harris  v.  Porter,  2  Hax.  (Del.)  27. 

Mr.  Joseph  H.  Bradley^  for  dtfendants  in  error. 
It  will  be  seen  that  there  are  only  two  questions  involved 
in  these  eleven  exceptions. 

1.  Was  the  verdict  and  judgment  on  the  former  trial 
conclasive  on  all  the  questions  directly  in  issue  on  that 
trial,  upon  the  proof  offered  by  the  plaintiffs  if  believed  by 
the  jury  ;  and  could  the  defendants  go  behind  that  verdict 
and  judgment,  while  the  plaintiffs  confined  themselves  to 
proof  of  what  was  then  in  issue  and  tried  by  the  jury  % 

For  the  defense  it  will  be  insisted  that  this  question  was 
definitely  settled  in  (Steam  Packet  Co.  v.  Sickles)  24  How. 
333,  and  that  the  court  below  was  right  in  rejecting  all 
evidence  tending  to  show  that  no  such  contract  had  been 
made,  or  that  the  said  contract  was  not  in  writing,  or  that 
the  experiment  was  insuf&cient  to  establish  the  rate  of  sav- 
ing, or  had  been  unfairly  or  fraudulently  conducted. 

All  these  matters  were  directly  involved  in  the  issues 
raised  by  the  two  courts  in  the  declaration  and  the  plea  in 
the  former  action,  and  passed  upon  by  the  jury  as  shown 
by  the  witness. 

2.  The  other  question  is  novel ;  but  according  to  general 
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principles  and  the  settled  law  of  Maryland,  by  which  it  is 
to  be  determined,  is  free  from  difficulty. 
It  involves  two  questions : 

1.  Could  they  by  such  proof  go  behind  the  verdict  and 
judgment  in  the  former  case  i 

2.  Had  the  court  jurisdiction  to  decide  upon  the  ques- 
tions passed  upon  by  it  as  to  the  right  of  Cook  by  any 
statement  of  his,  made  after  he  had  parted  with  his  in- 
terest, to  impair  the  interest  so  assigned  by  him ;  and  had 
he,  or  could  he  have  had,  after  the  assignment,  any  right 
in  any  way  to  control  the  case  ? 

As  to  the  first  question,  that  is  embraced  in,  and  covered, 
by  the  question  of  the  conclusiveness  of  the  verdict  and 
judgment;  and  if  the  defendant  has  any  relief,  it  must 
be  in  equity. 

The  power  of  the  court  to  determine,  upon  the  force  and 
effect  of  the  several  written  assignments,  whether  Cook 
had  any  interest  in  the  case,  can  hardly  be  doubted.  The 
question  was  merely  a  question  for  the  court  as  prelimi- 
nary to  the  further  question,  whether  Cook's  declarations, 
made  after  he  had  parted  with  all  his  interest,  could  be 
given  in  evidence. 

That  they  could  not,  follows  from  the  decision  of  this 
court  in  Welch  v.  Mandeville,  1  Wheat.  233;  S.  C.  5 
Wheat.  277;  the  judgment  of  Judge  Washington,  Corser 
V.  Craig,  1  Wash.  C.  C.  424 ;  Gill  v.  Clagett,  4  Md.  Ch. 
163 ;  the  act,  Maryland,  1796,  ch.  43,  sec.  13,  and  the  set- 
tled practice  in  Maryland  as  to  assignments  of  cases  made 
of  record. 

The  principle  to  be  deduced  from  these  cases  is,  that  the 
assignor  cannot  by  any  act  of  his  defeat  the  right  of  his 
assignee. 

The  plaintiff  in  error  in  his  belief  relies  on  the  pleadings 
and  Statute  of  Frauds. 

As  to  the  first  point,  the  declaration  was  the  same  which 
was  before  this  court  in  24  How.,  except  the  common 
counts,  which  were  stricken  out. 
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The  pleadings  on  the  first  connt  are  good.  AH  that  part 
of  the  first  count  which  relates  to  the  former  trial,  ver- 
dict and  judgment  is  immaterial,  and  may  be  rejected  as 
surplusage.  It  does  not  set  up  an  estopi)el  of  record,  and 
is  no  more  than  a  statement  of  the  proofs  by  which  the 
contract  was  to  be  established. 

But  the  second  count  is  not  subject  to  any  such  judg- 
ment. 

As  to  the  Statute  of  Frauds : 

If  the  contract  were  within  the  Statute,  the  feict  whether 
or  not  it  was  in  writing  was  directly  in  issue.  If  the  de- 
fendant waived  it  as  he  might,  he  should  have  offered 
evidence  of  that  fact.     He  did  not  make  such  offer. 

It  is  not  pretended,  in  any  of  the  bills  of  exception,  that 
it  was  not  set  up  in  that  action. 

If  it  had  been,  the  authorities  from  Peter  v.  Compton, 
Skinn.  353 ;  to  this  day  are  numerous  to  show  that  the 
case  is  not  within  the  Statute. 

It  was  a  contract  to  put  a  machine  on  defendants'  boat, 
to  be  paid  for  by  a  share  of  the  saving  of  fuel  caused  by  its 
nse,  to  be  ascertained  as  soon  as  the  machine  was  in  work- 
ing order.  That  share  could  be  paid  for  from  time  to 
time,  whenever  demanded.  The  contract  might  run  on  to 
the  expiration  of  the  patent,  or  it  might  be  terminated  the 
next  day.  There  is  nothing  from  which  it  can  be  inferred 
that  the  parties  understood  it  could  not  be  performed 
within  the  year.  It  would  have  been  completed  by  the 
loss  or  destruction  of  the  boat  at  any  time  during  the  year. 

There  is  a  clear  distinction  between  a  i)erformance  which 
shall  complete,  and  one  which  may  defeat  the  contract 
within  the  year.  If  it  can  be  completed  within  the  year, 
it  is  not  brought  within  the  statute  by  the  fact  that  it  may 
run  on  for  many  years. 

The  authorities  in  support  of  this  proposition  are  very 
fully  collected  in  Brown  on  the  Statute  of  Frauds,  2d  ed., 
ch.  13,  sec.  272,  and  sees.  27ft-279. 
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Mr.  Justice  Nblson  delivered  the  opinion  of  the  conrt. 

This  is  a  writ  of  error  to  the  Supreme  Court  of  the  Dis- 
trict of  Columbia. 

The  suit  was  brought  in  the  court  below,  to  recover  dam- 
ages under  a  special  contract  which  is  set  forth  in  the  dec- 
laration. 

The  contract,  in  substance,'  is,  that  on  the  18th  June, 
1844,  the  plaintiffs  below,  Sickles  &  Cook,  and  the  Steam 
Packet  Company,  the  defendants,  agreed  that  the  plain- 
tiffs should  attach  to  their  steamboat  Columbia,  for  use, 
the  Sickles  cut-off,  d  patented  article  which  is  designed  to 
effect  the  saving  of  fuel  in  the  working  of  steam  engines  ; 
and  that,  in  consideration  thereof,  if  the  said  cut-off  should 
effect  a  saving  in  the  consumption  of  fuel,  the  defendants 
would  use  it  on  their  boat  during  the  continuance  of  the 
said  patent,  if  the  said  boat  should  last  so  long,  and  that 
they  would,  for  the  use  of  the  said  cut-off,  pay  to  the 
plaintiff  three-fonrths  of  the  value  of  the  fuel  saved  ;  that 
it  was  also  further  agreed  between  the  parties,  that  the 
saving  of  the  fuel  caused  by  the  use  of  the  said  cut-off 
should  be  ascertained  in  following  manner,  namely :  By 
taking  two  piles  of  wood  of  equal  quantity  and  burning 
one  pile  without  and  the  other  with  the  use  of  the  cut-off, 
and  thus  to  ascertain  how  much  longer  the  boat  would  run 
under  the  same  circumstances  with  the  use  of  the  cut-off ; 
and  that  the  proportion  of  savings,  as  agreed  upon  above, 
should  be  paid  by  the  defendants.  That  this  experiment 
was  duly  and  fairly  made,  and  showed  a  saving  of  fuel  by 
the  use  of  the  cut-off  of  thirty-four  per  cent.  ;  and  the 
plaintiffs  claim  to  recover  the  value  of  three-fourths  of  the 
fuel  thus  saved  from  the  9th  of  November,  1844,  to  the 
19th  of  March,  1846.  The  defendants  plead  the  general 
issue. 

On  the  trial  the  plaintiffs,  to  support  the  issue,  gave  in 
evidence  the  record  of  a  former  trial  between  the  same 
parties  on  the  same  contract  as  claimed,  and  in  which  a 
verdict  and  judgment  had  been  rendered  in  their  favor. 
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The  declaration  in  this  record,  of  a  former  trial,  con- 
tained four  counts : 

1.  A  special  count  on  the  contract,  corresi)onding  in  aH 
respects  with  that  set  out  in  the  declaration  in  the  present 
suit. 

2.  A  common  count  for  a  compensation  for  the  use  of 
the  cut-off  by  the  defendants  on  their  boat,  before  that 
time  had  and  enjoyed,  and  for  such  an  amount  as  it  was 
reasonably  worth. 

3.  A  common  count  for  money  had  and  received,  and 

4.  A  special  count  on  a  contract,  in  substance  like  the 
first,  with  the  difference  hereinafter  stated.  It  recited  that, 
in  consideration  that  the  plaintiffs  had  before  that  time  at- 
tached the  said  Sickles  cut-off  to  the  engine  of  the  defend- 
ant's boat  and  had  agreed  that  they  should  have  the  use  of 
it  during  the  continuance  of  the  patent  right,  if  the  boat 
should  last  so  long,  they,  the  defendants,  undertook  and 
agreed  to  pay  the  plaintiffs  three-fourths  of  the  value  of 
the  fuel  saved  by  the  use  of  the  cut-off ;  that  a  largequan- 
tity  of  fuel,  to  wit :  one  thousand  cords  of  wood,  of  the 
value  of  $2,500,  had  been  saved,  yet  the  defendants,  not 
regarding  their  promises,  etc.,  have  refused,  etc.  The  dif- 
ference between  this  and  the  first  count  consists  mainly 
in  the  omission  of  any  agreement  to  ascertain  the  saving 
of  the  fuel  by  the  experiment. 

To  which  declaration  the  defendants  plead  the  general 
issue. 

On  the  trial,  the  jury  rendered  a  general  verdict  for  the 
plaintiffs. 

The  plaintiffs  called  several  of  the  jurors  empaneled  in 
the  former  trial  to  give  evidence  of  the  testimony,  and  also 
as  to  the  matters  in  contestation  before  the  court  on  that 
trial.  We  shall  refer  to  this  testimony  more  particularly 
hereafter. 

When  the  plaintiffs  rested,  the  defendants  offered  a  wit- 
ness to  prove  that  the  only  contract  given  in  evidence  on 
the  former  trial  was  by  parol  and  not  reduced  to  writing. 
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This  was  objected  to  and  excluded  by  the  court ;  and  they 
oflfered  to  prove  further,  that  it  was  by  parol,  and  that  it 
was  to  be  performed  at  the  time  stated  in  the  declaration, 
which  testimony  was  also  objected  to  and  excluded,  except 
as  to  the  latter  branch.  The  questions  growing  out  of  this 
exclusion  of  evidence  are  before  us  on  the  bill  of  exceptions, 
for  review. 

(a)  When  this  case,  or  one  of  the  class,  was  formerly  be- 
fore this  court,  and  which  is  reported  in  24  How.  383,  in 
which  the  record  of  the  fonner  recovery  was  in  evidence, 
it  was  claimed  that,  without  any  extrinsic  evidence,  it  con- 
cluded the  defendants  from  again  denying  the  existence  of 
the  contract,  or  from  disproving  any  other  of  the  averments 
in  the  first  count  of  the  declaration,  and  it  had  been  so 
ruled  by  the  court  below. 

This  court,  when  the  case  came  up* on  error,  agreed  that 
the  record  was  properly  admitted  as  evidence  of  the  former 
trial  between  the  parties  ;  but  held  that  the  pleadings,  ver- 
dict and  judgment  did  not  furnish  the  necessary  proof  to 
show  that  the  contract  in  controversy  in  the  suit  then  on 
trial  had  been  before  agitated,  and  conclusively  adjudicated 
in  the  former  trial  in  behalf  of  the  plaintiffs  ;  and  that  the 
verdict  had  been  rendered  upon  the  entire  declaration,  and 
without  special  reference  to  the  first  count. 

Tlie  record,  with  the  pleadings  and  verdict,  furnished 
evidence  that  the  same  matters  might  have  been  litigated 
on  that  trial,  and  afforded  ground  for  the  introduction  of 
extrinsic  evidence  to  show  that  the  same  contract  had  been 
in  contest  before  the  court,  and  had  been  referred  to  the 
decision  of  the  jury,  but  nothing  more.  For  this  reason 
the  judgment  was  reversed,  and  a  new  trial  ordered. 

Taking  this  view  of  the  application  and  effect  of  the 
record  of  the  former  trial,  the  plaintiffs  introduced  in  this 
case  extrinsic  evidence,  and  have  endeavored  to  prove  the 
necessary  facts,  which,  in  connection  with  the  record,  would 
lead  to  the  conclusion  that  the  same  contract  wasincontro- 

(a)  Wallace,  page  090,  begins  Opinion  here. 
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¥eray  in  the  fonnef  suit,  aad  bad  been  oaac^iifliY^ly  ad- 
judge iu  theix  tayor.  But  this  extrinsic  evidence  wasrepen 
tQ  bjB  controverted  on  the  part  of  the  defeadanta  Aa  ^he 
record  itself  did  not  famish  evideiice  of  the  finding  of  the 
es^i^t^nce  or  validity  of  the  contract  in  the  former  sait^  and 
hence  extrinsic  proof  was  requited  to  this  effect,  it  was  of 
course  competent  for  the  defendants  to  deny  and  disprove 
both,  as  in  so  doing  they  did  not  impeach  the  record,  but 
only  sought  to  disprove  the  evidence  introduced  by  the 
plaintiffs; 

The  rejection  of  this  evidence,  therefwe,  offered  by  the 
defendants  on  the  trial,  was  ottot.  Whether  or  not  the 
contract,  as  proved  on  the  former  trial,  rested  in  parol  or 
^^s  in  writing,  w^s  ^laterial.  If  in  writing  there  could  be 
no  controversy,  in  fact,  in  respect  to  its  teinns  or  stipula- 
tions ;  and  its  construction  and  legal  effect  belonged  to  the 
court  to  determine.  If  it  rested  in  parol^  its  terms  and  oon- 
ditioq,s  depended  upon  the  extrinsic  proof,  and  hence  the 
materialty  of  the  first  question  put  to  the  witness,  as  pre- 
liminary'^ to  further  proof.  It  was  important  to  settle  the 
terms  of  the  contract  in  evidence  on  the  former  trial  in 
order  to  determine  whether  it  was  the  same  as  the  one  then 
in  controversy,  and^  resting  in  parol,  these  terms  depended 
very  much  upon  the  testimony  in  the  case. 

There  is  another  view  of  (b)  this  branch  of  the  case  that 
mast  be  noticed.  As  we  have  seen,  the  declaration  in  the 
former  suit  contained  four  counts,  to  which  the  general 
issue  was  plead  and  a  general  verdict  for  the  plaintiffs.  The 
first  and  fourth  counts  set  up  two  different  special  contracts 
relating  to  the  same  subject-matters,  and  which  constituted 
the  cause  of  action  between  the  parties.  Now,  the  extrinsic 
evidence  furnished  on  the  part  of  the  plaintiffs  as  to  the 
former  trial,  and  the  grounds  of  proceeding  therein,  tended 
to  prove  either  count,  and  was  sufficient  to  have  justified 
the  jury  in  finding  either  contract.  These  contracts,  as  thus 
set  fortht  were  identical,  with  the  exception  of  the  agree* 

(b)  Wi^ll^K^,  p»ge  691«  subgUtutes ''  in  '*  for ''  of." 
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lliettt  to  settle  the^  proportion  of  f  a«el  saved  by  ^n  ^xpeil- 
memi  whkh  had  been  made,  and  r^snlted  in  the  saving,  by 
the  use  of  the  cut-off,  of  three-fwirths  of  the  fuel  as  used 
by  the  old  throttle  valvie.  The  juiy,  therefore,  tiiight  have 
fotind  in  favor  of  the  plaintiffs  on  the  contract  as  set  forth 
in  the  fourth  count,  even  if  they  disbelieved  the  proof  of 
the  agreement  as  to  the  mode  of  settling  the  proportion  of 
fuel  saved.  Many  of  the  jurors  called  and  examined  speak 
of  a  contract  between  the  parties  in  respect  to  the  use  of 
the  Sickles  cut-off,  but  so  indefinitely  it  is  impossible  to 
determine  whether  the  testimony  related  to  the  one  Set  out 
in  first  or  fourth  counts,  and  no  attempt  was  made  to  dis- 
tinguish between  the  one  or  the  other  on  the  trial. 

As  we  understand  the  rule  in  resi>ect  to  the  conclusive- 
ness of  the  verdict  and  judgment  in  a  former  trial  between 
the  sfUne  parties,  when  the  judgment  is  used  iiipleadiiig  as  a 
teclmical  estoppel,  or  is  relied  on  by  way  of  evidence  ^s 
conclusive,  per  se^  it  must  appeal*  by  the  record  of  the  prior 
suit,  that  the  particular  Controversy  sought  to  be  concluded 
was  necessarily  tried  and  determined — that  is,  if  the  record 
of  the  former  tJrial  shows  that  tlie  verdict  could  riot  have 
been  rendered  without  deciding  the  particular  matter,  it 
will  be  considered  as  having  settled  that  matter  as  to  all 
future  actions  between  the  parties ;  and  further,  m  cases 
where  the  record  itself  does  not  show  that  the  matter  wad 
necessarily  and  directly  found  by  the  jury,  evidence 
aZiundCy  consistent  with  the  record,  may  be  received  to 
prove  the  fact ;  but,  even  where  it  appears  from  the  ex- 
trinsic evidence  that  the  matter  was  properly  within  the 
issu^  controverted  in  the  former  suit,  if  it  be  not  shown 
that  the  verdict  and  judgment  necessarily  involved  its  con- 
sideration and  determination,  it  will  not  be  concluded 
Wood  V.  Jackson,  8  Wend.  10;  Lawrence  v.  Hunt,  10 
Wend.  80;  Cow.  &  H.,  Notes  to  Phil.  Ev.,  part  2,  N.  121. 

In  view  of  this  doctrine,  it  is  quite  clear  that  the  record 
of  the  former  trial,  together  with  the  extrinsic  proofs,  failed 
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to  show  that  the  contract  in  controversy  in  the  present  snit 
was  necessarily  determined  in  the  former  in  behalf  of  the 
plaintiffs.  We  agree,  if  the  declaration  had  contained  but 
the  first  count,  which  had  set  out  the  contract  in  contro- 
versy in  the  present  suit,  the  effect  of  the  judgment  would 
have  been  different.  The  verdict  of  the  jury,  then,  could 
not  have  taken  place  without  finding  the  existence  and  va- 
lidity of  the  contract.  But,  as  we  have  already  shown,  the 
record  and  evidence  on  the  former  trial  are  different,  and 
tend  to  a  different  conclusion. 

Some  of  the  jurors  in  the  former  trial  were  permitted  to 
testify  as  to  the  particular  ground  upon  which  they  found 
the  verdict.  This  testimony  was  not  objected  to  and,  thei-e- 
fore,  is  not  available  as  error  here.  But  it  is  proper  to  say 
that  the  secret  deliberations  of  the  jury,  or  grounds  of  their 
proceedings  while  engaged  in  making  up  their  verdict,  are 
not  competent  or  admissible  evidence  of  the  issues  or  find- 
ing. The  jurors  oftentimes,  though  they  may  concur  in 
the  result,  differ  as  to  the  grounds  or  reasons  upon  which 
they  arrive  at  it. 

The  evidence  should  be  confined  to  the  points  in  contro- 
versy on  the  former  trial,  to  the  testimony  given  by  the 
parties,  and  to  the  questions  submitted  to  the  jury  for  their 
consideration,  and  then  the  record  furnishes  the  only  proper 
proof  of  the  verdict.  Wood  v.  Jackson,  8  Wend.  36; 
Lawrence  v.  Hunt,  10  Wend.  86 ;  Hitchin  v.  Campbell,  2 
W.  Bl.  287 ;  Saund.  PI.  &  Ev.  part  1,  260. 

There  is  another  suggestion,  also,  it  may  be  proper  to 
make,  growing  out  of  the  rule,  now  very  general  both  in 
the  Federal  and  State  courts,  to  admit  the  record  of  a  former 
trial  as  evidence  to  conclude  a  party  from  agitating  the 
same  matters  in  a  second  suit,  and  that  is  where  the  extrinsic 
proof  of  the  identity  of  the  cause  of  action  is  such  that 
the  court  must  submit  the  question  to  the  jury  as  a  matter 
of  fact ;  any  other  matters  in  defense  or  support  of  the 
action,  as  the  case  may  be,  should  be  admitted  on  the  trial, 
under  proper  instructions.    For,  if  the  jury  should  find 
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a^nst  the  conclusiveness  of  the  former  trial,  then  this  ad- 
ditional evidence  would  not  only  be  material,  but  constitute 
the  whole  of  the  proof  on  which  the  cause  of  action  or  de- 
fense must  rest.    If  the  extrinsic  evidence  should  be  so 
conclusive  that  the  court  could  property  hold  the  record  to 
be  conclusive,  the  trial  would  of  course  be  at  an  end,  so 
for  as  the  matters  embraced  therein  were  identical  with  those 
m  controversy.    But,  if  not  so  conclusive,  and  the  ques- 
tion must  be  submitted  to  the  jury,  then  the  record  and 
evidence  m  respect  to  the  former  trial  would  constitute  but 
one  of  the  pounds  relied  on  before  the  jury  in  support  of 
the  cause  of  action,  or  in  defense,  and  be  entirely  consis- 
tent with  any  other  grounds  for  the  maintenance  or  defense 
or  tne  suit  m  the  possession  of  the  parties.    This  must  be 
so,  for  the  reason  that  if  the  trial  should,  in  the  case  con- 
templated, be  confined  to  the  issue  growing  out  of  the 
lormer  trial,  and  the  jury  should  find  against  its  conclusive- 
ness, nothing  would  be   determined.    The  former  trial, 
tnerefore,  when  its  conclusiveness  must  be  submitted  to 
tne  jury,  can  be  regarded  only  as  a  preliminary  question, 
and  the  merits,  independently  of  this  question,  should  be 
heard  and  tried. 

As  the  case  mast  go  down  for  another  trial,  and  as  the 
validity  of  the  contract  set  out  in  the  declaration  may  be 
involved  in  that  trial,  it  is  proper  that  we  should  express 
our  opinion  upon  it,  if  as  it  was  offered  to  be  proved,  the 
^^ot  was  not  in  writing,  but  rested  in  parol. 

We  have  referred  particularly  to  the  contract  in  the  fore 
part  of  this  opinion.  The  question  raised  is,  whether  or 
not  It  IS  within  the  Statute  of  Frauds,  and  therefore  void. 
The  law  in  this  district,  it  is  admitted,  is  a  copy  of  the  En- 
gush  statute  on  the  subject. 

The  patent  had  some  twelve  years  to  run  after  the  date 
of  this  contract,  which  was  in  June,  1844. 

The  words  of  the  statute  are:  "That  no  suit  shall  be 
brought  to  charge  any  person  upon  any  agreement  that  was 
not  to  be  performed   in   one  year,  unless  there  was  some 
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9^maKmdam  or  npte  in  writing  o{  tha  agrwoiw^''  4k^. 
Now,  tha  substance  of  the  contract  is,  that  the  defwdwts 
are  to  pay  in  money  a  certain  proportion  of  th^iuBc^rtainad 
yalne  of  the  fuel  saved  at  stated  intervals  throughout  the 
period  of  twelve  years,  if  the  boat  to  whipU  the  cut-off  ia 
attached  should  last  so  long. 

The  statute  applies  to  contracts  not  wholly  to  be  per- 
formed within  the  year.  Boydell  t.  Drumniond»  11'  East^ 
142 ;  Broadwell  «.  GetmaD,  2  Den.  87. 

It  is  iiisistedy  however,  that  (his  contract  if  not  within 
it,  because  it  may,  by  the  happei^ing  of  a  certain  event — 
tl^  loss  or  ilestrnction  o^  the  boat — terminate  within  (h^ 
year.  The  answer  is,  that  the  possibility  of  defefusance 
does  not  make  it  the  leas  a  contract  not  to  be  perfprmed 
within  the  year. 

In  Birch  «.  The  Earl  of  Liverpool,  0  Bam.  &  C.  302,  a 
cpatr^Qt  for  hire  of  a  coach  for  five  years,  for  a  stipulated 
price  per  year,  was  held  to  be  within  the  statute,  although 
determinable  by  either  party  at  any  time  within  that  period. 

The  same  principle  wpa  again  held  in  Dobson  v.  CoUis,  3 
Hurls  &  N.  81.  That  case  was  the  hiring  of  a  traveler  for 
more  than  a  year,  subject  to  a  determination  by  three 
months'  notice.  Pollock,  C.  B,,  in  delivering  his  opinion, 
stated  the  object  of  the  enactment  was  to  prevent  contraots 
not  to  be  performed  within  the  year  from  being  vouched  by 
pwol  evidence,  when  at  a  future  period  any  queation might 
arise  as  to  their  termfii.  No  doubt,  he  further  observes, 
formerly  it  was  the  practice  to  construe  not  only  penal 
statutes,  but  statutes  which  interfered  with  the  common  law, 
as  strictly  as  possible,  but  in  my  opinion,  that  is  not  the 
IH*oper  course  of  proceeding.  Alderson  B.,  observed: 
''The  very  circumstance  that  the  contract  exceeds  the  year 
brings  it  within  the  statute.  If  it  were  not  so,  contracts  for 
any  number  of  years  might  be  made  by  parol,  provided 
they  contained  a  defeasance  which  might  come  into  opera- 
tion before  the  end  of  the  first  year.^' 

We  might  refer  to  many  other  cases  vising  upon  this 
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stattit^k  They  are  numetotts,  und  not  always  cotasistent, 
for  the  reason,  probably,  given  by  C.  B.  Pollock,  that  the 
courts  at  first  construed  the  enactment  as  strictly  as  possi- 
ble, as  it  interfered  with  the  Oommon  law.  We  think  the 
construction  given  in  the  oases  referred  to  is  sound,  ai^d 
adopt  it.  The  result  is  that  the  contract  in  questioh  is  void, 
not  being  in  writing.  It  is  a  contract  not  to  be  performed 
within  the  yenr,  subject  to  a  defeasance  by  the  happening 
of  a  certain  event,  which  might  or  might  not  occur  within 
that  time.  All  the  mischiefs  which  the  statute  was  in- 
tended to  remedy  apply  with  full  force  to  it. 

JudgTneni  reversed^  the  vduse  temiUed^  dnd  venire  de 
novo. 

Mr.  Justice  Miller^  dissenting. 

I  dissent  from  the  opinion  of  the  court  jdst  delit^ered. 

The  points  in  the  case  before  ns  for  review  are  whether 
there  was  such  a  contract  Inade  as  that  set  forth  in  the  Arst 
count  of  the  declaration,  and  if  so,  whether  it  was  valid. 

The  only  evidence  of  both  these  propositions  offered  by 
plaintiffs  was  the  record  of  the  former  trial,  and  the  testi- 
mony of  certain  jurors  on  that  trial,  tending  to  show  that 
their  verdict  was  based  on  the  same  contract  which  is  de- 
scribed in  the  first  count  of  the  declaration  in  the  presetit 
suit.  If  that  testimony  did  liot  establish  both  those  propo- 
sitions, then  plaintiffs  failed  in  their  action,  for  they  of- 
fered no  other  evidence  on  that  issue.  If  that  testimony 
did  show  that  the  contract  on  which  the  verdict  in  the 
former  suit  was  rendered  was  the  one  set  up  in  the  first 
count  of  the  present  declaration,  then  the  record  establish^ 
both  the  making  of  that  contract  and  its  valid  character, 
for  a  judgment  was  rendered  on  that  verdict  which  is  still 
in  full  force  and  unreversed.  If  the  testilriony  of  the  wit- 
nesses tended  to  show  this  fact,  then  it  should  go  to  the 
jury,  for  its  sufficiency  to  establish  the  fact  was  for  them 
and  not  for  the  court.  No  charge  on  this  subject  wa3  asked 
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by  defendants,  and  none  given  by  the  court  to  which  de- 
fendants excepted. 

The  main  exception  sustained  by  this  court  is  to  the  of- 
fer of  defendants  to  prove  by  a  competent  witness  that  the 
contract  proved  in  the  former  trial  was  a  parol  contract 

Did  this  testimony  have  any  tendency  to  disprove  that 
of  the  witnesses  of  plaintiffs  who  testified  as  to  the  contract 
on  which  the  former  verdict  was  founded  I  I  am  not  able 
to  see  it. 

The  witness  did  not  propose  to  swear  that  the  terms  of 
the  contract  proved  on  the  former  trial  differed  from  the 
terms  of  the  contract  counted  on  in  this  suit.  He  was  ex- 
pected to  state  that  the  only  contract  proved  in  the  former 
suit  was  a  parol  contract.  None  of  the  witnesses  of  the 
plaintiffs  said  it  was  other  than  a  parol  contract.  It  was 
not  pretended  that  the  contract  relied  on  in  the  first  suit 
was  a  written  contract. 

It  is  said  that  if  the  contract  was  in  parol,  it  is  void  as 
against  the  Statute  of  Frauds^  and  that  question  could  not 
be  concluded  by  the  former  judgment. 

I  think  the  law  is  otherwise.  In  the  case  of  Smith  v. 
Whiting,  11  Mass.  446,  the  Supreme  Court  of  Massachu- 
setts says:  ^^Itis  apparent  from  the  pleadings  that  this 
very  demand  has  been  once  tried  and  determined ;  and  al- 
though the  court  may  have  decided  wrong  in  rejecting  the 
evidence  in  the  former  suit,  yet  this  is  not  the  way  to 
remedy  the  misfortune.  Exceptions  might  have  been  filed 
to  the  opinions  of  the  judge,  or  a  new  trial  had  upon  peti- 
tion. We  must  presume  that  this  very  matter  has  been 
tried,  and  it  is  never  permitted  to  overrule  the  judgment  of 
a  court  having  Jurisdiction  by  another  action."  To  the 
same  effect  is  the  case  of  Grant  t).  Button,  in  the  Supreme 
Court  of  New  York,  14  Johns.  877. 

If  the  law  be,  as  claimed,  that  there  can  be  no  estoppel 
as  to  matter  of  law,  but  only  as  to  matter  of  fact,  what  be- 
comes of  the  estoppels  by  judgments  rendered  on  demur- 
rer?   The  authorities  in  favor  of  estoppels  in  this  class  of 
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cases  are  numerous.  The  case  of  Goodrich  v.  The  City  of 
Chicago,  decided  at  this  term,  is  directly  in  point.  There 
the  judgment  of  the  State  Court  of  Illinois,  on  demurrer, 
in  a  former  suit  between  the  same  parties,  was  held  a  bar, 
although  it  was  intimated  that  if  it  had  been  an  open  ques- 
tion, this  court  might  have  differed  with  the  Illinois  court 
in  the  construction  of  the  law.  All  decisions  on  demurrer 
must,  necessarily,  be  on  questions  of  law,  for  the  demurrer 
admits  t!he  facts  pleaded  and  only  raises  the  questions  of 
law  which  grow  out  of  those  facts.  If  the  principle  con- 
tended, for  were  true,  there  could  be  no  estoppel  by  demur- 
rer. 

If,  then,  the  jury  were  satisfied  from  the  record  in  the 
former  case,  and  from  the  testimony  of  the  witnesses,  that 
the  terms  of  the  contract  on  which  that  verdict  was  founded 
were  the  same  as  the  special  contract  set  out  in  the  present 
suit,  then  the  verdict  and  judgment  in  that  case  established 
the  existence  and  validity  of  that  contract  for  the  purposes 
of  this  suit,  and  whenever  it  may  be  called  in  question  be- 
tween the  same  parties  in  relation  to  the  same  transaction. 
And  the  testimony  offered,  if  admitted,  would  have  had  no 
tendency  to  disprove  either  of  those  propositions,  but  only 
to  show  that  the  court  erred  in  its  judgment  in  the  first 
suit. 

Again ;  if  I  understand  the  opinion  aright,  it  is  said  that 
it  must  be  made  to  appear,  from  the  record  of  the  former 
suit  and  the  testimony  of  the  witnesses,  that  the  former 
verdict  was  necessarily  founded  on  the  contract  set  out  in 
this  suit.  It  seems  to  me  that  when  this  case  was  last  here 
before,  as  reported  in  24  How.  383,  the  court  then  stated 
the  proposition  much  short  of  this.  For  the  opinion,  after 
alluding  to  the  indefinite  character  of  the  pleadings  in 
many  actions,  says:  "It  was,  consequently,  decided  that 
it  was  not  necessary  as  between  parties  and  privies  that  the 
record  should  show  the  question  upon  which  the  right  of 
the  plaintiff  to  recover,  or  the  validity  of  the  defense  de- 
pended, for  it  to  operate  conclusively ;  but  only  that  the 
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same  matt«r  fn  oontroTeny  night  have  been  litigated,  and 
tiist  extriosio  eridenoe  woold  be  admitted  to  proT«  that  th* 
particalu-  qaesCion  vras  material,  and  was  in  fact  contested, 
and  that  it  was  referred  to  the  decision  of  the  Jnry."  Tb« 
rale,  as  I  understaad  it,  is,  that  to  render  each  fomiM-  judg- 
ment concInsiTe,  it  is  oniy  neoessary  to  show  that  the  earn* 
matter  might  have  been  decided,  and  actually  was  decided. 

Again,  it  is  said  in  the  opinion  that  the  testimony  of  the 
jnrors  in  the  former  trial  was  inoompetent  to  disclose  tha 
grounds  of  their  decision  in  the  former  case.  I  think  the 
mle  in  those  courts  where  it  is  adopted  at  all,  and  it  is  re- 
jected wholly  in  many,  is  that  a  juror  cannot  be  permitted 
to  impeach  his  verdict,  but  that  he  is  never  refused  to  sus- 
tain it.  And  this  only  applies  to  proceedings  to  set  aside 
that  verdict,  and  not  to  cases  where  the  question  of  what 
was  actnally  decided  may  arise  in  another  proceeding. 

On  the  whole,  I  am  of  opinion  that  there  was  but  one 
question  in  the  case,  and  that  was  whether  the  former  ver- 
dict and  jadgment  were  based  on  the  same  contract  counted 
on  in  the  present  suit,  and  that  the  evidence  which  went  to 
the  jury  had  a  tendency  to  establish  that  fact,  and  the  evi- 
dence rejected  by  the  court  Imd  no  tendency  to  disprove  it. 
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Date  affinal  decrei 

1.  A  final  decree,  entered  ''  as ''  of 

held  to  determine  the  rights  ol 
peal  by  the  date  of  the  actual 
ing  of  the  final  decrea     (p.  4' 

2.  The  question  of  the  sufficiency  < 

termined  in  the  first  instance  I 
tion,  bat  after  the  allowance  < 
well  as  every  other  in  the  cans 
is  therefore  a  matter  of  discre 
or  diminish  the  amonnt  of  the 
sureties  or  otherwise,  as  justic 
the  reduction  of  the  amount  oi 
lowed,     (p.  479.) 

Api^eal  from  the  Circuit  Con 
the  District  of  Rhode  Island. 
The  case  is  stated  by  the  ecu: 

Messrs.  Caleb  Cushingy  J.  j 
for  appellants. 

It  was  coini)etent  in  law  f 
whether  to  treat  their  appeal 
28th,  when  the  opinion  was  pre 
when  the  decree  was  actaally  e 

The  facts  in  the  case  closely  \ 
V.  Freer,  6  Wall.  822. 

See,  also,  Silsby  v.  Poote,  20 
892]. 

*See  EzplanaUoa  of 
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Under  the  atatntea  tbera  is  no  feqnirei&Aitt  that  appMls 
from  adecreeoF  a  Circait  Coart  siwll  be  to  tke- oext  Pefm  of 
the  Supreme  Court. 

Jndiciary  Act,  sees.  21,  22:  1  U.  S.  Laws,  83;  2  U.  S. 
Laws,  p.  244 ;  Art  of  1888,  see.  17 ;  S  U.  S.  Laws,  p.  117 ; 
Act  of  1861^  12  U.  S.  Laws,  p.  130. 

Messrs.  B.  M.  CitrUA,  J.  IL  Ackennan,  and  C.  S.  Brad- 
tej/,  for  appellees. 

The  Supreme  Court  has  repeatedly  held,  that!  an  appeal 
to  be  effectual  must  be  prosecuted  to  the  next  succeeding 
term  thereof,  after  the  appeal  ia  allowed. 

Here  the  api)eal  was  allowed  November  28,  1866'. 

The  next  succeeding  terra  of  this  court  was  from  Decem- 
ber 3.  1888,  to  May  17,  1867. 

During  all  this  time,  six  montlis,  the  appeal  was  notper- 
fected. 

No  return  was  made  to  such  term. 

That  this  delay  had  rendered  the  appeal  null  and  void, 
the  following  authorities  will  show : 

Castro  V.  U.  S.,  3  Wall.  46;  The  Virginia  b.  Wesf,  19 
How.  182 ;  Mesa  n.  The  U.  S.,  2  Black,  721 ;  Seymour  t>. 
FreM-..  6  Wall.  823  ;.  Gfarriaon  B.  Caas  County,  5  Wall.  883  ; 
German  r.  U.  S.,  6  Wall.  825. 

The  record  should  have  been  brought  and,  filed  within 
the  first  60  days  of  the  next  term  of  this  court.  This  was 
not  done,  nor  was  the  record  retamed  within  the  term. 

The  appeal  must,  therefore,  be  dismissed. 

Mr.  Chief  Justice  Chase  delivered  the  opinion  of  tbe 
court. 

Two  motions  have  been  made  in  this  cause :  the  first  to 
dismiss  the  appeal,  the  other  to  reduce  the  amount  of  the 
bond  given  oa  appeal. 

The  first  motion  is  fonnded  on  the  allegation  that  the 
final  decree  of  the  Circuit  Court  was  entered  on  the  28th  of 
November,  1 866^  while  the  appeal  was  taken  to  the  Decern- 
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bee  T^m,  1867^  oi  thjs  coort,  and  if  the  decree  vma  in  tacb 
Altered  oil  the  day  alleged,  it  is  doubtless  troe  the  appeal: 
shoold  have  been  taken  to  th»  next  term  of  this  court 
which  commenced  on.  thefirat  Monday— that  ie  tosay^  oa 
the  3d  day  of  December^  1866^  smd  that  the- appeal  actoally 
taken  must  be  dismissed  as  not  authorized  by  law. 

The  important  question  then  is,  on  what  day  the  decree 
of  the  Circuit  Court  was;  actnally  made. 

It  appears  from  the  return  of  the  clerk  of  thab  court  to  a 
certiorari  issued  fcora)  this  court,  that  on  the  38th  day  of 
li^ovember,  1866,  the  foUowiag  order  was  entered  on  the 
minute  book : 

^^1.  In  the  cause  in  equity,  €k)odyear.  Executor,  el  al.  v. 
Providence  Rubber  Company,  ordered  that  the  exceptions 
of  the  complainants  to  the  master's  report  be^  and  the  same 
are  hereby  overruled. 

'^2.  That  the  several  exceptions  of  the  respondents  to> 
the  master's  report  be,  and  the  same  are  hereby  overruled. 

'*  3.  That  the  report  of  the  master  in  the  case  be^  and  the 
same  is  hereby  confirmed. 

^'  4  That  the  profits  made  by  the  respondents  in  viola- . 
tion  of  the  rights  of  the  complainants  under  the  patents  in. 
this  case  are  the  sum  of  $310,757.73. 

^'  S.  That  the  complainants  do  recover  of  the  respondents 
in  this  case  the  sum  of  $310, 757. 72  and  costs,  taxed  at  *   * 

'^  Respondents  enter  an  appeal  in  open  court.  If  appeal 
is  to  act  as  a  supersedeas  a  bond  is  to  be  filed  in  ten  days 
in  double  the  amount  of  the  judgment.  If  not,  execution 
to  issue  for  judgment  and  costs  and  a  bond  for  costs  on  ap- 
Tfeal  to  be  filed  in  the  sum  of  $500. 

'^  The  district  judge  to  decide  upon  a  sufficiency  of  the 
sureties." 

Afterwards,  on  the  5th  of  December,  1866,  two  days  af- 
ter the  commencement  of  the  December  Term  of  this  court, 
a  final  decree  was  filed  and  entered  as  follows : 

'*  Final  decree.  November  Term,  1866.  This  cause  came 
on  to  be  heard  at  this  term  upon  exceptions  to  the  final  re- 
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port  made  therein  by  Charles  Hart,  Esq.,  one  of  the  mas- 
ters of  this  court,  bearing  date and  was  ai^ed  by 

counsel,  and  thereupon,  on  consideration  thereof,  it  ia  or- 
dered, adjudged  and  decreed  as  follows :" 

Then  follow  three  clauses  identical  with  the  first  three  of 
the  previous  order,  and  the  two  concluding  clauses  in  these 
words: 

"Fourth.  That  the  profits  made  by  the  respondents  in 
violation  of  the  rights  of  the  complainants  under  the  let- 
ters patent,  number  1084,  granted  to  Charles  Goodyear, 
June  16,  1844,  reissued  December  25,  1849,  extended 
June  14, 1858,  and  again  reissued  to  Charles  Goodyear,  Jr., 
executor,  November  20,  1860,  in  this  case  are  the  sum  of 
$310,757.72. 

"Fifth.  That  the  complainants  do  recover  of  the  re- 
spondents, the  Providence  Rubber  Company  in  this  case, 
the  sum  of  $310,767.72  and  costs,  taxed  at  $7,429.91. 

This  decree  was  "entered  as  of  November  28,  1866,"  and 
signed  "J.  R.  Bullock,  District  Judge." 

(a)  This  decree,  it  is  seen,  is  for  the  most  part  in  the  very 
Janguage  of  the  order,  but  uses  the  introductory  words  ap- 
propriate to  a  decree,  and  describes  particularly  the  pat- 
ents in  controversy,  and  ascertains  the  amount  of  costs 
taxed.  It  omits  the  explanatory  directions  of  the  order 
as  to  the  bond  to  be  given  on  appeal ;  but  the  entry  of  the 
decree  is  followed  immediately  by  another  entry  stating  that 
an  appeal  was  prayed  for  by  respondents  in  oiwn  court, 
and  was  allowed,  upon  filing  a  bond  within  ten  days,  with 
sureties,  to  the  satisfaction  of  the  district  judge. 

Upon  these  facta  we  cannot  doubt  that  the  entry  of  the 
28th  of  November  was  intended  as  an  order  settling  the 
terms  of  the  decree  to  be  entered  thereafter ;  and  that  the 
entry  made  on  the  6th  o£  December  was  regarded  both  by 
the  court  and  the  counsel  as  the  tinal  decree  in  the  cause. 

We  do  not  qnestion  that  the  first  entry  had  all  the  essen- 
tial elements  of  a  final  decree,  and  if  it  had  been  followed  by 
(a)  Wallace,  page  16S,  begins  Opinion  here. 
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no  Other  action  of  the  court,  might  very  properly  have 
been  treated  as  such.  But  we  must  be  governed  by  the 
obvious  intent  of  the  circuit  court,  apparent  on  the  face  of 
the  proceedings.  We  must  hold,  therefore,  the  decree  of 
the  6th  of  December  to  be  the  final  decree. 

It  appears  to  have  been  entered  **as  of  the  28th  of  No- 
vember.'^ But  this  circumstance  did  not  affect  the  rights  of 
parties  in  resi>ect  to  appeal.  Those  rights  are  determined 
by  the  date  of  the  actual  entry,  or  of  the  signing  and  filing 
of  the  final  decree.  That  test  ascertains,  for  the  purpose 
of  appeal,  the  time  of  rendering  the  decree,  as  the  5th  of 
December,  1866.  The  appeal  in  this  case,  therefore,  was 
rightly  taken  to  the  present  term. 

T/ie  motion  to  dismiss  musty  tfiere/orey  be  denied. 

We  have  also  considered  the  motion  of  appellants  for 
the  reduction  of  the  amount  of  the  bond  for  supersedeas. 

In  equity  cases  the  appellate  jurisdiction  of  this  court 
attaches  upon  the  allowance  of  the  appeal.  In  order  to 
make  the  appeal  operate  as  a  supersedeas  it  is  necessary 
for  the  appellant  to  give  good  and  sufficient  secnrety  for 
the  prosecution  of  the  appeal,  and  for  all  costs  and  dam- 
ages that  may  be  adjudged  against  him.  This  secnrety  is 
usually  given  by  bond,  with  one  or  more  sureties,  and  the 
22d  section  of  the  Judiciary  Act  requires  that  it  be  taken 
by  the  judge  who  signs  the  citation  on  appeal.  It  is  not 
required  that  the  security  shall  be  in  any  fixed  proportion 
to  the  decree.  What  is  necessary  is,  that  it  be  sufficient, 
and  when  it  is  desired  to  make  the  appeal  a  supersedeas^ 
that  it  be  given  within  ten  days  from  the  rendering  of  the 
decree.  The  question  of  sufficiency  must  be  determined  in 
the  first  instance  by  the  judge  who  signs  the  citation ;  but 
after  the  allowance  of  the  api)ea1,  this  question,  as  well  as 
every  other  in  the  cause,  becomes  cognizable  here. 

It  is,  therefore,  matter  of  discretion  with  this  court  to  in- 
crease or  diminish  the  amount  of  the  bond,  and  to  require 
additional  sureties  or  otherwise  as  justice  may  require. 
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In  this  case  the  decree  was  for  $310,757.72  damages,  and 
$7,429.91  costs ;  and,  following  a  usual  practice,  the  judge 
required  a  bond  in  double  the  amount  of  the  decree.  We 
are  satisfied  that  a  bond  In  a  much  less  amount  will  be  en 
tirely  sufficient,  and  inasmuch  as  it  appears  that  securety 
in  {lart,  for  the  amount  they  might  be  decreed  to  pay,  had 
been  given  by  the  present  appellants  before  the  bond 
on  appeal  was  required,  by  a  deposit  of  bonds  of  the 
United  States,  and  other  private  bonds,  amounting  in  all 
to  a  sum  not  less  than  $300,000,  we  will  order  that  the  ap- 
pellants have  leave  to  withdraw  the  appeal  bond  now  on 
file  upon  filing  a  bond  in  lieu  thereof  in  the  sum  of  $236,- 
000,  with  good  and  sufficient  sureties,  to  the  satisfaction  of 
the  clerk  of  this  court.  (6) 

Patent  la  miitt 

No.  3,633.  Goodyear,  0.  June  15,  1844  India  Rubber. 
Reissues  Nos.  156  &  157.  December  25,  1849.  Reissue 
No.  1,084     November  20,  1860. 
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Syllftbui 

ENOCH  JACOBS,  APPELI 

BAKEB 

7  WaU.  205-209.    I>e< 

[Bk.  19,L.  ed.20O; 

Argned  March  8, 1869.    Dec 
Particular  patents  held  u 

1.  Semble  that  an  improvement  in  ill 

an  "art,  machine,  manufacture 
patentable  under  act  1836,  sec  < 
under  act  1842,  sec.  8,  relating  t 

2.  Letters  patent  Na  26,108,  Novem 

Jail  Doors,  and  No.  24,807,  Juni 
ary  21,  1860;  and  No.  29,282,  ^ 
Jacobs  for  Prisons,  held  wanting 
bmty  doubted,     (p.  508.) 

Appeal  from  the  Circuit  Courl 
the  Southern  District  of  Ohio. 

The  bill  in  this  case  was  filed  i 
appellant,  to  recover  damages  ret 
fiingement  of  certain  patents,  an 

The  court  having  enterea  a  d 
the  complainant  took  an  appeal  1 

A  further  statement  of  the  cast 
the  court. 

The  patents  referred  to  in  the 
the  following : 

*S6e  Explanation  of  N 
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ENOCH  JACOBS,  OP  CINCINNATI,  OHIO. 

Letters  Patent  No.  24,307.     Dated  Jane  7,  1859. 

The  schedule  referred  to  in  theee  Lettors  Fateat  and  malcmg  part 
of  tiMsam*. 

7b  all  whom  it  may  concern : 

Be  it  known  that  I,  Enoch  Jacobs,  of  the  city  of  Cincin- 
nati, in  the  county  of  Hamilton,  and  State  of  Oltio,  have 
invented  a  new  and  asefnl  improvement  in  jails  or  prisons, 
and  I  do  hereby  declare  that  the  following  is  a  full  and 
clear  description  thei'eof,  reference  being  had  to  the  ac- 
companying drawings,  and  to  the  letters  of  reference  marked 
thereon,  and  made  to  form  a  part  of  this  description. 

The  nature  of  my  invention  relates  to  the  constmction 
and  arrangement  of  a  eec^t  passage  or  guard  chamber 
formed  between  an  iron-plate  jail  and  the  masonry  or  other 
enclosure,  by  which  the  same  may  be  surrounded  In  such 
manner  that  said  passage  or  chamber  may  be  entered  from 
without  said  iron  structure,  thereby  affording  great  advan- 
tages in  the  security  of  prisoners,  and  facilities  in  the  ar- 
rangement of  water  pipes,  etc.,  as  hereinafter  specified  and 
represented. 

In  reference  to  the  accompanying  drawings,  Fig.  1  is  a 
ground  plan  of  the  improvement. 

Fig.  2  is  an  external  view  of  the  same  in  perspective. 

Fig.  3  is  a  perspective  view  of  the  improvement,  a  por- 
tion of  the  outer  wall  being  removed,  in  order  to  show  the 
arrangement  of  the  tank,  water  pipes,  "etc." 

Fig.  4  is  a  sectional,  vertical  elevation,  showing  the  ar- 
rangement of  the  entrance  passage  and  prisoners'  cells. 

(A)  represents  the  outer  wall  or  enclosure  of  the  jail.  A' 
is  a  partition  wall  within  the  enclosure ;  (A)  (B)  is  the  jail 
constructed  of  wrought  iron  plates,  with  a  central  hall  B' 
and  suitable  cells  (C)  for  prisoners  ;  through  the  floors  of 
the  jail  are  made  apertures  (d),  for  the  purpose  of  ventila- 
tion ;  these  apertures  are  thoroughly  barred,  as  shown  in 
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Fig.  1.  Openings  (a)  in  the  foundation  (b)  of  the  jail 
are  made  to  supply  the  oi)enings  or  ventilators  (d)  with 
air.  Upon  the  top  of  the  iron  jail  is  arranged  a  water  tank, 
E,  by  means  of  which  the  cells  (C)  are  supplied  with 
water  through  the  medium  of  pipes  (p  p'),  upon  the  out- 
side of  the  iron  jail  (B),  and  between  it  and  the  wall  (A),  is 
a  secret  passage  or  guard  chamber,  which  leads  entirely 
around  the  jail,  except  those  portions  occupied  by  the  win- 
dow-(f),  and  the  entrance  doorway  (g).  This  passage  or 
chamber  has  entrance  doors  (h)  upon  either  side  of  the 
jail  leading  from  the  front  hall  (K),  to  said  passage  or 
chamber  (H) ;  in  the  top  of  the  iron  jail  (B)  are  barred 
openings  (d^,  corresponding  to  the  openings  (d),  for  venti- 
lating purposes :  the  central  hall  (J),  and  the  secret  guard 
chamber  (H)  are  lighted  by  means  of  windows  (W)  in  the 
roof  of  the  enclosure  (A),  as  shown  in  Fig.  2 ;  the  cells  (C) 
also  receive  light  from  the  same  source  by  means  of  the 
barred  openings  (d'). 

By  means  of  the  secret  guard  chamber  (H),  constructed 
and  arranged  as  above  described,  the  person  in  charge  of 
the  jail  and  prisoners  confined  therein  is  enabled  to  keep  a 
continued  and  perfect  inspection  of  the  entire  outside  of 
the  iron  jail  (B) ;  to  detect  any  attempts  to  escape  on  the 
part  of  the  prisoners  or  overhear  any  conversation  passing 
been  them,  and  to  regulate  the  supply  of  water  to  the  cells ; 
he  is  also  enabled  to  inspect  the  discharge  water  pipes, 
which  pass  from  the  cells  (C),  immediately  under  the  floor 
of  the  chamber  (H),  so  that  any  disarrangement  or  stop- 
page may  be  placed  in  order  or  repaired  without  delay  or 
difficulty. 

I  may  here  remark  that  one  great  advantage  of  a  secret 
guard  chamber  around  a  jail  constructed  of  iron  plates  is 
attributable  to  the  facility  with  wiiich  sound  is  transmitted 
or  conducted  through  the  iron  plates  ;  owing  to  this  fact, 
a  i)erson  moving  carefully  along  the  chamber  (H),  may  hear 
distinctly  every  sound  in  the  cells ;  and  conversation  be- 
tween prisoners  confined  in  said  cells,  although  conducted 
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in  whispers,  may  be  distinctly  heard  in  the  gnard  chamber 
(H),  consequently,  by  means  of  said  chamber,  the  person  in 
cliarge  of  the  prisoners  may  be  thoroughly  cognizant  of 
everything  transpiring  within  the  cells,  and  without  the 
knowledge  of  the  prisoners. 

The  window  (f )  may  be  omitted  if  desired  and  the  passage 
or  chamber,  H,  extend  unobstructed  entirely  around  the 
iron  structure. 

What  I  claim  as  my  invention,  and  desire  to  secupe  by 
Letters  Patent,  is 

A  secret  passage  or  guard  chamber  around  the  outside  of 
an  iron-plate  jail,  and  between  said  jail  and  a  surrounding 
enclosure,  constructed  and  arranged  substantially  as  de- 
scribed for  the  purposes  set  forth. 

In  testimony  of  which  invention  I  have  hereunto  set  my 
hand  in  presence  of, 

ENOCH  JACOBS. 

Witnesses : 

W.  P.  Ensey, 
H.  E.  Clifton, 


ENOCH  JACOBS,  CINCINNATI,  OHIO. 

Leitero  Patent  Na  26,108.     Dated  November,  15,  1859. 

The  schedule  referred  to  in  these  Letters  Patent,  and  making  part 

of  the  same. 

To  all  whom  it  may  concern  : 

Be  it  known  that  I,  Enoch  Jacobs,  of  Cincinnati,  in  the 
county  of  Hamilton,  and  State  of  Ohio,  have  invented  a 
new  and  improved  construction  for  the  fastening  of  jail 
doors,  and  for  other  similar  purposes,  and  I  do  hereby  de- 
clare that  the  following  is  a  full  and  exact  description 
thereof,  reference  being  had  to  the  annexed  drawings  and 
references  marked  thereon. 


^yi^st^/»s. 
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The  nature  of  the  invention  c 
constructing  the  fastening,  fully 
description. 

To  enable  others  skilled  in  the 
my  invention  I  will  proceed  to  d( 
operation. 

In  the  accompanying  drawing 
represents  an  elevation  of  four  c( 
showing  one  of  the  fastenings ;  S 
the  fastening  for  a  single  cell  doc 
sliding  bar,  F,  showing  flange,  f. 

Similar  letters  and  references  r    i 
all  the  drawings. 

I  construct  my  cells  of  plate  ii 
described  elsewhere  and  with  spec  i 
ing.  The  cell  doors  are  made  of  i 
horizontal.  The  casing  is  constru  i 
rolled  from  a  single  bar.  The  <  I 
outer  edge  of  the  casing,  while  oi  i 
the  casing,  and  the  opposite  one  i 
plates  forming  the  front  of  the  ce 

In  the  drawings  hereto  annexed 
front  face  of  the  door  casing  co 
angle  iron ;  B,  B,  the  vertical  do 
constitute  the  door  frame,  and  b', 
izontal  bars  of  the  door,  that  proj* 
of  the  casing  corresponding  to  the 
the  angle  iron,  and  from  this  the  ] 
the  rear  beyond  the  vertical  line  c 
bolts  or  projecting  flanges  on  the  ] 
D'.     This  bolt  or  bar  is  pivoted  at 
in  an  arc  at  the  top.     The  project! 
locking  are  received  into  mortises, 
the  double  angle  iron  and  througl 
the  door  feame.     The  bolts,  c,  c,  c, 
immediate  bolt  part  of  my  fastei 
through  the  middle  of  the  U  bend 
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fore  stated.  When  the  jail  or  prison  is  completed,  the 
whole  front  of  the  door  end  of  the  cell,  except  the  door  and 
the  casing,  A,  is  concealed  from  view  by  the  walls  of  the 
building  as  seen  in  Fig.  1. 

The  swinging  bolt,  D,  extends  npward  above  the  casing,  A, 
and  through  a  horizontal  forward  projecting  flange,  f,  f,  on 
the  lower  edge  of  the  sliding  bar,  F.  The  slot  or  mortise 
through  the  flange,  f,  f,  is  of  sufficient  length  to  allow  the 
fall  sweep  of  the  swinging  bar,  D,  D,  as  seen  in  the  two 
positions  of  D,  D',  represented  in  the  second  flgure.  The 
sliding  bar,  F,  has  a  horizontal  movement  in  space  equiva- 
lent to  that  shown  by  the  two  positions  of  the  bar,  D,  also 
seen  by  the  two  positions  of  the  dog,  E,  by  the  correspond- 
ing positions  of  its  hinge  at  x,  x'. 

The  bar,  F,  does  not  necessarily  form  any  part  of  the 
fastening  here  claimed.  It  is  designed  only  as  a  means  of 
operating  the  fastening  of  several  doors  together,  using  a 
single  bar  to  lock  and  unlock  a  series  of  cells  by  a  single 
movement. 

The  dog,  E,  is  at  rest  in  its  natural  position  on  the  top  of 
the  flange,  f,  f,  as  seen  at  B',  Fig.  3,  the  door  being  locked 
and  the  end  of  D',  being  held  in  place  by  the  end  of  the 
dog  resting  against  It.  The  dog,  E,  being  raised  by  a  key 
entered  at  the  key-hole,  z,  or  in  any  other  equivalent  man- 
ner, when  the  key  is  revolved,  the  dog  falls  upon  the  top 
of  the  swinging  bar,  when  it  rests  in  the  poeition  at  B  ;  but, 
if  in  the  position  at  D',  then  the  door  will  be  locked  as  the 
end  of  the  dog  drops  in  front  of  the  swinging  bar. 

Thus  we  will  suppose  the  door  of  the  ceil  closed,  the 
swinging  I>ar  pushed  up  in  the  position  at  D',  so  that  the 
bolt  c',  shall  enter  the  slot  at  (d),  and  the  dog,  E,  drops  in 
front  of  D',  and  holds  the  door  firmly  locked.  If  now.  a 
series  of  cells  are  to  be  opened  at  once,  the  slide  bar,  F, 
being  connected  with  each  of  the  series  as  here  shown  to  be 
connected, with  a  single  cell,  is  pushed  to  the  left  and  the 
entire  series  are  unlocked  by  the  movement  and  closed 
ngain  by  drawing  the  slide  to  the  right.     If  a  single  cell  is 
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to  be  opened  then  the  dog,  E,  1 
equivalent  means,  and  the  sing] 
at  will  In  such  prisons  as  cou] 
an  object  to  open  and  close  mor 
but  in  State  prisons  where  greai 
in  a  single  establishment  The 
F,  is  important. 

Having  now  fully  described  t] 
constructing  the  several  parts  o 
ence  to  the  fastenings,  and  the  i 
ing  the  said  fastenings,  I  procee 
claim  as  my  invention,  which  is 

1.  Making  the  casings  of  he 
angle  iron  substantially  as  desci 

2.  Fastening  iron  doors  by  svi 
outside  cavity  of  the  double  anj 
in  the  manner  and  for  the  purpc 

Witnesses : 
Alkxander  Johnson, 
O.  P.  Ransom. 


ENOCH  JACOBS,  OF  C] 

Letters  Patent  No.  27,222.     D 

The  schedule  referred  to  in  these  Le 

of  the  sai 

Be  it  known : 

That  I,  Enoch  Jacobs,  of  Cii 
Hamilton,  and  State  of  Ohio,  ha 
proved  metallic  plate  joint,  and 
the  following  is  a  full  and  exact 
ence  being  bad  to  the  accomps 
the  Fig.  1,  is  a  plan,  and  Fig.  2, 
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The  nature  of  the  invention  is  manifest  from  the  inspec- 
tion of  the  drawings,  in  which 

A  represents  the  plat«s  to  be  united,  and  B  the  splice 
plate ;  B'  the  form  of  the  splice  plate  when  rolled  into  its 
proper  shape ;  c,  c,  represent  the  true  form  best  adapted 
for  the  rivets  to  fasten  the  plates  together. 

The  invention  presented  in  this  joint  depends  chiefly  on 
the  previous  preparation  of  the  splice  plate.  This  plate, 
originally  a  plain  plate  or  bar  of  iron  is  put  between 
grooved  rollers,  and  the  middle  portion  of  the  bar  rolled 
into  the  semi-cylindric  form,  while  the  flat  or  plain  portion 
is  left  sufficiently  wide  to  embrace  the  rivet  holes,  which  to 
be  most  effective  are  countersunk  to  the  depth  of  the  plate. 
But  the  countersinking  is  not  a  necessary  part  of  the  con- 
struction, as  the  common  plain  rivets  may  be  used  for  the 
same  purpose. 

The  splice  plate  B',  is  so  rolled  out  that  the  shoulders 
formed  at  the  commencement  of  the  curved  part  when 
properly  made  are  somewhat  thickened,  which  gives 
strength  to  the  joint  above  that  which  would  be  furnished 
by  a  plain  splice  piece. 

Another  and  still  greater  advantage  of  this  joint  con- 
struction is  the  hollow,  semi-circular  space  which  it  en- 
closes is  designed  to  be  used  in  the  construction  of  build- 
ings for  several  useful  purposes  as  for  conveying  air  or 
water  or  both.  If  the  joint  be  used  by  itself  it  forms  a 
good  covered  way  for  the  conveyance  of  sound  from  one 
part  a  building  to  another,  as  giving  orders  to  servants  and 
directions  to  employees.  It  also  may  be  employed  for 
guarding  water  pipes  through  the  building,  for  receiving 
fresh  or  discharging  waste  water,  and  for  various  other 
useful  purposes  as  air,  water  and  ventelation  purposes. 
The  utility  of  the  device  for  the  purpose  of  a  speaking  tube 
is  valuable  and  highly  practical.  Indeed  it  is  not  only  prac- 
ticable to  use  the  device  for  one  of  these  puri)oses,  but  as  the 
devices  are  repeated  as  many  times  as  the  plates  them- 
selves are  repeated,  consequently  they  are  abundant  for  all 
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the  purposes  referred  to  at  the  same  and  in  the  same  stroc- 
tore.  This  joint  is  specially  applicable  to  the  walls  of 
houses  designed  for  prisons,  jails,  or  penitentiaries  where 
the  tubular  passage  of  the  joint  runs  in  the  perpendicular 
direction  and  is  specially  fitted  for  the  purposes  already 
stated. 

Haying  now  fully  described  my  method  of  constructing 
the  jointa  of  metallic  plates  and  shown  the  advantages  and 
the  method  of  using  the  same,  I  proceed  to  state  what  I 
regard  as  the  spirit  of  the  invention,  and  what  I  wish  to 
claim. 

What  I  claim  as  my  invention  and  desire  to  secure  by 
Letters  Patent,  is  . 

The  construction  of  the  joint  made  by  means  of  the 
closely  abutting  plates  A,  A,  and  the  flat  and  semi-cylin- 
drical plate  B,  B',  and  rivets  (c,  c),  substantially  in  the 
manner  and  for  the  purpose  set  forth. 

ENOCH  JACOBS. 

Witnesses ; 
Jas.  Lewis, 
D.  Adams. 


E.  JACOBS,  OF  CINCINNATI,  OHIO. 

Letters  Patent  No.  29,282.     Dated  Jnly  24,  1860. 

The  Bchednle  referred  to  in  these  Letters  Patent  and  making  part 

of  the  same. 

To  all  whom  it  may  concern : 

Be  it  known  that  I,  E.  Jacobs,  of  Cincinnati,  in  the 
county  of  Hamilton,  and  State  of  Ohio,  have  invented  a 
new  and  useful  improvement  in  Iron  Jails,  and  I  do  hereby 
declare  the  following  is  a  full  and  exact  description  of  the 
same,  reference  being  had  to  the  accompanying  drawings, 
of  which, 
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Fig.  1  is  a  perspective  view  of  a  jail  comprising  dou- 
ble rows  of  cells,  arranged  in  two  stories.  Fig.  2  is  a  ver- 
tical section  through  the  central  passage  whicii  separates 
the  rows  of  cells.  Fig.  8  is  a  plan  of  the  cells  and  pas- 
sages. 

My  invention  relates  to  jails  in  which  the  cells  are  made 
of  plates  of  iron  and  riveted  together,  and  it  consists  in 
making  each  cell  separate  and  entire  and  so  arranging 
them  together  as  to  afford  a  sjmce  between  each  cell  and 
the  cell  next  adjacent  thereto,  in  the  manner  and  for  the 
purpose  hereinafter  set  forth.  Like  letters  refer  to  corres- 
ponding parts  in  all  the  drawings. 

A  is  a  wall  of  masonry  inclosing  the  cells.  It  is  con- 
tained within  the  outer  wall  of  the  building.  B  is  a  gal- 
lery or  area  surrounding  the  wall  A,  upon  three  sides,  af- 
fording access  to  all  the  cells  through  the  door  C.  These 
doors  are  grated  as  shown,  and  are  hung  and  secured  in 
the  usual  manner.  The  cells,  D,  are  in  rows  arranged  with 
an  end  of  each  toward  the  surrounding  gallery  or  area,  B. 
While  the  opposite  end  of  each  is  towards  a  central  pas- 
sage, E,  which  extends  the  whole  length  of  the  row  of  cells, 
and  is  wide  enough  to  afford  space  for  the  water  pipes, 
ventilator,  flues  and  soil  ducts,  also  to  afford  an  area  which 
may  be  traversed  by  the  guard  or  person  having  charge  of 
the  prison,  unobserved  and  unknown  to  the  prisoners,  for 
the  purpose  of  overhearing  and  detecting  conspiracies 
among  them,  or  any  attempts  that  they  may  be  making  to 
escape. 

The  cells  are  constructed  each  cell  separate  and  inde- 
pendent of  all  the  rest.  They  are  then  arranged  alongside 
of  each  other  in  rows,  so  as  to  leave  a  small  vacant  space^ 
e,  between  each  two  cells.  And  when  the  jail  consists  of 
more  than  one  story  or  tier  of  cells,  the  tiers  or  stories  are 
arranged  one  above  another  with  a  similar  horizontal 
space,  f,  between  each  tier,  the  upper  tier  being  supported 
upon  the  tier,  next  below  by  angle  irons  or  studs  (h)  placed 
over  the  corners  of  the  latter  as  represented  in  Fig.  2. 
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Those  8X)aces,  if  desired,  may  be  filled  with  concrete  or 
some  familiar  substance,  sach  as  tan  bark,  or  saw  dast 
possessing  the  property  of  opposing  the  transmission  of 
sound,  a,  a,  are  ventilators  leading  from  each  cell  up< 
wardly  and  discharging  through  the  roof,  b,  b,  are  soil 
ducts ;  c,  c,  are  stools  placed  in  the  cells.  F  is  a  grated 
door,  leading  from  the  area  B,  surrounding  the  cells  into 
the  secret  passage  E,  between  the  rear  ends  of  the  rows  of 
cells.  A  grated  covering,  G,  affords  a  walk  or  floor  upon 
the  level  with  the  floors  of  each  tier  of  cells.  The  open- 
ings in  the  walk  or  floor  admit  the  light  from  a  window  in 
the  roof,  into  the  passage ;  they  also  allow  the  escape  of 
foul  air. 

Iron-plate  jail  cells  have  heretofore  been  made  united, 
with  a  single  partition  of  iron  separating  the  two  adjacent 
cells,  that  is,  the  cells  which  are  alongside  of  each  other, 
as  well  as  those  which  are  arranged  one  above  another. 

The  objection  to  this  manner  of  constructing  and  arrang- 
ing the  cells  is  that  they  afford  no  adequate  security 
against  the  intercourse  of  prisoners  in  adjacent  cells.  It  is 
found  that  conversation  can  be  carried  with  considerable 
facility  by  the  prisoners  without  being  heard  by  the  guard, 
while  the  peculiar  sonorousness  of  iron  plates  is  such  thafi 
by  a  concerted  arrangement  of  rapping  signals  they  are 
enabled  to  communicate  with  each  other  with  the  utmost 
security  against  detection. 

By  constructing  and  arranging  the  cells  separate  and 
distinct  from  each  other  with  a  space  between  them  upon 
all  sides,  and  having  a  secret  passage  for  the  convenience 
of  the  guard  when  he  desires  to  become  acquainted  with 
their  movements,  any  attempts  on  the  part  of  the  prisoners 
to  converse  or  hold  clandestine  intercourse  with  each  other, 
or  to  work  their  way  through  the  cells  by  means  of  tools 
or  levers,  is  easily  detected.  The  cells  could  obviously  be 
arranged  to  open  into  a  central,  instead  of  an  outside  area. 
In  this  case  the  secret  passage  for  the  guard  or  keei)er 
would  be  made  around  upon  the  outside  of  the  space  occu- 
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pied  by  the  cells,  as  provided  in  my  invention,  for  which 
Letters  Patent  were  granted  to  me  April  7,  1859.  As  tlie 
secret  passage,  E,  herein  described  is  only  a  modification  of 
that  which  is  employed  or  embraced  in  the  patent  above 
named,  I  do  not  claim  it  as  a.part  of  my  present  invention. 

Having  described  my  manner  of  constructing  and  ar- 
ranging iron  cells  for  jails,  what  I  claim  as  new  and  desire 
to  secure  by  Letters  Patent,  is : 

I  claim  constructing  and  arranging  plate  iron  cells  in 
jails  separately  from  each  other,  with  vertical  spaces,  e, 
between  the  cells  upon  the  same  level  and  horizontal 
spaces,  f,  between  cells  arranged  one  above  another,  sub- 
stantially as  and  for  the  purpose  described. 

E.  JACOBS. 

Witnesses : 

Wm.  Clocgh, 
Chas.  L.  Fisher. 

Mr.  Samuel  S.  Msher,  for  appellani : 

Says  it  was  only  necessary  for  the  inventor  to  describe 
one  proper  mode  of  attaining  his  purpose,  and  having  de- 
scribed that  he  became  entitled  to  be  protected  against  all 
other  modes  not  substantially  different  from  his.  Curtis 
on  Pats.,  §  220 ;  Winans  n.  Denmead,  15  How.  330  [6  Am. 
&  Eng.  107]. 

No  mere  plan  in  sketch  could  defeat  this  patent.  To  de- 
feat this  patent  something  must  be  done.  A  jail  must 
have  been  made,  not  one  merely  imagined.  The  man  who 
first  reduces  his  invention  to  a  fixed,  positive  and  practical 
form,  is  entitled  to  the  priority.  See  Reed  b.  Cutter,  1 
Story,  690  ;  Curtis  on  Pats.,  §  43  ;  Judson  b.  Moore,  1  Fish. 
644  ;  Cahoon  v.  Ring,  1  Pish.  397  ;  White  tJ.  Allen,  2  Fish. 
440  ;  Ellithorpe  b.  Robertson,  2  Fish.  683. 

As  to  the  prior  use  and  knowledge  by  Stacy,  Bumont  & 
Phillips,  of  the  third  patent,  corrugated  batten,  it  is  suf- 
ficient to  say  that  no  one  of  them  proves,  or  attempts  to 
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prove,  that  this  batten  was  ever 
or  to  jail  walls,  before  Jacobs  inv 

The  use  of  this  batten  with  an 
street  bridjfe  in  Chicago,  could  i 
cause  the  open  joint  is  altogethe 
joint.  There  is,  then,  no  show  € 
ground  of  prior  use.  Turrill  v. 
202  ante]  ;  Turrill  v.  111.  Cent. 
Bibby,  2  Law  Rep.,  ch.  app.  127. 

As  already  remarked  the  preser 
four  different  causes  of  action, 
they  are  easy  of  solution,  and,  it 
clear  case  for  the  appellant. 

(No  counsel  appeared  in  this  co 

Mr.  Justice  Grier  delivered  th< 

The  Patent  Act  of  1836  (a)  enui 

inventions  for  which  patents  shall 

them  as  any  '*new  and  useful  ari 

or  composition  or  matter." 

We  have  been  at  some  loss  to  d  i 
gory  to  class  the  four  patents  whii 
bill.  The  complainant  alleges  th^i 
and  useful  improvement  in  the  coi 
a  jail  can  hardly  come  under  the  i 
chine ;''  nor,  though  made  by  hai 
with  '* manufactures";  nor,  altho 
ter  can  it  be  termed  a  "compos 
meaning  of  the  Patent  Act.  "B 
be  neither  a  machine  nor  a  mnnufii 
of  matter,  then,"  says  an  authori 
ents  (Curtis,  Patents,  91),  ^'itmu 
be  no  valid  patent  except  it  be  for 
art  or  process  of  Toaking^iYimgy 
ing  to  define  the  term  "art"  with 
as  examples  of  it,  some  things  whi< 

(a)  Wallace,  page  297,  inserts  *'  Section 
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exhibit  what  we  all  concede  to  come  within  a  correct  defi- 
nition, such  as  the  art  of  printing,  that  of  telegraph y«  or 
that  of  photography.  The  art  of  tanning  leather  might 
also  come  within  the  category,  because  it  requires  variooA 
processes  and  manipulations.  The  difficulty  still  exists, 
however,  under  which  category  of  the  Patent  Act  an  im- 
provement in  the  construction  of  jails  is  to  be  classed,  or 
whether  under  any. 

The  Act  of  29th  August,  1842  (6)  gives  a  copyright  for 
''new  and  original  designs  for  manufacture,  whether  of 
metal  or  other  material,  for  bust,  statue,  etc.,  or  any  new 
and  original  shape  or  configuration  of  any  article  of  man- 
ufacture, to  any  inventor  who  shall  desire  to  obtain  an  ex- 
clusive property,  to  make,  use,  and'  vend  the  same,  or 
copies  of  the  same." 

Now,  although  the  complainant  might  contend  (as  one 
would  suppose  from  the  immense  number  of  plans,  designs 
and  drawings  with  which  the  record  in  the  case  has  been 
incumbered)  that  his  patent  could  be  supported  under  this 
act,  yet  still  the  difficulty  remains  whether  the  erection  of 
a  jail  can  be  treated  as  the  infringement  of  a  copyright 

But  waiving  all  these  difficulties  as  hypercritical,  and  as- 
suming the  correctness  of  the  positions  taken,  that  what- 
ever is  neither  a  machine  nor  a  manufacture,  nor  a  compo- 
sition of  matter  must  {ex  necessitate)  be  "an  art";  that  a 
jail  is  a  thing  ''made";  and  that  the  patent  is  for  the  ^^^  pro- 
cess of  making  it,"  let  us  examine  the  case  as  presented  by 
the  bill  and  answer. 

The  bill  relies  upon  four  several  patents  which  it  sets  forth. 
The  first,  dated  January  7th,  1859,  is  (c)  for  acertain  new  and 
useful  improvement  in  the  construction  of  prisons,  all  which 
the  complainant  sets  forth  in  his  specification  with  plates  and 
designs  too  tedious  to  mention.     The  claim  cpnclndes  thus : 

[b)  Wallace,  page  297,  substitutes  *^Tbe  Patent  Act  of  1842,  sec.  8, 
Statutes  at  Lar^e,  544.^' 

(c)  WHllace,  page  298,  substitutes  **  They  are  dated  January  7th  and 
20tb  December,  1869,  2l8t  February  and  24th  July,  1860." 
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*^  What  I  claim  as  my  inyention  and  desire  to  secure  by 
letters  patent,  is  a  secret  passage  or  guard  chamber  around 
the  outside  of  an  iron,plate  jail,  and  between  said  jail  and 
a  surrounding  inclosure,  constructed  and  arranged  substan- 
tially as  described  for  the  purpose  set  forth." 

The  next  patent  is  dated  20th  December,  1869,  and  pur- 
ports to  be  for  ''a  new  and  useful  improvement  in  iron 
plate  jails."  The  claim  is  for  '*The  improved  iron  walls 
for  the  same,  consisting  of  the  following  parts  arranged  and 
united  as  set  forth,  to  wit : 

The  entire  wall  plates  (A)  having  their  edges  closely  abut- 
ting joint  plates  (E),  united  to  and  uniting  the  plate  A  by 
rivets  (I),  which  have  their  riveted  ends  inward  and  counter- 
sunk to  the  depth  of  the  thickness  of  the  plate  A,  in  the 
manner  and  for  the  purposes  herein  set  forth." 

This  specification  is  also  accompanied  by  numerous  plates. 

The  third  patent  is  dated  31st  February,  1860,  and  is  for 
an  ^improvement  in  joining  plates  of  metal,"  and  is  stated 
to  be  specially  applicable  to  prisons.  The  claim  was  for 
the  construction  of  the  joint  made  by  means  of  the  closely 
abutting  plates  (A  A),  and  the  flat  and  semi-cylindrical 
plates  (B  B)  and  rivets  (C  C),  substantially  in  the  manner 
and  for  the  purpose  set  forth.  This,  too,  had  numerous 
drawings. 

The  fourth  patent  was  dated  24th  July,  1860,  and  was  for 
an  ''improvement  in  iron  prisons."  The  claim  was  for 
*'  constructing  and  arranging  iron  plate  cells  in  jails,  sep- 
arately from  each  other,  with  vertical  spaces  (E)  between 
the  cells  upon  the  same  level,  and  horizontal  spaces  between 
the  cells,  arranged  one  above  another,  substantially  as,  and 
for  the  purpose  described." 

It  would  seem  from  the  quick  succession  of  these  patents 
and  before  the  plans  for  building  jails  which  they  severally 
suggested  could  well  be  put  practically  into  operation,  and 
that  without  {d)  any  inquiry  was  made  as  to  how  other  per- 

(d)  Wallace,  page  298,  substitntes  '*  before  "  for  '^  that  without." 
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sons  constracted  them  {e)y  as  a  new  idea  came  into  the  com- 
plainant's  mind,  he  immediately  proceeded  to  the  Patent 
Office  to  get  it  patented. 

It  is  not  necessary  to  the  decision  of  this  case  to  examine 
whether  all  or  any  of  these  suggestions  made  by  the  com- 
plainant were  proper  subjects  of  patent.  The  bill  presents 
a  number  of  interrogatories  to  the  defendant,  and  requires 
him  to  answer  them  under  oath.  The  answer  of  the  defend- 
ant denied  that  the  complainant  was  the  original  and  first 
inventor  of  the  several  inventions  claimed,  or  of  any  of 
them,  and  avers  that  the  devices  described  in  the  complain- 
ant's  patents  were  well  known  and  in  use  prior  to  the  pre- 
tended invention  of  them  by  the  complainant.  And  it 
enumerates  many  persons  who  had  used  the  devices  before 
the  complainant.  Now,  the  record  presents  no  question  of 
law  as  to  the  construction  of  these  patents.  The  only  issues 
were  of  fact.  It  would  be  a  tedious  as  well  as  an  unpro- 
fitable task  to  attempt  to  vindicate  the  correctness  of  our 
decision  of  this  case  by  quoting  the  testimony  and  exam- 
ining the  volume  of  plates  annexed  to  it.  It  (/)  could 
never  be  a  precedent  in  any  other  case. 

{g)  It  is  enough  to  say  that  we  see  no  reason  to  doubt  the 
correctness  of  the  decision  of  the  Circuit  Court  on  the 
issues  made^  or  the  pleadings^  and  it  is^  thertfore  {h\ 
affirmed, 

Notet 

1.  Act  1790,  sec  1  ;  Act  1793,  sec.  1 ;  Act  1800,  sec  1 ;  Act  1836, 
sec.  6  ;  Act  1868,  sea  1 ;  Act  1870,  sec.  24 ;  R  S.  sec. 

4886. 


(e)  Wallace,  page  298,  subetitntes  for  ''them  "  ''jails,  that." 

( f)  Wallace,  page  299,  substitutes  for  "  It "  "  The  decision." 
((Hi)  Wallace,  page  299,  substitutes  for  from  q-h  "  Decree." 
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Atiandonmeiit« 

1.  Dedication  to  the  public 

I?.  Windsor  .... 

2.  Dedication  to  the  pub)  i 

declaration,  or  by  coi 
language— BQch  for 
with  full  knowledge  ; 
others.    Kendall  v.  1  i 

8.  Abandonment  is  a  quest  i 
daU  V.  Winsor     .  . 

4.  The  question  of  abandoi  i 
tion  held  properly  si  i 
dall  V.  Winsor    .  .  . 

See  Particular  Patents,  7. 

Acquiescence. 

See  Abandonment,  2. 

Actual  Damagres. 

See  Damages,  1. 

Admissions. 

1.  Where  defendants  adni 
oath,  that  they  had  mi 
patent,  a  request  to  r<! 
the  infringement  w£i 
ment  being  shown,  ^<! 
go  no  further  than  itsi 
was  satisfied  by  assutii 
ber  of  locks  were  mad 
that  word  in  the  plur 
fendants  of  any  part  i 
Jones  V.  Morehead    . 
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Amendments  to  Application. 

Pagb. 
See  Contract,  6 ;  Speciflcation,  1. 

Appeal. 

See  Decree,  1. 

Appeal  Bond 

1.  The  question  of  the  sufficiency  of  an  appeal  bond 
must  be  detennined  in  the  first  instance  by  the 
Judge  who  signs  the  citation,  but  after  the  allow- 
ance of  the  appeal,  this  question,  as  well  as  every 
other  in  the  cause,  becomes  cognizable  here.  It  is 
therefore  a  matter  of  discretion  with  the  court 
to  increase  or  diminish  the  amount  of  the  bond, 
and  to  require  additional  sureties  or  otherwise, 
as  justice  may  require.  A  motion  for  the  reduc- 
tion of  the  amount  of  the  bond  for  supersedeas  al- 
lowed.   Bubber  Co.  v.  Groodyear 476 

Application. 

Filing  of  Application.    See  Mandamus,  1. 

Pending  Applications.    See  Particular  Patents,  7. 

Withdrawal  of  Application,  See  Questions  for  Jury,  1 ; 
Withdrawal  of  Application,  1. 

Continuity  of  Application.  See  Questions  for  Jury,  1 ; 
Withdrawal  of  Application,  1. 

Assignee. 

See  Builder  of  Patented  Machines,  1 ;  Contract,  2. 

Assignment. 

See  Evidence,  4. 

Bar  to  Patent. 

See  Delay,  1. 

Bill  of  Exceptions. 

1.  Bills  of  exception,  when  properly  taken  and  duly  al- 
lowed, become  a  part  of  the  record,  and,  as  such, 
cannot  be  contradicted.  ChafEee  v.  Boston  Belt- 
ingCo 60 

See  Evidence,  2. 

Bailder  of  Patented  Machines. 

1  Where  respondent  constructed  the  patented  machines 
under  the  authority  of  the  patentee  or  his  assigns, 
held  that  he  had  the  same  rights  as  a  grantee  or 
assignee.    Bloomer  v.  Millinger 186 
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Borden  of  Proof, 

Page. 
See  Damages  1. 

Claims. 

See  Construction  of  Claims,  1 ;  Estoppel,  1 ;  Expanded 
Beissue Claim,  1, 2 ;  Improver,  1 ;  Infringement,! ; 
Particular  Patents,  7, 17, 19 ;  Statute,  2. 

Combination. 

1.  Where  the  patent  was  construed  to  be  for  a  combina- 
tion of  the  particular  devices  and  parts  of  the  im- 
proved machine  claimed,  a  charge  that  the  whole 
combination  must  be  used  in  order  to  constitute 
an  infringement  was  sustained.    Case  v.  Brown  .   860 

See  Estoppel,  1 ;  Infringement,  1 ;  Particular  Patents,  1, 
8,  8,  11. 

Commissioner  of  Patents. 

m  See  Mandamus  1. 

Constrnction  of  Claims. 

1.  The  claim  must  be  construed  in  connection  with  the 
explanations  contained  in  the  specification,  since 
the  claim  follows  the  latter.    Turrill  v.  Railroad  .   202 

Construction  of  Patent>s. 

1.  Patents  for  inventions  are  not  to  be  treated  as  mere 
monopolies,  and  therefore  odious  in  the  eyes  of  the 
law ;  but  they  are  to  receive  a  liberal  construction, 
and  under  the  fair  application  of  the  rule,  ut  res 
magis  valeat  quam  pereatj  are,  if  practicable,  to  be 
so  interpreted,  as  to  uphold  and  not  to  destroy 
the  right  of  the  inventor.    Turrill  v.  Bailroad  .  .   202 

See  Particular  Patents. 


Contract. 


1.  A  telegraph  company  having  acquired  from  a  pat- 

entee the  right  to  use  a  telegraph  line  between  cer- 
tain localities,  held  in  view  of  the  terms  of  the  con- 
tract, that  it  could  not  restrain  others  from  con- 
veying messages  between  the  same  localities  by 
other  routes.  The  Western  Telegraph  Co.  v. 
Magnetic  Telegraph  Co 18 

2.  Assignees  under  a  contract  of  a  right  to  construct  a 

telegraph  line  between. certain  points,  with  cove- 
nant by  assignor  not  to  grant  to  any  other  person 
the  right  to  construct  any  other  line  under  the  pat- 
ent, within  the  aforesaid  limits,  either  in  a  direct 
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or  indirect  line,  has  no  power  to  restrain  others 
from  conveyiDff  messages  between  the  same  points 
over  other  and  more  circuitous  routes.  The  West- 
on Telegraph  Co.  v.  Penniman 24 

8.  Where  there  was  a  contract  to  give  notes  for  an  in- 
vention when  patented,  consisting  of  four  im- 
provements, the  assignment  transferring  the  whole 
title  and  entire  control  of  the  pending  application 
contains  the  four  improvements  and  the  patent  as 
amended  by  assignee's  solicitor  issued  for  one  im- 
provement only,  and  subsequent  to  the  date  of  the 
falling  due  of  the  notes,  four  reissued  patents  for 
the  improvements  were  granted  thereon,  held  that 
assignee  was  bound  by  the  lettw  and  ^irit  of  his 
contract  to  execute  his  notes.    Bowman  v.  Bead  .   888 

4.  Held  that  A.  and  B.  who  had  promised  with  assignee 
to  give  their  Joint  and  several  notes  on  the  issu- 
ance of  the  patent  to  the  inventor,  had  made  a  ^ 
Joint  promise  with  assignee.  Doubted  whether  A. 
and  B.  could  be  regarded  as  sureties.  Bowman  v. 
Bead 888 

6.  Where  a  contract  relating  to  a  certain  invention,  was 
made  prior  to  the  grant  of  the  patent,  held  that  its 
terms  were  based  upon  the  undetermined  action 
of  the  Patent  OfQce,  and  that  it  must  be  assumed 
that  the  parties  not  only  knew,  but  contracted  in 
view  of  the  probability  that  the  specification  might 
be  amended  or  withdrawn.    Bowman  v.  Bead  .  .   888 

6.  Where  the  contract  was  to  pay  for  the  right  to  use  an 
invention,  on  a  certain  boat,  so  much  a  year  dur- 
ing the  term  of  the  patent,  which  had  twelve  years 
yet  to  run  '*  if  the  said  boat  should  last  so  long,'' 
held  that  it  was  a  contract  not  to  be  performed 
within  a  year,  subject  to  a  defeasance  by  the  hap- 
pening of  a  certain  event,  which  might  or  might 
not  occur  within  that  time  and  not  being  in  writ- 
ing was  void  within  that  clause  of  the  statute  of 
frauds  which  provides  that  *^no  suit  shall  be 
brought  to  charge  any  person  upon  any  agreement 
that  was  not  to  be  performed  within  one  year,  un- 
less there  was  some  memorandum  or  note  in  writ- 
ing of  the  agreement."    Packet  Co.  v.  Sickles  .  .   454 

See  Employer  and  Employ^— Inventor,  1 ;  Surety,  1. 

Coamiel  Fees. 

1.  Counsel  fees  are  not  a  proper  element  for  the  consider- 
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ation  of  the  jury  in  the  estimation  of  damages  in 
action  for  the  infringement  of  a  patent  right. 
Teese  v.  Huntingdon 72 

1.  Where  a  plaintiff  is  allowed  to  recover  only  *'  actual 

damages"  he  is  bound  to  furnish  evidence  by 
which  the  Jury  may  assess  them.  An  instruction 
that  plaintiffs  having  failed  so  to  do  were  entitled 
to  nominal  damages  only,  held  improperly  refused. 
Mayor  of  New  York  v.  Ransom 88 

2.  In  the  absence  of  an  established  patent  or  license  fee, 

to  establish  the  measure  of  damages  a  charge  to 
the  Jury  to  consider  evidence  of  the  utility  and 
advantage  of  the  invention  over  the  old  modes  or 
devices  that  had  been  in  use  for  working  out  a 
similar  result,  was  sustained.  Suffolk  Mfg.  Co.  v. 
Hayden 405 

8.  Damages  are  to  be  estimated  for  the  period  of  the  in- 
fringement  and  not  for  the  whole  term  of  the  pat- 
ent.   Suffolk  Mfg.  Co.  V.  Hayden 405 

See  Counsel  Fees,  1 ;  Recovery,  1. 

Date  of  Decree. 

See  Decree,  2* 

Declaration. 

1.  Where  patentee's  declaration  was  in  covenant,  and 
set  out  a  sealed  agreement  on  the  part  of  defend- 
ant to  pay  him  a  certain  tariff  in  consideration  of 
an  exclusive  right  to  supply  a  certain  district  with 
the  patented  article,  held  that  the  declaration  was 
good.    Hecker  v.  Fowler 848 

Decree. 

1.  Where  a  decree  was  awarded  complainants  entitling 

them  to  a  permanent  injunction  and  for  an  ac- 
count of  gains  and  profits,  and  that  the  cause  be 
referred  to  a  master  to  take  and  state  the  amount 
and  report  to  the  court,  held  that  it  was  not  a  final 
decree  within  the  act  of  Congress  providing  for 
appeals  to  this  oourt.    Humiston  v,  Stainthorp  .   842 

2.  A  final  decree,  entered  *'  as  "  of  the  date  of  a  previ- 

ous order,  held  to  determine  the  rights  of  the 
parties  in  respect  to  an  appeal  by  the  date  of  the 
actual  entry,  or  of  the  signing  and  filing  of  the 
final  decree.    Rubber  Co.  v.  Goodyear 475 
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See  Evidence,  5. 

Delay. 

1.  Delay  prior  to  application  requisite  for  completing  an 
invention,  or  for  a  test  of  its  value  or  success  by 
a  series  of  sufficient  and  practical  experiments  is 
no  bar  to  a  patent.    Kendall  v.  Winsor 1 

Employer  and  Employee— Inventor. 

1.  Where  an  inventor  was  under  contract  with  nis  em- 
ployer to  make  improvements  in  folding  machines 
to  become  the  property  of  his  employer,  field  that 
the  employer  had  no  title  to  improvements  made 
after  the  contract  had  expired.   Appleton  v.  Bacon  151 

Eanivalentg. 

1.  That  two  machines  produce  the  same  effect,  will  not 

justify  the  assertion  that  they  are  substantially 
the  same,  or  that  the  devices  used  by  one  are, 
therefore,  mere  equivalents  for  those  of  the  other. 
Burr  t>.  Duryee 224 

2.  Illustrations  of  the  term  *'  equivalent "  in  its  applica- 

tion to  machines.    Burr  t*.  Duryee 224 

Equivocal  Claim. 

See  Particular  Patents.  17, 19. 

Estoppel. 

1.  Where  the  declaration  sets  out  and  alleles  the  in- 

fringement  of  the  combination  as  claimed,  plain- 
tiff cannot  abandon  a  part  of  the  combination  as 
immaterial  and  rely  upon  the  remaining  part 
alone.    Vance  v.  Campbell 117 

2.  The  rule  stated  in  respect  to  the  conclusiveness  of  the 

verdict  and  judgment  in  a  former  trial  between 
the  same  parties  when  used  in  pleading  as  a  tech- 
nical estoppel.    Packet  Co.  v.  Sickles 464 

8.  Where  the  declaration  in  a  former  suit  was  in  four 
counts,  to  which  the  general  issue  was  pleaded 
and  a  general  verdict  was  for  the  plaintiffs ;  and  the 
first  and  fourth  counts  set  out  two  dificerent  spe- 
cial contracts  to  the  same  subject-matter,  and  the 
judgment  was  pleaded  in  estoppel  in  respect  to  one 
of  the  contracts,  plaintiffs  having  failed  to  prove 
aliunde  and  to  show  by  the  record  that  the  matter 
of  the  particular  contract  was  necessarily  found 
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by  the  jary,  held  that  defendants  were  not  es- 
topped.   Packet  Co.  v.  Sickles 454 

See  Evidence,  6 ;  Particular  Patents,  8. 

Evidence. 

1.  Under  the  judiciary  act  the  Federal  courts  are  gov- 

emed  by  the  laws  of  the  State  where  held  as  to 
the  rules  of  evidence,  and  competency  of  witnesses. 
It  was  error  to  reject  a  witness  competent  to  tes- 
tify under  such  State  law.    Vance  v.  Campbell   .    117 

2.  Where  the  fact^  which  such  witness  offered  to  prove 

are  not  stated  in  the  bill  of  exceptions,  this  court 
will  not  presume  it  immaterial.    Vance  v.  Camp- 

beU 117 

8.  Where  the  only  question  presented  upon  the  bill  of 
excepcions  was  whether  or  not  the  plaintiff  was  a 
competent  witness  to  give  testimony  in  his  own 
behfdf ;  and  according  to  the  laws  of  the  State  in 
which  the  suit  was  brought,  he  was  a  competent 
witness,  held  that  the  case  fell  within  the  decision 
in  Vance  v,  Campbell,  1  Black,  431  [p.  117  ante], 
that  the  rules  of  evidence  prescribed  by  State  law 
were  those  of  decisions  for  United  States  courts 
while  sitting  within  the  limits  of  the  State,  and 
the  plaintiff  was  held  competent.  Haussknecht 
V.  Claypool 189 

4.  The  question  raised  but  not  decided  whether  parol 

proofs  are  admissible  to  establish  the  fact  of  an 
agreement  for  the  assignment  of  a  future  exten- 
sion of  a  patent.    Bloomer  v.  Millinger 185 

5.  Where  the  record  of  a  previous  trial,  produced  in 

order  to  conclude  defendants  from  denying  the 
existence  of  a  certain  contract,  failed  to  show 
whether  it  rested  in  parol  or  in  writing,  and  plain- 
tiffs introduced  extrinsic  evidence  to  prove  its 
identity  with  the  contract  in  this  case,  Juld  that 
whether  or  not  the  contract  as  proved  on  the 
former  trial  rested  in  parol  or  writing  was  mate- 
rial, and  that  it  was  competent  for  defendants  to 
disprove  the  evidence  and  show  that  it  rested  in 
parol,  so  as  to  let  in  the  defense  of  the  statute  of 
of  frauds  (in  force  in  the  District  of  Columbia, 
and  relied  on  by  defendants).  Packet  Co.  v. 
Sickles 464 

6.  Where  the  record  of  a  former  trial  is  admitted  as  evi- 

dence to  conclude  a  party  from  agitating  the 
same  matters  in  a  second  suit,  when  the  extrinsic 
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proof  of  tbe  identity  of  the  cause  of  action  is  such 
that  tbe  court  must  submit  the  question  to  the 
Jury  as  a  matter  of  fact,  any  other  matter  in  sup- 
port or  defense  of  the  action,  as  the  case  may  be, 
should  be  submitted  on  the  trial  under  proper  in- 
structions.   Packet  Co.  v.  Sickles 454 

See  State  of  the  Act,  1. 

Expanded  Beissae  Claim* 

1.  Expanded  or  equivocal  reissue  claims,  made  where 

the  original  patent  was  clearly  neither  **  inopera- 
tive nor  invalidj'^and  whose  specification  is  neither 
''defective  nor  insufficient*'  condemned.  Burr 
V.  Duryee 224 

2.  Expanded  reissue  claims  condemned  (Burr  v.  Duryee, 

1  TVall,  685,  p.  224,  arUe^  affirmed  and  applied). 

Case  V.  Brown 860 

See  Fraud,  1 ;  Particular  Patents,  17, 19. 

Experiment* 

See  Delay,  1. 

Extensi<Mi« 

1.  Under  the  Act  of  1886,  section  18,  a  party  who  has  par- 

chased  a  patented  machine  and  was  using  it  dur- 
ing the  original  term  for  which  the  patent  was 
granted,  might  continue  to  use  the  machine  dur- 
ing the  extended  term.  Chaffee  v.  Boston  Belt- 
ing Co 60 

2.  Where  respondent  had  purchased  the  right  to  con- 

struct and  operate  the  patented  machines  during 
the  term  of  the  patent  as  then  existing,  and  had 
so  done,  held  that  he  had  acquired  an  absolute  and 
unrestricted  right  to  use  and  operate  them  until 
worn  out,  notwithstanding  a  subsequent  exten- 
sion of  the  patent  by  act  of  Congress.    (Act  1886, 

sec.  18).    Bloomer  v.  Millinger 185 

See  Evidence,  4. 

Final  Decree* 

See  Decree,  1, 2. 

Fraud* 

1.  The  question  of  fraud  raised  but  not  determined  in 
view  of  an  unwarranted  expanded  reissue  claim 
made  subsequent  to  inspection  of  the  alleged  in- 
fringing machine.    Burr  v.  Duryee 224 
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Fttoetional  Claim* 

Page. 
See  Particular  Patents,  17, 19. 

Grantee* 

See  Builder    of    Patented    Machines,   1;   Territorial 
Grantee,  1. 

Identity* 

See  Equivalents,  1;  Infringement,  2;  Particular  Pat- 
ents, 6. 

ImproTer* 

An  inventor  who  has  made  an  improvement  in  a  ma- 
•chine,  cannot  include  all  previous  inventions,  and 
have  a  claim  to  the  whole  art,  discovery  or  ma- 
chine which  he  has  improved.    Burr  r.  Duryee  .  .   224 

Infringement* 

1.  There  is  no  inf rin^ment  of  a  patent  which  claims 

mechanical  powers  in  comhination,  unless  all  the 
parts  have  been  substantially  used.  The  use  of  a 
part  less  than  the  whole  is  no  infringement.  Eames 
V.  Godfrey 168 

2.  An    infringement    involves     substantial     identity, 

whether  that  identity  be  described  by  the  terms, 
'^same  principle,''  same  modus  operandi^  or  any 

other.    Burr  v.  Duryee 224 

See  admissions,  1 ;  Combination,  1 ;  Particular  Patents, 
4, 8, 16. 

Infringer* 

1.  Where  nothing  appeared  by  the  evidence  to  prove  that 

defendants,  who  alleged  themselves  to  be  licensees, 
were  rightfully  in  the  enjoyment  of  the  thing  pat- 
ented during  the  original  term,  and  they  had  failed 
to  establish  any  right  or  license  to  the  use  of  the 
machinery  during  the  extended  term,  held  that 
they  appeared  on  the  record  as  naked  infringers ; 
held  that  it  was  error  for  the  court  in  its  instruc- 
tion to  the  jury  to  assume  a  material  fact  as 
proved— their  title  under  the  original,  of  which 
there  is  no  evidence  in  the  case.  Chaffee  v.  Bos- 
ton Belting  Co 60 

2.  Where  defendants  combine  with  this  invalid  part  of 

Sherwood's  patent,  another  improvement  not 
claimed  in  the  patent,  held  that  they  could  not 
be  made  infringers  by  an  argument  that  mingles 
the  valid  and  invalid  parts  of  a  patent,  and  calls 
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it  a  unit,  and  claims  tbem  as  infringers  for  using 
tlie  void  part  of  tlie  unit.    Jones  v.  Moreliead  .  .    165 

Invention* 

Change  in  Size,    See  Particular  Patents,  1. 

New  Use  of  Old  Organization,  See  Particular  Patents,  2. 

Duplication  of  Parts,  See  Particular  Patents,  13 ;  See 
Secret  Invention. 

Judgment* 

See  Estoppel,  2. 

Jury* 

1.  The  secret  deliberations  of  the  jury,  or  grounds  of 
their  proceedings  while  engaged  in  making  up 
their  verdict  are  not  competent  or  admissible  evi- 
dence of  the  issues  or  findings,  their  evidence  should 
be  confined  to  the  points  in  controversy  on  the 
former  trial,  to  the  testimony  given  by  the  parties 
and  to  the  questions  submitted  to  the  jury  for  their 
consideration,  and  then  the  record  furnishes  the 
only  proper  proof  of  the  verdict.  Packet  Co.  v. 
Sickles 454 

Machine* 

See  Mode  of  Operation,  1 ;  Principle,  8. 

Mandamus. 

1.  Where  applicant  for  reissue  had  filed  his  application 

with  the  Acting  Commissioner  and  had  paid  the 
repuisite  fees,  held  that  he  had  done  all  in  his 
power  to  make  the  application  effectual,  and  that 
it  was  properly  before  the  Commissioner,  other- 
wise a  mandamus  would  lie  to  compel  the  Com- 
missioner to  receive  it.    Holloway  v,  Whiteley  .  .   442 

2.  Under  Act  1886  sec.  18,  and  Act  1887,  sec.  8,  the 

Commission  of  Patents  having  examined  and  re- 
fused an  application  for  reissue,  on  the  ground  that 
applicant  was  not  the  proper  party,  a  mandamus 
will  not  lie  to  compel  him  to  re-examine  the  ap- 
plication.   Holloway  r.  Whiteley 442 

8.  The  principles  of  law  relating  to  the  remedy  by  man- 
damus stated.    It  cannot  be  made  to  perform 
the  functions  of  a  writ  of  error.    Holloway  v, 
Whiteley 442 

Measure  of  Damanres* 

See  Damages,  2. 
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1.  '^  A  mode  of  operation  as  exhibited  in  a  machine  "  is 

not  patentable.    Burr  r.  Duryee 224 

See  Infringement,  2;  Principle,  2, 3. 

Motion  for  Reduction  of  Amount  of  Appeal  Bond* 

See  Appeal  Bond,  1. 

Nominal  Damasr^s* 

See  DamageB,  1. 

Notice  of  Special  Matter* 

1«  All  that  the  act  of  Congress  (Act  1886,  sec.  15),  re- 
quires is  that  notice  of  the  special  matter  to  be 
offered  in  evidence  at  the  trial  shall  be  in  writing, 
and  be  given  to  the  plaintiff  or  hia  attorney  more 
than  thirty  days  before  the  trial.  Teese  v,  Hunt- 
ingdon      72 

2.  The  defendant  may  give  the  requisite  notice  with- 

out any  leave  or  order  from  the  court,  and  he  may 
remedy  a  defect  or  supply  a  deficiency  therein  by 
another  notice  subject  to  the  same  conditions  as  to 
writing  and  time.  Teese  v.  Huntingdon  ....  72 
8.  Under  Act  1886,  sec.  16  in  the  notice  of  prior  knowl- 
edge and  use,  notice  of  the  time  when  the  person 
possessed  the  knowledge  and  use  of  the  invention 

is  not  required.    Phillips  v.  Page 97; 

See  State  of  the  Art,  1. 

Novelty* 

See  Particular  Patents,  1, 9, 12, 16. 

Particular  Patents* 

1.  Letters  patent.  No.  2174,  Page  G.,  July  16,  1841. 

Portable  Circular  Sffw  Mill,  the  claim  construed  to 
be  for  a  combination  wanting  in  novelty,  being 
found  in  circular  saws  of  smaller  dimensions  than 
an  ordinary  saw-log.  The  enlargement  of  the  or- 
ganization of  the  machine  compared  with  the  old 
one  is  not  patentable.    Phillips  v.  Page 97 

2.  As  construed  by  the  court  below,  it  was  for  simply 

applying  an  old  organization  to  a  new  use,  which 
is  not  a  patentable  subject.  Phillips  v.  Page  ...  97 
8.  Letters  patent.  No.  6  086,  Vance,  £  ,  February  6, 
1849.  Cooking  Stove,  claim  construed  to  be  for  a 
combination  of  certain  elements,  and  held  that 
plaintiff  could  not  abandon  one  of  them  as  imma- 
terial, and  in  order  to  prove  infringement.  Vance 
V.  Campbell 117 
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4.  Letters  patent,  No.  9,484,  L.  E.  Hopkins,  December 
21, 1852.  Improvements  in  Machinery  for  manu- 
facturing Hat-Bodies,  held  not  infringed  by  Boy- 
den's  machine.    Burrv.  Duryee 339 

6.  Where  the  court  below  broadly  construed  the  claim 
in  letters  patent  No.  15,687,  J.  D.  Cawood,  Sep- 
tember  9, 1865,  Anvil,  and  ruled  that  in  view  of 
plaintiffs'  admissions  as  to  the  prior  state  of  the 
art,  that  they  had  admitted  away  their  case,  held 
that  in  order  to  sustain  the  claim  it  should  be  con- 
strued and  limited,  in  view  of  the  description  of 
the  elements  in  the  specification,  to  the  combina- 
tion of  the  particular  devices  described.  Turrill 
V.  Railroad 202 

6.  Held  further  that  the  identity  of  the  claim,  as  con- 

strued and  limited,  with  the  prior  existing  devices 
in  plaintiffs'  admission  was  a  question  for  the 
Jury.    Turrill  v.  Railroad 202 

7.  Held  that  the  improvement  claimed  in  letters  patent 

No.  18,742,  I.  Hayden,  December  1,  1857,  Long 
Trunk  for  cleaning  Cotton,  was  not  abandoned  by 
describing  but  failing  to  claim  it  is  his  prior  pat- 
ent No.  16,833,  March  17,  1857,  Cotton  Cleaning 
Machinery,  as  an  application  for  the  latter  patent 
was  pending  before  the  Patent  OfSce  at  the  time 
of  the  grant  of  the  prior  patent.  Suffolk  Mfg.  Co. 
V,  Hayden 406 

8.  Where  letters  patent  No.  19,508,  R.  L.  Lewis,  March 

2, 1858,  Boot-Tree,  was  construed  to  be  for  a  combi- 
nation of  mechanical  powers  to  effect  a  useful  re- 
sult, held  that  there  was  no  infringement  unless 
the  whole  combination  was  used ;  and  that  if  all 
parts  but  one  were  used  and  for  that  was  substi- 
tuted another  mechanical  structure  substantially 
different  in  its  construction  and  operation  but 
serving  the  same  purpose,  it  did  not  constitute  an 
infringement.    Eames  v.  Godfrey 158 

9.  Letters  patent  No.  26,108,  November  15, 1859.    Fast- 

ening for  Jail  Doors,  and  No.  24,307,  June  7, 1859; 
No.  27,222,  February  21,  1860;  and  No.  29,282, 
July  24,  1860,  all  granted  £.  Jacobs  for  Prisons, 
held  wanting  in  novelty  and  their  patentability 
doubted.    Jacobs  v.  Baker 488 

10.  Letters  patent  No.  29,971, 1.  Hayden,  September  11, 

1860,  Cotton  Cleaner,  is  not  for  the  same  inven- 
tion as  bis  patent  No.  18,742,  December  1,  1857, 
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Long  Trunk  for  cleaning  Cotton.  Suffolk  Mfg. 
Co.  V.  Hayden » 406 

11.  Reissued  letters  patent  No.  82,  J.  &  H.  Hanson ; 

March  14, 1846  (original  No.  2021,  March  29, 1841), 
for  Lead  Pipe  Machine  construed  to  be  for  a  new 
combination  of  machinery  and  sustained.  Le  Boy 
V.  Tatham 29 

12.  Claim   1    reissued    letters   patent  No.  401,  J.  F. 

Sherwood,  December  17,  1842,  Door  Lock,  for 
"  making  the  cases  of  door-locks  and  latches  dou- 
ble-faced," so  that ''  either  side  may  be  used  for 
the  outside,"  field  wanting  in  novelty.  Jones  v. 
Morehead 166 

18.  The  question  raised  but  not  determined  whether  the 
making  of  the  case  which  incloses  the  internal 
works  of  the  lock,  with  two  faces  just  alike  so  that 
either  side  could  be  presented  outwards,  is  patent- 
able.   Jones  V,  Morehead 166 

14.  Where  the  expanded  reissued  letters  patent  No.  628, 
J.  Case,  November  16, 1868,  Seed  Planter,  made  to 
cover  defendants'  improvement,  and  claiming 
**  any  mode  of  combining  "  the  various  mechanical 
devices  in  the  improved  machine  for  producing 
the  same  result  or  effect,  was  construed  and  lim- 
ited by  the  court  below  in  its  charge  to  the  partic- 
ular devices  and  combination  of  parts  claimed  in 
the  original  patent  No.  12, 281,  January  16, 1886, 
the  construction  was  sustained.    Case  v.  Brown  .    860 

16.  Reissued  letters  patent.  No.  1030,  A.  B.  Taylor, 
August  21,  1860,  Machinery  for  making  Hat- 
Bodies,  if  construed  broadly,  is  void,  if  limited  in 
view  of  original  No.  14,476  of  March  18, 1866,  in 
order  to  save  it  is  not  infringed  by  Boyden's  ma- 
chine constructed  under  letters  patent  No.  26,811, 
S.  Boyden,  January  10, 1860.  Machine  for  form- 
ing Hat-Bodies.    Burr  r.  Duryee 806 

16.  Reissued  letters  patent  No.  1086,  A.  H.  Wells,  De- 

cember 4, 1860,  Process  for  forming  Hat-Bodies, 
original  No.  4472,  April  26,  held  anticipated  by  a 
prior  English  patent,  which  was  known  to  Wells, 
and  is  void.    Burr  v.  Duryee 224 

17.  Claim  1  of  reissued  letters  patent  No.  1087,  A.  H. 

Wells,  December  4, 1 860  (original  No.  4472,  April 
26, 1846),  for  ^'  forming  bats  of  fur  fibres  by  throw- 
ing the  fur  in  properly  regulated  quantities,  sub- 
stantially as  herein  described"  condemned  as  a 
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claim  of  a  functioni  resolt  or  principle,  and  as  an 
attempt  at  expansion  by  an  equivocal  claim.    Burr 
V,  Duryee 224 

18b  Held  there  was  no  error  from  "  inadvertence,  acci- 
dent or  mistake  "  in  the  claim  of  Wells'  original 
letters  patent  No.  4472  of  April  26, 1846,  for  which 
the  reissue  No.  108741>ecember  4, 1 860,  was  granted. 
Burr  V.  Duryee 224 

19.  Where  the  original  claim  of  letters  patent  No.  4472, 
A.  H.  Wells,  April  26,  Hat-Bodies,  was  construed 
to  be  for  an  improvement  on  a  machine  and  co- 
extensive with  the  invention,  and  in  which  there 
was  no  error  from  **  inadvertence,  accident  or  mis- 
take," held  that  its  reissue  No.  1087,  of  December 
4, 1860,  claiming  the  '^  mode  of  operation  "  of  the 
machine,  was  for  a  function,  result  or  principle, 
an  attempt  at  expansion  by  an  equivocal  claim 
and  void,  if  infringed  by  the  machine  construed 
under  patent  No.  26,811,  S.  Boyden,  January  10, 
1860,  Machine  for  forming  Hat-Bodies.  Burr  v. 
Duryee .  .   224 

Patentability. 

1.  Semhle  that  an  improvement  in  the  construction  of 
jails  is  not  an  *^  art,  machine,  manufacture  or  com- 
position of  matter  "  patentable  underact  1836,  sec. 
6,  neither  can  it  be  protected  under  act  1842,  sec. 
8,  relating  to  copyrights.    Jacobs  v.  Baker   .  .  .   483 

See  Mode  of  Operation,  1 ;  Particular  Patents,  9 ;  Prin- 
ciple, 1,2. 

Patent  Issued  to  wrongr  person. 

1.  Where  the  patent  had  been  issued  to  the  wrong  per- 
son it  was  directed  tliat  it  should  be  surrendered 
and  cancelled.    Appleton  v.  Bacon 161 

Patents. 

,  1.  Of  two  patents  to  the  same  inventor  for  the  same  in- 
vention the  last  is  void.  Suffolk  Mnfg.  Go.  v. 
Hayden 405 

Policy  of  the  Patent  Iiaw. 

1.  The  policy  of  the  Patent  Law  is  **  topromote  the  pro- 
gress  of  science  and  useful  arts,''  Constitution, 
act  1,  sec.  8,  clause  9.    Kendall  v.  Winsor  ....      1 
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1,  The  practice  of  the  Circuit  Court  in  paaaiog  the  or- 

der that  the  action  should  be  referred,  and  that 
the  matters  in  controversy  should  be  heard  and 
determined  by  a  referee,  approved  and  sustained. 
HeclLcr  v.  Fowler 848 

2.  The  reference  of  a  case  to  a  referee  to  hear  and  deter- 

mine all  the  issues  therein,  does  not  require  him 
to  report  specially  what  his  finding  is  upon  the  sev- 
eral issues  presented.  Hecker  v.  Fowler  .  .  348 
8.  Where  after  reference  to  referee,  judgment  pursuant 
to  the  order  of  the  court,  and  the  agreement  of  the 
parties  was  entered  by  the  derk,  it  was  held  valid. 
Hecker  i?.  Fowler  .  .  •  , 848 

Princiiile. 

1.  However  brilliant  the  discovery  of  a  new  principle 

may  be,  to  make  it  useful  it  must  be  applied  to 
some  practical  purpose.    Le  Boy  v.  Tatham  29 

2.  A  '*  principle  "  a  ^'  mode  of  operation  "  or  an  idea  is 

not  patentable.    Burr  v.  Duryee 224 

8.  The  principle  of  a  machine  is  '^its  mode  of  opera- 
tion."   Burr  V.  Duryee 224 

Prior  Kuowledge  and  Use. 

See  Notice  of  Special  Matter,  8. 

Purchaser. 

See  Extension,  1 ;  Bight  to  Make  and  Sell,  1. 

Qaestlons  Ibr  Jury. 

1.  Where  patentee  filed  his  application,  which  was  sub- 
sequently withdrawn  and  refiled  on  the  same  day 
with  an  amended  specification,  held  that  the  ques- 
tion of  the  continuity  of  the  application  was  for 
the  jury.    Godfrey  v.  Eames .  .   174 

See  Abandonment,  8, 4 ;  Particular  Patents,  6. 

Record. 

See  Bill  of  Exceptions,  1 ;  Evidence,  5, 6. 

Recovery. 

1.  A  recovery  of  damages  for  the  period  of  infringement 
does  not  vest  the  infringer  with  a  right  to  con- 
tinue the  use.    Suffolk  Mfg.  Co.  v.  Hayden  ...   405 

See  Surrender,  2. 

Referee« 

See  Practice,  1,  2, 8. 
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1.  Beissue  of  tbe  patent  has  no  connection  with  or  bear- 
ing upon  antecedent  suits,  it  has  as  to  subse- 
qaent  suits.    Moffitt  v.  Garr Ill 

See  Expanded  Beissue  Claim,  1, 2;  Fraud,  1 ;  Particu- 
lar Patents,  14-19;  Statute,  4;  Surrender,  1,  2; 
Territorial  Grantee,  1. 

"  Accident^  inadvertence^  or  mistake. " 

See  Particular  Patents,  18, 19. 

Repair. 

See  Bight  to  use,  1. 

Bight  to  Make  and  Sell. 

1.  The  interest  of  a  purchaser  of  the  exclusive  privilege 
of  making  or  vending  the  patented  machine  in  a 
specified  place  distinguished  from  that  of  a  pur- 
chaser for  use  in  the  ordinary  pursuits  of  life. 
Bloomer  v.  Millinger 185 

Bigrbt  to  Use. 

1.  The  rightful  owner  of  the  patented  machine  may  con- 
tinue to  use  it  until  worn  out,  or  he  may  repair  it 
or  improve  upon  it,  as  he  please.  Chaffee  v.  Bos- 
ton Belting  Co 60 

See  Extension,  1,  2;  Becovery,  1;  Bight  to  make  and 
sell,  1. 

Royalty. 

1.  Patentees  are  entitled  to  but  one  royalty  for  a  pat- 
ented machine.    Bloomer  v.  Millinger 185 

Secret  InTention. 

1.  The  inventor  who  designedly,  and  with  the  view  of 
applying  it  for  his  own  profit,  withholds  his  inven- 
tion from  the  public,  comes  not  within  the  policy 
or  objects  of  the  Constitution  or  acts  of  Congress. 
Kendall  v.  Winsor 1 

Specification. 

1.  A  change  in  the  specification  as  filed  in  the  first  in- 
stance, or  the  subsequent  filing  of  a  new  one, 
whereby  a  patent  is  still  sought  for  the  substance 
of  the  invention  as  originally  claimed,  or  a  part  of 
it,  cannot  in  any  wise  affect  the  sufficiency  of  the 
original  application  or  the  legal  consequences 
flowing  from  it.  (Act  1836,  sec.  7.)  Godfrey  v. 
Eames 174 
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1.  No  notice  is  necessary  to  Justify  the  admission  of 
evidence  to  show  the  state  of  the  art  at  the  date 
of  the  plaintiff's  invention.    Yance  v.  Campbell .   117 
^  State  Law. 

See  Evidence,  1, 3 ;  Statute,  1. 

Statute. 

1.  Under  the  Judiciary  Act,  1789,  sec.  84,  the  statutory 
enactments  of  the  States  of  the  Union  in  respect 
to  evidence  in  cases  at  common  law  are  obligatory 
upon  Judges  in  the  courts  of  the  United  States  to 
apply  them  as  rules  of  decision  in  the  trials  of 
such  cases.    Wright  v.  Bales 145 

See  Evidence,  1. 
*  2.  Act  1837,  sec.  9,  provides  that  the  suit  shall  not  be 

defeated  where  the  patentee  claims  more  than  he 
has  invented;  it  must  be,  however,  in  a  case 
where  the  part  invented  can  be  clearly  distin- 
guished   from   that  claimed   but  not  invented. 

Vance  v.  Campbell 117 

^                                               8.  But  the  act  fails  to  apply  in  this  case  because  a  com- 
bination is  an  entirety ;  if  one  of  the  elements  is 
given  up  the  thing  claimed  disappears.    Vance  r. 
>  Campbell 117 

4.  Act  1836,  sec.  13,  surrender  and  reissue  of  letters  pat- 
ent reviewed.    Burr  v.  Duryee 224 

Act  1836,  2  7.    See  Specification,  1. 

Act  1836,  i  13.    See  Mandamus,  2 ;  Surrender,  1 ;  Terri- 
torial Grantee,  1. 
^  Act  1836,  i  15.    See  Notice  of  Special  Matter,  1,  3. 

Act  1836,  i  18.    See  Extension,  1,  2. 

Act  1837, 1  8.    See  Mandamus,  2. 

Act  1839,  i  7.    See  Withdrawal  of  Application,  1. 

Statute  ot  Frauds. 

See  Evidence,  5. 

Substitution. 

See  Particular  Patents,  8. 
Surety* 

1.  A  surety  may  stand  upon  the  very  terms  of  his  con- 
tract, but  is  as  much  bound  by  its  true  intent  and 
meaning  as  the  principal.    Bowman  v.  Read    .  .   888 

See  Contract,  4. 

Surrender. 

1.  A  surrender  of  the  original  patent  to  the  Commis- 
sioner on  reissue,  within  the  sense  of  act  1836,  sec. 
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18,  means  an  act  which  in  Judgment  of  law  ex- 
tinguishes the  patent.    Moffittv.  Garr Ill 

2.  Moneys  recovered  on  judgments  in  suits,  or  voluntary 
payment  under  the  first  patent  cannot  be  recovered 
back  upon  its  surrender.  The  title  to  these  moneys 
depends  not  upon  the  patent,  but  upon  the  volun- 
tary payment  or  the  judgment  of  the  court  Moffltt 
V.  Garr Ill 

Territorial  Grautee. 

1.  J)oti6t(*cE  whether  grantee  of  an  exclusive  sectional  in- 
terest and  not  of  the  entire  patent  may  surrender 
and  reissue  it  in  view  of  Act  1886,  sec.  18.  Hollo- 
way  V.  Whiteley 442 

Verdict. 

See  Estoppel,  2 ;  Jury,  1. 

Void  Patents. 

See  Particular  Patents,  15, 16 ;  Patents,  1. 

Withdrawal  of  Application. 

1.  Under  act  1839,  sec.  7,  if  a  party  choose  to  withdraw 
bis  application  for  a  patent,  and  pay  the  forfeit,  in- 
tending at  the  time  of  such  withdrawal  to  file  a 
new  petition,  and  he  accordingly  do  so,  the  two 
petitions  are  to  be  considered  as  parts  of  the  same 
transaction,  and  both  as  constituting  one  contin- 
uous application,  within  the  meaning  of  the  law. 

Godfrey  v.  Eames 174 

See  Questions  for  Jury,  1« 

Witness. 

1.  Bule  stated  as  to  impeaching  witness.  Teesev.  Hun- 

tingdon   72 

2.  A  question  asked  of  an  impeaching  witness  as  to 

*'  What  is  the  reputation  of  the  witness  for  moral 
character  V"  Held  properly  overruled.  Teese  v. 
Huntingdon 72 

8.  Where  the  bill  states  that  on  the  trial,  the  plaintiff, 
to  sustain  the  issue  on  his  part,  offered  himself  as 
witness,  and  his  counsel  claimed  he  was  compe- 
tent, &c.,  held  that  enough  was  stated  to  imply 
the  materiality  of  the  witness.  Haussknecht  v. 
Claypool 189 

See  Evidence,  1,  2,  8. 

Writ  of  Error. 

See  Mandamus,  8. 
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Application. 
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Measure  of  damages  in  absence  of  license  fee 43S 
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Delay. 
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ImproTer. 

Improver  is  limited  to  his  improvement 299 

Invention. 
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Evidence  of  the  state  of  the  art  admissible  without 

notice 135 

Definiteness  of  notice  of  special  matter 107 
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A  principle  is  not  patentable 299 

Principle  of  a  machine  defined 299 

Patents. 

Of  two  patents  to  the  same  inventor  the  latter  is  void  .   438 
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Purchaser  of  patented  device  acquires  unlimited  right 

of  user 68 
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Recovery  of  damages,  in  respect  to  right  to  continue  use.  439 


Reissue. 


Who  may  reissue 452 

Effect  of  surrender  and  reissue  pending  suit 115 

Surrender  of  original  an  abandonment  of  original ...     14 

Expanded  reissue  claims  condemned 301 
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